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FORE WOK I). 


In company with Abyssinia, the Solomon Islands, 
Monaco, St. Helena, Sarawak and a lew other countries 
of similar coinniercial standing,* tlie f?r(*at Empire ol! India 
has no trade mark legislatioii ! It would aijpear that the 
interests of commerce and manufacture and other practical 
considerations do not attract the attention of those who 
clamour so loudly for political reco^ition. Perhaps, the 
analysis of the problems involved j^equires too much thought 
and trouble for the poiDular type of politician. Be that 
as it may, the situation is one in which traders and manu- 
facturers, British and Indian alike, have a profound practi- 
cal interest. Those who have reason to complain of the 
unscrupulous imitation of the “get-up” of their commodi- 
ties are driven, in default of a better remedy, either to the 
cumbrous and exjiensive judicial procedure known to 
English common law as a “Passing-off-suit” or to the 
merely penal provisions of the INEerchandise Marks Law. 
Moreover, a merchant or manufacturer who wishes to 
avail himself of the first remedy must select one or more of 
the x>rovinces in which to start his proceedings . If in 
Bengal, Bombay jor Madras, he may have to choose the High 
(.'ourt on its original side, and in the other jirovinces he 
will hav<i to fight his suit before, a Subordinate Judge who 
has even less acquaintance with commercial affairs . Again, 
the resulta obtained may widely vary. In one province it 
may be held that he has failed to x)rove that his goods are 
known by the mark in question. In another province it may 
be held that the “get-up”, name dr mark which he seeks to 
protect is incapable, in law, of legal protection. In a third 
it may be held that the defendant’s “get-up” is not a copy; 
while in a fourth he may obtain at enormous expense an 

*8ee Appendix XIII of this book. 
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injunction which will be confined in its operation to that 
particular province. In short, the administrative side of 
the law is in a state of chaos, though the principles of 
English common law are clear and precise. Conunercial 
India has long sought to have this state of affairs remedied 
and has struggled for the establishment of a Trade Marks 
Begister as in other civilised countries. It is noteworthy 
that an Indian Patent Office for the protection of inventions 
now exists, though the need for protection of inventions 
is far less, in India, than for machinery to protect trade 
marks; for though a large proportion of the population is 
engaged in manufacture or trade, the number of inventions 
made in India is negligible. In the matter of trade marks, 
Indian and European interests are identical and there can 
be no question of a preference being given to either. Both, 
therefore, should unite to the achievement of a common 
object. 

By virtue of the fact that for many years, in my 
practice at the Bar, I had experience of Patent and Trade 
Mark law I have been invited to contribute a “Foreword'' 
to this book written by Mr. Venkateswaran of the Indian 
Patent Office. I venture to recommend it from two points 
of view. Firstly, as a text book of law it sets forth with 
remarkable clarity and accuracy the principles of trade 
mark law considered in the light of the English common 
law and as the basis for the establishment of a register 
of trade marks. As the author is careful to point 
out, a properly conducted registry of trade marks 
and the institution of the right to bring a suit for 
infringement depend upon the fundamental Conceptions 
which underlie the common law passing off action, but the 
remedy is made swifter and far less expensive. A trade 
mark office, moreover, is self supporting and should, save 
in the beginning, involve little or no administrative cost. 
Mr. Venkateswaran 's explanation of tiie basic principles 
of law is very thorough and complete and is admirably 
illustrated from the reported cases. Indeed, I am astonish- 
ed to find that legal principles should be so admirably 
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expounded by one who is not a professional lawyer and 
whose daily work must leave little leisure for the study of 
law. Perhaps, this is less surprising in the case of an 
Indian author than would he tlic ease if the book had been 
written by one of iny own countrymen; for Indians seem 
to me to liave a natural genius for laAv as a subject of 
study. 

Mr. Venkateswaraii's book, however, is more than a 
legal text book. It is a very complete presentment of the 
cast' for the establishment of a trade mark registry. This 
as j .'Oct of the matter is scientifically developed in the First 
Part and in the concluding chapter, and the author exhi- 
bits a very thorough grasp of the practical questions in- 
volved. I would recommend these portions of the book to 
ct)mmoreial India and to the higli administrative authorities 
who will hav'e to tackle a difficult and necessarily unfamiliar 
problem. It is clear that, from a judicial point of view, 
Pat(‘nts and Trade Marks will have to be administered as 
a Federal suliject and the extraordinary situation which 
now prevails should be terminated as soon as possible. 

1 hoiie for this book the success which it undoubtedly 
deserves. 


1’atxa, 

27 th August, 1935 . 


COURTNEY I’JORRELL, 

Chief Justice, 
Patna ITigh Court . 




PREFACE. 

This law of trade marks is essentially the eroation of tlio 19th 
eeiitury. A;s in the case of the law relating to patents, we owe 
the development of this branch of law also to tlic gt'iiius of the 
Knglish speaking race. Even long })rior to the passing of the 
liist Trade Marks Act, in 1875, the principles of trade mark law 
had been very well developed and followed in England by tlio 
(^'ourts of Equity and Common Law. It was laid down by these 
<?ourts in the early part of the hist centniy, in a series of well- 
known decisions, that a person shall not represent Jiis goods as 
the goods of .somebody else. The riglit of every trader to the ex- 
clusive use of the trade mark which had become associated with his 
goods in the market and the right to restrain his rivals from pirat- 
ing that mark were recognised under the common law, and the 
(xourts granted injunctions and awarded damages to the injured 
owner of the mark. In the beginning protection was granted 
only in eases where fraud could be shown, but after the decision 
in tlie famous case, Millington v. Fox, in 1838, fraud was not 
considerc'd e.ssential for a passing off action. A right of property 
in li-ade mark came to be gradually recognised, and in order to 
obtain an injunction, it was held suflBcient to show that the defen- 
dant threatened to do, and, if not prevmitcd, would do, injury to 
liiat right. Notwithstanding the jirotection of trade mark rights 
thus afforded by the Common law it was found that the piracy by 
unscrupulous traders could not be effectively cheeked, and this 
was largelj due to the cumbrous and expensive jirocedure involved 
in prosecuting suits for passing off. Under tlie common law, in 
every trade mark action the onus lay on the plaintiff to prove his 
title by evidence of prior usage, and such proof, even in the case 
of a well-known mark, was often difficult and exjumsive. More- 
over, success in one case was no guarantee that there would not be 
other similar suits, and where there were .several infringements, 
the owner of the mark had to establish his title de novo, in every 
individual action if the defendant chose to dispute it. The need 
was therefore keenly felt for a machinery by which the owner of 
a trade mark could readily establish his title to the .satisfaction of 
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the court without being put to the necessity of proving prior usage. 
A demand from the commercial community for a legislative 
measure to facilitate and cheapen actions for infringement of 
trade marks resulted in .the passing of the first Trade Marks Act 
in England, which came into operation on the 13th August, 1875.- 
The Act and the subsequent Acts of 1883 and 1888 have been 
replaced by the Trade Marks Act of 1905, amended by the Acts 
of 1914 and 1919. 

The position of trade mark owners in India at the present day 
is very similar to what it was in England prior to the passing of 
the first Trade Marks Act. In the absence of a statute law the 
principles of English common law are followed by the Indian 
courts in granting relief in trade mark cases. It is not surprising, 
therefore, that in their efforts to restrain piracies of their marks 
the owners of trade marks in India are meeting with the same 
difficulties as were experienced by the commercial community in 
England before 1875. Well-known trade marks of both Indian 
and English merchants are flagrantly copied and the merchants 
are practically helpless in the prevention of such wholesale piracies 
of their marks. Cheap inferior imitations of popular brands of 
goods are ever on the increase in the market and are passed off 
as the genuine ones. The injury done to trade mark owners by 
such fraudulent imitations of their marks by unscrupulous traders 
cannot be estimated easily. Apart from loss of custom by the sale 
of the spurious goods which displace the genuine ones, the owners 
of the marks often find their reputation damaged irreparably by 
such misrepresentation. The consequent loss of business may in 
most cases be permanent and be incapable of real compensation by 
damages obtained after a long drawn out suit under the common 
law. Such oppressive and unfair competition, unless cheeked in 
time, would result in what Herbert Spencer termed ‘commercial 
cannibalism’. A legislative measure similar to that adopted in 
England under similar circumstances is thus urgently needed for 
this country. Such legislation .would provide for an action for 
infringement and relieve the trade mark owner from the burden 
of establishing his title by proving prior usage in every infringe- 
ment suit, the fact of registration being then regarded as prima 
facie evidence of his title to the mark. Another great advantage 
which would accrue from such legislation is that it would provide ' 
a permanent record of the repstered marks so that any trader 
might consult the Eegister before using a new mark and thus avoid 
adopting unwittingly a mark that would be an infringement of an 
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already registered trade mark, belonging to a different trader. 
The advantages which such a legislation would confer have been 
better appreciated in recent years by the commercial communities 
in India, both Indian and British. 

. The present book has a twofold aim. Firstly, it presents a 
case for the enactment of a statute law for the registration of 
Trade Marks in India; and secondly, it gives a fairly compre- 
liensive account of the existing law relating to trade and merchan- 
dise marks in India. The general scheme of the work will be clear 
from the Table of contents. After a historical Introduction, an 
account is given in Chapter II of the present difficulties of Indian 
trade mark owners in protecting their marks in India and abroad, 
and a plea is set forth for a Trade Marks Act for India. Certain 
special problems relating to the registration of cotton marks that 
may arise in the event of legislation are dealt with in Chapter III. 
Chapters IV to IX deal with the civil law relating to trade marks 
in India. As the principles of English common law on the sub- 
ject are followed by the Indian courts, a full account is given of 
tlu'se principles illustrated by leading English and Indian trade 
mark eases. A brief account is then given of the Law of Trade 
Li1)cl (Chapter X) , Chapter XI deals with the Indian Merchan- 
diser Marks Act and the criminal law relating to trade marks. 
A though this Act was passed as early as 1889 there docs not 
appear to be any text book on this branch of law so far. As the 
Indian Merchandise Marks Act is l)ased on tlie Eiiglisli statute of 
1887 the corresponding sections of the two Acts arc compared, 
wherever necessary, and references are given to all the reported 
Indian cases and to the leading English cases bearing on tlie 
subject . The book concludes with a Chapter dealing with certain 
priiieiples of trade mark legislation, which arc discussed with 
special reference to Indian conditions. It is pointed out that the 
British system of registration offers the most equitable method of 
protection of trade marks and it is suggested that the Trade Marks 
Act which may be enacted in India may, with advantage, be 
modelled on the English Trade Marks Act. The Report of the 
Coschen Committee recently appointed by the Board of Trade in 
England has been carefully considered and it is hoped that the 
obseiwations on these recommendations will be useful in the framing 
any such Indian Act. 

In view of the official j)Osition which the author holds it is 
desirable to state here expressly that the book represents solely 
his personal views and not those of the Government of India. 

B 
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THE LAW OF 

TRADE AND MERCHANDISE MARKS 

IN INDIA 


CHAPTER 1. 

HISTORICAL. 

There is at present no statute law in India for the registration 
of trade marks. The question of enacting a Trade Marks Act has 
been engaging the attention of both British and Indian merchants 
for over half a century and several attempts were made in the past 
by the Clovernment of India to provide such a measure. But these 
attempts have not so far succeeded, as there was not forthcoming 
till recently that general consensus of opinion among the various 
commercial bodies in India, which Govermnent regarded as an 
essential condition for their embarking on legi.slation affecting 
commercial interests. With the growth of India’s trade and 
industries the need for a Registration Act has now become almost 
imperative. The question of the enactment of such a legislative 
measure has of late begun to exercise the mind of the commercial 
community in India more vigorously than ever; and commercial 
opinion is now unanimous that legislation cannot be postponed any 
longer. One may, therefore, look forward to the introduction of a 
Trade Marks Registration Bill in the near future. In this 
connection, it may prove to be of interest, and perhaps of some 
value, to review the history of the attempts made in the past to 
secure such legislation and to clarify the various issues connected 
with this somewhat complicated problem. The first few Chapters 
are accordingly devoted to this topic. 

Trade ISarks Bill of 1879. — The first demand for legislation 
for registration of trade marks in India was made in April, 1877, 
by the Bombay Mill Owners’ Association, who approached the 
Government of Bombay with a request for the introduction, into 
the local Legislative Council, of a bill on the lines of the English 
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Act (The Trade Marks Begistration Act, 1875) . The request 
was supported by the Bombay Chamber of Commerce, in whose 
opinion the growing Indian industries, especially the cotton manu- 
factures of Bombay, needed the protection of such legislation. 
The Bombay Government, considering that any legislation in this 
direction should apply to the whole of India, placed the matter 
before the Government of India, who accordingly introduced a 
Bill* in the Imperial Legislative Council and circulated it for 
opinion. The Bill sought to provide that after a certain date no 
suit for infringement of trade marks could be instituted in the 
Courts unlei» such marks had already been registered; this 
was not, however, to affect the trade marks already in use before the 
date of the Act. The Bill further required that all marks, Indian 
and English, should be registered in India and that no special 
privilege should attach to marks registered in England. 

The Bill was referred in due course to a Select Committee, who 
found that opinion was divided on the one important question, 
whether trade marks already registered in England should be 
registered afresh in India. The Bengal Chamber of Commerce was 
of opinion that the proposed measure should apply only to Indian 
products; but this view was open to the grave objection that the 
position of a very large number of trade marks would still remain 
as unsatisfactory as before. The other Chambers of Commerce 
were also opposed to the proposal.* The Bombay Chamber 
accordingly suggested the registration in India of all trade marks. 
English opinion also favoured this view. Another suggestion was 
that the Indian register should automatically recognise trade marks 
registered in England this could not be accepted by the Select 
Committee, as according to them it would create legal difficulties 
in determining the rights of ownership in cases where the same 
mark might be owned by one i>erson in India and by another in 
England. After a careful consideration of these and other 
suggestions, the Committee recommended as a practicable course 
that every trade mark registered in India should have superadded 
to it some distinctive inscription of such a nature as to strike the 
eye at first glance, e.g., “Indian Mark.'* 


(1) Draft Bill Na 1 to be called ''The Indian Trade Marks Act, 1879”. 

(2) It may be remarked that the Bengal Chamber also, have lately 
modified their view, see Mr. G. L. Winterbotham’s speech in moving the 
resolution on Trade Marks at the annual meeting of the Associated Chamber 
of Commerce on the 9th January, 1933. 
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Bill of 1880. — ^As a result of this recommenclation the original 
Bill was withdrawn and a fresh Bill (“The Indian Trade Maihs 
Act of 1880”) was introduced. This Bill also was circulated ; but it 
met with some opposition. The solution proposed by the Select 
Copunittee, namely, superadding some distinctive inscription to 
marks registered in India, had failed to commend itsdf to most of 
the authorities consulted, as, apart from technical difficulties and 
expenses involved, the distinctive device to be added to the mark 
might sometimes, in the ease of a well-known Indian mark, so 
completely destroy the identity of the mark as to deprive it of most 
of its value to the owner. On the other hand, in some cases where 
an Indian manufacturer adopted a, well-known English mark with 
the device or inscription super-added, it might .so little affect the 
appearance of the mark that the injury done to the English owner 
would scarcely be less than if his mark were used without the 
addition. In the face of these objections the Select Committee had 
ultimately to restore the Bill to its original form providing for the 
registration in India of both Indian and foreign marks but the 
Committee favoured the adoption of a scheme for the registration 
of Indian marks in England. This suggestion, however, met with 
severe opposition and the Bill was, therefore, abandoned. 

India and the International Convention. — In 1884, the 
Secretary of State addressed the Government of India on the 
question of India joining the International Convention for the 
Protection of Industrial Property. The Government of India 
replied that, as adherence to the Convention would involve legis- 
lation for registration of Trade Marks, and as the Government did 
not consider such a measure expedient at that time, they were averse 
to India’s accession to the Convention.* 

Patents Act, 1888. — The matter came up again in connection 
with the passing of the Patents and Designs Act of 1888. It was 
proposed to incorporate in this Bill the provisions of the English Act 
for the registration and protection of trade marks. The proiMwal 
was supported by public opinion in England,® but, as there was 
some opposition in India, Government ultimately withdrew from 
the Bill the clauses relating to the registration of trade marks. 

(3) The Committee stated that this course was recommendedi by several 
of the authorities including the Commissioner of Patents and Trade Marks, 
London. . 

(4) An enquiry as to whether the Government of India would reconsider 
their position in respect of Industrial Property Convention was made in 1901 
by the Secretary of State (Lord George Hamilton). 

(5) Vide Trans. Inst. Pat. Agents, V. p. 66. 
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Trade Marks Begisters at Oustoms Houses. — ^With a view to 
facilitate the work of Customs Officers in seizing and detaining 
goods bearing fraudulent trade marks, Mr. O’Conor suggested in 
1891 that a register might advantageously be opened in all the 
principal Customs Houses of India, and provisions made for the 
registration of trade marks by any merchant who might choose to 
do so. This su^estion was referred to Local Governments and the 
commercial community for opinion. The Bengal, Bombay and 
Karachi Chambers of Commerce strongly objected to the 
proposal, which did not, therefore, receive any further attention. 
Mr. O 'Conor’s suggestion was, however, given a trial in November, 
1895, at Calcutta by the then Collector of Customs, Mr. Skrine, who, 
on his own responsibility, undertook the registration of Indian and 
foreign trade marks for a nominal fee. Considerable publicity was 
given to the scheme in England and in India. It was hoped that 
imported goods bearing imitations of marks already on the above 
register would be stopped at the port. But it was soon discovered 
that this could not be effected as the appraisers were unable to 
remember the various registered trade marks. This led to the 
discontinuance of the register. A similar register introduced at the 
Madras Customs House in 1896 had also to be abandoned after a 
.short trial. 

Trade Marks not registrable under the Inventions and 
Designs Act. — ^Although legislation for registration had been 
abandoned, applications continued to be received by Government 
for the registration of trade marks as designs under Part II of the 
Inventions and Designs Act of 1888. The Advocate General of 
Bengal, whose advice Nvas sought by the Government, gave his 
opinion that trade marks were not designs and were, therefore, not 
■capable of registration under this Act. In view of the large number 
of applications, notifications to this effect had to be issued not only 
in all the Government Gazettes but also in some of the important 
newspapers. 

Menuorandtim of fhe Outlera’ Company. — In the meantime, 
British shippers to India had begun to feel the need for an Indian 
Trade Marks Act, as in their view the protection under the Common 
Law was inadequate. The state of things in India was precisely 
the wamfi as obtained in England previous to the Act of 1875, viz., 
that in every trade mark case brought before the Indian courts the 
proprietor of the mark had to go through the old and very expensive 
process of proving his title to the mark, instead of merely having 



I-] 


HlSTORICAli. 


5 


to produce a certificate of registration. The Cutlers’ Company, 
Sheffield, therefore, prayed for the constitution of a trade marks 
office in India.* The India Office pointed out to the Board of Trade 
that, if registration were introduced in India, all English marks 
would have to be re*registered in India, as was the case in the 
Colonies, and asked the Board whether commercial opinion in 
England would be agreeable to such a Bill. On enquiry, it was found 
that, with the exception of the Manchester Chamber of Commerce, 
all the other Chambers of Commerce in England would welcome 
such a measure. The Government of India were then approached, who 
in their turn consulted the Local Governments and the Chambers 
of Commerce in India. The majority of Local Governments, while 
recognising the benefits of legislation, did not consider the time ripe 
for such a measure, whereas the commereial community generally 
favoured the introduction of the measure. Even those who 
opposed legislation stated that they would have no objection to 
an Act, if registration was restricted to trade marks of Indian 
manufacturers, imported goods being excluded from its scope or 
if cotton marks were excluded from the scope of the Act. But, as 
neither of these suggestions was acceptable to Government, no 
further action was taken. 

Representations from the Association of Chambers of 
Commerce of United Kingdom’ and from the London Chamber of 
Commerce. — ^Meanwhile, the Association of Chambers of Com- 
merce of the United Kingdom pressed on the Secretary of State the 
need for immediate legislation, pointing out that the consensus of 
opinion of the civilised world was in favour of trade marks 
legislation and that “there was really no valid reason why the 
Indian Empire should stand in isolation from the rest of the world 
in this matter.” They further suggested that the cotton marks 
may, if necessary, be excluded from the operation of the legislation. 
About the same time the London Chamber of Commerce also wrote^ 
to the Secretary of State pressing for legislation for registration of 
trade marks in India. They pointed out that “German, Austrian 
and Italian infringements of English marks were able to permeate 
the Indian market without the slightest protection for the original 
mark holders, except the Merchandise Marks Act or a costly suit at 
Common Law”, and said that “whatever reasons, if any, existed 


(6) Letter, dated 8th February, 1902. See also rejoinder No. 67, dated 
28th April, 1905. 

(7) Letter, dated 4th January, 1905. 
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years ago for not establishing an adequate trade marks law in 
India and Burma do not exist to^ay, and there is a general 
eonsensus of opinion that a Trade Marks Bill ui)on English lines 
should be at once introduced into India”. 

Second Memorial from the Association of Chambers of 
Commerce, United Blngdom.— The subject was broached for the 
second time by the Association of the Chambers of Commerce in their 
Memorial dated the 24th May, 1906, which was forwarded to the 
Government of India by the Secretary of State. Lord Minto’s 
Government in their reply dated the 9th August, 1906, stated that 
the question of legislation depended upon a change of public opinion 
in India and that no such change had taken place since their 
previous despatch' on the subject to the Secretary of State. 

Private registers opened by Chambers of Commerce.— About 
this time a system of private registration was inaugurated by the 
Bombay Mill Owners’ Association. The Register was opened in 
1903 and registration was undertaken only in respect of trade marks 
for cotton goods of Indian manufacture, the imported goods being 
left out.^ The Madras Chamber, who had all along opposed legis- 
lation had also by this time opened a trade marks register of their 
own. The Upper India Chamber of Commerce followed suit in 
1907 with a similar register and gave greater publicity to their 
action by inviting traders in general who might desire to avail 
themselves of the opportunity, to register their trade marks in their 
register.® 

Third Memorial from the Association of Chambers of Com- 
merce, United Kingdom. — In 1908, still another attempt was made 
by the Association of the Chambers of Commerce, United Kingdom, 
to reopen the question. In reiterating their original demand they 
pointed out that the commercial community in India were “rapidly 
coming round to the view that registration would be a beneficial 
thing”, and said: “Practically all the countries in the world have 
now established systems of trade mark registration, and there does 
not appear to be any reason why the Indian Empire should be an 
exception, especially as infringements of trade marks are very 
frequently committed in India, and no doubt, trade mark regis- 
tration there would stop to a very large extent, this reprehensible 
practice.”^® The Government of India again consulted Local 

(8) For a history of this register, see next Chapter. 

(9) See for instance “The Pioneer", November 4, 1907. 

(10) Memoriftl, dated 10th October, 1908, to the Secretary of State. 
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Governments and Chambers of Commerce but such opinion as was 
received showed that there was still some opposition to legislation, 
though the. supporters were distinctly on the increase. Among these 
the Upi>er India Chamber of Commerce deserves to be particularly 
mentioned. Encouraged by the large measure of success which 
attended their private register, they were now very enthusiastic 
about legislation for registration. 

Industrial Property Convention. — In 1922, the League of 
Nations, dealing with the question of protection of legitimate 
commerce, condemned “unfair competition”, and recommended 
inter alia that such of the State members of the League as were 
not already members of the Industrial Property Convention should 
take stei)s to adhere to it. Expert opinion in England^* as well as 
in India supported the proposal for joining the Convention; but 
the absence of legislation for trade marks registration w'as an obvious 
obstacle. 

Patents sjad Designs Bill, 1930. — The question was re-opened 
in connection with the passage of the Indian Patents and Designs 
(Amendment) Bill, in 1930, in the Indian Legislative Assembly. 
The Sdect Committee urged upon the Government the desirability 
of India becoming a member of the International Convention for 
the Protection of Industrial Property. Sir Purshottamdas Thakur- 
das in supporting the Bill in the Assembly (27th January, 1930) 
briefly referred to the history of the subject and said that the 
absence of legislation for registration of trade marks in India was 
militating against India being a party to the International Con- 
vention. He pleaded strongly for the early introduction of 
legislation for registration of trade marks and requested the 
Government of India to take the steps necessary to enable India 
to join the Convention. The Hon’ble Sir George Rainy, Member 
for Commerce and Railways, replying on behalf of Goveinment, 
declared that a copy of the resolution passed by the Federation of 
Industrial and Commercial Congress urging trade mark legislation 
had been received and that Government had asked for further 
particulars from the Federation. He assured the House that the 
question would be reconsidered if the Government of India were 
convinced that commercial opinion was in favour of such legislation. 


(11) The Comptroller of Patents and Designs, London, (Mr. Temple 
Franks) also addressed the Government of India recommending introduction 
■of legislation for registration of trade marks. 
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Alleged piracy by Japanese maimfacturers.— In the growth 
of support for trade marks legislation in India, particular mention 
may be made of the serious allegation of piracy on an unpre- 
cedently large scale, against Japan, not only of recent Indian,, 
but also of well established English, marks. The Calcutta piece- 
goods traders and the Manchester Chamber of Commerce have 
openly alleged that the Japanese have been copying British trade 
marks and labels on their goods, and that several infringements of 
a serious nature have been brought to their notice. The Secretary 
for Overseas Trade, speaking in the House of Commons on the 9th 
November, 1932, referred to the widely prevalent practice in India 
of passing off spurious goods of foreign manufacture for English 
goods by the fraudulent use of well-known British trade marks,, 
and added that protests against such practice had been duly 
conveyed to the Japan(«e and other Governments. On account of 
such fraudulent copying of British trade marks, it is said, 
Lancashire alone is losing thousands of pounds every year. The 
protection offered by the Common Law has not apparently been of 
much avail in actual practice. As Mr. Rhodier, the Chairman of 
the India Committee of the Manchester Chamber, stated recently, 
in the absence of legislation for registration, the legal protection 
(under Common Law) of trade marks in India was bound to be 
extremely complicated, and this opinion has been independently 
affirmed by Sir Edward Rhodes.^* 

Conference of the Associated Chambers of Commerce, 1933. — 

The Associated Chambers of Commerce at their conference held iu’ 
January, 1933, passed the following resolution: — 

“That in. the opinion of this Association the commercial circum- 
stances and the conditions of the present time require the enactment of 
legislation to provide for the registration of trade marks in India in such 
a manner as will give the registered user of any mark the right to an 
immediate injunction preventing the use of such mark or any colourable- 
imitation thereof by others, subject only to proof of prior usage by the- 
defendant in any dispute.” 

After referring to the altered conditions in India which necessitate 
the early introduction of a Trade Marks Act, Mr. Winterbotham 
who moved the resolution said: “Almost every other country of 
industrial importance in the world makes legislative provision for 
the registration of trade marks and the increasing number of 


(12) “The Statesman”, 29th October, 1932. 

(13) Loc. eit. 
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references received on the subject by the Bombay Chamber go to 
show the need lor similar legislation in India”. The resolution 
was enthusiastically supported by Mr. A. L. Carnegie on behalf of 
the Upper India Chamber of Commerce, who said that his Chamber 
hqd, since 1905, consistently pressed for the enactment of legislation 
for the registration of trade matlcs and that with the development 
of industry in India it was becoming more and more necessary that 
manufacturers should be effectively protected in the use of their 
valuable trade marks. The terms of the above resolution were duly 
communicated to the Covemment of India, who replied^ to the 
effect that the matter was receiving the consideration of the 
Government of India, and that a further communication would be 
sent to the Association as soon as decision was reached. Meanwhile, 
replying in the House of Commons to Mr. Patrick Joseph Hannon, 
Sir Samuel Hoare, Secretary of State for India, said that the 
Government of India would, doubtless, give due weight to the 
demand by the commercial bodies in India for legislation for tlie 
registration of trade marks, and added that he had much sympathy 
with the suggestion and realised the importance of the matter to 
manufacturers in England.^® 

Demand by the Indian commercial bodies for legislation. — 

As early as December, 1927, the Indian Industrial and Commercial 
Congress passed the following resolution in their session held at 
Madras ; — 

‘ ‘ Tliia Congress Tt'commentls to the Government of India that it is 
desirable in the interests of Indian trade and industries to introduce at an 
early date legislation for the registration of Trade Marks in India, in 
the absence of which Indian merchants are put to considerable hardship 
both in India and abroad, and India is unable to join the International 
Convention for the Protection of Industrial Propef ty. ’ ' 

The Indian Press also has since been evincing no small interest in the 
matter Indian legislators have begun to feel their responsibility 
in the matter; and interpellations from Messrs. S. C. Mitra and 
Vidyasagar Pandya elicited from the Hon’ble Sir Joseph Bhore the 
reply that the question was engaging the attention of the flovern- 


(14) Letter, dated 4th October, 1933. 

(15) ‘‘The Statesman 2nd May, 1932. 

(16) See for instance, The Indian Textile Journal, October, 1928; 
Capital, January, 1929; Times of India, 13th January, 1934 and 4tli January, 
1935; Statesman, 1st and 3rd November, 1932; Forward, 8th and 20th October, 
1933 and 3rd December, 1933 ; Liberty, 17th November, 1932 ; The Whip, 5th 
January and 19th March, 1935. 
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ment of India.^^ The more important Chambers of Commerce have 
also from time to time addressed the Government on this subject. 
Mention may, for instance, be made of the memorandum pleading 
strongly for legidation submitted to Government by the Bengal 
National Chamber of Commerce in December, 1933. The 
commercial community in India is undergoing a growing disillusion- 
ment about the efficacy of the Common Law for protecting trade 
marks. And, with the growth of numerous minw industries and 
the diveisification of the products of major industries it can hardly 
be gainsaid that the need for a Trade Marks Act has now become 
more insistent than ever before. 


(17) LegislatiTe Assembly Debates, 1st December, 1933, VoL vm. No. 9, 
‘OiBchd Beport. 



CHAPTER 11. 


CASE FOR TRADE MARKS LEGISLATION IN INDIA. 

In the absence of statutory legislation for registration of trade 
marks, an action for infringement of a mark lies in India cither 
under the Merchandise Marks Act or under the Common Law of 
the land. A person whose trade mark has been infringed can get 
relief in the Civil Court by an action for passing-oif, and can also 
file a criminal complaint against the wrong-doer under the 
Merchandise Marks Act. In either case, the onus of proof of 
rightful ownership of the mark naturally lies on the plaintiff. There 
is a mistaken opinion, more or less generally held by the commercial 
community in India, that a registration of declaration of ownership 
under the Registration Act of 1908 would constitute a legal proof 
of ownership. Prompted by this belief there is a tendency among 
merchants and manufacturers to register such declarations under 
the Indian Registration Act. This chapter will deal in some detail 
with such registrations, particularly in regard to their legal value 
for establishing one’s title. 

Legal value of registration under Act XVX of 1908. — It is 

unfortunate that the real value of the registration under the Indian 
Registration Act of a declaration of ownership of a trade mark 
has not been clearly understood by the commercial public in this 
country. Many of them are under the impression that such 
registration confers on the declarer legal rights similar to those 
that are conferred for instance, in England by registration of a 
trade mark under the Trade Marks Act. It is necessary to 
emphasize that, whereas in England there is a special legislation 
for the registration of trade marks, which registration confers 
pnma fccie title of ownership to the proprietor, there is no coi^ 
sponding legislation in India which provides for such a registration 
of trade marks. The Indian Registration Act of 1908, which is 
availed of by the commercial public for the purpose of 
registration relating to trade marks provides for registration of 
documents only and not of trade marks. What can, therefore, be 
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registered, and is actually being registeted, under this Act is 
not the mark itself, but merely a declaration of ownership;^ and 
obviously the declaration merely represents no more than the 
recorded opinion of the registrant. The registration office does not 
naturally enquire either about the distinctiveness of the trade mark 
described in the declaration or the registrant’s right to the mark. 
On the other hand, before registration of a trade mark is allowed 
in England, the Registrar has to satisfy himself about the appli- 
cant’s title to the mark and about the novelty of the mark. In 
order to secure these ends a systematic search is made in the Trade 
Marks Register to ensure that the mark proposed to be registered 
hiis not been already anticipated, and the mark is advertised before 
registration so as to give an opportunity to any member of the 
public who ha^ reasons to do so to oppose the registration. 
Naturally, it is insisted in England that the trade mark, for which 
registration is sought, must be distinctive. None of these pre- 
cautions is, however, taken when a declaration of ownership is 
registered in India. In the first place, even the registrant is not 
in a position to satisfy himself that he has not been anticipated 
regarding the mark, by any prior registration in the Registration 
Office, since he has no right of access to the record of previous 
registrations and there is no provision entitling him to information 
from the office regarding prior registration.* It may be noted 
that, even if one is allowed access to the Register, it will be impos- 
sible to make any proper search as the marks described in the 
declarations arc never classified and indexed, and as documents 
relating to other than trade marks are also entered in the same 
register® (Miscellaneous Register, Book No. 4.). The impracti- 
cability of maintaining such a classified list of trade marks will be 
apparent when one considers further that there are thousands of 
registration offices all over the country and declarations of owner- 
ship of trade marks can be registered in any one of them. In the 
existing conditions, it is, therefore, not impossible for one to 

(1) The procedure adopted for the registration of a declaration of 
ownership of a trade mark under the Indian Begistration Act is the same as 
for the registration of any other document. The declaration is made on 
Bs. 2 stamped paper and is signed before two witnesses. Two copies of the 
mark with full description are submitted along with the declaration. Parti- 
culars regarding period of previous use of the mark and registration in foreign 
countries, if any, are generally, given in the declaration. A further fee of 
Bs. 2 is charged for registration. 

(2) See Section 57 (3) of the Act. 

(3) Vide Section 51-B (3) of the Act. 
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register a false declaration of ownership for even well-established 
trade marks without the knowledge of the rightful owners of siicli 
marks. In fact, such false declarations are not unknown. In the 
circumstances the question of the mark satisfying conditions like 
distinctiveness before it is registered, doe;5 not naturally ever arise 
in connection with the registration of such declarations. 

That the registration of declaration of ownership of a trade 
mark does not constitute proof of title to it has been repeatedly 
emphasised by the courts. For instance, in The Switdeshi Mills Co. 
V. Jxiggilal Kamaltipat Cotton Spinning and Weaving Mill% Co., 
Ld.;^ Mears, O. J., observed: ‘'It appears that the defendant 
firm ‘registered’ their label in Calcutta* under Registration Act 
No. 16 of 1908. That Act relates to registration of documents alone 
and has nothing to do with the registration of trade marks. We 
hold, therefore, that the registration had no legal validity or 
effect” for. establishing title to the mark.® Registration under the 
Act of 1908 can, of course, authenticate the fact of the declaration 
by the registrant independent of the correctness or otherwise of 
the subject matter of the declaration and to that extent may servo 
as secondary evidence in certain cases.® 

Registration with Chambers of Commerce. — ^Besides “regis- 
tration” under the Act of 1908 merchants often ‘register’ their 
marks in the Trade Marks Registei's maintained by the Upper 
India Chamber of Commerce at Cawnpore, the Madras Chamber 
of Commerce and the Bombay Mill Owners’ Association. The 
histoiy of the inauguration of these registers has already beini 
dealt with in Chapter I. It has only to be pointed out that such 
‘registration’ has even less legal value and confers even less legal 
protection to the registrant than a similar registration under the 
Indian Registration Act. The public are in this case also often 
misled and are put to unnecessary expense. What is lacking in 
these systems of registration is the element of publicity,^ which 

(4) A.I.R. 1927 All. 81 : 49 All. 92: 24 A.L. J. 975. See also Hafisulla 
Eamidulla v. 81c. Papa, A.I.R. 1933 Nag. 344. 

(o) A declaration of ownership of a trade mark under the Indian 
Registration Act is not regarded as equivalent to a certificate of registration 
of the mark by Trade Mark offices in those foreign countries where a certi- 
ficate of registration in the country of origin is a condition preebdent to 
registration, or in England and Dominions for the purposes of allowing 
priority rights in the case of Indian applicants. 

(6) Moolji Sicca 4' v. Bamjan Ali, A.I.R. 1930 Cal. 678. 

(7) Certain safeguards are, however, provided in the system of regis- 
tration by the Bombay Mill Owner's Association. It appears that 
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is so essential for ascertaining the rights of the declared owner to 
the mark in question. The dangers of such registration were 
exposed in the recent Madras ease Hussain Meah Sahib v. Abdul 
Rahim Sahib* where the plaintiff after registering in his name 
with the Madras Chamber of Commerce a trade mark which was 
already being used by the defendant and to which the defendant 
had the right of a prior user, applied for an injunction to restrain 
the prior user himself from using the mark on his own beediea 
The need for some provision, whereby the public may be acquaint- 
ed with a person's claims to a trade mark, cannot be over-emphasis- 
ed; for it will provide an opportunity to challenge the claimant's 
position. Any iierson, who desires to do so, should be enabled to 
oppose the registration of any mark and set the matter at rest. 
In the absence of such provision no system of registration can be 
of any practical value. 

Oonflict of registnation. — ^Besides ‘registrations' as described 
above, declaration of ownership can also be made before the 
Presidency Magistrate. The existence of a multitude of registers 
often results in a conflict of registrations.* 

Announcements in newspapers. — ^‘Registrations' as above 
described are usually followed up by public announcements in 
newspapers declaring the person’s ownership of the mark and 
sometimes warning others against infringement. Even among 
those who realise that their ‘registrations’ are not of any help 
in establishing title to the mark, there are many who seem to 


registration was first introduced by this Association as early as 188S. The 
process adopted during the first years of its inception appears to hare been 
comparatively simple as registration was regarded as only optional. Since 
1903, however, every member of the Association has been required to enter 
in this Register all marks used by him in the trade < Any member desiring 
to register a muk is required to submit a sufficient number of copies which 
are then circulated to all the members of the Association. If any member 
finds that the trade mark concerned is an infringement of a previous mark 
registered by him, he lodges a formal objection. The matter is then decided 
by arbitration by two independrat members of the Association. In the event 
of their disagreement the case is submitted to a third member whose verdict 
is binding. It appears that the last revision took place in 1923 when a 
number of marks which had not been in use for a long time were removed 
from the Register. Tt is estimated that about 2000 marks are now on this 
Register. 

(8) A.I.B. 1931 Mad. 326. 

(9) See for instance: British American Tobacco Co,, Ltd. v. Mahboob 
Buksh, IS C.'W.N. 280 : 38 Cal. 110: 7 I.C. 279. 
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believe that these announcements constitute proof of use and, 
therefore, of ownership. This view is clearly incorrect, as such 
announcements can establish only the intention of the plaintiff to 
use the mark and it is well settled under the Common Law that a 
mere intention to use a trade mark does not confer title to the 
mark.” For instance in the early case of Mnxwell v. Hogg,^^ 
Lord Justice Cairns observed: — “I am prepared to hold, without 
hesitation that the mere intention, and the declaration of the 
intention, to use a name will not create any property in that name, 
and to hold also that there can be no protection in this court for 
the intended name during the course of manufacture of the article 
which is to bear that name”. 

Legal claim to title. — It is thus clear that registrations of 
declarations of ownership under the Indian Kegrislration Act or 
in the registers of some commercial bodies or public aimounce- 
ments of such declarations in newspapers are not of any material 
assistance to a trade mark owner in India in establishing his title 
to the mark before the courts, and that it is the exclusive prior user 
alone which can confer such title. It is, however, often difficult and 
expensive for the plaintiff to adduce evidence of such exclusive prior 
use, in order to establish his title to the mark. What is wanted is 
a machinery by which the owner of a trade mark can establish 
his title without being put to the necessity of proving the fact of 
prior usage. Such machinery is provided in England and other 
foreign countries by legislation for registration of trade marks. 
It will be seen from the preceding Chapter that the various 
attempts made in the past for enacting a Trade Marks Act in 
India were unsuccessful owing to lack of sufficient response from 
the commercial communities, who evidently did not fully appreciate 
the importance of such legislation. It will, therefore, Iw useful at 
this stage to consider dispassionatdy and at some length the various 
issues that had been raised before and on which absolute unanimity 
of opinion had been lacking. 

Objections against legislation classified. — The objections that 
have been raised and the fears expressed from time to time 


(10) This principle of law is embodied in Section 37 of the English Act 
which provides for the removal of a registered mark on the ground of non- 
user. See also Batt ^ Co.’s Tm. {No. 2), 15 B.P.C. 262. 534; 16 B.P.C. 
411; James Crean 4" Son, Ld.'s Tm-,, 38 B.P.C. 155; Dwiker’s Tm., 
45 B.P.C. at pp. 400-401. 

(11) (1867) L.B. 2 Ch. App. 807; 36 L.J.Ch. 433; Seb. Dig. p. 156. 
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in respect of trade mark legislation in this country may be briefly 
summarised as follows: — 

(1) The existing law is sufficiently comprehensive to afford 
adequate protection to trade marks. 

(2) If an Indian Act is passed on the lines of the English 
Trade Marks Act unregistered marks would lose the protection 
which they now enjoy. 

(3) A Trade Marks Office would not be self-supporting and 
would involve additional burden on the tax-payer. 

(4) The commercial community is opposed to legislation. 

(5) The cotton marks do not require the protection of new 
legislation. 

The objections may be considered seriatim. 

Is existing legal protection adequate? — It has often been 
stated, that the existing law is adequate to protect owners of trade 
marks against piracy of their marks and that therefore there is no 
need for a Trade Marks Act. It is also said that while in England 
the main difficulty is concerned with proof of ownership and 
registration facilitates proof of title, in India, the ownership of a 
mark is seldom in dispute and the question generally at issue is 
whether a particular mark is or is not a colourable imitation of the 
plaintiff’s mark. An examination of the trade mark cases in India 
will hardly bear out this contention. As those who are familiar 
with the reported cases know, the very flrst issue that is generally 
raised in most of the trade mark cases in India refers to the 
plaintiff’s exclusive title to the mark. This has happened even in 
the case of several well-known trade marks. Those who are 
acquainted with these cases can have no doubt about the difficulty 
of proving exclusive user, and, therefore, of the inadequacy of the 
protection of the Common Law. It can now be easily understood 
how England and the United States outgrew the stage of reliance 
on the Common Law and resorted to specific legislation on trade 
marks. 

The Merchandise Marks Act is no less unsatisfactory as 
protection for trade marks. In the flrst place, it gives only a right 
to proceed criminally against the infringer and does not provide 
the means either of realising damages or of preventing by 
injunction the continuance of the fraudulent practice. Thus both 
as cure and as preventive, it is thoroughly useless. The position is 
very' clearly stated in the following passage from an address by 
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Lord Moulton:^* ‘‘I thoroughly object to trusting to our criminal 
legislation for the purpose of giving a real and constant protection 
to trade. Penalties are utterly inefficient for the purpose of 
preventing Ibad practices. It is infinitely better to be able to call 
in* the assistance of a Civil Court and get an injunction preventing 
a bad practice being continued. There are many people who would 
willingly pay a penalty for something nefarious once a fortnight ; 
they would probably earn it in an hour or 'two next day. It is 
very much better to have the power of getting an injunction which 
nobody in England dare disobey. And, therefore, I am glad that 
these marks, which have a special value as indicating the origin, or 
shall I say, as proving some inspection of the goods, should no 
longer be obliged to trust to the very inefficient protection of the 
Merchandise Marks Act, and can now be defended in our Civil 
Courts. They are administered by a much more highly trained 
body of men, and I think that those who know the practice of the 
two Courts will agree that the protection is likely to be much more 
efficient. ’ ' The passage quoted above contemplates a person seeking 
redress under the Merchandise Marks Act in England where he can 
readily establish his pnma facie title by production of a certificate 
of registration of the mark. A person seeking redress under the 
Indian Merchandise Marks Act, is naturally under even greater 
disability since he has de novo to establish his title to the mark.^® 
This involves costly legal proceedings and even more costly delay. 
Where, for instance, there is some doubt regarding the com- 
plainant’s title, he is asked to have his claim settled first in a Civil 
Court. The speedy relief, which the criminal law aims at giving, 
is thus not in practice available in India. Further, the owner of 
an Indian trade mark is at a disadvantage compared with the owner 
of a foreign trade mark who can readily establish his title for the 
purposes of taking action under the Indian Merchandise Marks Act 
by the mere production of a certificate of registration in his home 
country.^** 

As regards foreign goods bearing counterfeit marks, it is often 
asserted that the Sea Customs Act serves all the requirements of the 
merchants for the protection of their marks. This is not borne out 

(12) Trans. Inst. Pat. Agents 24, p. 43 (1905). 

(13) Anookool Chunder Nundy v. Queen-Empress ^ 27 Cal. 776. 

(14) Emperor v. Bakmlldh Mallik, 31 Cal. 411; 8 C.W.N. 307, 

1 Cr.L.J. 14:0; Dowlat Bam v. King-Emperor, ,32 Cal. 431; 2 Cr.L.J. 326; 
Surja Erasad v. Mohahir Prosad Tribedy, (1906) 11 C.W.N. 887. 

(15) See discussion under S. 478, I.P.C., in 
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by the provisions of this Act. Here again, the question of 
ownership is important. The Collector of Customs will not on his 
own initiative ordinarily detain goods with counterfeit trade marks. 
The aggrieved party will have to furnish in every ease an indemnity 
.bond and immediately institute legal proceedings. The burden of 
jiurtification for detention of the goods is thus thrown entirely on 
the complainant. 

Will unregistered marks suffer by legislntiioaL?— A fear was 
expressed some years ago by a section of the commercial community 
that, if legMation were enacted in India on the model of the English 
Trade Marks Act, the protection now enjoyed by the unregistered 
trade marks in India might cease. There is, in fact, absolutely, no 
basis for this fear. It is well-known that the enactment of the 
Trade Marks Act in England did not in any way affect the remedies 
which were already available to a trade mark owner under the 
Common Law. While registration under the Act is a condition 
precedent to an action for infringement under the Act,** the right 
to a passing-off action under the Common Law is always available- 
to a trade mark owner whose rights have been infringed, irrespective 
of whether the mark has been registered or not. Indeed, there 
have been many instances where, although the registration was held 
by the Court to be invalid under the Trade Marks Act and the- 
mark was consequently ordered to be removed from the Trade 
Marks Begister, the plaintiff was still successful in a passing-off 
action. We need only refer here to the wdl-known “Yorkshire 
Relish”*’ and the “Stone Ale”** cases as typical instances where- 
this right at Conupon Law was expressly affirmed by the Courts. 

Section 45 of the Act of 1905 expressly lays down. — “Nothing 
in this Act contained shall be deemed to affect rights of action 
against any person for passing-off goods as those of another person 
or the remedies in respect thereof”. A trader may still acquire in 
England right to a trade mark by user. The effect of legislation is 
not to provide that no one shall have a trade mark unless it is 
registered in accordance with the Act, but only that a person using 
such an unregistered trade mark fdiall not be entitled to an action 
for infringement m provided under the Trade Marks Act. The 
proprietor of an unregistered mark is still entitled to an action for 

(16) Vide 8. 42, Appendix III. 

(17) ' Powell V. The Birmingham Vinegar Brewery Co., Ltd., 2 Ch. 54;: 
(1897) A.C. 710; 12 B.P.C, 496; 13 B.P.C. 235; 14 E.P.C. 720. 

(18) Montgomery v. Thompton, (1891) A.C. 217, 8 B.P.C. 361. 
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passing-off; and the right of action which he had hitherto enjoyed- 
is, therefore, not affected in the least. Nor is any new species of 
property created by registration under the Act. Registration 
merely gives the proprietor a statutory title in respect of his nuirk 
to*the same rights, which, before the Act of 1875, he could: have 
obtained only by proving that the mark had become his trade marie. 
“Where does the Patents, Demgns and Trade Marks Act, 1883, 
confer any new right of property on the owner of a trade mark?’’’ 
asks Lord Justice Bomer in Row v. Hart}* aoid then goes on to say ; 
“The Act is a statutory recognition of the law which had been 
previously laid down by the Court of Chancery, but it provides a 
better method of procedure It is obvious, therefore, that if the 
Indian Trade Marks Act be modelled on the lines of the English 
Statute, the rights of trade mark holders under the Common Law 
will not in any way be prejudicially affected. 

Will a Trade Marks Office be 8elf-snpporting?~As regards 
the financial aspect of the question, there can be little doubt that 
a Trade Marks Office in India will, from its very start, be entirely 
self-supporting. In view of the commercial importance of the 
country the number of applications for registration of trade marks 
from foreign and Indian merchants would certainly be very large. 
Indeed, when we consider that several thousands of declarations of 
ownership of trade marks are now registered annutdly under the 
Act of 1908, notwithstanding the fact that such ‘re^stration^ 
does not confer any legal title to the mark, one can safely presume 
that the number of applications for registration of trade marks 
which may be received after the enactment of a Trade Marks Act 
in India would be very large, and that the revenue would be ample 
to maintain a Trade Marks Office. 

Is commercial opinion opposed to legislatiom? — As regards 
commercial opinion on the question of legislation it has already 
been pointed out in the last Chapter that whatever reasons, if any, 
existed years ago against legislation do not exist now and that there 
is a general consensus of opinion that an Indian Trade Marks Act 
should be introduced without further driay. Reference has been 
made to the resolutions urging trade marks legislation passed by 
the Indian Industrial and Commercial Congress in December, 1927, 

(19) (1905) 1 K.B. 592. 

(20) This passage is quoted with approrol by Glaoson, J., in 
Champagne Hddaieek, et Cie Monopole, Societe Anonyme v. Bwton, 
47 B.P.C. 28. 
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End by the Associated Chamber of Conunerce in January, 1933, and 
to. the Memorandum on the subject submitted recently to Govern- 
ment by the Bengal National Chamber of . Commerce. The 
increasing volume of (M>mpeti1don and the sprowth of industries have 
convinced every section of the commercial community in India of 
the utter inadequacy of the legal protection under Common Law. 
The disabiliti^ of traders in India under the existing law have been 
emphasised by Sir Edward lUiodes and Mr. Bhodier ( Chairman of 
the India Committee of the Manchester Chamber) in connection, 
with the alleged piracy of British marks in India.^^ In respect 
of no other question perhaps, can it be said that commercial opinion 
in India is at present so unanimous as in the matter of this much 
needed legMation. 

Do cotton marks have sufficient protection in India at 
present? — ^Prom a historical standpoint, the registration of cotton 
marks in India is slightly in a different category from other , marks. 
The bulk of India’s foreign trade in cotton goods was till recently 
with Lancashire, and the trade was in the hands of a number of: 
weU established English manufacturing firms. .Owing to the 
willing co-operation among them, and the general desire to respect 
one another’s trade mark and to avoid dispute among themselves, 
there was hardly any case of trade mark piracy in this trade. In 
rare cases of such infringement, representations made to those 
responsible for the importation of the spurious goods were received 
and acted upon readily to rectify the position, so that rival- interests 
could operate without undue friction. The inadequacy of the 
present laws to afford protection against infringement of cotton 
marks did not naturally arise. This explains why the earlier 
attempts to legislate did not meet \dth enthusiastic support from 
this section of the commercial community. 

But the situation has how completely altered. Due to severe 
competition from other foreign manufacturers of cotton goods, 
particularly from Japan, Lancashire no longer enjoys the 
supreme position in this trade with India which she was having 
till recent years. Cases of unfair comi)etition in this trade are 
becoming more and more frequent; and several complaints have 
been made regarding fraudulent infringements of well-known 
British marks. The natural immunity against piracy, which the 
English cotton marks had enjoyed all along, has now ceased to 


(21) <'The Statesman”, 29th October, 1932. 
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exist and this has justifiably caused alann in Lancashire.*’ . The 
helplessness of Lancashire in effectively seciirii^ protection to 
their trade marks in India under the present conditions was voiced 
by Mr. Bhodier, the Chairman of the India Committee of the 
Manchester Chamber of Commerce and by Sir Edward Rhodes. 
The latter is stated to have declared: “No wise man will take 
legal action in India, because the processes have so long been 
uncertain and the Japanese know that and take advantage of 
them.” 

It is not surprising, therefore, that there has been a notable 
change in the attitude of this trade towards legislation for regis- 
tration of trade marks in India. This new point of view was 
clearly expressed by Mr. G. L. Winterbotham of the Bombay. 
Chamber of Commerce. In moving the resolution on trade marks 
legislation (which was passed unanimously) at the annual meeting 
of the Associated Chamber of Commerce, he said: “The Bombay 
Chamber has up till last year consistently opposed any suggestion 
of trade mark registration, but times and circumstances change, 
and it is owing to changed commercial and industrial conditions 
that we have revised our opinion and now advocate legislation for 
registration of .tiade marks in India, on the lines of the English 
Act. I do not think that this question of changed condition needs 
any elaboration. In the past the importance of trade marks was 
centered mainly on import business and especially on the import 
trade in piecegoods from England. Moreover, the import trade 
was largely controlled by a number of firms with considerable 
experience in trade mark usage in England, who were ordinaril.v 
ready and willing to co-operate in the recognition of established 
marks and the avoidance of disputes. Not only have the imports from 
countries other than England greatly increased, but there are far 
more people nowadays trading and far more trade marks involved, 
while there has also been a substantial growth of industries in 
India. We make no apology, therefore, for our change of view 
which, we conmder, that the altered conditions demand.” 

As regards Indian mill-owners, it may be observed that they 
have all along felt the need for the registration of cotton marks 
and have pressed for legislation. Both the Indian and British 
commercial interests are thus now agreed that a Trade Marks Act 
which includes the registration of cotton marks; within its scope, 

(22) See for instance ''The Statesman,” dated 29th October, 1932, 1st 
Novmnber, 1932 and nth November, 1932. 
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would be very beneficial and should be enacted early. In this 
connection, it may be stated that, as a very large portion of the 
cotton^ marks now used in India is owned by the Lancashire firms 
and as most of them may have already been registered in England, 
it would be conveoient to review the history of the registration 
of cotton Twur lca in Englfl-nd - An attempt in this direction is made 
in the next Chapter and a practical scheme is suggested to deal 
with the miormous number of cotton marks which may be received 
for registration in India immediately after the passing of a Trade 
Marks Act. 

Present difficulty in establishing title to the mark. — ^Having 
disposed of the various objections that have so far been raised 
against legislation, we may now proceed to consider some of the 
various disabilities under which Indian^ merchants suffer in the 
absence of a Trade Marks Act. The inadequacy of the existing 
statutes such as the Merchandise Marks Act mid the Sea Customs 
Act for affording protection against misuse of marks has already 
been pointed out. We shall here draw attentimi to the difficulties 
met with in obtaining remedies under the Common Law. As has 
already been pointed out, the plaintiff in a passing-off action has 
to establish his title to the mark by satisfactory and conclusive 
evidence. It is often necessary to call a large number of vritnesses 
for this purpose. As regards documentary evidence, it may be 
observed that in this country it is usual for merchants to destroy 
eommercial records after some years owing to the difficulty of 
preserving them beyond a certain period. It is^ therefore, not 
surprising to find that even in cases where a mark had been in use 
for over 20 or 30 years, evidence of more than a few years’ user 
(say 8 or 10 years) could not be often adduced. We may specially 
mention in this connection the difficulties of foreign merchants, 
many of whom, even though they possess long-established rights in 
their marks in this country, often find themselves in a precarious 
poedtion when it cofiies to a question of establishing their title 
before the Indian Courts. The alleged piracy of Britii^ marks** 


^23) That the complaints regarding the piracy of British marks in 
India are not of recent origin, will be seen from the following evidence of 
Mr. Q. J. Bodgers before the English Committee of 1862. 

Q^ation 471. — Would an unlearned person in these matters discover 
that it was not one of your knivesf — ^No. I do not suppose that he would”. 

Question 478. — ”What nation competes with you, more particularly 
in Calcutta by sending out these spurious goods! — Germany.” 
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by Japan has of late brought this question to greater prominence 
before the public. 

Delay and heiavy cost in Trade Hwk suits.— The necessity 
to prove the plaintiff’s title by evidence of prior usage naturally 
gives rise to long delays and heavy costs in trade mark suits in 
India, and many complaints have been made on that account. For 
instance, in a letter addressed sometime ago to the Secretary of 
State, the London Chamber of Commerce observed that trade 
mark owners in India have at present no relief except under the 
“Common Law whereby, in a cumbrous process of adducing the 
most expensive class of evidence, the trader- is only able to obtain 
a measure of justice and might be nearly ruined in the process.” 
The Chamber pointed out an instance of a “recent case where 
£1,000 had to be spent in connection with a mark used by an 
English house in India for a number of years”. Again the 
Hon’ble Mr. M. V. Bobert in moving on behalf of the Upi)er 
India Chamber of Commerce a resolution for legislation of trade 
marks at the meeting of the Conference of Indian and Ceylon 
Chambers of Commerce observed that in trade mark suits in India 
‘‘delays were unreasonable, expenses excessive, and the gravity 
of the issue rarely understood”.** 

The present position is clearly analysed by Mr. Winterbotham 
of the Bombay Chamber of Commerce thus: “We do not deny 
that the existing law does provide a remedy ; but our contention is 
that recourse to it imposes what we consider to be unfair conditions 
on the owner of a valuable trade mark, who has to go to a great 
deal of trouble and expense to prove the reputation and the prior 
usage of his mark against a defendant who may be, and often is, 
a man of straw from whom adequate damages cannot be recovered, 
even if the case is won. Nor is the winning of one ease any 
guarantee that a similar case against another defendant might not 
have to be fought. We' feel that in all ordinary circumstances the 
burden of proof and the expenditure of time and money should 
be upon the defendant.” So also in the Memorandum dated the 
2nd December, 1933, addressed to the Government of India, the 

Bengal National Chamber, after mentioning that injustice has 

* - 

Question 479. — they send out spurious articles very larg;elyf Yes, 
and we have received many letters on the subject. ’ ^ 

(24) See Report of the Conference of Indian and Ceylon Chambers of 
Commerce, January, 1905. The unsatisfactory nature of the legfal protection 
of trade mark owners as was evidenced by the Amritsar Imitation case” 
was referred to in this meeting. 
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resulted in many instances under the present system, proceed to 
say: “Apart from that, it has to be noted thatl even if justice was 
done and was capable of being done, in the prevailing condition of 
extreme uncertainty, the procedure- invariably leads to unjusti- 
fiably large expenses for securing recognition of what might be 
called a natural right. Such unnecessary expenses as weU as the 
uncertainty attendant on the present position can be effectively 
removed only by legislation on the model of the British and other 
Trade Marks Acts in this country”. 

Plaintiff may be required to establish title and validity of 
mark in every suit. — ^It is also necessary to point out here that 
the trouble of proving ownership doea not end even after the owner 
of a mark once succeeds in fully establishing his rights before the 
Court. In every subsequent infringement suit he is put to the 
necessity of proving afresh his title to the mark if the defendant 
chose to dispute it.^” Similarly, the validity of the same mark 
may be disputed in every subsequent case, although it had been 
already decided in the plaintiff’s favour.^ The whole procedure 
will have to be gone through de now every time an infringement 
qecurs. Again, if infringement of a well-known mark occurs in 
different parts of the country, a number of suits may have to W 
filed in the different Courts having respective local jurisdiction. 
The plaintiff has then to prove' that in each of these local areas he 
had acquired title to the mark.* This is often difficult even in 
the case of well-knowui trade marks. The effect of such litigation 
on the mind of the proprietor of a trade mark, eEq>ecially of one of 
recent origin, can be easily imagined and it would not be surprising 
if his business sometimes comes to a standstill on this account. 
There can be little doubt that an experience of this nature would 


(26) For instance, in supporting the resolution on trade marks at the 
meeting of the Associated Chambers Mr. Carnegie of the Upper India 
Chamber of Commerce said how a firm which was a member of his Chamber 
had derelpped a large business in the manufacture of an article sold under 
the trade name "Flex” and how the firm had to fight sereral infringement 
suits in which the mark "Flex” had been altered to, among others, Ale:^ 
Flex, Slex, Alek, Tlex, Plex and Glex, each of these infringements being 
printed,^ in the same style as the original mark. 

(1) See S. 46 of the English Trade Marks Act which provides for the 
granting of a certificate of validily to the dwner of a registered mark once 
the issue is decided in his favour by a. Court. 

(2) See for instance the recent infringement cases in respect of 
'^'Swan” Mark of Messrs. Mabie, Todd and Co., Ltd., in Bawalpindv 
Madras and other districts. 




n.] Case fqb Trade Marks Leoislation India. 25. 

act ^ a powei^ul brake on the enterprise and initiative of even the 
most optimistic of trade mark , owners. 

Difficulties of Indian merchants in foreign countries. — 

We may next refer to the difficulties of registration of trade marks' 
by ‘Indians in foreign countries. In many of these countries the 
production of a certificate of registration in the country of origin 
is a condition precedent to registration.® In the absence of a Trade 
Marks Registration Act in India, it is impossible to comply with 
this requirement and Indian marks cannot be registered in these 
countries on this account. In an article contributed to the Indian 
Textile Journal, dated October, 1928, Mr. M. P. Gandhi mentions an 
instance of such difficulty experienced by some Indian merchant^. 
It is stated that these merchants instructed their agents in Greece 
to register certain trade marks, but the registration could not be 
effected as India is not a member of the International Convention 
for the Protection of Industrial Property. The loss caused to 
Indian merchants by this disability is substantial. • Apart from the 
fact that an Indian merchant cannot register his trade mark in 
thei^ countries, there is the further possibility that an unscrupulous 
foreign rival may register the identical mark in his own name and 
thereby effectively prevent the Indian merchant from selling his 
goods under his mark in such countries. Another important point 
may be noted in this connection. In England and America the 
Common Law rights are recognised, so that Indian trade mark 
ownei^ have at least a right to a passing-off action, though at 
comparatively groat expense . But in a number of foreign countries 
this right at Common Law is not recognised while registration of 
Indian marks is refused for want of a certificate of home 
registration. The Indian merehant has thus absolutely no legal 
proteetion for his mark in these countries, even after the mark had 
been in use there for a considerable time. 

A few of the other disabilities of Indiani merchants in foreign 
countries may also be briefiy mentioned here. As India is not a 
member of the International Union, an Indian merchant is denied 
some of the valuable rights* to which a national of the countries of 
the Union® is legally entitled. One such right is that of priority of 
twelve months for an application for patent and six months for the 
registration of a design or a trade mark. The effect of this article 

U — ■■ . — 

(3) See Appendix XIV for a list of these countries. 

(4) See Articles of the International Convention for the Protection 
of Industrial Property Appendix X. 

(5) See Appendix XVI for a list of the contracting States. 
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of the Conventioa is that when a merchant of a contractile state 
registers a patent or a design in his own country, he'is assured of 
the rights of priority thereof in other contracting states for a period 
of twelve or six months as the case may be. In the absence of such 
priority rights the Indian merchant runs, even in those countries 
where he can register his trade mark, the risk of his mark being 
refused registration, as it is possible that, in the period between 
his adoption of the mark at home and his application therefor in 
the foreign country, an application for the registration of the 
same or a closely similar mark may have already been made by a 
national of that foreign country or a national of any of the countries 
of the Union claiming prior Convention date. There can be no doubt 
that the denial to Indians of priority right in formgn countries 
causes them severe hardships, especially in the case of Indian 
inventors who seek to protect their inventions abroad by taking 
out patents in foreign countries.* 

Diaabilities in the absence of a central Registration OfQ.ee.— 

The difQculties of Indian merchants arising from the absence of 
a central registration ofSce may also be noted. Under the existing 
conditions, it is impossible for a merchant in this country to find 
out whether a particular mark he has been using or proposes to 
use is new or not. It often happens that, aft^ expending con- 
siderable labour and money 'to make his trade mark popular, the 
owner of the mark finds that a rival trader has the title to the 
identical or a closely similar mark. The latter may have used the 
mark only in a small area or to a small extent, so that the first 
trader was unaware of his rival’s right for a long time. All the 
same, he may have to lose the fruits of his labour in popularising 
the marie. Nor can the first trader have any reasonable expectation 
that the mark which he may use next would meet with a better fate. 
In a country of such vast area, it is extremdy difficult at present for 
a merchant in one part of the country, say Madras, to find out whe- 
ther the mark he proposes to apply to his goods is already being used 
by another merchant on similar goods in a distant part of the 
country, say Punjab. Two merchants may thus acquire title to 
the mark in different parts of the country in good faith and in total 
ignorance of each other’s existence. The two rights may co-exist 
for some time without conflict, but trouble would start when the 
goods under these marks acquire popularity in the market, and the 

(6) -See for instance evidence of Mr. Botnugar before tbe Industrial 
Commission, Industrial Commission Report (1917-1S18), Evident Vol. UT, 
pp. 325*327. 
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two mezDhants begm to compete in other parts of the country. 
Apart from such bona fide eases of concurrent user, the absence of 
a central trade marks office tends to encourage the setting up of 
false claims of concurrmit user in trade mai^ suits. There is no 
doubt that under the present system the legitimate aspirations of 
a trade mark holder in this country are thus hampered. 

Special difficulties. — ^In a umuber of Indian cases, where the 
validity of the mark was disputed, it has been held that the mark 
was not sufficiently distinctive to constitute a trade mark. Almost 
any mark is used at present by the merchants in India for appli- 
cation to their goods. They are not in a position to know whether 
a mark which they propose to apply on their goods, is prima facie 
suitable for use as a trade mark. For instance, one finds in the 
market goods under the marks ‘ ‘ Superfine scent, ” “ Calcutta soap, ’ ’ 

‘ ‘ Chandan soap “ Neem tooth powder ’ ’, and other word marks that 
are obviously descriptive of the composition or quality of the goods, 
or which constitute well-known geographical names. An exclusive 
monopoly in the use of these marks cannot be claimed by any parti- 
cular trader, as the words may be legitimately required by any other 
trader to describe his goods answering to the particular descriptions. 
Registration of such marks would be refused if the Indian Act 
be enacted on the lines of the English legislation. In the absence of 
a statute defining what marks are registrable, the Indian merchants 
do not at present have any guidance in choosing their marks. In 
the present state of industrial development, legislative guidance 
in this matter, apart from any question of legal protection, will 
be a great boon to them. Most of the trade marks now used in 
India will not be admitted for registration in England and other 
countries. The Collector of Customs, Calcutta, quoted some 
years ago, an instance m which out of 200 marks current in India, 
which were sent to England for registration, not a single one could 
be registered. No better testimony is required to demonstrate 
forcibly the extremely unsatisfactory position of trade marks in 
this country. 

Need for legislation. — From, what has been said above it is 
clear that the present position in this country in respect of pro- 
tection of trade marks is far from satisfactory. What is urgently 
needed is a statute for registration of trade marks, as in England, 
providing for an action for infringement as distinguished from 
a pasnng-off action. Such legislation would be beneficial to both 
vendors and buyers of goods. In the case of the merchant, who 
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sells his wares, legislation will be a great boon, as it would facilitate 
proof of title, in trade mark suits. Instead of his having to produce 
evidence of user and reputation to establish his title he would 
. merely have to produce a certificate of registration, and the onus 
of proof would be shifted from the plaintiff to the defendant. ‘A 
more effective and speedy protection against infringement would 
thus be available to the trade mark owner. As regards the purchas- 
ing public, a trade mark is an assurance to them, that the article 
on which the mark is applied is a genuine produce of the manu- 
facturer. Legislation for the effective protection of trade marks 
will, therefore, tend to prevent imposition of spurious goods on 
the public and will enable the purchaser to buy with confidence 
the goods he wants. That these advantages are well appreciated 
all over the world will be seen from the fact that practically all 
countries of any commercial importance have on their statute 
books an Act for the registration of trade marks. Even minor 
states such as Chile, Peru, Iraq and Manchouko form no exception. 
Of our own neighbours, Ceylon has had a Begistration Act ever 
since 1889, and Siam has also recently promulgated such an Act. 
A trade mark is the very soul of business and no business under 
modem conditions can be expected to prosper unless trade mark 
rights are efficiently protected The enormous value, which a 
successful trade mark can attain, will be appreciated from a few 
familiar examples* such as “Kodak," “Sunlight soap," 
“Ammtanjan," “Bovril,” “His Master’s Voice,” “Cocogem,” etc. 
It is stated that the marks controlled by the Imperial Tobacco Co. 
alone are valued at more than several crores of rupees. If the 
business enterprise and initiative of Indian merchants have to be 
fostered and stimulated, if India is to take her rightful place in 
the comity of tradii^ nations, it is imperative that the trade marks 
in this country should obtain adequate protection. Legislation 
for the registration of trade marks in India is necessary for this 
purpose. With such legislation piracy of trade marks would be 
discouraged and trade mark suits would consequently become much 
fewer.^ In any case it cannot be questioned that legiifiation 
‘•‘provides a better method of procedure”,* and, as Mr. Winter- 
bothain said, “to fight a trade mark case with a register would be 
a very much simpler matter than it is to-day”. 

(7) BOpn as one trader prospered, the others would start imitotingf 
his labels. A Begistration Act is necessary to put a stop to this state of 
things”, Costello, J., (Calcutta High Court), Statesman, 19th March, 1931. ; 

(8) Per Bomer, L..J., in Bow ▼. Hort, (1905) 1 K.B. 592. 



CHAPTER III. 


COTTON MARKS. 

In the previous Chapter reference was made to the unitpie 
position which the cotton trade occupies in our country and the 
necessity for the registration of cotton marks when a Trade Marks 
Act is passed in India. It may be observed that the i)roblem 
presented by the registration of these marks will be slightly 
different from that of trade marks in other classes. The number 
of trade marks on cotton goods in actual use is very large and many 
of them exhibit only slight differences among themselves. 
Immediately after the enactment of legislation, registration 
would no doubt be sought for most of these marks, and some 
difficulty may be experienced in examining them for their distinc- 
tiveness. The problem would,, however, be exactly similar to what 
was experienced in England soon after the enactment of a Trade 
Marks Act. It would therefore be instructive to inquire how the 
difficulty of registration of these marks was overcome in England. 
Again, the registration of cotton marks in England has engaged the 
most careful attention of the British legislators and the provisions 
relating to the registration of these marks have bmn amended 
several times. The valuable experience obtained in England in 
respect of cotton marks as a result of the working of the Trade 
Marks Act for .60 years will therefore be of invaluable help and 
guidance in' framing and administering the future Trade Marks 
Act. A brief history of the registration of cotton marks in England 
since 1875, is, therefore, given below. 

Cotton marks under the first Englisb Trade Marks Aoh. — 

The Trade Marks Rules under the first Act of 1875 were issued in 
August, 1876, in respect of - registration of marks in the cotton 
classes. For the purpose of facilitating the granting of trade 
marks for these- goods, an office was set up at Manchester for the 
exhibition of all devices^ marks, letters, words, figures, etc., used 
in the cotton trade. Every person, who at the date of the pasring 
of the Act used any cotton mark, was required to send to thia: office 
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three representations of such cotton mark, on or before 1st January, 
1877, if resident in the United Kingdom, and if resident elsewhere, 
on or before 1st March, 1877. They were also required to send 
four representations of all their “combination stamps”, that is, 
combinations of several different trade marks which were treated 
by the dealers in cotton goods as equivalent to a single mark. A 
committee of persons conversant with the usages of the cotton trade 
was appointed, and was authorised to examine all the cotton marks 
thus received and divide them into two classes : — (A) those which 
were in the opinion of the committee trade marks within the 
meaning of the Act; (B) those which were not in their opinion 
trade marks (vide rule 59). In the instructions issued to the 
Committee, the Commissioner of Patents stated that the division 
of these marks should be based on certain broad principles. The 
more important of these were that single letters should not be 
considered as trade marks, and that, where more than three persons 
applied for the registration in the same class of goods for the same 
mark, or for marks which so closely resembled each other as to be 
calculated to deceive, such mark or marks ediould not be considered 
as trade marks within the meaning of the Act, (Three Marks Buie). 
The Committee was further instructed to consider, not merely such 
evidence as might be formally brought before them, but to utilize 
its expert knowledge with regard to the state of things in the trade, 
in deciding whether a particular mark should be placed in the first 
or the second class. 

A list and B list. — ^Acting on these principles the Committee 
classified all the marks into two groups known as the A list and the 
B list, of which the former contained the registrable and the latter 
the non-registrable marks. Buie 62 provided that any person 
claiming to be the proprietor of a cotton mark in the A list might 
apply for registration, subject to the usual conditions attached to 
the registration of any other trade mark. Marks placed in the 
B list were not allowed to be restored except in pursuance of an 
order of the Court. The scope of the decision of this Committee in 
respect of a non-registrable mark came up for consideration before 
the House of Lords in Orr-Emng and Co. v. Registrar of Trade 
Mafks.^ Lord Chancellor Cairns said that “the rules appear to 
provide a rough but useful way of separating, by means of the 
technical knowledge and judgment of the committee, the cotton 
trade-marks into two classes. The first olass is to consist of those 

(1) 8 Cih. D. 794; 4 App. CSs. 479. 
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marks wMch. the committee is of opinion are trade-marks within 
the Act, and proprietors in this class are to have the benefit, arising 
from this opinion, of being able at once to apply to be registered in 
respect of those marks. With regard to the second class, there is no 
dedsioh pronounced against them, but the proprietors cannot apply 
for registration as a matter of course. They must come to the 
Court, and it must be for the Court to say whether the Registrar 
shall proceed on their application to register or not. In deciding 
this the Court will have before it the circumstance that 
the opinion of the Committee was adverse to the claim of a trade 
mark ; but this would be an opinion only, and not a decision arrived 
at after hearing both sides or rendered in any judicial proceeding.” 
It is necessary to point out that in a number of applications before 
the Courts, owners of the B list marks were successful, and the 
Registrar was directed by the Court to have these marks registered 
Rule 63 (a)^ stated that the Trade Markus Rules (1876), numbered 
57 to 63, did not apply to such trade mar^ for cotton goods as were 
not in use at the date of the passing of the Act of 1875, and that 
the registration of new cotton marks should be applied for in the 
same manner and would be subject to the same conditions as that 
of trade marks for other goods. Such of the new marks in the 
cotton classy, as were refused registration, were placed in a list 
known as the “Refused list”. 

Abolitioii of “B list” in 1926. — The expert Committee which 
was created under the Trade Marks Rules of 1876 was later 
dissolved by Government on the recommendation of the Herschell 
Committee. A new practice was then adopted and the Keeper of 
the Cotton Marks at Manchester was authorised to consult the Trade 
Marks Committee of the Manchester Chamber of Commerce 
whenever difiiculties arose in respect of registration of cotton marks. 
The Keeper of the Cotton Marks was further required) while 
considering the registrahility or otherwise of a mark, to make a 
search for confiicting marks in the “R list” and the “Refused 
list ’ ’ in addition to the Trade Marks Register. When the 
Amendment Act of 1919, came into force, providing for division of 
the Register into two parts, it was felt that the “R list” had outlived 
its usefulness. It had by that time- become very cumbrous, as there 
was no- provision in the rules for removing from this list such of 
those marks as had long since gone out of use. The rules were 
accordingly modified in 1926, to suit the existing needs. Owners 


(2) lasued by the Board of Trade oa Slat October, 1879. 



32 The Law or Trade & Merchandise Marks in India. [Chap. 

whose marks were in the *‘B list” mere allowed without a specified 
period to register these marks in part B of the Trade Marks 
Register, and it was laid down that those marks in the B list for 
which registration was not applied for within that period, would 
cease to be quoted against other applications. The marks which 
were not considered as qualified for registration in part B of the 
Register were transf erred to the ‘‘Refused list” and the proprietors 
were asked to pay the ordinary fee to retain such marks in the 
list, in the same manner as in the case of other marks. In this 
way the B list was cleared of all the marks therein. 

Line headi n g s. — ^Another measure which was specially 
adopted in connection with the re^stration of trade marks in the 
cotton classes related to the line headings or patterns. These 
were not considered registrable under the. Acts of 1^75, 1883 or 
1888. The question whether it would be expedient to provide 
for registration of line headings in cotton goods was carefuUy 
considered by the Herschell Committee. While there was general 
agreement among the witnesses that such regi.stration would be 
desirable, opinion differed as to its practicability. The difficulties 
of registering line headings were forcibly brought out in the case 
of Mitchell v. Henry.* Cotton, L.J., summed up the case in the 
following words: “What is claimed by the plaintiffs is a double 
thread on a white selvage; if that is distinctive, then what the 
defendants are rising, namely, a triple thread upon a white selvage, 
must be a distinctive trade mark and therefore T cannot restrain 
the defendants.” After a careful investigation of the evidence 
Which was tendered before them, Lord Herschell ’s Committee 
came to the conclusion, that it would be impracticable to provide 
for registration of line headings for cotton goods. This recom- 
mendation was incorporated in the Act of 1905.* 

Scheme for India. — We may now propose a tentative scheme 
for d ealin g with the large number of cotton marks, for which, 
registration may be sought as soon as an Indian Trade Marks 
Act, comes into force. The Government of India may appoint a 
Committee of experts, having knowledge of the cotton trade in 
this country. The owners of cotton marks may be invited to 
co-operate in the matter, and they may be requested to submit to 
the CommittM four copies each, of all their marks which are 


(3) (1880) 15 CSi. D. 181. 

(4) Sfee^S. 64 (10^5) of Act- of 1905 (Appendix III). 
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actually in use in the eountrj- at the time.’ These shoiild 
include all the marks which are used on imported cotton goods by 
the manufacturers or the vendors thereof, and all the trade marks 
used by manufacturers in India, on cotton goods produced for 
home market or export trade. The Committee should be asked to 
classify these marks as («) registrable and (i>) non- registrable, in 
accordance with instructions from the Begistrar of Trade Marks. 
This preliminary classification by the expert Committee will be 
of great help to the Begi.strar when registration of these marks 
is applied for. The granting of registration must, however, rest 
with the Begistrar. Should the Eegistrar refuse registration to 
any of these marks, appeal should lie to the Government of India 
as in the case of other marks. During the initial period provision 
may be made for the Begistrar to forward, in eases of difficulty, 
applications for new cotton marks to the expert Committee for 
opinion. The exjiert Committee may be dissolved after 5 years 
by which time all the old marks would have sought registration 
if their owners desired it. Sufficient experience would have been 
gained by this time so that there would no longer i)e any need for 
tile continuance of the Committee. 


(5) A list of trade marks which are now in use in the cotton trade by 
the Bombay Mill Owners is maintained by the Bombay Mill Owner’s Asso- 
ciation. It appears that there are over 2,000 marks in this list, and that 
members of the Association consult this list before introducing any new 
mark in the market. 

5 


CHAPTER IV. 


WHAT CONSTITUTES A TRADE MARK. 

It has been pointed oat in the last Chapter that, although 
there is no statutory protection of trade marks in India, a plaintiff 
whose trade mark has been infringed may obtain relief under the 
Common Law by an action for passing-off. In order to establish 
his title for this pur^iose he has to prove that he is the prior user, 
and that the mark is distinctive. The question, “what constitutes 
a trade mark?” is therefore of importance, and will be discussed 
in this Chapter. It is hoped, that the criteria of a valid mark as 
disclosed by a study of the leading cases would, apart from their 
bearing on the right to a passing-off action, be of great help to the 
mercantile community in their choice of suitable marks. It not 
infrequently happens that a manufacturer or a trader who has 
built up a huge business around a mark, finds himself in the 
unenviable position of having chosen a mark, which by its very 
nature is unsuitable as a trade mark, and is, therefore, not 
ordinarily entitled to legal protection. A knowledge of what are 
the essential requirements of a valid mark, would, on the other 
hand, have enabled him to make a correct choice from the 
beginning. We shall now proceed to consider what the Courts 
have held to be the es.sential requirements of a good trade mark. 

Trade mark defined. — ^In the absence of a statutory definition 
of a trade mark,^ the Indian Courts have generally followed the 
definition adopted by the English judges. In the words of Lord 
Cranworth, a trade mark may be described as a particular mark 
or symbol, used by a person for the purpose of denoting that the 
artide to which it is affixed, is sold or manufactured by him, or 
by his authority, or that he carries on business at a particular 
place.* It “must be some visible concrete device or design affixed 


(l") See however Sec. 478, I.P.C., where a defiiiition is given for the 
purpoaes of the ICerehandise Marks Act, Chapter XI. 

(2) Leather Cloth Co. (Limited) v. dmerioan Leather Cloth Co^ 
(Limited), 35 L.J.Ch. 53. 
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to goods to indicate that they are the manufacture of the person 
whose property the trade mark and must be used for 
‘^designating goods as being the goods which have been in some 
way or other, dealt with by A.B., the person who owns the trade 
mark."* A trade mark has been defined by an American judge, 
as “a distinctive mark of authenticity through which the products 
of a particular manufacturer may be distinguished from others,’’* 
and as “one’s commercial signature to his goods.’’ It is, however, 
not necessary that every trade mark should indicate the particular 
manxifacturer or vendor or give the address of either of them. 
When a mark has become recognised by the public as exclusively 
designating the goods of a particular manufacturer or seller, it 
will be sufficient indication of ownership, and the owner of the 
mark will be protected by the Courts against infringement, 
although purchasers may not be able to tell from the mark, who 
the particular maker or the seller of the article Ls.* 

Thus, to constitute a valid trade mark, two things are essential. 
In the first place it must be used in trade, that is, affixed to goods, 
and not merely used in trade circulars or advertisements.^ Secondly, 
it must be distinctive, that isi, it must distinguish the goods so 
marked, from other similar goods in the market. In the words of 
Lord Chancellor Halsbury, “distinctive" means “distinguishing 
a particular person’s goods from somebody else’s — ^not a quality 
attributed to the particular article, but distinctive in that respect 
that it is a manufacture of his, distinguished from .somebody 
else’s." If a mark merely describes the quality or origin of an 
article, such a descriptive mark is, obviously, not capable of dis- 
tinguishing the goods of one maker from those of others, e.g., 
“Painkiller’’ and “Gripe Water”, for medicines, “Malted Milk’’ 
and “Madras Curry Powder”, for articles of diet. Similarly, a 
word, though invented, , may not constitute a valid trade mark, if 


(3) Anath Nath Dey Emperor, 17 C.W.N. 227. 

(4) Per Kay, J., In re The Australian Wine Importers' Tm. L.R. 41 
Gh.D. 278. 

(5) Per Veeder, J., in United Lace and Braid, Co. v. Bartheht 
Uamufaoturmg, Co., 221 Fed. Bep. 467, 469. 

(6) Wotherspoon v. Currie, L.B. 5 H.L. 508; Bewlay & Co., Ltd, 
V. Hughes, 15 R.P.C. 290; Madhavji Dharmsey Manufacturing Co., Ltd. 
V. Central India Spinning, Weaving and Manufacturing Co., Ltd., A.I.B. 
1916 Bom. 183; 41 Bom. 49. 

(7) See Chapter V. 
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it iiad been used merely to describe a new article, e.g., ‘ ‘ Chocoroons ”* 
for sweetmeat. 

Trade marks may be classified as follows: — (1) Names, (2) 
l^ignaturesy (3) Word marks, and (4) Distinctive devices. These 
are considered seriatim in the following sections. For the purposes 
of discussion the English Trade Marks Registration Act is 
followed, and the leading English cases concerning the registration 
of trade marks are referred to. It must, however, be borne in 
mind, that a trade mark can obtain protection under the Common 
Law in England, even though its registration is refused, or set 
aside as in cases where a prima facie descriptive mark becomes 
distinctive of the goods of a particular manufacturer. 

Name Marks. — The name of an individual or company is 
registrable as a trade mark under section 9 (1) of the English Act. 
A manufacturer or vendor naturally thinks that if his goods are 
marked with his name, that would serve to identify his goods in 
the market. A moment’s consideration will show, that it would 
only distinguish his goods from those of others not bearing his 
name. In view of the right that every trader has to the hona fide 
use of his name in connection with his goods, it would not be fair 
to give an exclusive right to a name mark to any one individual, 
and the section accordingly lays down that, a name mark can be 
registered only when it is represented in a special or particular 
manner.* Thus in Fanfold Ld.’s Application,^'^ as the name of 
the company was represented in ordinary type registration was 
refused, the addition of indistinct scrolls being held, as not so 
special or particular as to distinguish the applicants’ goods. A 
mere embellishment of a well-known kind will not by itself make 
the representation distinctive.^^ If the name of an applicant 
company is written in more or less ordinary handwriting it does 
not satisfy the requirement of distinctiveness for registration.** 

(8) JFUlkma Ltd.’s Application, 34 B.P.G. 197. The trade mark 
actually used in connection with the sweetmeat was "Velvona”, the name 
' Chocoroons ” appearing underneath. Bee also “Diabolo” ease, 25 B.P.C. 
565, where the word was used for the name of a game and not to denote the 
tops used in the game. 

-(9) This sub-section does not say that name should be that of a 
living person or that of the applicant for registration. On this point, see 
Holt & Go.’s Tm., 13 B.P.C. at p. 122, per Bindley, L.J. 

(lOy 45 B.P.C. 199, 325. 

(11) See Application of Benz, etc., die, .30 B.P.C. 177. 

(12') British MUk Products, Co,, Ld,*s Application. 32 B.P.C. 453. 
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The section does not lay down that the name selected as the 
trade mark should be that of the actual manufacturer or selectoi* 
of goods. Again, as the owner of a trade mark may assign the 
mark to another, it follows that a name mark continues to be valid 
even when it represents a predecessor in business and not its 
present owner.^® Where the name of a living person forms part of 
a trade mark, consent from such person is essential for registration 
in England, and in the case of persons recently dead, from their 
legal representatives. 

Surnames. — Mere surnames are prima fucie not suitable as 
trade marks. The reason is obvious. A name like Smith, Biwvn, 
or Bose may represent any number of persons, and cannot be 
appropriated by any one of them for exclusive use.^® As Neville, .J., 
said: “The right to the surname that a man uses is shared with 
every other person who has the same name, and, consequently, he 
has got about as much monopoly in it as he has in the air that he 
breathes ; he has to share it in common with all his fellow citizens. ’ 

A surname which is of rare occurrence may be considered less 
objectionable.®^ The object of placing these restrictions was 
explained by Lord Herschell’s Committee in the following words: 
“Little or no mischief might result where the name of the applicant 
was an uncommon one ; but where the name was a common one the 
I’esult would be to deprive all persons bearing the same name of 
their right to use a common word in connection with their own 
name, and even if the name were an uncommon one, it would be 
impossible to say, that there were not other persons bearing it, who 
might wish to use it in connection with the common word, which 
it is sought to monopolLse”. The mere combination of a surname 
with a mark which is not otherwise distinctive will not make the 
combination mark distinctive. Surnames are, however, not so 
objectionable when applied to a class of goods where the trade is 


(13) See for instance Bury v. Bedford, 32 L.J.Ch. 741; Uassam v. 
Thorley’s Cattle Food, Co., 14 Ch.D. 748. See aliio Chapter VT under Trade 
names. 

(14) See Buie 14 of English Trade Marks Buies. 

(15) See Section 9 (4) of the English Act, 1905. 

(16) Cadbury Bros., Ld,’s Application, 32 B.P.G. at p. 12. 

(17) Teofani 4" Co., Ld. v. Teofani, 30 E.P.C. 76, 446; Muratti, 
Sons 4" Co. Ld.’s . Application, 32 B.P.C. 77; Winget Ld.’s Application,. 
36 B.P.G. 75; /. C. Bno Ld.’s Application, 37 B.P.G. 1. 
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restricted to a few people, e.g., motor cars.^* A surname may by 
long user become associated with the goods of a particular 
manufacturer.^* 

In India, a manufacturer often uses as his trade mark his 
own name, or that of the company, or the names of some prominent 
Indians. Portraits are also commonly used in combination with 
those names. The courts have recognised the validity of such 
marks. But it is essential in such cases for the claimant to prove 
that the goods bearing the mark have become known in the market 
as exclusively of his manufacture;*” otherwise the mark will not 
be protected.** 

Signature marks. — ^The signature of a person being the name 
of a person represented in a special manner is distinctive, and can 
therefore constitute a trade mark.** A signature mark continues 
to be valid when used by a successor in business. This class of 
marks is also common in India. 

Word marks. — By far the most important class of marks in 
use consists of words or combination of words. Word marks may 
be grouped under — (a) invented words, i.e., words which have 
never been in use before, and (b) ordinary words which are non- 
descriptive of the goods. As examples of the first type the words 
^‘Kodak,” “Solio,” “Aguerine,” “Bovril,” “Hovis" may be 
given. Fancy words of this type catch the imagination of the 
public and are eminently suitable for use as trade marks. The 
grant of exclusive use of an invented word to a particular trader 
does not interfere with the rights of others. As Lord Herschell 
remarked, invented words would deprive no one of anything. As 
examples of ordinary words having no direct reference to the 
character or quality of the goods, may be cited, “Elephant”, 
■“Goldfiake,” “Scissors” and “Black Cat” for cigarettes, “Cobra” 
for boot polish, or “Swan” for ink. 

(18) See Daimler ^ Co.’s Application, 33 B.P.C. 337; Burford (H.G.) 
4r Co., Ld.’s AppUoation, 36 B.P.C. 139; Thornyoroft rf- Co., Ld.’s Appli- 
cation, 37 B.P.C. 25. 

(19) See for instance Cadbury Bros. Ld.’s Application, 32 B.P.C. 9; 
tv. 4' r. Avery Ld.’s Application, 36 B.P.C. 89; Burford (H.G.) 4" 
Ld.’s Application, 36 B.P.C. 139; Daimler 4- Co., Ld.’s Application, 
33 B.P.C. 337; Muratti, Sons # Co., Ld.’s Application, 32 B.P.C. 77; 
Vrossley Bros., Ld.’s Application, 38 B.P.C. 81; Seddaway 4" Ld-’e 
Application, 38 B.P.C. 83; Perry 4" Co., Ld.’s Application, 38 B.P.C. 195. 

(20) Dunbar v, Holland Bombay Trading Co., 12 S.L.B. 129; 20 Cr. 
Xi.J. 277; Mohammad Bona ▼. Emperor, A.I.B. 1930 Oudh 360. 

(21) Gobinda Chandra Eoy v. Abdul Bashid, A.I.B. 1928 Cal. 235. 

(22) See Section 9 (2) of the English Act, 1905. 
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History of word mark registratioiD in England. — ^Numerous 
and valuablo as word marks are, their registration in England 
presented problems of great difSeulty in the earlier years. The 
first Registration Act, i.e., the Act of 1875, refused registration 
td all word marks (except those in use before the passing of the 
Act).*® This restriction was later on removed by the Act of 1883, 
which provided for the registration of '‘fancy words or words not 
in common use."’ The interpretation of this new provision by the 
couils was, however, so stringent that the registration of only six 
words*^ was upheld among the numerous cases that came before 
the courts during the ycRrs 1883 to 1888. A vague implication of 
any reference to the quality or origin of the goods, was considered 
sufficient ground for refusal of registration.*® The? courts insisted 
that in addition to being "not in common use” "a fancy word” 
should have no reference to the character or quality of the goods. 
To quote Lopes, L. J., "a word to be a fancy word must be 

(23) Even such an obviously distinctive word as ‘‘Aeilyton’^ was 
refused registration by Jessel, M.R. in Stephens* Trade Mark Case, 3 Ch.D. 
r>59 (1876); Seb. Dig. p. 303. 

(24) ^‘Alpine’' for embroidery, In re Stapley ^ Smith, 29 Ch.D. 877; 
“Lawford’’ for tennis racquets In re Slazenger v. Mailings, W.N. 1885, p. 124; 
**BovriV* Bovril Trade Mark, In re, 13 R.P.C. 382; ^^Masawattee** for 
tea, DensharrA 4* Sons* Tm,, 12 R.P.C. 75, 271; ‘‘Oomoo’^ for wine, In re 
Burgoyne, 6 R.P.C. 227; Tabloid for medicine, In re Burroughs, 
IVellcome # Co., 21 R.P.C. 217. 

(26) Words held to be not fancy words: National Sperm’’ candles, 
In re Price* s Patent Candle, Co., 27 Ch.D. 681; Electric Velveteen’-, In re 
Leaf *8 Trade mark, 4 R.P.C. 31; *^Qem” air guns, In re Arhenz, 35 Ch.D. 
248; ^‘Self washer” in Lever v. Goodwin, 36 Ch.D. 1; '‘The Jubilee Note” 
paper in Towgood Bros. v. Alexander Pirie 4' Sons, Ld., 4 R.P.C. 67, 
"Benledi” whiskey. In re Ainslie 4' Co., 4 R.P.C. 212; “Red, White and 
Blue” label tea, In re Eanson, 37 Ch.D. 112; “Sanitas” for disinfectant, In 
re SanitcLS Co:, 4 R.P.C. 533; “Reversi” game. In re Waterman, 39 Ch.D. 
29; “Bokol” for beer, In re Davis # Go., Ld., 6 R.P.C. 207; “Herbalin” 
for medicine in Humphries v. Taylor Drug, Co. (2), 59 L.T.N.S. 820; 
“Syrup of Figs” In re Californian Fig Syrup Co.* 8 Tm., 40 Ch.D. 620; 
■“Kokoko” Cotton piece goods, In re Jackson 4" Co., 6 R.P.C. 80; “Manor” 
tin plates, In re Thompson, 6 R.P.C. 213; “Emollio” toilet cream, In re 
'Grossmith, 6 R.P.C. 180; “Hand Grenade Fire Extinguisher”, Hanlen 
Star Hand Grenade Fire Extinguisher Co., Ld.*s trade mark, 3 R.P.C. 132; 
“Tower Tea”, Great Toiver Street Tea Co. v. Smith, 6 R.P.C. 165; “Brymbo 
Special” for iron. In re Batt d' 6 R.P.C. 493; “Electroid” for anti- 
fouling composition, In re Hannay, 7 R.P.C. 46; “ Apollinaris ” for mineral 
water. In re Apollinaris Co., Ld., 8 R.P.C. 137; Beatrice** for shoes, 
Harris Trade Mark, 9 R.P.C. 492; “Britannia” for soap, Hodgson 
V. Sinclair, 9 R.P.C. 22; “Carnival” for cigarettes, Lloyds and 
Sons* Trade Mark, 10 R.P.C. 281; “Shakspere” for cigars, Banks 4r James 
Trade Mark, 12 R.P.C. 333; “ Triticumine ” for biscuits and bread, Meahy 
4r Co., Ld. V. Triticine, LiJ., 15 R.P.C. 1; “Cyclostyle” for pens, etc., 
Gesletner, In re, 25 R.P.C. 156. 
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obviously meaningless as applied to the article in question. It 
must be a word fanciful in its application to the article to which 
it is applied in the sense of being so obviously and notoriously 
inappropriate as neither to be deceptive nor descriptive, nor 
calculated to suggest deception or description. Further than that, 
the word must have an innate and inherent character of fanciful- 
ness which must not depend on evidence, and cannot be supported 
by evidence, to show, that in fact, it is neither deceptive nor 
descriptive, or calculated to be deceptive or descriptive. What I 
mean is that a fancy word, in my opinion, must speak for itself, it 
must be a fancy word of its own inherent strength.”^ Again, in 
the words of Lindley, L.J., a fancy word “must either have, to 
ordinary English people, no meaning like the words ‘Eureka’ or 
‘Aeilyton,’ or if it has any meaning at all, it must be obviously 
meaningless when used as a trade mark.”® 

Act of 1888 . — The dissatisfaction of the commercial commiunity 
on account of the enormous difficulty in finding a word to suit the 
stringent requirements laid down above, led to the appointment 
of a departmental committee, presided over by Lord Herschcll. 
In accordance with the recommendations of this committee a less 
stringent provision was inserted in section 10 of the Act of 1888. 
The expression “Fancy word or words not in common use” in 
clause (c) of section 64 (1) of the Act of 1883 was replaced by the 
following sub-sections : — “ (d) an invented word or invented words ; 
or (e) a word or words having no reference to the character or 
quality of the goods, and not being a geographical name.” Not- 
withstanding this express provision the courts continued to exercise 
the same scrutiny in respect of word marks, and interpreted that 
the two sub-sections should be read t<^ether. A number of good 
trade marks were thiis disallowed on the ground of lack of real 
invention, or on the ground of some remote suggestion of des- 
eriptiveness. A few typical cases are given below to illustrate 
the nature of these decisions. 

In Talbot's Trade Mark case,’' the word “EmoUiolorum” 
registered as a fancy word in 1883 for saddle paste, was later on 
ordered to be expunged from the register, on the ground that 
though the word was meaningless to an ordinary EngUshman, 

(1) In re Van Duzer*s Trade MarJfi and in Leaf^s Trade Mark, 4 E.P.C* 
31 at p. 39. 

(2) Ibid. p. 38. 

(3) 11 B.P.C. 77. 



IV.J What Constitutes a Trade Mark. 41 

there was the likelihood of the word conveying the impression that 
the article would act by softening, and that, consequently, the 
word was descriptive. Again, when the word “satinine” was 
sought to be registered as an invented word under the Act of 1888 
for* starch. Key, J., in refusing registration observed: ‘‘This is a 
word which describes the quality of the goods, and there is 
marvellously little invention in the matter, for the only invention 
is putting at the end of a common word 'satin’, which brings to 
every man’s mind in a moment, the notion of a glossy surface, the 
common conclusion “ine” which you find in 'satine’, ‘saccharine’, 
and half a hundred other English words. Certainly, if that is 
inventing a word, it is the easiest mode of inventing you can 
possibly conceive. But, I understand, this Act of 1888 is .subject 
to the limitation which the decisions have put on the former Act, 
tliat you cannot possibly use any word, fancy word or otherwise, 
if it is a descriptive word.”"* So also, in the “Somatosc” case,® 
registration was refused for the word “somatose,” as a trade 
mark for a pharmaceutical preparation of meat ingredients, on 
the ground, that the original Creek word “soma” meant body, and 
that, therefore, “somatose” could not be said to have no reference 
to the quality of the goods. This was confirmed by the Court of 
Appeal (Lindley, L. J., dissenting)® Kay and Smith, L.JJ., 
holding that as the words “Soma”, “Somatic” and “Somatical” 
Avere in the dictionary, “somatose” could not be regarded as an 
invented word. In his judgment, Lord Justice Kay went .so far 
as to remark that the Act of 1888 was by no means intended to 
give traders a larger right to monopolise words, than the former 
Act of 1883, but, rather i if anything, to restrict that right still 
further, and to render the duty of the Comptroller more simple 
and easy. Smith, L. J. , pointed out that an invented word must be 
a “word coined for the first time and is, of necessity, incapable of 
reference to the character or quality of the goods, because, ex 
hypothe^si, it is an entirely new unknown word, incapable of con- 
VQring anything”. He added: “It is impossible, I think, to hold 
that the legislature intended that an invented word might be a 
word having a refei’cncft to the character or quality of the goods. 


(4) JUeyerstein’s ApplicatUyn, 7 E.P.C. 114. 

(6) Farbenfahriken Vormals Fried Baeyer 4" Co.’s Tm., 11 R.P.C. 84. 

(6) Lindley, L. J., agreed, however, that an invented word to be a 
valid mark must have no reference to the character or quality of the goods. 
Ibid at p. 90. 

6 
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whereas a non-invented word might not. There would be no sense 
in so holding.” 

‘Solio” case. — The above decisions'' which laid down tiiAt an 
invented word within the meaning of the Act should be a word 
devoid of any reference whatever to the character or quality of 
the goods, were overruled by the House of Lords in the well- 
known “Sdio” case.^ The Eastman Photographic Material Co., 
Ltd., applied for registration of the word “Solio” for photographic 
paper. Registration was refused by the Comptroller, on the 
ground, that it was the practice of the Patent Office to refuse 
registration of trade marks in respect of photographic papers, to 
words which consisted merely of the word ‘sun’, or its equivalent 
•Sol’, or of either of these words, with some ordinary termination 
or affix. On appeal, Kekewich, J., held that the word ‘Solio’ 
would be understood to refer to the sun, and that, as applied to 
photographic paper, it was not a word having no reference to the 
character or quality of the goods. This decision was affirmed by 
the Court of Appeal, who were bound by their own previous 
decision in the Somatose ease. Further appeal was made to the 
House of Lords. It was contended on behalf of the Eastman 
Photographic Materials Company, that the word “Solio” had 
nothing to do with photography, or even with light, and that it was 
wrong arbitrarily to divide a word and reject it, because a fragment 
taken by itself might have some reference to the character or 
quality of the goods. When counsel for the Comptroller cited the 
Somatose ease, as the authority for taking the opposite view. Lord 
Herschell merely remailced that he should have thought that 
“Somatose” was an excellent illustration of an invented word. 
The decision of the Court of Appeal was reversed, and the 
important rule was laid down that the two sub-sections (d) and 
(e) of section 10 (of the Act of 1888) were alternative, as is 

(7) The following words were also refused registration on the ground 
that they were not invented words: — "Appollinaris” for mineral water, 
(In re ApoUinaris Co., 8 E.P.C. 137.) “Bboline” for silk goods (Sir Titus 
Salt ^ Co.’s Apptieation, 11 E.P.C. 517); "Electrozone” for medicinal 
substances (British Blectrosone Co.’s AppUoation, 13 E.P.C. 447); “Pirle” 
for cloths and stuffs of wool, etc. (Bipley 4" Sons’ Application, 15 E.P.C. 
151), Kekewich, J., held, that ‘PMe’ was identical in sound with 'Pearl’ and 
that Pearl itsdf was a term of commendation, ‘Pearl finish’ being the name 
of a particular kind of finish. But, “Mazawatte” for tea (Densham 4" Sons’ 
Tm., 12 E.P.C. 75, 271) and “Kynite” for explosives (Kynoch 4“ Co.’s 
Trade Maries, 14 E.P.C. 905) were held to be invented words. 

(8) In re Eastman Photographic Materials Co., Ld., 13 E.P.C. 707; 14 
E.P.C. 487; 15 E.P.C. 470. 
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evident from their natural grammatical construction, and should 
not be i^d conjunctively. It was clearly pointed out, that an 
invented word need not be meaningless, nor devoid of reference 
to the character or quality of the goods. In his remarkably lucid 
judgment Lord Herschell observed: “The word ‘Solio’ by itself 
conveys to nobody an idea. When you find it is used with iiegard 
to photographic paper you might spell it out and you might think 
of ‘Sol’ the sun, or might not, and if it were used with reference to 
boots, you might think it had reference to the sole of the boot, 
and if it were used in reference to the earth, you might think it 
was from “Solum” the soil, but that would depend upon the idea 
suggested by the connection in which it was used, and not by the 
word itself.”® Lord (Chancellor Halsbury was satisfied that the word 
“Solio” was an invented word, and that it did not indicate the 
character or quality of the goods. His Lordship observed: “It 
certainly is a very strange thing that you should take three letters 
out of a word^ and by the somewhat circuitous process that has 
been adopted here, arrive at the conclusion that it is not an 
invented word and that it does describe the character and quality 
of the goods.” 

Lord Herschell on invented words. — ^After reviewing the 
earlier decisions Lord Herschell said: “The vocabulary of the 
English language is common property, it belongs alike to all ; and 
no one ought to be permitted to prevent the other members of the 
community from using, for purposes of description, a word which 
has reference to the character or quality of the goods. If then 
the use of every word in the language was to be permitted as a 
trade mark, it was surely essential to prevent its use as a trade 
mark, where such use would deprive the rest of the community of 
the right which they possessed, to employ that word for the piirpose 
■of describing the character or quality of goods. But with regard 
to words which are truly invented words — ^words newly coined 
— which have never theretofore been used — ^the case is as it seems 
to me, altogether different; and the reasons which required the 
insertion of the condition are altogether wanting. If a man has 
rightly invented a word to serve as his trade mark, what harm is 
done, what wrong is inflicted, if others be prevented from 


(9) Lindley, L.J., had taken the same view in the ‘‘Somatose” case 
where he said tliat in his opinion both “Somatose” and “Satinine” were 
invented words and that although “Satinine” might be descriptive, 
“Somatose” by itself did not suggest any reference to the character or 
quality of the goods (11 B.P.C., p. 90). 
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employing it, and its use is limited in relation to any class or 
classes of goods to the inventor”. Referring to the “Satinine” 
case, and to Lord Justice Kay’s observation on the lack of 
invention in that word. Lord Hersehell further remarked: '‘It 
may be that the word, “Satinine”, which was there in suestion, 
was objectionable on other grounds, but if the word be an 
‘invented’ one, I do not think the quantum of invention is at all 
material. An invented word is allowed to be registered as a trade 
mark, not as a reward of merit, but because its registration deprives 
no member of the community of the rights which he possesses to 
use the existing vocabulary as he pleases. It may, no doubt, some- 
times be difBcult to determine whether a word is an invented 
word or not. I do not think the combination of two English words 
is an invented word, even although the combination may not have 
been in use before, nor do I think that a mere variation of the 
orthography or termination of a word, would be sufficient to 
constitute an invented word, if to the eye or ear the same idea 
would be conveyed as by the word in its ordinary form. Again. 
I do not think that a foreign word is an invented word, simply 
because it has not been current in our language. At the .same time, 
I am not prepared to go so far as to say that a combination of 
words from foreign languages so little known in thW country, that 
it would suggest no meaning except to a few scholars, might not be 
regarded as an invented word. It is in this respect that I desire 
to qualify my assent to Lord Justice Smith’s projKjsition that an 
invented word could never have a meaning.” 

Lord Macna^hten’s judgment. — In equally forceful language 
Lord Macnaghten observed: “The Act of 1883 made the substi- 
tuted expression ‘an invented word or words’ a separate, 
independent, and sufficient condition of registration. . . . 

But the word must be really an invented word; nothing short of 
invention will do. On the other hand, nothing more seems to be 
required. If it is an invented word — ^if it is ‘new and freshly 
coined’ it seems to me that it is no objection that it may be traced 
to a foreign source, or that it may contain a covert and, skilful 
allusion to the character or quality of the goods. . . I do not 
think that it is necessary that it should be wholly meaningless. 

The object of putting a restriction on words capable of 
being registered as trade marks was to prevent persons appropri- 
ating to themselves that which ought to be open to all. There 
is a 'perpetual struggle’ going on as Lord Justice Fry has 
observed, 'to enclose and appropriate as private property certain 
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little strips of the great open common of the English language. 
That’, he added, ‘is a kind of tresi>ass against which I think the 
courts ought to set their faces.’ And I think the Legislature has 
set its face against it both in the Act of 1883 and in the Act of 
1888. There is little danger of the apprehended mischief if 
invention is required as a condition of registration. After all, 
invention is not so very common.” 

Result of decision in the “Solio” case. — The decision of the 
House of Lords in the “Solio” case forms a land-mark in the 
history of Trade Marks Law. To realise the significance of this 
decision one has to consider not only the very large number of 
inventedi words that were placed on the register in the next few 
years but also the nature of most of them. While on the one hand 
there came into existence marks like “Kodak” which would have 
obtained registration in any ease, some of the new marks like 
“alundum,” “tachtype,” “neostyle,” and “laetobacilline” would 
never have found their way to the register, but for the decision in 
the “Solio” ease. In the “Savonol” easi‘.,'" the claim of invention 
in respect of the word “Savonol” for soap was disputed on the 
ground that the French word “Savon” was for many years known 
in England and used in connection with a number of toilet soaps 
and that the addition of “ol” was a trifling variation. Following 
Lord Maenaghten’s judgment in the “Solio” case, Buckley, J., 
held that “Savonol” was by itself meaningless and was an 
invented word. 

Sinimal v. Emperor. — ^The importance of the decision in the 
“Solio” case as regards Indian trade marks can hardly be over- 
emphasised. ' The leading Indian case in this connection is 
SirumcA v. Emperor . It was contended that the word “ Aguerine” 
was only a combination of two well-known Ei^lish words “Ague” 
and “Rine,” and could not, therefore, constitute an invented word 
having no reference to the character or quality of the goods. 
After referring to the English decisions the learned Judge 
observed: “The woird ‘Aguerine,* not being an ordinary English 
word, nor a combination of two ordinary English words, must be 
regarded as a fit subject for trade mark. . . . The test of an 
invented word is that, it must have been substantially new at the 
date of registration; or have been substantially new when first 
used by the applicant, and have been only used to denote his goods 


(10) Field, Ltd. v. Wagel Syndicate, Ltd., 17 R.P.C. 266. 

(11) A.I.B. 1032 Sind 94, Mehta, A.J.C. 
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down to the date of registration. It is not necessary that its 
production should have involved any great ingenuity or anything 
like ‘invention’ in the sense in which the test is used in patent 
law.” 

Beal invention essentinl. — ^From the above judgments it is 
clear that while on the one hand the quantum of invention is 
immaterial, a mere semblance of invention will not qualify a mark 
for protection. A mere variation of a well-known word, or the 
addition of a common termination, does not make an invention, 
e.g., “piano” and “pianette”, “absorb” and “absorbinc”, 
“console” and “consolette.” Mere novelty is not enough to 
constitute invention, and a word mark does not become distinctive, 
merely because it was not in the language before. This point was 
particularly emphasised by Lord Shand in his judgment in the 
“iSoZio” cose.** “There must be invention, and not the appear- 
ance of invention only. It is not possible to define the extent of 
invention required, but the words, I think, should be clearly and 
substantially different from any word in ordinary and common 
use. The employment of a word in such use, with a diminutive 
or a short or meaningless syllable added to it, or a mere combi- 
nation of two known words, would not be an “invented” word; 
and a word would not be “invented” which, with some trifling 
additions or very trifling variation, still leaves the word one which 
is well-known or in ordinary um, and which would be quite 
understood as intended to convey the meaning of such a word.” 
It makes no difference whether a word “is spelt phonetically, 
fantastically or conventionally”.** Again, a word caimot be 
said to be an invented word if it was already in existence although 
the claimant was not aware of its existence.** 

Words lield not to be invented. — The following words have 
been held to be not invented : — 

Formalin,*® Uneeda** (phonetically equivalent to “you need 

(12) 15 B.P.C. 476; See also observations of Parker, J., in PhUippart 
V. William Whiteley, Ltd., 25 R.P.C. 665. 

(13) Per Farwell, L.J., in **Orlwoola^^ Trade Maries case, 26 R.P.C. 
850 at p, 863. 

- (14) Sir Titus Salt 4' ^o.^s Application, 11 R.P.C. 517. ‘‘If it were 

otherwise the fewer words a man Imows the more readily could he invent. 
What the Act requires is that the word should be an invented word in fact, 
and not merely in the belief of the person claiming to register it as a trade 
mark”, (Chitty, J.). 

(15) Formalhi Hygienic Co. Ld.^s Application, 17 R.P.C. 486. 

(16) National Biscuit, Co.*s Application, 18 R.P.C. 170, 
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a”), Panoram^’^ (RUggeating panorama, panoramic), Haematogen,’* 
Absorbinie,^* Bioscope,*® Cyclostile,** Diabolo®* (variant of an 
Italian word for a game), Orlwoola** (mis-spelling of “all wool”), 
Arsenoid,** Cnidroe*® (the letters in Cording written in the revem* 
ord^r). Ogee* (phonetically equivalent to 0.0. ), Banco® (phone- 
tically equivalent to E. & Co.), Aluminox* (abbreviation of 
aluminum oxide), Wetordry* (a mere juxtaposition of the words 
wet or dry) Fanfold.® 

W<Nrd8 held to be invented. — The following were on the other 
hand held to be invented words : — 

Savonol,® Tachtype,® Neostyle,® Kodak,® Vezet,*® Lactobaeil- 
line,** Parlograph,*® Stanwal,*® Alundum,*® Sardovy.** 

(17) Kodak, Ld. v, Tjmdon Stereoscopic and Photographic, Co., Ld ‘»(i 

B. P.C. 337, 

(18) Hommel v. Bauer <jl’ ("o., 21. R.P.C. 576; 22 R.P.C. 4.‘>, 

(19) Christy ^ Co. v. Tipper Sorts, 21 R.P.C. 97, 755. 

(20) Warwick Trading, Co., Ld. v. Urban, 21 R.P.C. 240. 

(21) Gestetner^s Trade Mark, 24 R.P.C. 545. 

(22) Philippart v. William Wkiteley, Ld., 25 R.P.C. 505. 

(23) ** Orlwoola** Trade Marks, 26 B.P.C. 850. 

(24) Yalding Manufacturing Co., Ld.*s Application, 33 R.P.C. 285. 

(25) Cording (Geo.) Ld.*s Trade Mark, 33 B.P.C. 70, 83, 325. The 
mark was eventually registered as ^^Nidroc'^ by dropping the first letter 

(1) Garr€tt*8 Applications, 33 B.P.C. 48, 117; '^Ogeo^' was shown 
to be a dictionary word and a term well-known in architecture and carpentry. 

(2) Eisman Co. (London), Ld.*s Application, 27 R.P.C. 134. 

(3) The Salter Paint and Colour Co.*s Application, 40 B.P.C. 402. 

(4) Minnesota Mining and Manufacturing Co.*s Application, 41 R.P. 

C. 237. 

(5) Fanfold Ld.*s Application, 45 R.P.C. 199, 325. 

(6) Field Ld.*s Application, 17 R.P.C. 266. 

(7) The Linotype Co.*s Application, 17 R.P.C. 380. 

(8) Neostyle Manufacturing Co., Ld.*s Trade Mark, 20 R.P.C. 329. 

(9) Kodak, Ld, \. London Stereoscopic and Photographic, Co., Ld., 
20 R.P.C. 337. 

(10) Verschur and Zoon*8 Application, 22 R.P.C. 568. It was con- 
tended that the letters ^ ‘ V.Z . ' * were the initials of the name of the firm and 
would be pronounced *‘Vee Zet’^ in Dutch. Registration allowed with a 
disclaimer of the letters 

(11) Application of Societie le ferment, 29 B.P.C. 497. 

(12) lAndstroem Aktienge8ellschaft*s Application, 31 R.P.C. 261. 

(13) Standard Woven Fabric Co.*8 Application, 35 R.P.C. 53. It was 
alleged that the word sounded like ‘'stnndwelP' and that there was a village 
by the name of “standwell” with which the mark was likely to be confused. 

(14) Norton Co.*s Application, 36 B.P.C. 153. 

(15) Brown, Wills and Nicholson* s Application, 41 R.P.C. 171. 
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Ordinary Word Marks. — Since 1888 ordinary words in com- 
mon use can be registered in England. But to constitute valid 
trade marks they should be “words having no reference to the 
character or quality of the goods”. It is further essential that 
such word should not be, “according to its ordinary signiflcation, 
a geographical name or a surname.”’® The principle of 
I’efusing registration to words, descriptive of the goods, has 
never been questioned, for the obvious reason, that the grant of 
legal protection to them, would cut at the very root of Trade Mark 
Law, by denying the natural right of the trading public to use the 
ordinary language, for the hona fide description of their goods, or 
their place of business.’^ Pair commerce would then be hampered 
by the creation of absurd monopolies in ordinary words, and the 
traders, far from having a wide field to choose their marks from, 
would find themselves excluded from access to, what has been 
picturesquely described, as the “great open common of the English 
language”. 

Marks consisting of ordinary words may be divided into two 
groups, (*) descriptive of the goods, and (ii) non-descriptive of the 
goods. The former may be descriptive of the articles, of the com- 
position, type or design, quality or grade, or may indicate the mode 
of manufacture, the name of maker, or the origin or the trade source 
of the goods . 

In deciding whether a word is descriptive it must be looked at 
as a whole and it must be judged by the impression it conveys to 
the ear as well as to the eye.’* Thus in the ‘^OrZwoolo” cKwe,’® in 
refusing registration on the ground that “all wool” or “all woolly” 
could not be distinctive for woollen goods. Lord Justice Farwell 
observed: “It is said that to the eye ‘Orlwoola’ and ‘all wool' 


(16) See Section 9 (4) of the English Act. 

(17) The law has been clearly laid down by Lord Herschell in his 
judgment in the "Solio” case. See also Hershell Committee’s report, an 
extract from which was quoted by Lord Halsbury, L. C. in the same case, 
ride 15 B.P.C. at pp. 481, 482. 

(18) See also Chapter VI. “There is one important distinction between 
word marks and other marks. The former appeal to the ear as well as, and 
indeed more than, to the eye. The latter appeal to the eye only” per Cozens- 
Hardy, M.B., “Orlwoolo” Trade Marie, 26 B.P.C. at p. 856. 

(19) ••Orlmoola” Trade Maries, 26 B.P.C. 681, 850. See also National 
Risouit Co.*s Application, 18 B.P.C. 170; 19 B.P.C. 281, whmre “TTneeda”' 
was rejected as it was phonetically equi^ent to “you need a”. It would 
appear, however, that “Uneeda” was subsequently registered under the Act 
of 1905, vide 26 B.P.C. p. 853. 
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are quite diatinct, but that is not enough, the mark is not pictorial, 
•but verbal, and the words are meant to be spoken, as well as read. ’ ’ 

Bfarks held to be descriptive of the goods. — ^The following 
have been held to be words having reference to the character or 
qublity of the goods to which they are applied : — 

“Washerine for laundry preparation; “Painkiller”** for 
a, medicine; “Native (5iiano“** for manure; “Edge’s Filtered 
Blue”*® for laundry blue; “Parchment Bank’’ for paper;** “John 
Bull”*® for fermented liquors and spirits; “Carters Little Liver 
Pills”;* “Desiccated Soup’’;® “Roadster”® for boots and shoes; 
“Magnolia”* for metals and metal l}earings; “Emollio”® for 
cream; “Monobrut”® for champagne; “Typographs”* for metals 
and type making machines; “Pirle”* (misspelling of Pearl which 
was descriptive of a kind of finish) for cloth; “Cellular”® for 
cloth and clothing; ”Nector’”“fortea, coffee and cocoa ; “Uneeda”** 
(equivalent to “you need a”) for biscuits; “Bioscope”** for cine- 
matographic apparatus; “Hsematogen”*® for medicine; “Cen- 
tury”** for machinery of several kinds; “Orlwoola”*® (mis- 


(20) Burland^s Trade Mark, 0 B.P.C. 482. 

(21) Terry Davis v. Earbord, 7 B.P.C. 336. 

(22) Native Gmno Co, v. Sewage Manure Co,, 8 R.P.C. 125. 

(23) Ndge^s Trade Mark, 8 R.P.C. 207. 

(24) Pirw Sons v. Goodall 4" Sons, 8 R.P.C. 2H1. 

(25) Paine^s Trade Mark, 9 R.P.C. 130. 

(1) Carter Medicine Co.*s Trade Mark, 9 R.P.C. 401. 

(2) Frederick King 4' Co,\^ Trade Mark, 9 R.P.C. 350. 

(3) Thompson v. Miller, 13 R.P.C. 35. 

(4) Magnolia Metal Co, *8 Trade Marks, 14 R.P.C. 265, 621. Magnolia 
•w'as shown to be the name of the particular patented alloy of which the goods 
in question were made. It was the only name by which the alloy was known. 

(5) Grossmith*s Trade Mark, 6 R.P.C. 180. 

(6) Vignier*s Trade Mark, 6 R.P.C. 490. 

(7) Linotype Co.^s Application, 14 R.P.C. 900. “Typogniph’’ was 
a dictionary word meaning type making or type setting machine. 

(8) Uipley's Application, 15 R.P.C. 151. 

(9) Cellular Clothing Co, v. Maxton 4’ Murray, 15 B.P.C. 581; 
16 B.P.C. 397. 

(10) Harrison 4* Crossfield's Application, 18 R.P.C. 34. 

(11) National Biscuit Co.*s Application, IS R.P.C. 170; 19 R.P.C. 

581. 

(12) Warwick Trading, Co,, Ld, v. Urban, 21 R.P.C. 240. 

(13) Hommel v. Bauer 4' Co,, 21 R.P.C. 576. 

(14) Printing Machinery Co., Ld.*s Application, 23 R.P.C. 38. 

(16) ^‘Orlwoola^^ Trade Marks, 26 R.P.C. 681, 850. 
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spelling of ‘‘All woor’) for clothing; *‘ Diamine for dyes; 
“ Standard for sanitary and toilet appliances; “Bibbon’^^® for 
dental cream; “Classic for Christmas Cards; “Gripe Water'’*® 
for a palliative for gripes; “Victor”*^ for hack saw blades; 
“Aluminox”** (aluminum oxide) for paints^ varnishes, enamels,^ 
etc.; “Wetordry”*® for abrasives such as sand paper, glass paper, 
or emery paper; “Charm”** for ladies' stockings; “Palmolive”*® 
for soap. 

Not descriptive. — On the other hand, the following words 
have been held to have no direct reference to the character or quality 
of the goods; — 

“Brownie” and “BuUseye”^ for films; “Quaker”* for fer- 
mented liquors; “Lactobacilline”® for milk ferment; “National”* 
for cash registering machines, etc.; “Regimental"® for cigarettes; 
“Trilby”® for gloves, ladies' blouses, etc. 

Geographical names as Trade Marks. — Geographical names 
are, as a class, not suited for use as Trade Marks. The reason for 
this, as explained by the Herschell Committee, is that a geographical 

(16) (Leopald) Cassella 4* Co.^s Application, 27 R.P.C. 453. 

(17) Standard Ideal Co, v. Standard Sanitary Manufacturing Co,,. 
27 R.P.C. 789. 

(18) Colgate 4' Co,^s Application, 30 R.P.C. 262. 

(19) Sharpe, Ld, v. Solomon Bros,, Ld,, 31 R.P.C. 441; 32 R.P.C. 15. 

(20) Woodward, Ld, v. Boulton Macro, Ld,, 32 R.P.C. 173. 

(21) Massachusetts Saw Works ^ Application, 35 R.P.C. 137. 

(22) The Salter Paint and Colour, Co.^s Application, 40 R.P.C. 402. 

(23) Minnesota Mining and Manufacturing Co,*s Application, 
41 R.P.C. 237. The word was held to suggest that the abrasive could be 
used wet or dry and it was in fact waterproof. 

(24) Keystone Knitting Mills Ld,*s Trade Mark, 45 R.P.C. 193, 421. 

(25) In the matter of a trade mark Palmolive**, 49 R.P.C. 2G9. 

(1) Kodak, Ld, v. London Stereoscopic and Photographic Co,, Ld,, 
20 R.P.C. 337. 

(2) Ellis # Co,*s Trade Marks, 21 R.P.C. 617. 

(3) Application of La Society le ferment, 29 R.P.C. 497. 

(4) National Cash Begister Co.*s Application, .34 R.P.C. 273, 354. 
Secondary signification of the word National’’ was established. Regis- 
tration of the word National” for metal hollow-ware goods was refused in 
National Oalvanizers, Ld.*s Application, 37 R.P.C. 202, as secondary signi- 
fication was not established. 

(5) Imperial Tobacco Co., Ld.*8 Trade Marks, 35 R.P.C. at p. 209 
(Duke, L.J.), The decision of the Court of Appeal was based, however, on a 
different ground, vie., that the original registration was valid under section 41. 

(6) Holt ^ Co.*8 Trade Mark, 13 R.P.C. 118, Lindley Sc Smith, L. JJ. 
(Kay, L. J., dissenting). ^^Trilby” was shown to bo the name of the heroine 
in a novel. 
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name though not indicating the source of the goods in question, 
mnst,,n^erthdess, be open to rival traders, at all times, to describe 
similar goods coming from, or manufactured, or sold at that place. 
But it is only when the general and popular signification of the 
word in question is gec^raphical, that it cannot constitute a valid 
trade mark. Thus in the Magnolia case’ where the woi^ was 
objected to on the ground, that there were places in the United 
States by that name, Lord Justice Rigby observed: “A word 
does not become a geographical name simply because some place on 
the earth’s surface has been called by it. For example we agree 
with Mr. Justice Kekewich that the word ‘monkey’ is not proved 
to be a geographical name by showing merely that a small, and by 
no means generally known, island has been called by that name. 
If, indeed, in its primary and obvious meaning, the wordi has 
reference to a locality as in the word ‘Melrose’ in Van Duzer’s 
ease, or the word ‘Eboline’ in Sir Titus Salt & Co.’s ease . . . 
it may well be a geographical name within the meaning of the 
sub-section.* Even when the primary signification is not geogra- 
phical, if the name is really a local name (however little known the 
locality may be), and the name is given because of the connection 
of the article with the locality, whether that be real, or im])utod 
only by those who give the name, it may well be a geographical 
name within the meaning of the sub-section. An instance of this 
is to be found in the c.ase of the word ‘ApoUinaris Spring’. So if 
‘Magnolia’ had been the name of a place where the metal was 
manufactured, we should have been by no means inclined to say 
that it would not be a geographical name when applied to the 
article manufactured in the place having the name.” 

That geographical names though unsuitable as a class, may, 
in special cases, be capable of appropriation as tra<le marks was 
emphasised by Lord Moulton, in the following passage®: — “No 
man has got a right to take Dundee as a trade mark; the people 
of Dundee have a right to use that, with a freedom which renders 
it quite unsuitable for the special appropriation, which is signified 
by its being adopted as the trade mark of any one firm. But, on 
the other hand, it is i)erfectly clear that there are some geogra- 
phical names which would make excellent trade marks. Suppose a 


(7) Magnolia Metal Co, ’a Trade Marke, 14 B.P.C. 621. 

(8) See Sec. 10 (c) of the Act of 188.S. Cf. Sec. 9 (4) of the Act of 
1905, where the words “according to its ordinary signification” were inserted 
as a result of the decision in the “Magnolia” case. 

(9) Trans. Inst. Pat. Agents XXIV. p. 43 (1905). 



62 The Law of Trade & Merchandise Marks in India. [Chap. 

man chose to sell a brand of curettes which he called 
‘Matterhorn’ cigarettes or ‘Monte Bosa’ cigarettes, nobody could 
say that he was not using a perfectly legitimate trade mark.” Thus 
in the Liverpool Electric Cable Company’s oase^^ it was held by 
the Court' 'of Appeal that in considering whether a geographieal 
name is registrable, both the locality and the goods must be taken 
into consideration, and that the name of such an important 
commercial centre as Liverpool, even though it might in fact be 
distinctive of the goods in respect of which it was sought to register 
it, was not registrable. The objection to geographical names 
extends to their adjectival forms and variations.’^ 

The following are examples of words held to be geographical : — 
“Brymbo”’* metal; “ApoUinaris”’* mineral water; “Eboline”’^ 
silk-goods; “Worcester”’® corsets; “Hopton Wood”’® stone; 
“Ghazipore”’^ rose water. 

The following words were, on the other hand, held not to be 
geographical: — “El Destino”’" cigars; “Mazawatte”’® tea; 
^‘Magnolia”*" metal; “St. Raphael”®’ medicinal wine; 
“Chartreuse”®* liqueur; “Bema”®* motor cars; “Stanwal”®’ 
rubber goods. 

Secondairy signifioation. — Although a deseriptive word is 
prima facie not adapted to distinguish the goods of any one trader, 
it may, under certain circumstances, lose its primary descriptive 

(10) Liverpool Electric Cubic Co, Ld.^s Application, 46 B.P.C. 
^0. See also Pricers Patent Candle Co., Ld. v. Ogston and Tennant, Ld., 
*26 B.P.C. 797; Venkatachalam t. Eajagopala Naidu, 55 Mad. 966. 

(11) Sir Titus Salt Bart Sons 4" Co.^s Application, 11 B.P.C. 517. 
^^Eboline” was refused registration although the word had been coined in 
ignorance of the town ^'Eboli^^ in Italy. 

(12) Batt 4^ Co*8 Trade Mark, 6 B.P.C. 493. 

(13) Apollinaris Co.^s Trade Mark, 8 B.P.C. 137. 

(14) Sir Titus Salt Bart Sons and Co.^s Application, 11 B.P.C. 517. 

(15) Boyal Worcester Corset Co.^a Application, 26 B.P.C. 185. 

(16) Hopton Wood Stone Firms, Ld. v. Gething, 27 B.P.C.. 605. 

(17) Balladin and Alladin Firm v. Puranmul Balbehari Lall, A.I.B. 
1915 Low. Bur. 123: 30 I.C. 633: 8 Bur.L.T. 113. 

(18) Pinto V. Trott, 8 B.P.C. 173: Pinto v. Badman, 8 B.P.C. 181. 

(19) Densham 4r Son^s Trade Mark, 12 B.P.C. 75, 271. 

(20) The Magnolia Metal Co.*s Trade Marks, 14 B.P.C. 621. 

(21) Clement et Cie*s Trade Mark, 16 B.P.C. 173, 611. 

(22) Bey v. Lecouturier, 25 B.P.C. 265. 

(23) Bema Commercial Motors* Application, 32 B.P.C. 113. Sarjant, 
A., refused to identify it with the town of Berne in Switzerland. 

(24) Standard Woven Fabric Co.^a Application, 35 B.P.C. 53. 
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meaning, and acquire a special significance as denoting the gooda 
of a particular trader. As Lord Justice Fletcher Moulton observed 
in his historic judgment in the Perfection case:^'^ “It often occiirs- 
in trade that by continued user words get recognised as denoting 
the goods of a particular firm. These words may in themselves be 
unsuitable to be chosen as trade marks, but they have in fact 
become so.” Such words are said to have acquired a secondary 
signification in connection with the goods of that particular firm. 
It will generally be very difiieult to prove, that an ordinary 
descriptive word has lost its primary meaning, and has become 
distinctive of the goods of a particular trader. But, where proof 
of secondary signification is established, the mark is entitled to 
legal protection,^ irrespective of the nature of the mark. In a 
well-known case,’’ Lord Parker said: “Independently of any 
Trade Mark legislation, whenever a person uses upon, or in 
connection with his goods, some mark which has become generally 
known to the trade or the public as his mark, and thus operates tO' 
distinguish his goods from the goods of other persons, he is entitled 
in et]uity to an injunction against the Tiser of the same or any 
colo\irable imitation of the same mark, in any manner calculated 
to deceive the trade or the public. Eqxiity has never imposed any 
limitation on the kind of mark entitled to this protection, but in 
every ease it has to be proved that the mark has by user become in 
fact distinctive of the plaintiff’s goods.” The question of 
secondary signification in its bearing on the plaintiff’s right to a 
passing-off action will be taken up in another Chapter. Whether 
a word has acquired secondary signification or not is a question 
of fact and will generally depend on the nature, extent and 
duration of the user. “The extent to which the court will require 
the proof of this acquired distinctiveness to go will depend on the 
nature of the case. If the objections to the word itself are not 
very strong it will act on less proof of acquired distinctiveness 

(25) 26 B.P.G. 854 at pp. 856-857. 

(1) Such marks may not, however, be eligible for registration. As 
Lord Parker said: “A common law mark is still nob necessarily registrable. 
If the tribunal finds that a mark is anywhere, or among any class of people, 
in fact distinctive of the goods of the applicant, it may be infiuenced by this 
fact in determining whether it is adapted to distinguish these goods from 
those of other persons, but distinctiveness in fact is not conclusive ’ W. and 
O. du Cross Ld.*s Application, 30 B.P.C. at p. 673. See also The Liverpool 
Eleeirie Cable Co,*s Application, 46 B.P.C. 99; Hans Lawitzen’s 
AppUcotion, 48 B.P.O. 392; In the matter of a trade marie ** Palmolive,”' 
49 B.P.C. 269. 

(2) TV. and G, du Cross Ld.’s Application, 30 B.P.C. at p. 672. 
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than it would require in the case of a word which in itself was 
open to grave objection.”^ 

An excellent illustration of this principle is afforded by the 
well-known ease of Reddaway v. Banham.* The mark “Camel 
Hair Belting” was shown to be descriptive of the arti<de in question 
as the belting was made principally from camel hair. It was, 
neverthdess, held that owing to extensive user the words never 
meant to the trade belting made of camel hair but only denoted 
Beddaway’s belting. The words thus constituted a valid common 
law mark, and protection was accordingly granted. Similarly, in 
Smidt V. Reddaway & Co.,^ Ameer Ali, J., held that the words 
“Camel hair” had acquired a secondary signification in India in 
connection with Reddaway ’s belting, and his decision was affirmed 
on appeal. Again, in Badische Aniline cmd Soda Fdbrik v. 
Farbenfdbricken Bayer & Co., Ld.,* the court observed: “If 
once the plaintiffs establish, that the particular device, be it words 
or letters, whatever the device may be, if the plaintiffs once 
establish that the device indicates the plaintiffs* manufacture, so 
that any one seeing that device upon that article, would be justified 
in concluding that he is purchasing goods of the plaintiffs* 
manufacture, then this court will protect the plaintiffs against not 
only the use of the particular device, but against any imitation of 
that device, which imitation is likely to cause deception of 
the public.” 

In the cases of the following words it was held that secondary 
signification was established : — 

“Silverpan**^ for .jam; “K.M.S.”* for pottassium (kalium) 
meta sulphite; “Fruit salt*’® for an aperient; “Club Soda*”® for 
aerated water; “Valentine”** for a meat preparation; “Dunlop***® 

(.'{') 26 B.P.C. at p. 858, per Fletcher Moulton, L.J., “Perfection” 

ease. 

(4) 13 B.P.C. 218. Hee Chapter VI where this case is discussed in 
greater detail. 

(5) 32 CaL 401. 

(6) 6 Bom. L.B. 407. 

(7) Fawlder 4" Co., Ld. t. O. C. Bushton, Ld., 20 B.P.C. 477. 

(8) Boake, A. Boberts 4' Ld, v. Wayland 4 f'O., 26 B.P.C. 251. 

(9) Eno T. Dunn 4’ Co., 10 B.P.C. 261. 

(10) Sir 8. Cochrane ▼. McNiah 4" Son, 13 B.P.C. 100. 

(11) Valentine Meat Juice Co. v. Valentine Extract Co., Ld., 17 B.P.C. 

673. 

(12) Dunlop Pneumatic Tyre Co., Ld. v. Dunlop Motor. Co., Ld., 22 
B.P.C. 533. 
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for motor tyr^; ^‘Horse Shoe''"* for boilers; ^‘Thorley's Pood"'^ 
for cattle; ^‘Lawson Tait""® for bedsteads; ‘‘California Syrup of 
Pigs""® for laxatives. 

The extreme difficulty of proving that an ordinaiy descriptive 
word has acquired secondary signification was emphasised by Lord 
Davey in the Cellular Clothitig Company case.^^ It was held 
that the term “Cellular" although not used before, was merely 
descriptive of the quality of the cloth and did not denote 
exclusively the clothing of any particular manufacturer. Purther 
examples of words where the alleged secondary signification could 
not be established are: — 

‘‘Chivers""® for jelly; ^^Slipon"^® for coats; “Guaranteed"*® 
for corsets; “Shorland"*" for shoes; “HaBmatogen"** for 
medicinal preparation of that name; “American shoes"** “Ripley's 
oval blue"*^ for laundry blue; “Naptha soap";*® “Vacuum 
cleaner";" “Automatic Aerators";* “Plaked oat-meal"; * “Gripe 
Water";" “Malted Milk";® “White Jelly Crystals"® for 
confectionery. 


(13) Kinnell Co.y Ld, v. Ballantine Sons, 26 R.P.C. 12. 

(14) Massam v. Thorley^s Cattle Food Co., (1880) 14 Cli.T). 748. 

(15) Whitfield Bedsteads Ld.^s Application, 26 R.P.C. 657. 

(16) California Fig Syrup Co.^s Application, 26 R.P.C. 436. 

(17) Cellular Clothing Co. v. Maxton d' Murray, 15 R.P.C. 581; 
16 R.P.C. 397. 

(18) Chivers and Sons v. Chivers ^ Co., Ltd., 17 R.P.C. 420. 

(19) Burberrys v. Cording 4' Co., Ld., 26 R.P.C. 693. 

(20) Symington dr Co. v. Footman Pretty 4r Co., (1885) 56 L.T. 696. 

(21) Carnage (A.W.), Ld. v. Randall (H.E.), Ld., 16 R.P.C. 185. 

(22) Hommel v. Bauer 4' Co., 22 R.P.C. 43. 

(23) Randall, Ld. v. Bradley 4' 24 R.P.C. 657, 772. 

(24) Ripley v. Griffiths, 19 R.P.C. 590. 

(25) Fels V. Christopher Thomas 4r Bros., 21 R.I*.C. So. See also 
Fels V. Stephenson Bros, Ld., 20 R.P.C. 443; 21 R.P.C. 89; Fels v. 
Uedley ^ Co., Ld., 20 R.P.C. 437; 21 R.P.C. 91. 

(1) British Vacuum Cleaner Co., Ld. v. New Vacuum Cleaner Co., Ld., 
24 R.P.C. 641. 

(2) Aerators, Ld. v. Tollit, 19 R.P.C, 418. 

(3) Parsons Bros. 4' Co. t. John Gillespie 4r Co., (1898) A.C. 239; 
15 R.P.C. 57. 

(4) Woodward, Ld. v. Boulton Macro, Ld., 32 R.P.C. 173. 

(5) Hortick^s Malted Milk Co. v. SummerskUl, 34 R.P.C. 63. 

(6) White Tomkins and Courage, Ld. v. United Confectionary Co., Ld., 
33 R.P.C. 430. 
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Geographioal names amd seoondary sigidfloatioiL. — ^The same 
considerations apply as regards secondary signification of geogra- 
phical names. Thus in McAmdrew v. Bassett,’’ whi^ was decided 
as early as 1864, the word ^‘Anatolia” was held to have acquired 
secondary signification in connection with the plaintiff’s liquorice, 
although in its primary sense it indicated the origin of the product. 
So also in Seixo v. Provezende* the word “Seixo” which was the 
name of a district, was proved to have acquired secondary signifi- 
cation for wine. In the well-known Glenfteid Starch case,* a starch 
manufacturer whose faetoiy was originally located at Glenfleld 
continued the use of the name “dlenficld” on his labels even after 
he removed to another locality. A rival manufacturer acquired 
the site of the old factory at Glenfield, and sold his starch with the 
word “Glenfield” appearing prominently on his labels. In an 
action for passing-off, the House of Lords held that “Glenfield” in 
connection with starch, denoted exclusively the plaintiffs’ manu- 
facture. In Montgomery v. Thompson,’” which is another well- 
known case, the words “Stone ale” were held to be associated 
exclusively with the plaintiff’s ale. 

A few other examples of geographical words that have 
acquired a secondary signification are given below : — 

‘Reading’’** for biscuits; “Yorkshire Relish”'* for sauce; 
“Hunyade”** for mineral water; “Dindigul”** for cigars; 
“Worcester”*'' for china and porcelain; “Apollinaris”** for 
mineral water; “Oswego”'* for com flour; “London Candles’’;** 
“California Syrup of Pigs”** for medicinal preparation; “Itala”** 

(7) (1804) 4 De G. J. & S. .S80. 

(8) (1866) L.C. 1 Ch. 192. 

(9) Wotherspoon v. Currie, Ii.B. 5 H.L. 508. 

(10) 8 B.P.C. 361. 

(11) Huntley 4" Palmer v. The Sending Biscuit Co., Lil., 10 R.P.C. 

277. 

(12) Powell V. The Birmingham Vinegar Brewery Co., Ld., 12 R.P.C. 
496j 13 R.P.C. 235; 14 R.P.C. 720. 

(13) Sa^ehner v. Apollinaris, Co., 14 R.P.C. 645. 

(14) Bewlay 4" Co., Ld. v. Hughes, IS R.P.C. 290. 

(15) Worcester Boyal Porcelain Co., 'Ld. v. Locke 4’ Co., 19 R.P.C. 

479. 

(16) Apollinaris Application, In re, 24 R.P.C. 436. 

(17) National Starch Co.'s Application, 25 R.P.C. 802. 

(18) Price's Patent Candle Co., Ld. v. Ogston Tennant, Ld., 26 R.P.C. 

797. 

(19) California Fig Syrup Co.'s Application, 26 R.P.C. 436. 

(20) Application of Itala Fabriea di Automobile, 27 R.P.C. 493. 
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and for motor cars; “Liverpool Cables”*® 

Laudatory words. — A word which is merely laudatory of the 
goods to which it is applied cannot be claimed as exclusive property 
by any one trader. In the Perfection case,** Cozcns-Hardy, M.R., 
obi^rved that such laudatory words as “good”, “best”, “super- 
fine”, could not acquire a secondary meaning as indicating only 
the goods of any jmrticular manufacturer. His Lordship further 
remarked, that “an ordinary laudatory epithet ought to be open 
to all the world and is not capable of being registered”; and 
Parwell, L. J., added: “no amount of evidence could show that 
laudatory words had lost their primary meaning; and in such cases 
the tribunal may well refuse to admit evidence”. 

Whether a particular word is merely a laudatory’- cxpres.sion 
or something more, will depend on the facts of each case. The 
principle that laudatory words as a class cannot constitute valid 
marks under the common law was established even as early as 1874. 
In Bagget v. Findlater^^ where two rival vendors of stout described 
their goods as “nourishing”, it was held that the mark was a mere 
advertisement or a description of the quality of the goods and 
could not constitute a trade mark. After discussing the earlier 
authorities, Malins, V. C., observed: “I think that the whole of 
that proceeded on the basis that if the word had been an English 
word describing quality, the word merely describing the quality 
would not be the subject of a trade mark. My opinion is that, for 
the protection of the public it is necessary that a trade mark should 
be something beyond a mere English word denoting quality. The 
word “nourishing” therefore of itself wiU not do. If he (plaintiff) 
has only rested his ease on the word “nourishing” I am clearly of 
opinion that that is no trade mark and on that ground I think his 
case wholly fails”. 

It may be noted here that while certain expressions are 
laudatory in their application to all kinds of goods, there ai’e others 
which are so only when used in connection .with cei'tain goods. 


(21) Commercial Motors, Ld.’s Application, 32 B.P.C. 113. 

(22) lAverpool Electric Cable, Co., Ld.’s Application, 4tf R.P.C. 99. 

(23) Joseph Crosfield 4' Sons, Ld.'s Application, 26 R.P.C. 837. 
Registration of the word “Perfection” for soap was refused by the Court 
of Appeal although the word had become distinctive of the applicants’ soap 
in many parts of England. 

(24) (1874) L.B. 17 Eq. 29; 43 L.J.Ch. 64; Sob. Pig. p. 258. 

8 
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To the former may be said to bdong words like “best”, “excellent’*, 
“superior”, “superfine”, “standard”.*® On the other hand, it 
was held that the word “health” though merely a commendatory 
epithet for cocoa might not be so when applied to fishing rods.^ 

Chemioal names . — ^Where a word is the only practicable name 
of a chemical element or compound, it is obvious that no one should 
be allowed an exclusive monopoly of it and registration is accord- 
ingly refused in England to such words.® In Cnssetta S- Co.'s 
Application.^ Neville, J., allowed registration of the word 
“diamine”, as it had acquired secondary signification with the 
applicants’ dyes, but this order was discharged by the Court of 
Appeal, on the ground, that notwithstanding long user, a known 
technical English word indicating a certain composition of the 
article to which it is applied, could not acquire secondary meaning, 
and that the applicants’ use of the word for dyes containing no 
amino groups would be misleading. Buckley, L. J., after referring 
to the ‘Perfection* case, observed, that the principle that certain 
words ought to be open to all the world was not confined to lauda- 
tory epithets, but extended “so as to forbid the appropriation by 
one trader of any word forming part of the common stock of the 
English language, unless the word is one adapted to distinguish 
the goods.” Kennedy, L.J., went further: “It is, I think, in 
one respect a stronger case for the court’s refusal to sanction 
registration where the word which the trader seeks to monopolise 
is, as here, descriptive of a chemical quality, as applied to goods, 
which, as in the present instance, do not possess the quality, than 
where, as in Crosfield’s case, the word which it is sought to register 
is simply a laudatory substantive or adjective, for its use, in the 
former case, may actually deceive.” 


(25) Standard Ideal Co, r. Standard Sanitary Manufactwring Co,, 
27 R.P.C. 789. ^^The word ^Star^ is one of those few words of universal use 
which could hardly be appropriated by any one of mankind that it must be 
a part of the common stock-in-trade for naming articles and especially for 
namin g them with a view to praise them.” Wright, J., in Dexter* s Appli- 
cation, 10 B.P.C. 269. Followed, Adamjee Hajee Dawood ^ Co,, Ld, v, 
Swedish Match Co,, A.I.B. 1928 Rang. 210. 

. (1) Thorne {Henry) 4' Oo,, Ld, v. Eugen Sandow and Sandow, Ld,, 
29 R.P.C. 440. See also Keystone Knitting Mills, Ld,*s Trade Mark, 
45 R.P.C. 193, 421, where *'charm” was held to be commendatory for ladies’ 
stockings. In Connor *s Application, 41 R.P.C. 458, Tomlin, J., said that 
Sterling” is not one of those words which cannot be distinctive. 

(2) See Section 6 (2) of the Act of 1919. 

(3) 27 R.P.C. 453. 
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An analogous case is that of Upendra Nath Brahmachari v. 
Union Drug Co., Ld.,* which came before the Calcutta High Court. 
It was contended that the name ‘‘Urea stibamine" for an antimony 
compound discovered by the plaintiff for the treatment of Kala- 
azaf, was a chemical name descriptive of the drug in question, and 
could not therefore be monopolised. It was argued for the plaintiff 
thal^ the word had, and would convey, no chemical meaning what- 
ever, and that having regard to the constitution of the compound, 
namely paraminophenyl stibinate, the name ‘‘Urea stibamine" was 
purely a fancy or invented word such as Stibanyl, Stibosan, 
Aminostiburea (of the defendants), etc. An interlocutory 
injunction was granted by Ghosh, J., on the ground that the woi’d 
“Urea stibamine" was a fancy or invented word, and that the 
compound designated by that word had a proper scientific and 
descriptive name. In view, however, of the decision in the 
“Diamine" case cited above, it is doubtful whether the above 
judgment represents correct law. 

Foreign words. — ^The question has often arisen before the 
courts whether a foreign word can constitute a trade mark. The 
answer depends on the facts of each ease. Apart from the nature 
of the word itself, the circumstances in which it is used will have 
to be taken into account, such as the kind of goods, class of 
purchasers and the nature of the market. In Raggett v . Findlatei'^ 
Sir R, V C., said: “If you use a foreign word or a word 

in a dead language not known to people in general, the word itself 
because it is not generally understood, may very reasonably become 
a trade mark." So also in Seixo v. Provezende/' Lord Chancellor 
■Cranworth held that the plaintiff was entitled to the protection of his 
mark, which consisted of a crown and the word ‘ ‘ Seixo* although 
it was established that the word was common in Portuguese. And 
in Barlow <5* Jones v. Johnson & Co.,’’ the word “Osman’ for 
Turkish towels was held to be a distinctive mark for towels. In 
an Indian case® the name of a syrup “Shariat Ruh Afza ’ sold by 


(4) A.I.B. 1926 Cal. 837. The “Diamine” case does not appear to 
liave been cited. When the case came up for trial the plaintiflf withdrew and 
the matter was not procewled with. 

(5) (1874) 17 Eq. 29; Seb. Dig. p. 258. Sec also Ford v. Foster, 
7 Ch. 611; 41 L.J.Ch. 682; Seb. Dig. p. 228, where the Greek word 
“Eureka” for shirts was protected. 

(6) (1866) L.B. 1 Ch. 192; 14 W.B. 457. See also Key v. Lecouturter, 
25 B.P.C. 265; 27 B.P.C. 268; “Chartreuse” for liqueur. 

(7) 7 B.P.C. 395. 

(ff) Unani Oaivakhana v. Hamdard Datvakhana, A.I.R. I9.i0 Lab. 999. 
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one firm, was adopted by a rival firm of druggists. It was contended 
tliat the expression was merely descriptive and laudatory, in the 
use of which, no one could establish an exclusive title. Currie 
and Tekchand, JJ., held, however, that the Persian words “Ruh 
Afza” could be understood only by a few educated Urdu speaking 
people and were not such as to preclude the acquisition of a 
secondary meaning. 

The circumstances under which a foreign word can constitute 
an invented word were pointed out in the “Solio” case.® The rule 
was stated in the Diabolo case’” by Mr. Justice Parker (afterwards 
Lord Parker) thus; “To be an invented word, a word must not 
only be newly coined, in the sense of not being already current in 
the English language, but must be such as not to convey anj- 
meaning, or, at any rate, any obvious meaning, to ordinary English- 
men. It must be a w'ord having no meaning or no obvious meaning 
until one has .been assigned to it. I use the expression ' 'obvious 
meaning’ and refer to ‘ordinary Englishmen’ because to prevent 
a newly coined word from being an invented word, it is not enough 
that it might suggest some meaning to a few scholars. Further, 
while on the one hand the fact that a word may be found in the 
vocabulary of a foreign language does not, in itself, preclude it 
from being an invented word, so on the other band a foreign 
word is not an invented word merely because it is not current in 
the English tongue. ” “ Savonol, ” ‘ ‘ Lactobacilline, ’ ’ Mazawattee, ’ ^ 
etc., are examples of invented words of foreign origin. 

Where a foreign word is the common name by which an import- 
ed article is known, it cannot be registered as a fancy word for 
such article, although the name was unknown previous to the 
importation of the article. Thus in Davis S' Co., Ld. v. Stribolt S 
Co.,” the registered trade mark “Bokol” for beer imported from 
Norway, was ordered to be expunged from the register, when it 
was shown that it was the name of a common kind of beer in that 
country. 

Pictorial representatioiis. — ^In addition to name and word 
marks, traders are in the habit of adopting other devices such as 
pictorial representations, labels, tickets, numerals, lettere, get-up, 
to arrest the attention of the purchasing public. When such 
devices are distinctive, they constitute valid trade marks. 

(9) 15 B.P.C. 476. See the judgments of Lord Herschell and Lord 
Macnaghten. 

(10) PMKppart v. WiUiam Whiteley, Ld., 25 B.P.C. 665. 

ai) 6 B.P.C. 207. 
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Pictorial representations have been in use from early times. 
These have an artistic appeal to the eye and can be easily re- 
membered, e.p., cat and barrel for beer, ■ stars for matches, 
elephant for cigarettes, Johnnie Walker for whisky, ox-cart for 
winck In India, where a large majority of people are illiterate, 
pictorial marks have a special value. Such representations are 
therefore extensively used by both Indian and foreign merchants. 
A picture mark should be distinctive in order to constitute a trade 
mark. But it is not necessary that there should be at least some 
part which is entirely new. Thus a combination of two devices of 
pictures, which are severally common to the trade, may form a new 
trade mark. The observations of Lord Hersehell’s Committee in 
this connection are extremely valuable: “We think that the 
juxtaposition of two or more such marks is not, if there be nothing 
more than this, a combination constituting a new mark. An 
important test appears to be whether the existing marks are so 
combined as to suggest a new idea. For instance, assuming a eat 
and a fiddle to be each an old mark, we do not think the mere n?pre- 
sentation of a cat and fiddle together would be a new mark; but 
the representation of a cat playing upon a fiddle, the idea conveyed 
by which would be neither the eat nor the fiddle but a cat playing 
upon a fiddle, would be a good combination, and might properly 
be registered.” Thus, in Wills* Trade Mark case,'^ the court held 
that a distinctive design of a star was a good trade mark for tobacco, 
though other star marks were used in the trade, and in Adamjce 
Ilajee Dmoood & Co., Ld. v. Swedish Match Co.,^^ a label having 
five stars in a line was held to be distinctive, although three stars 
had been previously used as a trade mark. 

Pictures that are merely descriptive cannot constitute a trade 
mark. But descriptiveness is not wholly incompatible with dis- 
tinctiveness. In James* Trade Marks case^* the trade mark for 
black lead consisted of a representation of a cylinder surrounded 
by a dome top, and although it was shown that the black lead was 
generally, though not always, sold in this shape by the plaintiflEs the 
pictorial device was held to be a valid mark. Lord Justice Lindley 


C12) 10 B.P.C. 269. 

(13) A.I.B. 1928 Bang. 210. See also Hodgson v. Kynoch, Ld., 
15 B.P.C. 465, where the device of a lion in varioos forms and colourings was 
used by the plaintiffs on their soap wrappers, boxes and show cards. 

(14) 3 B.P.C. 340. Of. Sphincter Grip Armoured Hose Co.’s Trade Mark, 
10 B.P.O. 84 where a design of a triple knot of hose was refused registration 
in respect of armoured hose, etc. 
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observed: “I cannot see why, according to English law, a fish may 
not be a distinctive mark of that particular kind of fish ; way a pig 
should not be, according to English law, a distinctive mark for 
lard, or something made of a pig, I do not know. Supposing you 
turned a pig skin into a leather, I do not know why a pig should 
not be a good trade mark for tanned pig’s hide”. So also in 
Emperor v. BakmMah it was held, that the pictorial 

representation of fishes constituted a valid trade mark for fish 
hooks. 

Labels, tickets, etc. — A word which in itself could not con- 
stitute a proper trade mark, would not become valid merely 
}>eeause of its being printed on a label or ticket affixed to the goods ; 
nor would the addition of a conventional border or a few ornamental 
designs or flourishes, which are themselves well-known make the 
label distinctive. So, in an early Madras ease,’® Sir Charles 
Turner, C. J. and Muttusamy Ayyar, J., said: “It must not be 
assumed that every ornament which may be applied to the case or 
flask or wrapper in which goods are exposed for sale is necessarily 
a trade mark. Such ornaments are often employed as mere 
devices to arrest attention and are not intended to convey any 
other meaning. To constitute them trade marks they must have 
been adopted as symbols devised to distinguish a particular class 
of goods as the goods of that class manufactured or selexsted by a 
particular manufacturer or merchant.” In that ease their Lord- 
ships held that the label bearing a Maltese cross in red colour for 
brandy, was a proper trade mark. 

In considering the distinctiveness of a label, it was held in 
many cases that a label must contain one or more distinctive parti- 
culars to qualify for registration. In Orr Etoing case,'^'’ Lord 
Cairns said: “I apprehend the first duty cast upon the court is 
to ascertain whether some one, or more than one, of the essential 
particulars of a trade mark as defined by the Act, is found to exist, 
so that the mark may be described with the one, or more than one, 
essential particular or particulars which distinguish it.” And in 
Bradley's Trade Mark cflwe,’® Chitty, J., observed: "It is quite 

^ as) 31 ■*11- 

(10) Laver gne v. Hooper, 8. Mad. 149. 

(17) Orr Kioing Jt Co, v. The Registrar of Trade Maries, 48 L.J.Ch. 
710; 4 App. Caa.. 479. 

(18) (1882) 9 B.P.C. 205. Sec also Birmingham Vinegar Brewery 
C’o.’s Applieation, 11 B.P.C. 195; Bryant 4' May’s Trdde Marle, 8 B.P.C. 09;' 
Urtght, Crossley # Co.’s Application, 17 B.P.C. 386i ' 
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true that the mark must be looked at as a whole, but we must find 
in the whole, one at least of the essential particulars”. But, it is 
now well settled, that in order to constitute a distinctive laliel, it 
is not necessary that at least one of the separate particulars com- 
prising the label should be distinctive. The label should be looked 
at as a whole in considering the question of distinctiveness, and 
not dissected and each part examined. Thus, in Leahy, Kelly & 
Leahy v. Olover,^'> “The Great Two D brand” label was held to 
be distinctive, though its component parts were not separately 
registrable. 

Numeral. — ^According to the Trade Marks Act of 1905, 
numerals can be registered, if distinctive. The earliest Indian 
case, where the question ot numerals as trade marks was con- 
sidered, appears to be Ralli v. Fheming.^" The plaintiffs had been 
importing from Manchester and selling grey shirtings, which were 
marked with the figure of a turtle in a star and the number '2008'. 
The defendants, who imported cloth of similar (luality from the 
same manufacturers, ecjmmenced to sell their cloth, with the mark 
consisting of the figure of a rose in a square, and the number ‘2008’. 
An interlocutory injunction was granted. Sir Bichard Garth, C. J., 
observed, that “the number 2008 is a peculiar symbol which like 
a ‘lion’ or ‘tree’ or a ‘flower’ would convey a particular meaning”, 
and that it constituted part of the plaintiffs’ trade mark. On the 
other hand, Markby, J., held that it had not been proved that the 
public had come to associate cloth bearing the number 2008 as 
exclusively the plaintiffs’ goods, that the number was only a 
quality mark, and that it could not therefore form part of the trade 
mark. It was, however, made clear by the learned Chief Justice in 
his judgment, that if the number had been merely used to designate 
a i)artieular kind or quality of cloth, the plaintiffs could not claim 
any exclusive right to its use. Such quality mark may be a quality 
mark of importation, or a quality mark of manufacture . 

In Barlow v. Gohindram,^' Sale, J., held that the number 9000 
marked on the plaintiff’s goods was only a quality number. On the 
other hand, in The Madhavji Dhammsey Marmfacturing Co., Ld. 
V. The Central India Spinning, Weaving and Mamufacturing Co., 
Ld.,^^ where the plaintiffs’ cloth was stamped with the number 

(19) 10 B.P.C. 141. 

(20) 3 Cal. 417. 

(21) 24 Cal. 364. 

(22) 41 Bom. 49. See also Holland Bombay Trading Co. r. Buktear 
Mm and Kissen, 8 C.W.N. 421; Bargohind v. SaiU Bros., 35 P.R. 1902 
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*20t51’ and immediately below that with nximber ‘10’ to denote the 
.shade of the cloth (black twill), it was held that the mark was not 
a quality mark but was distinctive of the plaintiffs’ goods. 

Letters and initials. — The question whether letters and 
initials can constitute trade marks, has generally been answered 
in the negative, on the ground, that the letters of the alphabet 
ought to be open to any member of the public to use.** In England 
registration is ordinarily refused for letters and initials, unless 
they are represented in a distinctive manner. Thus in the “W. 
and 6.” case*^ the Registrar’s decision refusing r^istration of 
the mark consisting of the initials “W. and G.” for motor cars was 
upheld by the House of Lords. In his learned judgment Lord 
Parker observed that, “it is apparent from the history of trade 
marks in this country that both the legislature and the courts have 
always shown a natural disinclination to allow any person to 
obtain by registration under the Trade Marks Act, a monopoly in 
what others may legitimately desire to use’’. His Lordship added, 
“there seems to be no doubt that any individual or firm may 
legitimately desire in the ordinary course of trade to use a mark 
consisting of his or their own initials upon^ or in connection with, 
his or their goods”, and .such “use of the initials of an, individual 
or firm on the goods, packing cases, letter paper and invoices of 
such individual or firm is common”. 

Registration of initials and letters has, however, been 
allowed in some of the earlier cases, e.g., “V. and Z.”*®, “B.S.A.”^, 
“A.B.C.”,* C.B.,» “K.M.S.’V 

There are also a number of well-known common law marks 
consisting of letters and initials. Some of these were referred to 
by Lord Justice Fletcher Moulton in the “W. and G.” case,® in the 

('‘K. 68” for malmals); Ebrahim Cwrrim 4" Sons v. Abdullah Saheb, A.I.It. 
1934 Mad. 226 (No. 611 for umbrellas); Anglo India Drug and Chemical, 
Vo, T. Ewastik OH MHle Co., Ld., A.I.B. 1935 Bom. 10. 

(23) The same rule applies to phonetic equivalents, e.g., Banco (E & 
Co.), Ogee (O.G.). 

(24) ' W.4‘0.du Cross Ld.'s Application, 28 B.P.C. 413; 29 B.P.O. 65; 
36 B.P.C. 660. 

(25) Verschwe and Zoon’s Application, 22 B.P.C. 568. 

(1) Birmingham Small Arms Co.’s Application, 24 B.P.C. 563. 

(2) Albert Baker 4" Co.’s Application, 25 B.P.C. 513. See also 
Birmingham Small Arms Co., Ld. v. Webb 4" Co., 24 B.P.C. 27. 

(3) See 29 B.P.C. at pp. 73-74. 

(4*) Boake, A. Boberts 4" Co., Ld. v. Wayland 4‘ Co., 26 B.P.C. 151. 

(5) Du Cross {W. 4" C.) Ld.’s Application, 29 B.P.C. 65 at pp. 73-74. 
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following passage:— ‘From the earliest times in the history of 
English Trade Mai^ Law it has been acknowledged by the courts 
that letters and combinations of letters can be good trade marks. 
In the famous case of Millington v. Fox, whicli is often referred to 
iis .being the foundation of this branch of our law, the trade mark 
consisted of the letters ‘I.H. ’ and in the still earlier raise of Motley 

V. Dotmman, Lord Coitenham upheld the trade mark ‘M.C.' 

Even apart from these decisions, which are of the highest authority, 
the proposition that a combination of two letters cannot be a 
distinctive trade mark has no justification cither in practice or in 
reason. No trade mark is better known than the trade mark 
‘L.L.’ for whisky, those letters having been taken as the initials 
of a Lord Lieutenant. In some trades to rny own knowledge, as 
for example in the corset trade, trade marks usually take the form 
of two letters, such sm ‘V. and N.*, etc., and they arc 

usually recognised as distinguishing the goods of the owners of 
the trade marks. Such combinations may, in some cases, be the 
initials of the members of the firm, or some one of its prediH'essoMS ; 
but in my opinion it is immaterial whether this is or is not the 
case. ’ ’ 

In India the courts have in many cases given protection to 
marks consisting of letters or initials. In Juwala Prasad v. Mnnyia 
Lai Serowjee,^ the initials of the firm on cannisters of 

ghee, were held to constitute the plaintiffs’ trade mark. So also in 
Holland Bombay Trading Co, v. Bnktear Mull and Bnl Kissen,"^ 
the mark consisting of the initials “ H . B . T . C . ” was considered 
a good mark. Again, in Banarsi Das v. Emperor,^ the mark 
consisting of the letters “D.L.’’ on balls of cotton thread was 
held to be valid. This decision was approved in Mohamnvpd Raza 
V. Emperor,^ where the court observed that there was no warrant 
for the broad proposition that a letter or combination of letters 
could not constitute a trade mark. 

Colour and get-up. — A trade mark must be as a rule 
distinctive irrespective of colour,^® but in some cases a particular 
colour,^^ or a combination of colours,'* might constitute a trade 


(6) 37 Cal. 204. 

(7) 8 O.W.N. 421. 

(8) A.T.R. 1928 Lak. 186. 

C9) A.I.B. 1930 Oudh 360. 

(10) Han8on*8 Trade Mark, 5 R.P.C. 136. 

(11) DunhUl V. Bartlett and Bickley, 39 B.P.C. 426. 

(12) Chwan 8wee Bee t. National Carbon Co,, A.I.B. 1930 Bang. 326. 

9 
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mark. The same considerstioas apply U) other forms of get-up. 
The question is of importance in passing-off actions and is 
discussed in another Chapter. How far designs can be protected 
as trade marics is^ also discussed in that Chapter, 

Loss of distinctiveness. — Just as a descriptive trade mark 
can, by extensive user, acquire distinctiveness, a mark originally 
distinctive may, in course of time, lose its distinctive character, 
and become descriptive of the character or quality of the articles. 
An exclusive monopoly for the use of such a mark will not be 
allowed. For instance, the word “Maizena” originally distinc- 
tive, had become descriptive of com flour,** and was accordingly 
held to be publici jut'is. A well-known example is the word 
“gramophone”,*® which, though originally distinctive, was held 
to be the common name of a talking machine with disc records. 

Names of patented and new articles. — In the case of a 
patented article the name by which the article was known during 
the tenure of the patent becomes public property after the 
termination of the monopoly, and cannot constitute a trade mark. 
Thus, in refusing registration to “B’ormalin”, Farwell, L.J., 
observed: “I am prepared to say that not only would it be 
extremely difficult, but in my judgment it is impossible for a man, 
who by taking out a patent obtains a monopoly for a particular 
article, which on the face of that patent he describes by a particular 
new name, to say that that name which he says means the patented 
article means something else, namely, the article made by him,”** 
Other examples of such words are : — “Linoleum”,’* “Cyclostyle”,’* 
“Native guano”.** 

Where a word is the name of a new article, it cannot consti- 
tute a trade mark.** In his dissentiug judgment in the “Vaseline” 


(13) See CJhap. VI. 

(14) National Starch Manufaoturinff Co. v. Munn’a Patent Maieena 
and Stareh Co., 11 B.P.C. 281. See Chapter VI. 

(15) Oramophone Co. Ld.’a Application, 27 B.P.C. 689. 

(16) Formalin Hygienic Co.’t AppiUoation, 17 B.P.C. 486. See aleo 
See. 6 (1) which refuses registration of names of patented articles. Cf. 
flee. 6 (2) regarding chemical names. 

(17) Linolewn Manufacturing Co. v. Nairn, (187.3) 7 Ch.D. 8.34. 

(18) Oeetetner’a Tm., 25 B.P.C. 156. 

(12) Native Ouano Co. v. Sewage Manure Co., 8 B.P.C. 125. 

(20) Per Lopes, L.J., in Arbene*e Application, 4 B.P.C. 148 at p. 142. 
See also Hannaiy’e Trade Marie, 7 B.P.C. 46. 
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case*^ Cozens-Hardy, observed: “The word ‘Vaseline’ is 
an invented word to describe an invented thing, and it follows 
that any one was at liberty to make the invented article which was 
not protected by patent in England, and at liberty to call it by the 
name attributed to it by the inventor. In the ease of the lAnoleum 
Mawafacturing Co. v. Vatm.,** Fry, J., applied this principle to the 
ciise of a patented article after the expiration of the patent, but I 
think it cannot be limited to that case”. 

Common to the trade. — word or device which is common 
to the trade is obviously not adapted to distinguish the goods of 
any one trader. The same thing applies generally to combinations 
of such words or devices.*® In special cases it is, however, possible 
that the combination may itself be distinctive by virtue of some 
s|)ecial fanciful arrangement. 


(21) Cheaehrongh Manufacturing Co.’» Trade Marks, 19 B.P.C. 342. 

(22) (1878) 7 Ch.D. 834. 

(23) Pine’s Trade Mark, 8 B.P.G. 261; 9 B.P.C. 17, where a combi- 
nation two words (Parchment Bank) both common to the trade was held 
not to be a valid trade mark. In Joshua Wigful and Sons, Ld, v. John 
Jaekson 4" Son, Ld., 33 B.P.C. 97 (Wheat sheaf) the mark was removed 
from the Begister notwithstanding seven years’ registration^ as the mark wan 
eomnum to the trade at the time of registration. 



CHAPTEJi V. 

ACQUISITION AND ASSIGNMENT OF TRADE MARKS. 

(i) Acquisition. 

In India trade mark rights recognised under common law.— 

It has already been pointed out that in India tliere is no statute 
law for registration of trade marks as in England and other 
foreign countries and that the rights of trade marks owners are 
determined under the Common Ijaw.^ In Hannah v. Jaganna'h & 
Co.f^ the Calcutta High Court observed. ‘'In India the law of 
trade marks is not governed by statute; there is no statutory 
system of registration, and the rights and liabilities in connection 
with trade marks are determined by reference to tlie principles of 
the common law of England The law, therefore, stands as it was 
in England prior to the Trade Marks Act of 1875. "The same 
consideration of policy which prior to the regulation of trade 
marks by statute, induced the English Courts to protect them and 
to recognise in a manufacturer or selector a right under certain 
limitations to the distinguishing mark or title under which he 
offered his goods to the public, and to mulct in damages any other 
person who intentionally infringed a trade mark so adopted, have 
induced the courts in this country to accept as consonant with 
equity and justice the general rules which obtain in commercial 
countries respecting trade marks. In Nooroodeen Sahib v. 


(1) See British American Tobacco Co., Ld. v. Mahboob BuJesh, 38 Cal. 
110; Batharsi Das v. Bmperor, A.I.B. 1928 Lak. 186; Von Wulfing v. 
Jivandas 4‘ Co., A.I.B. 1926, Bom. 200; Jawala Prasad v. Munna Lai 
Serowjee, 37 Cal. 204; Pakir Mahomed v. Emperor, A.I.B. 1929, Bang. 322; 
Abdul Kareem Sahib v. Abdul Kareem Sahib, A.I.B. 1931 Mad. 461; Lotus, 
Ld. T. Mt. Nasiwnnessaba Begum, A.I.B. 1934 Cal. 600; Jamal Noor 
Mohamed Sait Co. v. Abdul Kareem ^ Co.. A.I.B. 1934. Mad. 211. In 
Somerville v. Schembri, (1887) 12 App. Cas. 453, tlie Privy Council said, 
that in Malta, where there was no law establishing the registration of trade 
marks, the rights of the parties were dependent upon the general principles 
of commercial law as enunciated by leading English cases decided before the 
passing of the first Trade Marks Act of 1875. Legislation for registration 
of trade marks has since been passed in Malta, see Ordinances 11 of 1899 and 
7 of 1907. 

(2) 19 C.W.N. 1. 

(3) Lavergne v. Hooper, 8 Mad, 149. 
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(JhaHes Souden* Benson, J., observed that there was no system of 
registering trade marks in India and that a person might use any 
mark or combination of marks or symbols that he liked, unless 
some other person had acquired by user a reputation which 
coupled his name with the mark or combination of marks or 
symbols. In that case the user acquires a property in the mark 
or combination, which the law will protect just as much as it were 
a registered trade mark. And, in The Imperial Tobacco Co., of 
India, Ld. v. Albert Bowman and Bonnan and Co.,^ the Privy 
Council have laid down that the ordinary principles of juris- 
prudence with regard to trade marks and those forbidding the 
passing-off of goods apply to India. 

Title OrCquired by prior user.- — ^Under the common law title 
to a trade mark is acquired by prior user. The plaintiff must show 
tiiat he has the right of prior user in the mark, as against his 
rivals in the trade. The mark may be a now one used for the first 
time in the market by the plaintiff, or may be one which had been 
abandoned by its previous owner. In the latter case, the abandon- 
ment must bo so effectual that its use by a subsequent person, is 
not calculated to deceive the public. In cither case the claimant 
to the mark must show that his user has been continuous, and that 
the trade mark is distinctive. Where a word is merely descriptive 
or laudatory of the goods, the fact that the mark was first adopted 
by the plaintiff to denote his go(Kls and had been continuously used 
by him for this purpose, will not entitle him to exclusive ownership. 

Prior invention or mere advertisement does not constitute 
user of a trade mark. — A mere intention to use a trade mark will 
not constitute user of that mark. In other words, a mere invention 
of a trade mark does not create any right of property in the mark. 
It is the person who first actually uses the mark and not the one 
who first thought of it, or designed it, that acquires an exclusive 
right to use the mark.* 

A mere advertisement of a trade mark in the press or on bill 
heads, invoices and price lists is not, user of that mark. ^ In 
MamveU v. Hogg,^ Lord Justice Cairns said: “All the definitions 


(4) 33 Mad. 402; 15 Mad.L.J. 45. 

(6) A.I.B. 1924 P.C. 187. 

(6) Badische AniUne vnd Soda Fdbriok v. TejpaU Godoo, 5 Bom.L.B. 
1025; SommervUle v. Sekembri, 12 App. Cas. 453; Gobinda Chandra Soy v. 
AbiUa SasMd, A.I.B. 1928 Cal. 235. 

(7) L.B. 2 Ch. 307 ; 38 L.J.Ch. 433. 
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which have been given in this Court of the nature of the right to 
protection in the case of trade marks, seem to me to be opposed to 
the idea that protection can be given where there has been no sale, 
or offering for sale, of the articles to which the name is to be 
attached”. His Lordship added: am prepared to hold 

without any hesitation, that the mere intention, and the declaration 
of intention, to use a name will not create any property in that 
name, and to hold also that there can be no protection in this 
court for the intended name during the course of manufacture of 
the article, which is to bear the name”.^ It was held in that case 
that any amount of expense which the plaintiff had incurred in 
advertisements, or other trade announcements about the articles 
bearing the mark in question, before, however, such goods had 
actually been manufactured and sold, or offered for sale, could not 
confer title to the mark. 

In a recent case,” a foreign company, manufacturers of 
peppermints, applied for registration of the word ”Val” as a trade 
mark in class 42, for all substances used as food or ingredients for 
food. The registration was opposed by the company’s sole agent 
in England on the grounds that the word had been invented by 
him, that the company was instructed to manufacture the goods 
solely for him and that he had incurred heavy expenses in adver- 
tising and placing the goods on the market. It was held by the 
Comptroller-General that the mere fact that the agent had 
invented the word did not give him any claim to the mark, and 
that the mark should be registered in the joint names of the agent 
dnd the manufacturer. 

Mark must be used on or in connection with vendible 
articles. — ^In order to constitute user as a trade mark it is thus 
essential to prove that the mark had been actually used upon or in 
connection with vendible articles, and that the aiticles bearing 
that stamp or trade mark, have already been sold, or offered for 
sale, in the market. When the mark had never been put forth to 
the world by the complainant, he cannot restrain the sale by 


(8) See H. 37 of* the Trade Marks Act which provides for tiie removal 
of a mark from the Register on the ground of non-user. Bee also Bait 4" Co. 
V. Dunnett, 16 R.P.G. at p. 413, where Lord Halsbury remarked: '*Tlie 
Trade Mar^ Acts are not for copyright in marks; they are to protect trade 
marks. If you have no goods you are claiming copyright only, you are not 
claiming for the purpose of protecting your trade.’’ 

(9) Application by Naamlooee Vennootschap Fabrielc van Chocolade en 
Su%leerwerken J, C. Klene 4r Co., 40 R.P.C. 103. See also Re ** Tarantella* * 
Trade Marks, 27 R.P.C. 573, 762. 
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another, of goods branded or stamped with that mark.^” In 
Spencer *a cosc,^^ Lord Esher, M.B., stated the condition for 
determining whether a mark was in luse as a trade mark thus: 
“What is the testf It seems to me that Palmer's oase^* says this, 
‘Is* it usual in the trade?’ How does a man use a trade mark in 
his trade? By putting it on his goods. By using it either i)y 
stamping it on his goods, or by putting a label on his goods. You 
do not use a trade mark by having it shut up in your warehouse ; 
you do not use a trade mark by having it put iip in your warehoxise ; 
and you do not use a trade mark by advertising it in a new.spaper. 
It is only by putting it on your goods, so that when your goods are 
sold in the market there is the distingni.shing mark ’ '. 

In the Leather Cloth case'’' Lord Chancellor Westbury said: 
“There is no exclusive ownership of the symbols which constitute 
a trade mark, apart from the use or application of them ; but the 
word ‘trade mark’ is the designation of these marksi or symbols as 
and when applied to a vendible commodity”. And, in another 
ease^* his Lordship said that “an clement of the right to the 
property in a trade mark may be represented as being the fact of 
the article being in the market as a vendible article, with that 
stamp or trade mark, at the time when the defendants imitate it”. 

Mark may be applied or attached to goods. — ^As the object 
of a trade mark m to give the purchaser a satisfactory assurance 
of the origin of the goods which he is buying, the mark may be 
applied or attached to them in any suitable manner, which would 
serve reasonably to indicate to the public, that the goods are the 
goods of the proprietor of the mark. In the words of Kay, J., 
“user as a trade mark means, and must necessarily mean, the 
impressing of those words either upon the goods, or upon some 
wrapper or case containing the goods, in such a way that the 
public would necessarily understand those words to be, and alone 
to be, the trade mark of the person who uses them.”’* The test 
is, whether in the circumstances of the case, the mark sufficiently 

(10) Lawson v. The Bank of London, (1856) 25 L..T.C.P. 188; 
4 W.B. 181, Wniea, J. 

(11) 3 B.P.C. 73. 

(12) Palmar'* Trade Marie, L.E. 24 Cai.D, 504 ; 32 W.B. .306. 

(13) Leather Cloth Co., Ld, v. American Leather Cloth Co., Ld., 
4 De Q. J. ft a.. 137; 33 I.. J.C!h. 109; 12 W.B. 289. 

(14) MeAndrew v. Bassett, 4 De G. J. & S. .380; .3.3 L..T.CI 1 . .561; 
12 W.B. 777. 

(15) Richards v. Butcher, 8 B.P.C. 249. • 
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indicates to the purchasers^ that the article is manufactured by the 
person claiming it as his trade mark, as distinguished from other 
persons also manufacturing similar articles. The mark may be 
applied to the goods themselves, or to any covering, label, reel or 
other thing in or with which the goods are sold, and may be woven, 
impressed, stamped, painted, or otherwise worked into or affixed 
or fastened by tallies, cards, labels to the goods or to their 
coverings. The covering may be any “stopper, cask, bottle, vessel, 
box, cover, capsule, case, frame or wrapper”.'® A physical 
connection of the mark with the goods does not appear to be 
essential; a trade mark appearing in the advertisements and trade 
circulars, in such manner that it is associated by the public with 
the goods of the proprietor of the mark, may be protected under 
the Common law. 

Where a mark is applied, or attached to the covering, or 
Iiacking case of the goods, it can constitute user as a trade mark, 
only if the covering or the packing case is intended to be the thing 
shown to the purchaser. Thus in Powell’s Trade Mark ca.se’' 
where the expression “Yorlrahire Relish” was impressed on the- 
outside of the packing cases containing the bottles of sauce, the 
bottles themselvesi bearing a different trade mark, it was held that 
the words “Yorkshire Relish” had not been used as a trade mark. 
Lord Justice Bowen said: “The function of a trade mark is to- 
give an indication to the purchaser or po.s.sible purehaser as to- 
the manufacture or quality of the goods, to give an indication to- 
his eye of the trade source from which the goods come, or the trade 
hands through which they pass on their way to the market. It 
tells the person who is about to buy, or considering whether he 
shall buy, that what is presented to him, is either what he has 
known before under the similar name as coming from a source 
with which he is acquainted, or, that it is what he has heard of 
before as coming from that similar source. It is obvious that, if 
it is to be an indication to the purchaser's eye of what I have 
stated, it must either be impressed on the goods or so accompany 
the goods as to produce that effect upon the purchaser. Accord- 
ingly, it may be either marked on the goods themselves, or, if that 


(16) Sec. 5 of the Indian Merchandise Marks Act. See also Singer 
Manufaeturing Co. v. JVUson, 2 Ch.D. 434; Edehten r. BdeUten, 1 De G. J- 
& S. 185; Budd t. Luoaa, (1891). 1 Q.B. 408, Bidharda t. Buteher, 8 B.P.O* 
249; Meet v. Pickering, (1878), 8 Oh.D. 372; Findlater, Machie, TodS 
Co V, (Henry) Newman 4' Co., 19 B.P.C. 235. 

C17) 10 B.P.C. 63, 195. 
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is not possible or convenient, it may be marked on the vehicle of 
the goods and may be and sometimes, I dare say, is marked upon a 
covering or exterior, such as a packing case. But, when you are 
considering a mark upon tlie vehicle as distinct from a mark upon 
the goods, you must ask yourself carefull 3 * — ^is this mark used as a 
trade mark; is its object and use to indicate to the purchaser what 
I have suggested? The alternative view of a mark placed outside 
a packing case may be that its object is not to indicate anything 
at all to tile purchaser, but to indicate something to those who are 
handling the packing ease either for the purpose of carriage or 
storage; or it may be to indicate not that the goods are the goods 
of a particular firm’s manufacture, but to indicate the name of the 
thing inside, to show what is inside the box.” 

Not necessary to prove public recognition where mark is 
distinctive. — In Richards v. Butcher,''^ Lord Esher said that in 
order to constitute user as a trade mark, two tests must 
be satisfied, namclj', first, that the mark must be used 
upon or in connection with goods for the i)urposi(* of 
indicating that thej' are the goods of the proprietor, and, secondly’, 
that the public must have recognised the goods so marked as hi.s 
goods. “You must show that you used it in the market for the 
purpose of distinguishing j’-our goo<is, ” observed his Lordship, 
“and, I think, you must show that the market accepted it as a 
distinguishing mark of your goods — then you used it as a trade 
mark.” In expressing this opinion Lord Pisher did not diffeT*ontiat»‘ 
between inherently distinctive, and prima facie non-distinctivc, 
trade marks, although, as Lord Justice Lawn^nce says, the learned 
Master of the Bolls must have had in mind cases of the latter type. 
It is, however, well settled under the common law that, in order to 
constitute user, while every mark must be used ui)on or in connection 
with goods in order to constitute user as a trade mark, identifica- 
tion of the mark exclusively with the proprietor’s goods by the 
public is also necessary, onl.v where the mark is prima facie non- 
distinctive. In case of an inherently distinctive trade mark, it is 
sufficient to show that the mark has been used by the proprietor in 
his business upon or in connection with some vendible article, and 
it is unnecessary for the proprietor to prove further that the public 
have associated the mark exclusivelj’’ with his goods.“ The volume 


(18) 8 B.P.C. at p. 254. Followed in MaMachmetts Saw Works* 
Application, 35 B.P.C. 137. 

(19) The non-necessity in case of a distinctive mark to establish its 
reputation and exclusive association with the goods of the owner has not been 

10 
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of business or the length of user is immaterial in such a case . 
There is a series of well-known decisions in which this principle 
of law has been clearly laid down. Thus in HaU v. Barrows,*^ Sir 
John Bomilly observed: “It has sometimes been snpi)osed that 
a manufacturer can only acquire such a property in a trade mark 
as will enable him to maintain an injunction against the piracy of 
it by others, by means of a long-continued user of it, or, at least, 
such a use of it as is sufficient to give it a reputation in the market 
where such goods are sold. But I entertain great doubt as to the 
correctness of this view of the case. The interference of a Court 
of Equity cannot depend on the length of time the manufacturer 
has used it. If the brand or mark be an old one, formerly used, 
but since discontinued, the former proprietor of the mark un- 
doubtedly cannot retain such a property in it, or prevent others 
from using it, but, provided it has been adopted by a manufacturer, 
and continuously, and still used by him to denote his own goods 
when brought into the market and offered for sale, then I appre- 
hend, although the mark may not have been adopted a we^, and 
may not have acquired any reputation in the market, his neigh- 
bours cannot use that mark. Were it otherwise, and were the 
question to depend entirely on the time the mark has been used, 
or the reputation of it had been acquired, a very difficult, if not 
an insoluble inquiry, would have to be opened in every case, namely, 
whether the mark had acquired in the market a distinctive 
character denoting the goods of the person who first used it”. 
This statement of law "was not questioned when the case came before 
the Court of Api)eal, and has ever since been accepted as a correct 


clearly recognised in some Indian cases^ as is seen for instance from the 
following passage from the judgment of Sir Arnold White, 0. J., in 
Mahtmed Esuf v. Eajaratnam PUlai, 33 Mad. 402: — think it may 
be said to be now well settled that a dealer in, or a manufacturer of, a parti- 
cular article, who adopts a name for that article, whether the name be a 
purely fancy name or a descriptive name, cannot restrain another dealer from 
using the same name simply upon the ground that the article so named has 
acquired a reputation, even though it may be that the public have grown 
^ccu8tomed to buy the article in question relying on the name and without 
examining the quality of the article. For a man to be entitled to restrain 
another from using a particular name with reference to a commodity, he 
must, I think, as the law stands, be in a position to show that the public have 
grown to associate that particular name with himself as the manufacturer 
of, or dealer in the article.” See also observations of Davies, J., in 
Eooroodeen Sahib v. Charles Souden, 15 Mad.L. J. 45; 33 Mad. 402; Badische 
Aniline tmd Soda FahrieJe v. Tejpall Oodoo, 5 Bom.L.B. 1025. 

(20) 32 L. J.Gh. 548. 8ee also McAndrew v. Bassett, (1864) 4 De G. 

J. & 8. 380; Maxwell v. Hogg, (1867) L.R. 2 Ch. 307. 
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statement of the law on this i>oint.”‘^ 

The question was raised and discussed at length in Nicholson 
S' Sons. Ld.*s A.pplication.^^ After reviewing the earlier authori- 
ties, Lawrence, L. J., observed in the Court of Appeal, that “it 
watf firmly established at the time when the Act of 1875 was passed, 
that a trader acquired a right of property in a distinctive mark 
merely by using it upon or in connection with his goods, irrespective 
of the length of such user and of the extent of his trade”, and that, 
“it is not necessary to embark upon an enquiry whether and when 
first the mark became recognised by the public as denoting the 
goods of the trader, unless the mark proposed to be registered is 
prima fucie non-distinctive, and, consequently, does not become 
a tradei mark at all, until by reputation in the market it has come 
to denote the goods of the trader using it”. According to his 
Lordship, where a trade mark is inherently distinctive, “a trader 
in however small a way of business and however recently his busi- 
ness may have been established” acquires exclusive title to the 
mark, provided he can prove that he has been using it in business. 
Lord Justice Bomer who concurred, (Lord Hanworth, M. R., dis- 
senting) expressed himself thus: “They (Respondents) say, that 
in order to constitute user of a trade mark two things must exist 
concurrently, namely, (1) the intention of the proprietor of the 
mark to indicate by its use the origin of the goods upon or in 
connection with which it is used; (2) recognition of the mark as 
indicating origin on the part of that section of the public with 
whom the proprietor deals. Now, I do not doubt that for the 
purpose of ascertaining the nature of the user of a mark one may 
legitimately take into consideration both the intention of the owner 
of the mark, and the effect that the user has had upon the public, 
and the absence of both intention and public recognition would 
render it difficult, if not impossible, to treat the user as being user 
as a trade mark. But I can see no reason whatever for regarding 
both intention and recognition by the public as essential conditions 
of such user. If a trader uses a mark upon or in connection with 
his goods with the intention of indicating their origin, surely he 
is using it as a trade mark from the moment of the first user, which 
Avill probably be many months before the public has come to 
recognize the mark as indicating origin. If public recognition be 
a requisite of user as a trade mark, the proprietor must necessarily 

(21) Per Lawrence, L.J., in Nich<Ati<yn 4" Sons, Ld.’s Application, 
48 B.P.O. at p. 462. 

(22) 48 B.P.O. 227; 49 B.P.G. 88. 
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remain in ignorance of whether he is or is not using a trade mark 
until by some means or another he has ascertained the views of 
the public upon the matter. How he is to do this has not been 
explained to me and^ I do not know. But it is quite clear that he 
can never ascertain when the public first regarded the mark as 
indicating origin, and must ever be unable to answer the question, 
'When did you first use the mark as a trade mark?’ In my opinion 
a trader is at any rate using a mark as a trade mark when he 
first uses it upon or in connection with his goods with the intention 
of indicating origin, assuming of course that it is a mark capable 
of so doing. In other Avords, intention without public recognition 
is enough.” On appeal, the judgments of Lawrence and Homer, 
L. JJ., were upheld by the House of Lords. 

Exclusive association with the plaintiff’s goods must be 
shown where mark is non-distinctive. — On the other hand, a mark 
which is prima facie non-distinctive must be shown to satisfy both 
the conditions laid down by Lord Esher in order to constitute user 
as a trade mark. It will be necessary for the plaintiff in such case 
to prove that the mark has been applied on or in connection with his 
goods and the mark identifies his goods; to a substantial portion of 
the purchasing public. In other words, the plaintiff must establish 
conclusively that the mark has lost its primary descriptive meaning, 
and has acquired a secondary meaning in connection with hia goods. 
AVhether a prima fade non-distinctive mark has come to designate 
exclusively the goods of a particular manufacturer will depend upon 
the facts of the ease. But where a word is merel.v laudatory, such 
as, “good,” “best,” “superfine,” etc., it may be impossible for it 
to acquire a .secondary meaning.*’* 

Intention not necessary to constitute user of a trade mark. 

— ^Although practically ever?* trade mark is intentionally used by 
the proprietor to denote his goods, and distinguish them from the 
goods of other persons, it is not necessarA' to consider conscious 
user on the part of the owner, in order to prove user of a trade 
mark. Irrespective of the intention of the owner, if the result is, 
that the public identify the mark exclusively with his goods, he is 
entitled to restrain his rivals from using the mark on their goods. 
The test is not what the owner intended, but what is the business 
result of that which has been done. So, in Richards v. Butcher,** 
Mr. Justice Kay said: “User as a trade mark means, not what 


(23) Joseph Cros/UUd 4“ Sons, Ld.’s Application, 2e B.P.C. 837. 

(24) .8 B.P.C. at p. 44. 
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the person who uses has in his own mind about it, but what 

the public would understand, when the trade mark, or so-called 
trade mark, is impressed upon the goods or upon some wrapper or 

case containing the goods, to be the trade mark User of words 

as a trade mark means, and must necessarily mean, the impressing 
of tho words either upon the goods or upon some wrapper 
or case containing the goods in such a way that the 
public would necessarily understand them to be, and alone 
to be, the trade mark of the person who uses them.” 
Thus in Nicholson's Trade Mark case,^’^ although the 
triangle mark was originally used by the firm on barrels for the 
purpose of identifying the beer inside them, it was held to constitute 
user as a trade mark. Lawrence, L. J., obseiwed: “In deter- 
mining whether the name ‘Nicholson’ formed part of the 

Messrs. Nicholson’s Trade Mark, the cpiestion is what is the true 
inference which the Court ought to draw from the fact that the 
triangle mark and the name have always appeared on the cask- 
heads together, that is, what would an ordinary buyer conclude? — 
not what was in the mind of Messa-s. Nicholson or what they may 
have thought was their Trade Mark.” And Eomer, L. J., after 
stating that public recognition, without intention of the o^vner, 
would constitute user observed: “Supposing a manufacturer, for 
merely aesthetic or decorative motives, or merely waiiehouse pur- 
poses, uses a mark on or in connection with his goods, and such mark 
comes to be recognised by the public as indicating origin, has the 
mark been used as a trade mark? 1 can sec no reason that it has 
not”. 

A trade name suggested by the device or word appearing on 
the plaintiff’s trade mark may sometimes be created by the public 
for the plaintiff’s goods. If the goods of a manufacturer, have 
from the mark or device he has used, become known in the market 
by a particular name, a rival trader will not be allowed to use any 
mark which will cause his goods to bear the same name in the 
market. Thus, in the well-known Dairymaid case,’ the plaintiffs’ 
goods came to be known in the market as “Milkmaid brand”, and 
also “Dairymaid brand”, from their trade mark which consisted 
of a girl with a pail upon her head and another in her hand. The 
defendant was, on this ground, restrained from using the words 
“Dairy Maid,” as part of his trade mark. Other cases illustrating 


(25) 48 B.P.O. 227 ; 49 B.P.C. 88. 

(1) AnffUhSwita Condensed MitJe Co. v. Metcalf, 3, B.P.C. 28. 
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this rule are: — Seixo v. Frovezende;^ Johnston v. Orr-Ewing 
Co.;^ Barlow and Jones v. Johnson & Co.;* WUkinson v. Griffith 
Btos. & Co.-^ Taylor v. Virasami Chettyf Currie & Co’s Appli- 
cation;’’ Hodgson and Simpson v. Kynoch Ld.f Price’s Patent 
Candle Co., Ld. v. J eyes' Sanitary Compounds Co., Ld.;^ Board 
and Sons v. Huddart ;’® Board & Son v. Thom amd Cameron, Ld. 
Pakir Mahomed v. Emperor;’’^ Danish Bacon Co., Ld.’s 
Application.'*^ 

Length of user. — It has been already stated that the length 
of. user is immaterial for inherently distinctive marks. "The 
inference of the Court of Equity” observed Romilly, M.R., in HaB 
V. Barrows,’* "cannot depend on the length of time the manu- 
facturer has used it.” In McAndrew v. Bassett,”' Lord Westburj' 
similarly observed: "I am not in this case determining when for 
the first time property may be said to be established in a trade 
mark. An element of the right of that property may be 
represented as being the fact of the article being in thq market as 
a vendible article with that stamp or trade mark at the time when 
the defendants imitate it”. 

The length of user may, however, be a material factor in the 
case of a prima fade descriptive mark, in order to prove that the 
mark has lost its descriptive sense, and has become distinctive of the 
plaintiff’s goods. The length of user may often have to extend 
over a long period in order to establish this fact. For instance, in 
the Yorkshire Relish case,’” the mark had been in use for over 


(8) (1868) L.B.t Ch. 192. 

(3) (1882) 7 App. Gas. 219. 

(4) 7 B.P.O. 395. 

(5) 8 B.P.O. 370. 

(6) 6 Mad. 108. 

(7) 13 B.P.O. 681. 

(8) 15 B.P.O. 465. 

(9) 19 B.P.O. 17. 

(10) 81 B.P.O. 140. 

• (11) 24 B.P.O. 697. 

(12) A.I.B. 1929 Bang. 322. 

(13) 51 B.P.O. 148. 

(14) 38 L.J.Ch. 548. 

(16) (1864) 4 De O. J. ft a 380. 

(16) Birmingham Vinegar Brewery, Co., Ld. ▼. Powell, (1897) AO. 710. 



V.] Acquisition and Assignment of Trade Marks. 79 

twenty-five yeais and in the Silverpan Jam ease/^ for about 
fourteen years. In both these cases, it was held, that the nuirks in 
question had lost their primary meaning and had become dis- 
tinctive. No rule can, therefore, a priori be laid down as to the 
extent of user required in order to show that a prima facie des- 
scriptivc mark has become distinctive. The length of user required 
will depend upon the facts of each case, and a number of factors 
such as the nature of the mark, the nature of the goods on which 
the mark is used, the quantity of goods sold, and the nature of the 
advertisement. The test in each ease is, whether the mark had 
become delusively associated with the goods of the plaintiff in 
the market. Once this fact is established the legal consequence 
follows, and it is immaterial whether the length of user was long 
or short. So, Swinfen Eady, M.R., said: “Wiieii it is once 
clearly established that the name has become distinctive, the fact 
that it has achieved this purpose in a short time ought not to 
prevent its registration. . . . Length of \iscr is, in my opinion, 
only important in considering the question of fact, whether tlie 
name mark has really and truly become distinctive of the appli- 
cant’s goods. The same view has been expressed by the Indian 
courts. For instance, in Badisch^ Aniline and Sodki F ah tick v. 
TejpaU Godoo,^^ the Bombay High Court observed that the actual 
length of time during which a mark has been employed is not an 
important ingredient in an action for infringement, provided the 
mark had become associated with the plaintiff’s goods. 

Transitory and spasmodic user does not give title to the 
mark. — ^But where the prior user of the mark by one claimant, 
is merely “transitory, spasmodic and inconsiderable”, it will not 
vest title in him, as against another claimant who had spent much 
time and money to make the mark widely popular, and had all 

(17) FmUder 4 - Co., Ld. v. O. and G. Bnshttm, Ld., 20 R.P.C. 477. 
Instances of users reported in cases where samames have been allowed 
registration are “Cadbury'’ 60 years; **Teofani’’ 22 years; “Lodge'' 
0 years; “Muratti” 28 years; “Daimler’’ 18 years; “Avery” 100 years; 
“Burford’’ 3 years. 

(18) Burford (H.G.) 4" Ld.’s Application, 36 R.P.C. at p. 147, 
See also lAcensed Vietvatlert’ Newspaper Co. v. Bingham, (1888) 38 Ch.D. 
130. 

(10) 5 Bom.L.B. 1025. See also Lavergne v. Hooper, 8 Mad. 140; 
Jagamath Co. v. Cresawett and others, 40 CaL 814; Dunbar ▼. HcXtai^ 
Bombay Trading Co., 12 S.L.B. 180; Ldkhan Chandra Basok v. Emperor, 
A.I.B. 1085 CaL 140; Adamjee Hajee Dawood 4" Oo., Ld. v. Swedish MaUk 
Co., A.I.B. 1088 Bang. 810; Abdvi Kareem Sahib v. AbdtU Koreem Sahib, 
A.I.B. 1981 Had. 461. 
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\ulong been using the mark on his goods. The user must be steady 
and continuous. The law was clearly laid down in the case of Boord 
and Son v. Thom and Cameron Ld.,*^ where Lord Dunedin said: 
“My Lords, I think it is very necessary to keep this firmly in view 
- -that what we are doing in this case is something very different 
from what one does in examining the evidence in a case say, as to 
anticipation of a patent. If the right to a trade mark was consti- 
tuted by the fact that it was, so to speak, an invention, then it is 
quite clear that as soon as it was proved that the trade mark had 
been used by anybody, however little the use was, but still had 
lieen used at a period prior to that when it was first possible to 
register it, that would be sufficient to put out of the way the claim 
to exclusive right of a person who had registered for it. That is 
not the nature of the right to a registered Trade Mark. . . . 
Now, property in a mark does not mean a few isolated sales under 
that mark, but it means, as I take it, that you had sold so much 
goods under it that the mark had come, in a certain market, to be 
associated with your goods. ... I will just say that, taking the 
matter as a jury would, it seems to me that none of these people 
have really proved an3rthing more than a very sporadic use of the 
labels with a cat and barrel on them, and that by none of them is 
there really any trade proved that would associate their goods 
with a cat and barrel”. 

In Licensed Victuallers’ Newspaper Co. v. Bingham,^’- the 
plaintiff published the first number of a paper called “The 
Licensed Victualler’s Mirror”, and had it registered at Stationers’ 
Hall. Three days after, the defendants started publishing a 
newspaper under the same name. It was shown that during this 
period the plaintiffs’ sale was negligible, and injunction was 
consequently refused. Ix>rd Justice Bowen said that, in order to 
claim exclusive right, the plaintiffs had to show that there was 
such a sale as would establish in the mind of the public a connection 
between the name and the plaintiffs’ newspaper. “That can only 
be after a reasonable tima It is urged that the right must exist 
from the first publication, for, if not, how are you to say what time 
the right arises? No doubt there is a difficulty in fixing the time 
when it arises, but that does not authorise us to say that it has 
afisen before the pubUcstion has any reputation at all”". 


(20) 24 B.P.C. 697, at p. 720. 

(21) 38 Ch.D. 130. 
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Miark need not indicate actual ownership of the goods. — It 

is well-settled law that a trade mark need not indicate to the 
public the actual OAvnership of the goods in question. A trade 
mark merely guarantees to the purchaser that the goods on wliich 
tlie mark is applied emanate from the same soui'ce of trade as the 
goods that had hitherto borne the same trade mark. The public 
need not, therefore, know the specific source of the articles Ijearing 
the trade mark in fpiestion, and indeed, do not often care to know 
the name of the particular manufacturer of the goods. It is 
sufficient if they identify the goods on Avhich the mark i-s applied 
with a single source, and are able by means of tlie mark to distin- 
guish the goods emanating from this source from goods emanating 
from other sources. This principle of law is well illustj'ated by 
the YiO^rkshire Relish case,^’^ Edge cV »S’o«.v, Ld. v. NiecoJls & Sons, 
and JJnmhUl v. Bartlett S’ Bickley.^* 

User must be in British India. — In considering the (luestiou 
of prior u.ser it is to the market of this countrj' alone that one lias 
to have regard, and foreign markets are wholly irrelevant for that 
purpose.** It is no objection to the acquisition of a trade mark 
right by A in India that title to the same mark, had been obtained 
l)y jS in a foreign country prior to A’s user in India. Iji Von 
Widfing V. Jivandas (Jo.,' Tarporcwala, J., said: “In respect 
of rights in trade marks and trade names any rights acquired by 
the parties in England have no effect on the rights of jAarties in 
India.” In West End Watch Co. v. Tiie Benia Watch Co.J‘ the 
Bombay High Court held that the plaintiffs who were the first 
users of the mark “Bema” on watches in India were entitled to 
the exclusive use of the mark as against the manufacturers who 
had registered the mark in Switzerland. “This is a case” said 
Sir Basil Scott, C.J., “which is not affected by the successive 
registration in Switzerland of the Bema trade mark as appearing 
on the plaintiffs’ watches by the different owners of the St. Imier 
Factory.” 

(22) Powell V. The Birmingham Vinegar Brewery Co., Ld., 14 K.P.O. 

720. 

(23) 28 B.P.C. 582. 

(24) 39 B.P.C. 426. 

(257 Bimilar law prevails in England as regards the acquisition of 
Common Law marks. See in re Biviere 4" 26 Cli. I). 48; Newman v. 

Pmto, 4 B.P.C. 405; 508; Impex Electrical, Ld. v. Weinhaum, 44 B.P.C. 27; 
Notox Ld.*s Application, 48 B.P.C. 168. 

(1) A.I.B. 1926 Bom. 200. 

(2) 35 Bom. 425. 
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In Lavergne v. Hooper^ the plaintiffs who were brandy 
merchants and exporters in France contended that they had 
adopted the trade mark of a Maltese Cross to distinguish their 
brandy, and claimed the sole right to use the mark in any market. 
The plaintiffs had the right of user of the trade mark in Prance 
and also in England where it was registered in, their name. It 
was argued that this fact entitled them to the exclusive use of 
the mark in India also. The case was^ however, decided on a 
different issue. On the question of user in India their Lordships 
Turner, C.J., and Muttusami Ayyar, J., observed in the course of 
their judgment. — “The remedies which are conceded for the 
protection of trade marks adopted in the home market are also 
extended to trade marks which have been originally adopted in 
foreign markets, and it is immaterial that goods bearing such 
marks are not sold in the home market: CMim Co. v. Walker-* 
Collins Co, V. Brown;’^ Collins Co. v. Cowen”.^ This view is, 
however, nothing more than an obiter dictum and has been 
expresijly dissented from in the following case. 

Ebrahim Ourrim v. Essa Abba Sait. — In Eb txdiim Currim v. 
Essa Abba Saif’ the plaintiff claimed to have been, for many years 
the sole importer into Bombay and Madras of umbrellas bearing 
the trade mark consisting of a design of a stag. The defendant 
had recently commenced importing and selling in Madras, umbrellas 
similar to those of the plaintiffs, whereupon, the plaintiff sued for 
an injunction and damages. The defendant contended that the 
trade mark belonged to, and had, since 1884, been used by a Glasgow 
firm which manufactured the umbrellas, and supplied them to the 
defendant through another firm. It was argued that, inasmuch as 
the mark was first used by the Glasgow firm the plaintiff could not 
lawfully claim title to the mark in India, even though the Glasgow 
firm had used the mark only in Scotland and had never used the 
mark in India. In the course of his learned judgment Shephard, 
J,, said : ‘ ‘ The question I have to determine is, whether the allega- 

tion made by the defendant that the stag trade mark used on the 
umbrellas, is the trade mark of McIntosh Ferguson & Co., who 
carry the business at Glasgow, is relevant by way of defence to 
this suit. . . .In my opinion. . . .the prior use in Scotland would not 

(3) 8 Ifod. 149. 

(4) 7 W.B. 222. 

(5) 3 E. & J. 423. 

(6) 3 E. & J. 428. 

(7) 24 Mad. 163. 
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justify the Scotch film and the defendant in saying that the 
plaintiff’s user of the trade mark is illegal or otherwise than an 
exclusive user.” 

Referring to the view taken by Turner, 0. J., and Muttusamy 
Ayyar, J., in Lavergne v. Hooper , which has already l)een refer- 
red to, Mr. Justice Shephard said: “I do not think this statement 

can be treated as more than a dictum In point of law the 

authorities cited do not support the proposition which I am asked 
to affirm. In Collins Co. v . Brown* the point taken on the demurrer 
was that the plaintiffs were a foreign company and therefore not 
entitled in England to any rights in respect of their trade marks 
and the demurrer was overruled. Nothing was, or could })e decided 
as to the circumstances that the trade mark was not used in England, 
because the bill alleged that articles bearing it had been sold to 
jiersons in England. I can hardly believe that the learned judges 
of this coui’t inten<lcd to hold on the authority of these ca.seS that 
a man can maintain an action for infringement of his trade mark 
without proof that his goods have ever been brought into the 
market. In re Riviere S' Co.’s Trade Mark* relates to the same 
trade mark. There the Madras firm alleging that they had formerly 
been supplied by Riviere & Co. with brandy bearing the Maltese 
Cross and had requested them to get it registered in England and 
in France, objected to the registration of Riviere & Co., as owners 
of the Maltese Cross in connection with brandy ; and because the 
former had never used the mark in England it was held on 
demurrer by Pearson, J., that they were not persons “aggrieved 
within the meaning of the Act. On appeal, it was held that the 
Madras film might possibly be ‘aggrieved’ although they were 
not themselves entitled to register in respect of the mark. This 
ease so far from supporting the defendants’ position, is like 
several others which were cited as authority for the proposition 
that ‘user’ as understood by the Act, means user in England. 
This is put most clearly by Stirling, J., in Jnckson v. Napper’* 
where registration was refused in the case of particular articles 
in respect of which user in England had not been proved and 
allowed as to others in respect of which there was proof, although 
there was a similar mark already on thq Register.” His Lordship 
concluded his learned judgment with the following words: “The 

(7-a) 8 Mad. 149. 

(8) 3 K. & .T. 423. 

(9) L.B. 26 C91.D. 48. 

(10) 35 Cai.D. 162 at p. 170. 
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protection which the law affords to traders using a trade mark in 
this country would be seriously diminished if immunity from action 
were secured to rival traders, who, having brought goods into the 
market with the same mark, were able to prove that in some 
quarter of the globe some other trader had been in the habit, of 
using the mark for a period longer than that alleged by the 
plaintiff. ' ’ 

UUmann & Co. v. Leuba. — ^Another leading case bearing on 
this point is IJlbnann & Co. v. Cesar Leuha.^^ This was an api)eal 
to the Privy Council from the decision of the Supreme Court of 
Hongkong for an action for infringement of certain trade marks 
on watches. These marks originated with the hrm of Bovet in 
Siwtzerland who.se watches acquired great reputation in Hongkong. 
The firm subsequently went into liquidation and the goodwill of 
its business together with the trade marks in question was sold by 
the liquidator to the plaintiff firm Leuba, who, thereafter, carried 
on the business and continued to use the trade marks. The 
Hongkong business of selling watches belonged thereafter to 
Madame Bovet to whom the plaintiffs were supplying all their 
watches for the Hongkong market. The marks had been registered 
by the firm of Bovet in Switzerland and England and were assigned 
to the plaintiffs when they bought the business. The plaintiffs 
contended that they were entitled to the exclusive use of the marks 
in Hongkong. It was shown by the defendants that in Hongkong 
the business, on the incidents of which the plaintiffs relied, was de 
facto not the plaintiffs’, and was not carried on for them, but 
belonged to Madame Bovet. It was contended that the plaintiffs 
had, accordingly, not acquired exclusive title to the marks in Hong- 
kong and should be non-suited. This contention was accepted by 
their Lordships of the Privy Council, who observed that the relation 
in which the plaintiffs stood to Madame Bovet was simply that of a 
manufheturer to a customer, and that the plaintiffs had not, in the 
circumstances, shown sufficient interest to bring the action. “It is 
quite true” said their Lordships “that the respondents are 
interested in the success of Madame Bovet ’s business, but this can 
never put them in her shoes in vindicating her rights against 
wrongdoers.” 

Cowie ft Oo. V. Patel Bros. — ^The rulings in the above cases 
were approved^ and followed by the Bangoon High Court in Coune 


(11) 25 B.P.G. 673. See also Ingenohl v. Wing On 4/' Co. (Shanghai), 

Ld., 44 B.P.G. 843. 
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Co. V. Patel Bros.^* The plaintiffs were importing and selling 
in Surma iron panels with the mark of a horse and a peacock or 
two peacocks and claimed exclusive use of these marks. The 
defendants admitted importing iron panels with similar marks^ 
but denied the plaintiffs’ title to the trade mark. It was contended 
on their behalf that they had imported, and could lawfully do so, 
cast iron panels from England with the design complained of as 
it was one of the stock designs of the manufacturers in England. 
The defendants applied for a commission to Scotland to take 
evidence of the Directors and servants of the Bumback Foundrj’^ 
Co., Ld., to support their ease. The plaintiffs, however, contended 
that such evidence as was sought to be taken in Scotland, was 
wholly irrelevant, because, even assuming the defendants’ state- 
ment to be correct, it would be no defence to the suit, as the plain- 
tiffs claimed prior user in Burma. Beasley, J., held that the 
question whether the manufacturers in Scotland have or have 
not used the trade mark in Scotland or in England or elsewhere 
than in Burma, could have no bearing whatever in the case, and 
that the only question for decision was, whether the plaintiffs or 
the defendants were the prior users of the mark in Burma. As 
those questions should be decided solely by local evidence the appli- 
cation for taking evidence abroad was dismissed with costs.^® 

Aliens may acquire title. — In general, any person who is 
capable of acquiring other species of property, can acquire a trade 
mark. The term person includes any corporation or company.** 

There is no restriction as regards the nationality of the person 
who may acquire title to a trade mark in India. The law in this 
respect follows the English law. In the early English case. The 
Collins, Co. V. Brown , where the trade mark of an American firm 
of edge tool manufacturers was infringed in England by an 
English maker, demurrer by the defendant on the ground of the 
plaintiffs’ alienage was overruled by Vice-Chancellor Wood. His 
Lordship said: “If a man has been in the habit of using a parti- 
cular mark for his goods for a long time, during which no one else 
has used a similar mark, and then another person begins to use the 
same mark, that can only be with a fraudulent intent; and any 

(12) A. I.B. 1924 Bang. 33.?. 

(13) See also Christy ^ Co. v. Tipper 4" Son, 21 B.P.C. 95, where 
a commission to America to prove user of the mark in that country was 
refused, as being unnecessary to prove knowledge of user by pcKtple in 
England. 

(14) Fakir Mahomed v. Emperor, A.I.B. 1919 Bang. 322. 

(15) (1857) 3 K. & .T. 423; Seb. Dig., p. 84. 
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fraud may be redressed in the country in which it is cominitted, 
whatever may be the country of the person who has been defrauded. ’ ’ 
In Collins Co. v. Cowen,'^ which was also decided at the same time, 
the same Vice-Chancellor observed as follows: “I apprehend that 
every subject of every country, not being an alien enemy — and 
even to an alien enemy the court had extended relief in cases of 
fraud — ^has a right to apply to this court to have a fraudulent injury 
to his property arrested. And here the plaintiffs have the right — 
a right recognised, I imagine, everywhere in the world, or at least 
in every civilized community — of saying, ‘We being the manu- 
facturers of certain goods, claim that another man shall not manu- 
facture goods, and put upon them our trade mark, and then pass 
them off as manufactured by us. ’ ’ And, in Collins Co. v. Beeves,^'^ 
Vice-Chancellor Stuart said: “The plaintiffs, if they have an 
exclusive right to the use of the trade marks in question^ are enti- 
tled to the protection of this court in the enjoyment of such use. 
Though they are aliens, they are entitled to sue in this court against 
any fraudulent invasion of their right”. 

The trade mark rights of aliens have always been recognised 
and protected by the Indian courts. One of the earliest reported 
cases is Orr-Eiving v. Chooneeloll Mullick,^^ in which it was held 
l)y Morgan, J., that the plaintiffs, although a firm of foreign manu- 
facturers, were entitled to an injunction restiraining. the defendant 
from infringing their trade mark rights acquired in India. The 
following cases may also be cited where the courts have recognised 
the rights of trade mark owners irrespective of their nationality : — 
Taylor v. Virasami Chetty;^^ Orr-Ewing & Co. v . Grant, Smith & 
Co.;^'* La/oergne v. Hooper RMi v. Fleming;^* Reddaway v. 
Smidt;^* West End Watch Co. v. The Bema Watch Co.;^* Wvlfing 
{von) V. Jivandas & Co.;^ Imperial Tobacco Co. v. Albert 


(16) (1857) 3 K. & J. 428; Seb. Dig., p. 84. 

(17) 88 li.J.Ch. 56; Seb. Dig., p. 91. See also Collins Co. v. 
Walker, 7 W.B. 822; Seb. Dig., p. 95; Farina v. Cathery, Seb. Dig., p. 164; 
Key V. Leooutwrier, 25 B.P.C. 265; Grant v, Levitt, 18 B.P.C. 361. 

(18) (1865) Cor. 150; Seb. Dig., p. 141. 

(19) 6 Mad. 108. 

• (20) 2 Hyde 185. 

(21) 8 Mad. 149. 

<22) 3 Oal, 417. 

(23) 9 C.W.N. 281. 

(24) 39 Bom. 425. 

(25) A.I.B. 1926 Bom. 200. 
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Bonrum;^ BudHsche Aniline and Soda Fabrick v. Maneckji Shapurji 
Katrak.* 

Bights of importieirs and dealers. — Since the law recognises 
the prior user of the mark in British India as the only person who 
has an exclusive title to the mark, it naturally follows tliat an 
importer or selector of goods may acquire such title. *‘The plain- 
tiff’s goods need not be manufactured by the plaintiff. They may 
be goods which he purchases or which ho imports or otheiwise 
acquires, and which he sells under some get up whieli con- 
veys that they arc goods which, whether made, imported, or sold 
by him, carry with them the advantage of the reputation that the 
plaintiff’s well-known firm are responsible for their quality or 
their character. In the Impenal Tobacco Co. of India, Ld. v. 
Albert Bonnan and Bonnan & Co.,* the Privy Council observed: 
“It is possible for an importer to get a valuable reputation for 
himself and his wares by his care in selection or his precautions as 
to transit and storage, or because his local character is such as 
that the article acquu’es a value by his testimony to its genuine- 
ness; and if therefore goods, though of the same make are passed 
off by competitors as being imported by him, he will have a right 
of action.” 

In Damodar Rnitomey v. Rultonsey llormu.’sji Adarjee^ the 
plaintiff who imported Will’s cigarettes had by an agreement with 
the manfacturei's reserved to himself an independent right to the 
trade mark used on the imported goods sold in the Indian market. 
It was shown that the public associated the goods bearing the mark 
with the importer, and that the popularity of the cigarettes was 
entirely due to the exertions of the plaintiff. It was held by 
Stratehey, J., that the plaintiff had acquired exclusive title to the 
trade mark and his decision was confirmed on appeal. In Taylor 
V. Virasatni Chetty^ the plaintiff had been importing and selling 
shirting impressed with a trade mark consisting of five talwars 
or swords. The defendant had also recently imported shirting 
impressed Avith the mark of five Udtvam which mark, the plaintiff 
alleged, was an infringement of his trade mark. It was shown 

(1) A.I.B. 1924 P.C. 187. 

(2) 17 Bom. 584. 

(.3) Dental Manufacturing Co., Ld. v. de Trey ^ Co., 29 E.P.C. 617, 
Buckley, I».J. 

(4) A.I.B. 1924 P.C. 187. 

(5) Tlnreported (Cited in 30 Bom. at p. 78 and 35 Bom. 432). 

(6) 6 Mad. 108. 
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that the plaintiff was the first to use the mark in the Madras market 
and that the goods bearing the said mark came to be exclusively 
associated with the plaintiff's goods and were known as “Katti or 
Talwar goods”. The court held that the plaintiff had acquired an 
exclusive right to the use of the “talwar” device and a perpetual in- 
junction was granted against the defendant . In Ralli v. Fleming'' 
Mr. Justice Markby observed that it was only an extension of the 
general law of trade marks that a trader who merely imported 
goods could claim exclusive title to a mark. “The confidence 
reposed in the skill, care and honesty of a particular firm may 
give a special value to goods imported by them. ’ ’ 

In The West End Watch Co. v. The Bema Watch Co.* the 
plaintiffs had been importing into and selling in India watches 
manufactured at Sf. Imier factory in Switzerland. The watches 
bore the names “Bema” and “West End Watch Co.” on the dial, 
and came to be known in the Indian market as “Bema watches”. 
The plaintiffs subsequently began to import watches from other 
manufacturers, and ceased giving orders to the St. Imier factory. 
The defendants, thereafter, opened an office in Bombay and com- 
menced selling “Berna” watches. Injunction was granted res- 
training the defendants from using the mark “Bema” on their 
watches on the ground that it was the importers’ mark. In the 
course of the learned judgment Sir Basil Scott, C.J., said: “the 
importer, who by advertising and pushing the sale of goods under 
a particular mark secures a wide popularity for the mark in relation 
to the goods sold by him, is entitled to the protection of the court 
for that mark in the country of importation, even against the pro- 
ducer of the goods. ” His Lordship further observed that, although, 
the word “Bema” originated with the manufacturers it was proved 
that the buyers were not interested to inquire at what factory 
the imported watches were made, and that the word “Bema” had 
become associated in the minds of the public with a popular kind 
of watch sold by the plaintiffs. 

The importer’s title to the exclusive use of his trade mark in 
India is discussed in the following cases .* — Orr Emng v. Choonee- 
loU Mtdlick;* Lavergne v. Hooper;^* Barlow v. Oahindram;^* 


(7) 3 Cal. 417. 

(8) 35 Bom. 425. 

(9) Coryton (Bengal), 150. 

(10) 8 Had. 149. 

(11) 24 Cal. 364. 
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Nooroodeen Sahib v. Charles Souden;^^ Ebrahim Currim v. Essa 
Abba Sait;'^ Coirie & Co. v. Patel Bros.;^* Holland Bomhay 
Trading Co. v. Buktear Mull and Bed Kissen;^’^ Vevdded Sukalchand 
V. Bmrditt &• Co.;’® Heiniger v. Droz;''' Impei-ud Tobacco Co. of 
India, Ld. v, Albert Bonnan and Bonnan S' 00.;'“ Badische 
Aniline and Soda Fabrik v. Maneckji Shapurji Katrak;'“ Pakir 
Mahomed v. Emperor;^" John Smidt v. Reddntvay S- Co.,^' Latif 
V. Emperor Dunbar v. Holland Bombay Trading Co.‘^“ 

Agent does not acquire title to the menufocturer’s mark. — 
But a trade mark which represents not the importer’s reputation 
but the manufaeturcr ’s is under the control and protection of 
the latter, not of the former. The importer c.annot, in the 
circumstances, have any cause for action against the infringer of 
tlie mark, as he is not in the legal sense aggrieved at the infringe- 
ment of a trade mark, which does not belong to him but to the 
manufacturer. In .such cases the importer will be noiKsuited. An 
importer can only protect a trade mark i-epresenting his own 
reputation and indicating importation by him.®'* As Lord Justice 
Pry said in re ApoHinaris Company Ld.’s Trade Marks, “the 
mark of a manufacturer, pure and simple cannot be assumed by an 
importer from the manufacturer” as "other goods of the manu- 
facturer might reach the hands of other dealei*s who might justly 
affix to them the manufacturer’s mark.” Otherwise, "a 
manufacturer in Paiis using a trade mark well-known in England 
could allow A to register it as his trade mark, and thereby jn’event 
B and C who bought from the Paris maker from selling in 

(12) 15 M.L.J. 45. 

(W) 24 Mad. IfiS. 

(14) A.I.E. 1924 Rang. 333. 

(16) 8 C.W.N. 421. 

(16) .30 Bom. 61. 

(17) . 25 Bom. 433. 

(18) 51 Cal. 892: A.I.R. 1924 P.C. 187; 29 C.W.N. 81. 

(19) 17 Bom. 584. 

(20) A.I.E. 1929 Rang. 322, 

(21) 9 C.W.N. 281: 32 Cal. 401. 

(22) 89 AU. 123. 

(23) 12 S.L.H. 129: A.I.E. 1919 Sind 93. 

(24) See observationa of Lord Justice Vry in re ApoUinaria Company 
Ld.’s Trade Marks, (1891) 2 Ch. 186. See also Dental Manvfacturing Co., 
Ld. T. de Trey 4" f'®*, 29 R.P.C. 617; Richards v. Butcher, 7 R.P.C. 288. 

(25) (1891) L.E. 2 Ch. 186. 
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England. ” So, in Heinigerv. Droz^ it was held that, although the 
plaintiff was the sole importer in India of the watches having the 
mark complained of, he had failed to show that the value of the trade 
which he carried on, was due to the reputation acquired by, and 
attaching to, the trade mark, as a guarantee of importation, by 
him, and not merely as a guarantee of manufacture by somebody 
else; the plaintiff was, accordingly, not entitled to the injunction 
asked for. 

“Jori Mai” case. — In Vadilal Sabalchand v. Burditt & Co,,^ 
the plaintiffs were importers of piece-goods and their label 
contained the picture of a youth and girl, in fancy costume (“Jori 
Mall”). The plaintiffs’ orders for goods with the label were 
executed by Messrs. Ashwell & Co., in London, whose successors in 
business, were the defendants. The name of the plaintiff company 
was printed on the blank borders of the picture. At the same 
time, Messrs. Ashwell & Co., had put two similar tickets by the 
side of the label with their own name on them. The defendants 
proceeded to place the label with the picture on goods manu- 
factured for and sold by them, leaving the border of the label 
blank, or inserting on the border, their own name, or by special 
request, the names of the constituents, by whom the goods wei*e 
ordered. It was not expressly stipulated that Messrs. Ashwell & 
Co. should not supply goods under the label to constituents other 
than the plaintiffs. It was held that, in the absence of a contract 
with the manufacturer, a vendor of goods had no exclusive right 
to a mark which merely denoted that he was the seller of goods 
manufactured by a certain company, even though he may have 
designed the mark. 

Hirsch v. Jonas. — In Hirsch v. Jonas, ^ which was followed 
in the above case, the plaintiff who was a London cigar merchant 
imported cigars made by Genir, of Havanna. At the plaintiff’s 
suggestion the cigars were labelled “Gloria de inglaterra”, to 
which Genir added his own name. These cigars were supplied 
solely to the plaintiff until shortly before the commencement of 
the action, although there was no contract for such exclusive 
supply. The defmidants, who were the new London agents of 
Genir, began to sell cigars similarly labelled. The plaintiff’s 
motion for an injunction was refused. Jessel, M.Il., said : “lean 


(1) 3 Bom.L.B. 1; 25 Bom. 433. 

(2) 30 Bom. 61. 

(3) 3 Oh.D. 584 ; 45 L.J.Ch. 364; Seb. Dig., p. 206. 
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understand a man saying '1 am not the actual manufacturer of 
goods but the sdector of goods, and my reputation for cleverness 
and selection is so great that goods marked with the mark to show 
that they had been selected and approved of by me, will fetch a 
higher price in the market’. If Hirsch had put on ‘gloria de 
inglaterra Havaimah cigars selected by Hirsch’ he might have had 
a case to prevent other people imitating that. It would show that 
the cigars selected were approved of by him. If he got a great 
reputation in that way, I can understand he would have a right 
of protection for that which indicates to the public that the cigars 
Avere selected and approved of by him. That is not his case. Thci'e 
is nothing on the boxes to show anything about Hirsch at all. All 
he says is that the trade knows this mark as denoting cigars sold 
by him, which I dare say it does. It appears to me at present tliat 
he has no case whatever and there is no use my granting an 
injunction.” 

Bidbaxds v. Butcher. — In Richards v. Butcher* the plaintiff 
had obtained by an agreement with Messrs. Ilcidsieck & Co., the 
producers of a well-known champagne, the exclusive right to sell 
in England the brands of wine manufactured by them. An action 
was brought against the defendant for infringing the trade marks 
“Monopole” which had been registered by Messrs. Ilcidsieck & 
Co. and used by them on wines sold in England by the plaintiff. 
The defendant contended that the suit could not be maintained, 
as the plaintiffs were not the registered owners or assignees of the 
trade marks in question. The plaintiffs were non-suited. 
Mr. Justice Kay, observed: “Messrs. Heidsieck have contracted 
that they will not sell any of their Avine to any other peraons in 
England except Mr. liichards; but if, by any means whatever, 
another person in England gets Heidsieck ’s wine, if he buys in 
Prance, or buys it in Germany, or in England, or buys it of the 
plaintiffs, or buys it of anybody else, he has a right to sell it ; it is 
an article of commerce in which he has a perfect right to deal. It 
is said, we admit, as, of course, the plaintiffs are bound to admit, 
that every purchaser of Heidsieck ’s wine, or every purchaser of 
Heidsieck ’s wine in this country could not maintain a suit for 
•such an injunction as we have brought, but we can do so because 


(4) 7 B.P.C. 288. See also Application bp Naavdoose VennooUehap 

’Fabriek van Chocolade en Svikerwerken, J. C. Klene 4" t'O-i ^ B.P.C. 103; 
kaetepaote, Ld. v. Alberman, 44 B.P.C. 211; John Sinclair’a Trade Mark 
•cate, 40 B.P.C. 123; Dental Manufacturing Co., Ld. \. de Trey 4 Co., 
ao B.P.C. 617. 
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by bargain with Messrs, Heidsieck’s we have exclusive right. Let 
me examine what that means. It means no more than this, that 
Messrs. Heidsieek bargained for value no doubt, with the plaintiffs, 
that they would not sell to any other Englishman for sale in this 
country except to them. How does that give them a right to 
restrain which other purchasers of Heidsieek would! not have had? 
I cannot follow the argument. They cannot prevent any other 
purchaser of Heid.sieck from, selling. Any other purchaser of 
Heidsieek has as much ri;i^t to sell in this country as they have. 
Messrs. Heidsieek could not prevent them themselves. . . . 
Therefore the utmost that that bargain gives the plaintiffs is a 
right to bring an action against Messrs. Heidsieek, if Messrs. 
Heidsieek should consign to any other person for sale in this 
country’’ their wine except to the plaintiffs.” 

tmperiial Tobacco Co. v. Bonnnn. — A tradesman may thus 
acquire goods from a manufacturer and sell them in competition 
with the manufacturer himself or his agent even in a country into 
which the manufacturer or his agent has hitherto been the sole 
seller of the goods. In the Imperial Tobacco Co. of India, Ld. v. 
Albert Bonnan and Bonnnn & Co.,’' the defendants had purchased 
huge stocks of Will’s (told Flake cigai'ettcs from surplus stores sold 
by the British Army Canteen authorities, the sale being subject 
to the condition that they were not to be resold in the United 
Kingdom. The defendants imported these cigarettes into India 
for sale. The plaintiffs instituted a suit for passing-off 'basing 
their claim on the ground that they had acquired exclusive title 
to the mark in India. The main issues raised were, whether the 
plaintiffs were entitled as against the defendants to the exclusive 
use of the mark or get-up by reason of such sole importation and 
sale, and whether they could prevent the defendants from selling 
cigarettes with such get-up, though they had, in fact, been manu- 
factured by the British American Tobacco Co., who were the 
successors of the original firm of W. D. & H. O. Wills. The case 
was heard by Pearson, J., who found on the e\’idence that “the 
reputation of the brand of (rold Flake cigarettes in India is the 
reputation of the maker and not of the plaintiff company as 
iipporters.” His Lordship said that ”the reputation originated 
in days of Messrs. W.D. & H.O. Wills, the original manufacturers, 

(5) A.I.B. 1924 P.C. 187. A suit for malieioos prosecution brought 
by Alfred Bonnan against the Imperial Tobacco Co., after the decision in the 
above case was dismissed with costs by the Privy Council. Albert Bonnan v. 
Imperial Tobacco Co. of India, Ld., A.I.B. 1928 Cal. 1; A.I.B. 1929 P.C. 222. 
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and the efforts of the plaintiff company have been directed not to 
the creating or acquiring (if such a Ihing is possible) an importer ’s 
reputation for themselves in the brand but in maintaining and 
developing the reputation of the brand as a manufacturer's 
brand.” The decree was affirmed by Sanderson, t\J. and 
Richards, J. The Chief Justice, said : “In niy Judgment the sole 
representation made by the plaintiffs’ user of the covering of the 
cigarettes was a representation that tlie cigarettes were tlie Cold 
Flake cigarettes mamifactured by the successors of the well-known 
firm of W.D. & H.O. Wills. There is no evidence to justify the 
alleged representation (on which the plaintiffs relied) that 
cigarettes baring the said wrapper or covering had come t)i rough 
a particular channel or had been imported by the plaintiffs. In 
the same way the defendant by using tlie wrapper or covering was 
merely representing the cigarettes as (told Flake cigarettes manu- 
factured by the successors of the well-known firm of W.D. & H.O. 
Wills, viz., the British American Tobacco Co. This was perfectly 
true representation and the defendant was in no way passing- 
off or attempting to pass-off the cigarettes sold by him as the 
plaintiffs’ goods.” The appeal by the plaintiffs was rejected by 
their Lordships of the Privy Council. “The claim of the 
appellant company”, said their Lordships, “is that it can slop a 
trader to whom goods have been lawfully sold under a particular 
description and by whom they have been lawfully bought under 
that description, from reselling them under the same description. 
Such a claim sounds extravagant.” 

Title cannot be acquired by wrongful user. — ^Inasmuch as 
a trade mark right is an equitable right the plaintiff who seeks the 
intervention of the court must come with clean hands. A person 
cannot be protected in the use of a trade mark the purpose and 
effect of which is to swindle the public. He cannot complain that, 
owing to the fraudulent competition by other traders, his own 
fraudulent profits are diminished. In other words, he cannot 
claim an exclusive privilege for the purpose of deceiving the public. 
A wrongful or fraudulent user gives no title to a trade mark even 
though such user had extended over a long period. A trade mark 
is a mode of warranting the origin of goods to which it is attached, 
or their trade association, and it is of the essence of the trade mark 
that its representation should' be true.* In McAndrew v. Bassett,^ 

(6) The British American Tobacco, Co., Ld. y. Mahboob Bvksh, 
15 C.W.N. 280; 38 Cal. 110. 

(7) 4 De a. J. & S. 380. 
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Lord Chancellor Westbury said that one of the essential elements 
for constituting an infringement of the right to a property in a 
trade mark was that the mark had been applied by the plaintiffs 
properly, which meant that they had not copied any other person’s 
mark, and that the mark did not involve any false representation. 
Nor can the plaintiff plead that the misrepresentation' is so grossly 
false that the public are not likely to be deceived by it. “I cannot 
receive it as a rule, either of morality or equity”, said Lord 
Westbury in the Leather Cloth case,* “that a plaintiff is not 
answerable for a falsehood, because it may be so gross and palpable 
as that no one is likely to be deceived by it. If there be a wilful 
false statement I will not stop to inquire whether it is too gross 
to mislead.” The Lord Chancellor held in the above ease that 
the plaintiffs were disentitled by reason of the mis-statements 
contained in their stamp. 

la Sen v. Oakes'^ the plaintiff imported bicycles manufactured 
at Glasgow and sold them as the product of a non-existent company 
called the “Warrior Cycles Company, Birmingham”. In refusing 
to grant an injunction, Woodroffe, J., observed; “I am of opinion 
that the appeal must be decreed and the suit must be dismissed on 
the ground that the mark of which protection is sought contains 
a misrepresentation. I need not consider whether it is necessary 
that the misrepresentation should be material. It seems to me to 
be right, that in a case of this kind, where the Court’s protection 
is asked, that it should demand the strictest accuracy and that any 
mis-statement should disqualify for relief. Por the court should 
not have to enter into such inquiries in the case of those, who 
wilfully state what is not the fact.” 

Ri g hts limited to class of goods for which user is acq'oired. — 
A trade mark can only be acquired by user in respect of the goods 
on which the mark has been used. In Hall v. Barrows , Lord 
Chancellor Westbury said: “There can be no right to the 
exclusive ownership of any - symbols or marks universally in the 
abstract ; thus an iron founder who has a particular mark for his 


(8) The Leather Cloth Co. {Limited) v. The American Leather Cloth 
Co. {Limited), 4 De G. J. & S. 137; 33 Tj.J.Ch. 199. 

(9) 24 C.W.N. 155. See also Ahdul v. Mahamadcdi, 3 Bom.L.B. 220, 
where injunction was refused as the plaintiff’s label was a deliberate combi- 
nation of the trade marks of his rivals. 

(10) 4 De G. J. & S. 150; 33 L.J.Ch. 204; 12 W.B. 322; Seb. Dig., 
p. 121. 



V.] Ac()TnstnoN' and Assignment op Trade AIarks. 9& 

manofaetures in iron could not restrain the use of the same mark 
when impressed on cotton or woollen goods. ’ ’ The right to a trade 
mark is a limited one in the sense that the use of the same mark 
in connection with a different article is not an infringement of 
such’ rights. For, where the goodsi are not of the same de-scription 
the mark is not likely to cause deception of the public and there 
cannot be any passing-off. In Ainsworth v. Walmslcy,'^ Vice- 
Chancellor Wood said: “If a manufacturer docs not carry on a 
trade in iron, but carries on a trade in linen, and stamps a lion on 
his linen, another [)erson may stamp a lion on iron; but when he 
has appropriated a mark to a particular species of goods and 
caused his goods to circulate with this mark upon them, the Court 
has said that no one shall be at liberty to defraud that man b\’ 
using that mark, and passing-off goods of his manufacture as being 
the goods of the owner of that mark.” In Somerville v. 
Schenibri,^'^ Lord Watson similarly observed: “The fioquLsition 
of an exclusive right to a mark or name in connection with a 
particular article of commerce cannot entitle the owner of that 
right to prohibit the use by others of such mark or name in 
connection with goods of a totally different character, and such use 
by others can as little interfere with his acquisition of the right. 
In the i)resent case it is beyond dispute that these cigarettes made 
I)y the appellant's firm were favourably known in the market 
where they were sold under the appellation of “Kaiser-i-IIind”. 
The use of the name by others as a name for^ ships, or as a Trade 
Mark for hats, soap or pickles, could not impede this acquisition 
of an exclusive right to use that as a Trade Mark for their 
cigarettes.” 

It is therefore possible that the title to a trade mark in one 
class of goods may belong to one person while the title to the 
identical mark in a different class of goods may belong to another. 
A person who has the title to the trade mark in one class of goods 
cannot, then, use the mark in connection with the second class of 
goods. So, in the case of 77pper Assam Tea Co. v. Herbert S' Co.,^* 
where the proprietors of a mark which had been used and registered 


(11) L.R. 1 Eq. 518; 35 L.J.CU. 352; 14 W.E. 363; Seb. Dig., 
p. 152. 

(12) 12 App. Ca«. 453 ; 4 B.P.C. 179. See also, Ttadische Aniline und 
Soda Fahriok v. Tejpatt Godoo, 5 Bom.L.B. 1025; Thomas Bear 4’ Sons- 
(India) ▼. Prayag Narain, A.I.B. 1935 All. 7. See Chapter VI. 

(13) 7 B.P.C. 183. 
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ror coffee in 1876, began, in 1889, to apply it to tea, they were 
ix'strained by the court from so doing on a motion by the plaintiffs 
Avho had registered a similar mark for tea in 1877. 

Classification of goods under the English Act. — The principle 
of common law set forth above limiting title to a mark to the class 
of goods for which right of user, has been acquired finds statutory 
I'ocognition in the English Act. Goods have been divided into fifty 
classes^* and Rule 5 provides that if any doubt arises as to what 
class any particular description of goods belongs to, the doubt shall 
be determined by the Registrar. It will be observed that in many 
cases a class comprises a number of very different kinds of goods 
and a trade mark may be registered for one or more classes. 
Registration in a class does not, however, confer a right to sue in 
case of infringement of goods of kinds other than those for which 
the registered proprietor has actually used the mark. In several 
cases the courts have passed orders confining the registration to the 
particular goods or description of goods (and not necessarily to all 
the goods included under the class) with which only the registered 
trade mark had been used. The effect of registration in any parti- 
cular class was explained in a recent case” by Mr. Justice Parwell, 
in the following passage: “At first sight that might appear to 
indicate that, if a person registered a trade mark in a particular 
class he obtained a monopoly for that mark in connection with any 
•of the goods comprised within that class in which he was 
registered. That, however, need not necessarily be so. The various 
classes in which the various articles are divided by the Trade 
Marks Act are, in many cases, extraordinarily wide. There are 
included in one class all kind of articles which in themselves differ 
widely from each other, but which are included because they have 
some common source, are made from the same material, or some 
such reason as that. If a person chooses to register a mark in a 


(14) For the recently proposed International Scheme of classification 
•of goods, »ee Appendix XVII. 

(16) C. 4- T. Harris (Colne), Ld. v. F. 8. E. Harris, (1934) 61 R.P.C. 98. 
Held that there was no infringement and no passing-off as the 
plaintiff's reputation extended only to British bacon (Harris’ mark) and 
the defendant had made clear to his customers that he traded in Danish 
t>acon. Similar observations were made by Lindley, L.J., in the Australian 
Wine Importers’ ease, 6 B.P.C. 311, “For the purpose of deciding whether two 
sets of goods are of the same description, we must not, it appears to me, lay 
too much stress on the classification in the schedule to the rules. You find 
there goods of the same description in different classes, and goods of different 
•description in the same class. ” 
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class which is a wide one, without limiting it in any way at all, 
he may find that he docs not get protection for tJie whole chiss, as 
he may not have a monopoly of the mark in connection with some 
•of the goods or articles which come within that class. In cases 
where the mark has, in fact, been used by the registered owner in 
connection with or upon a particular class of goods and no» others, 
that protection may not extend to prevent other pei-sons using the 
mark in connection with articles in the same class, so long as they 
are clearly different articles, easily distinguishable from one 
another.’^ A leading authority for this proposition is Edwards v. 
Dennis.^^ In that case, the plaintiff had registered the word 
'‘Neptune*’ for goods under class 5 but had used it only for iron 
sheets. The same mark was. subsequently used by the defendant 
for iron wire, and although class 5 included both iron sheets and 
iron wire, the court refused to grant an injunction, and ordered 
the Registrar to restrict the registration of the plaintiff’s mark to 
iron sheets only. This decision was based on the ground that the 
articles in question were dissimilar as far as their appeaiance and 
use went, although they were of the same material and wore 
included under the same class. 

Trade mark right in India is a right to Industrial Property 
as defined by the Convention. — ^In Wulfing (voru) v. Jivandas cr 
the question arose whether a right to a common law trade 
mark in India is a right to Industrial Property in the same sense 
Jis a right in a registered trade mark is in England and other 
countries. The plaintiffs had for several years prior to 1914 
manufactured and sold certain chemical compounds under the 
well-known names “Sanatogen” and “Formamint”. During the 
war the plaintiffs’ London firm from which the above compounds 

(16) 30 Ch.D. 454. See also Brahy 4' Co.^s Application^ 21 Ch.D. 223; 
Upper Assam Tea Co. v. Herbert 4' Co., 7 B.P.C. 183; Hargreaves v. 
Freeman, 8 B.P.C. 237; BaW 4" Co.*s Trade Mark, 2 Ch. 432; 15 B.P.C. 
262 at p. 534, 16 B.P.C. 411; Suter, Hartmann 4' Bahtjen^s Composition Co. 
Ld,^s Trade Mark, 19 B.P.C. 42; Leiner^s Application, 20 B.P.C. 253; 
Anglo- Swiss Condensed Milk Co.*s Trade Marks, 20 B.P.C. 509, 21 B.P.C. 
261; Harems Trade Mark, 24 B.P.C. 263; Paine 4' Co. Ld.*s Trade Mark, 
25 B.P.C. 329; Bowden Wire, Ld. v. Bowden Brake Co., Ld., 30 B.P.C. 45; 
Volkart Bros* Trade Mark, 31 B.P.C. 498. In the following cases the 
marks were held to be calculated to deceive although registered in different 
classes: — Australian Wine Importers* Tm., 6 B.P.C. 311; Eno v. Dunn 4r Co., 
10 B.P.C. 261; Turney ^ 8on*s Trade Mark, 11 B.P.C. 37; Eastman 
Photographic Materials Co., Ld. v. John Griffiths Cycle Corporation, Ld., 
35 B.P.C. 105; Finlay v. Shamrock Co., 22 B.P.C. 301. See Chapter VI. 

(17) A.I.B. 1926 Boin. 200. See Chapter VI, where the theory of 
property right in trade marks is discussed. 
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wore imported to India, was confiscated and sold by Government 
under the Enemy Amendment Act to Grenotosen Limited. The 
latter firm, therefore, began to export to India the said compounds. 
The plaintiffs alleged that after the war they started importing 
Sanatogen and Formamint from Germany and that their original 
exclusive title to these two marks was restored by the Treaty of 
Versailles. The defendants imported in 1923, some consignments 
of substances under the names “Sanatogen” and “Formamint”, 
which were not of the plaintiffs’ manufacture. It was contended 
on behalf of the defendants that the right to a mark acquired by 
user did not come under the term ‘industrial property’ defined by 
the Article of the International Convention, and that the plaintiffs’ 
right in India to the said marks could not be revived after the war 
in view of the fact that other persons had meanwhile used these 
marks. The learned Judge said that a right to a trade mark 
acquired by user in India is a right to industrial property, and 
that the right to a trade mark in wliatever way acquired in a 
British country, is a right of industrial property coming under the 
Conventions of Paris and Berne. Such a right acquired before 
the war and suspended during the continuance of the hostilities 
was, under the Peace Treaty revived and restored to the original 
position as it existed on the outbreak of the war. His Lordship 
held that the plaintiffs were consequently entitled to the rights in 
the said trade marks as possessed by them at the outbreak of the 
war, and that the defendants were infringing those rights by 
selling under the names “Sanatogen” and “Formamint”, 
compounds, which were not of the plaintiffs’ manufacture. 

(u) Assiokment. 

Trade Mark assiffnable only with goodwill. — “The right to 
a trade mark may, in general, treating it as a property, or an 
accessory of property, be sold and transferred upon a sale or 
transfer of the manufactory of the goods on which the mark has 
been used to be affixed, and may be lawfully used by a purchaser. 
“Inasmuch as the Court protects the owner of the mark, he is 
entitled to authorize another, when he hands over the business to 
him, to replace that matk on his goods. A trade mark cannot, 
however, be assigned in gross. It can be assigned only along with 


(18) Lord Cranworth in Th» Leather Cloth Co. (lAfiUted) v. American 
Leather Cloth Co. ^Ltmited’^j 11 S.L.O. 523 j 35 L.J.OH. 53. 

(19) Wood, V.O., in Ainsworth v. Walmsley, L.B. 1 Eq. 618; 36 
L.J.Ch. 352; 14 W.B. 363; Seb. Dig. p. 162. 
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the goodwill of the business in which the mark is used. The law 
does not recognise any right in a trade mark per se separate from 
the goodwill of the business concerned in the goods for which the 
mark has been used. Consequently an assignment of a trade mark 
wdthout the business confers no effective right.*® “It lias been 
established since the decision in the Leather Cloth Co. v. AmeticaH 
Leather Cloth Co.”, said Mr. Justice Olauson in the Sirup Fame! 
case,*’ “that the purchaser of a mark becomes owner of it only if he 
Ijecomcs at the same time the purcJiascr of the manufactory, or (to 
put it rather more widely in view of modern developments) the 
business concerned in the goods to which the mark has been 
affixed.'’ 

The law was stated in Hannah v. Jagannath & Co.,-- by 
Jenkins, C.J., thus: “It is established that a trade mark cannot 
bo assigned or descend in gross ; and this rests on no arbitrary rule, 
but is a necessary consequence of the inherent nature of a trade 
mark; for it is a mode of representing the origin of the goods to 
which it is attached, or their trade association, and the truth of 
the re]n*csentation is essential. In its strictest meaning the repre- 
sentation of a trade mark may perhaps only be true of its origi- 
nator, but usage has sjinetioned a more liberal statement based on 
the principle of identification by succession. And so successors in 
business have been allowed to use their predeces.sors’ trade marks 
whei’e the representation continues to be sufficiently true.” 

The above principle of common law has been embodied in 
S. 22 of the British Trade Marks Act. A registere.d trade mark 
can be assigned only in connection •vidth the goodwill of the 
business concerned in the goods for which it has been registered. 
Thus, in Hamesx' Trade Mark case,^^ Farwell, J., observed: “It 
is necessary that there should be a goodwill to go with the trade 
mark or it cannot be assigned,” and “Mr. Roberts has no title to 
be on the Register at all in respect of the assignment which he 
took, because it was an inoperative assignment by reason of there 
having been no trade or business in Mr. Harness when he executed 
that a.ssignment. ” And, for a similar reason, the House of Lords 


(20) Ullmann ^ Co. v. Leuba, 25 R.P.C. 673. 

(21) Laeteoaole, Ld. v. Alderman, 44 B.P.O. 211. 

(22) A.I.B. 1915 Cal. 520; 19 O.W.N. 1. 

(23) 17 B.P.C. 40. See aleo Johneon’e Trade Mark case, 26 B.P.C. 
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held in the Bowden Wire case** that the assignment was void, and 
ordered that the mark should be expunged from the Register. 

Pinto V. Badman. — In Pinto v. Badman*’^ a Mexican cigar 
manufacturer of the name M.P. Carcia Avas the owner of a trade 
mark which consisted of the Spanish words “El Destino*”. 
(rarcia then sold the brand to Messrs. Rendon & Co., retaining 
however, the manufacturing business. It was agreed that Grarcia 
should not sell cigarette under that brand. On the same 
day Messrs. Rendon & Co., sold half the rights acquired 
by them to the plaintiffs Messrs. L. H. Pinto. It was 
contended by the defendants that the assignment of the trade 
mark to the plaintiffs was bad as being an assignment in gross. 
The Court of Appeal held that judgment should be entered for 
the defendants. Lord Esher, M.R., said that all that the original 
manufacturer sold was the trade mark, and not any part of the 
business and that inasmuch as there was nothing sold but the 
right to the trade mark the plaintiff had not acquired title to the 
mark. “What Garcia sold to the jdaintiffs, when you come to 
look at it, was the right to put upon their, the plaintiffs' goods, a 
mark which would indicate to the public that those goods of the 
plaintiffs were reaUy goods coming from the manufactory of 
Garcia, and that in the language of tlie law is called a fraud upon 
the public, and is not allowed by the law of England.” And 
Lord Justice Pry observed: “The question comes to be one of 
law, and by the English law can a trader, who has used a brand 
upon a particular article, and who continues to manufacture that 
article alienate that brand to another person, so as to give that 
alienee any right whatever? It appears to me that, upon first 
principles he can have no such right. The brand is an indication 
of the origin, and if you transfer the indication of origin, without 
transferring the origin itself, you are transferring a right, if any 
right at all, to commit a fraud upon the public, and such right is 
not recognised by the law of England.” After citing the Leather 
Cloth Co., Ld.’s, case the learned Lord Justice proceeded: “It 
follows, therefore, that a trade mark can be assigned when it is 
transferred together with, to use Lord Cranworth’s language, “the 
manufactory of goods in which the mark has been used to be 
affixed”. Beyond that, so far as my knowledge goes, and so far 
as any cniiA that has been cited to us at the bar is concerned, no 
authority can be produced. 'Therefore, I conceive, that that is the 

(24) Bowden Wire, Ld. t. Bowden Broke Co., Ld., 30 B.P.G. 45, 580; 
31 B.P.O. 386. 

(25) 8 B.P.C. 181. 
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limit of the assignability of trade mark. It can be assigned if it is 
indicative of origin when the origin is assigned with it. It cannot 
be assigned when it is divorced from its place of origin, or when 
in the hands of the transferee, it would indicate something 
different to what it indicated in the hands of the transferor.” 

British American Tobacco Co., Ld. v. Mahboob Buksh. — 
A leading Indian authority on this point is the British American 
Tobacco Co., Ld. v. Mahboob Buksh.^ One Kasim Lall Kabasi a 
cigarette manufacturer was the proprietor of four trade marks 
one of which consisted of the words “Sri Durga”. It was alleged 
that Kabasi assigned to the plaintiff company all the trade mark, 
name, and label known as the “Sri Durga” trade mark, and the 
goodwill of his said business, so far as the same related thereto. 
But neither Kabasi ’s manufactory nor his business was assigned 
along with the mark. It also appeared that Kabasi was not 
carrying on in any sense a separate business in respect of each 
or any of the cigarettes sold under the several brands. The marks 
were used indiscriminately and no separate accounts were kept. 
It was held that the assignment was not valid. Jenkins, C.J., 
said that a mere verbal compliance with the condition that an 
assignment of goodwill should accompany the transfer of a trade 
mark was not enough. “In order that the assignment may be 
valid the trade mark should still continue to be a representation 
of truth within the limits of deviation sanctioned by the usages 
of trade and commerce.” “Without in any way suggesting that 
a man or a firm may not have distinct businesses capable of 
separate assignment, it appears to me that for the purpose in hand 
it is straining the argument beyond breaking point to urge that a 
cigarette seller may have as many businesses as the brand of 
cigarettes he sells.” 

Sinclair Ld.’s Trade Miark. — The Question as to the extent 
to which goodwill in the business should accompany an assignment 
of a trade mark was recently brought into prominence in John 
SincHair Ld.’s Trade Mark case.^ The case illustrates the hard- 
ships of the commercial community in respect of assignment of 
trade marks under the existing law, and formed the subject of 

(1) 15 C.W.N. 280; 38 Cal. 110. 

(2) 49 B.P.C. 123 (Ldeteosote, Ld. v. Albermcm, 44 B.P.C. 211, was 
followed). The judgment in the Sinclair case was commented upon by the 
.Oosehen Committee in their report, pars 105, page 26, and it led to their 
making some far-reaching recommendations. See Goschen Committee’s 
Beport, pp. 26-30. See also Oeorge Daibie 4" Son Ld.*s Trade Mark, 58 
-B.P.C. 333, where the Sinclair case was followed. 
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discussion before the Qoscheu Committee. Messrs. Carreras, Ld. 
the well-known tobacco manufacturers, registered in 1923, a trade 
mark consisting of a figure in eighteenth century costume, with 
the word “Tatler” written above, in Class 45 in respect of tobacco 
manufactured or unmanufactured. On the 24th January, 1930, 
the trade mark “together with the goodwill of the business 
concerned in the goods with respect to which the said trade mark 
is registered” was assigned to John Sinclair Ld., by Carreras Ld. 
Before assignment the sale of the Tatler cigarettes by Carreras 
was comparatively small, being about 89,000 in the year before 
assignment. Since the assignment Sinclair Ld, pushed the sales 
so successfully that they were able to sell about 69 millions of 
these cigarettes in about a year. The assignee entered into an 
arrangement with Carreras Ld., whereby, the latter manufactured 
all the cigarettes for Sinclair Ld. The cigarettes were sold under 
the Tatler mark as the goods of Sinclair Ld., and their address 
was printed on the cartons in which the cigarettes were sold. 
The applicants, Arcadian Company Ld., contended that the 
assignment was in contravention of the provisions of S. 22 of 
the English Trade Marks Act, and moved for expunging the mark 
from the register. It was held that the assignment was invalid. 
Mr. Justice Maugham said: “There is no evidence to show that 
there was in connection with ‘Tatler* cigarettes, in the ordinary 
sense, any separate goodwill possessed by Carreras Ld., other than 
that possessed by them in respect of their other brands of 
cigarettes. I am dealing with the question whether there was a 
separate goodwill at the moment of time prior to the assignment. 
It is not suggested that the cigarettes in question were made 
in a particular warehouse by separate people under separate 
advice and that, in some way or other, there was something 
different in the way in which the tobacco was bought and the 
cigarettes were ultimately made up and put upon the market from 
what was the case with regard to the numerous other brands of 
Carreras Ld. Then I ask this question: ‘Supposing, which 
may well be the case, that Carreras Ld., or any other one of the 
big vendors of tobacco in this country, had fifty different marks 
for -cigarettes and marketed all the fifty kinds, and supposing the 
reputation whidi the whole fifty bore was due to the skill of the 
buyer, the blender and the manufacturer, and it may be also of 
the vendor, could Carreras Ld., or the hypothetical manufacturer 
having such fifty brands, assert that he had at the moment of 
assignment fifty goodvrills, one in respect of each of those brands 
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of cigarettes? To my mind it is quite impossible to answer that 
question in the afRrmative in the ease of cigarettes or other 
similar artMes made as tilie result of the work and skill and 
discrimination of the same group, or groups, of people. To my 
mind the only thing that can ordinarily be asserted of such an 
article as I have here to deal with, unless, indeed, having regard 
to the mode of user, the true view is that the mark indicated 
before the date of the assignment that the goods in question were 
manufactured by Carreras Ld., as the owners of the mark. Either 
view is fatal to the claim of the respondents in this case. If it is 
a true manufacturer’s mark the Bespondents are subject to the 
fatal difficulty, the fatal objection, that, although the mark purports 
to be assigned, the business of manufacturing the cigarettes has 
not been assigned and Carreras still manufacture them. If the 
true meaning of the mark was that the cigarettes were vouched 
for by the owners of the mark, Carreras Ld., and the only thing 
that has really been assigned with the so-called goodwill is the 
right to put the cigarettes on the market, still it seems to me equally 
clear that no true goodwill has been assigned with the cigarettes, 
because the reputation of Carreras, which, so to speak, was all 
that was vouched for by the mark, is no longer vouched for in the 
hands of the Respondents.”® The decision was affirmed by tlie 
Court of Appeal. 

Title to the mark passes by implication with goodwill. — 

Inasmuch as there can be no transfer of a trade mark apart from 
the goodwill concerned in the goods it follows naturally that the 
right to use a trade mark will pass with the business and goodwill 
as an incident unless something appears to show a different 
intention of the parties. In Shipwright v. Clements* Vice- 
Chancellor Malins said; “The sale of a business is a sale of the 

(3) Maugham, J., held that the only severance in the goodwill of a 
business of a manufacturer permitted by 8. 22 is one along the lines of the 
classes into which goods are classified for the purposes of trade marks 
registration, as “the goodwill concerned in the goods for which the mark has 
been registered is a single goodwill.” Again, in the Court of Appeal 
Bomer, L.J. observed: “It appears to me that the assignment of the trade 
mark is invalid, in view of 8. 22 of the Act. That the section may lead to 
inconveniences, and,, indeed, in some cases, hardship, I can see ; but that is no 
reason why the court should fail to give effect to the language of the section, 
language whieh, in my opinion, is perfectly plain and unambiguous.” 
49 B.P.C. at p. 139. Beferring to this ease the Goschen Committee remarks 
ihat “this decision took many members of the commercial community by 
surprise” as many assignments had been made in contravention of 8. 22 
interpreted in this way. 

(4) 19 W.B. 599; Seb. Dig. p. 210. 
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goodwill. It is not necessary that the word ‘goodwill' should 
be mentioned. The defendant sold the business, and with it every- 
thing producing profit.” The defendant had in that case assigned 
to the plaintiff all his interests in the perfumery business without 
specifically referring to the goodwill or trade mark. The 
defendant subsequently represented that the old business had been 
removed to his new place and started selling perfumes with the 
plaintiff’s mark. Injunction was granted by the Court to restrain 
the defendant from infringing the plaintiff’s rights. ‘‘In the sale 
of a business”, said the learned Vice-Chancellor ‘‘a trade mark 
passes, whether specifically mentioned or not”. So also, in Levy 
V. Walker,^ Lord Justice James said: ‘‘I hold that the sale of the 
goodwill did convey the right to use of the partnership name as 
a description of the articles sold in that trade and that that right 
is an exclusive right as against the person who sold it, and as 
against all the world, if any person in that world were representing 
himself as carrying on the same business.” William Currie & Co. 
v. James Currie & Co.,^ is another case where the plaintiff had 
dissolved the partnership and paid the defendant his share of the 
assets, but no reference was made in the terms to the goodwill or 
trade marks. The defendant then carried on business indepen- 
dently and was selling wine with the mark “Prince Charlie” which 
was the mark of the plaintiff firm before the dissolution of 
partnership. It was held that the plaintiffs were entitled to an 
interdict and damages. 

When goods are manufactured by secret processes. — ^Where 
the goods with which the trade mark is associated are manufac- 
tured under a secret process, the mark is not assignable unless 
knowledge of the secret process is transferred to the assignee. An 
early ease on this point was CMton v. GMard.’’ The defendant 
invented a sauce and sold it under the name, ‘‘Licensed Victualler’s 
Belish. ’ ’ The business was after some time carried on by his son,. 
On the latter becoming a bankrupt his interest in the sauce was 
Imught by the plaintiffs from the trustees in bankruptcy. The 
defendant, however, retained the secret recipe. He then 
announced his claim to t^e trade mark and began selling the sauce. 
Jessel, M.B., dismissed the plaintiffsi’ suit for injunction on the 
ground that the trade maHc could not exist or be transferred in 


(6) 10 Ch.P. 436 ; 48 L. J.bh. 273. 

(6) 15 B.P.C. 339. 

(7) 44 L.J.Ch. 90; Seb. Dig p. 267; 


V.] Acquisition and Assignment of Trade Marks. 


105 


gross, and that the plaintiffs were not entitled to apply to an 
article of their own invention the name and mark appropriated to 
an article, of the recipe of which they were ignorant. 

The Chartreuse case. — ^A well-known case illustrating this 
rul6 of law is Rpy v. Lecouturier.^ The house of the Order of 
Carthusian monks situated at “La Grande Chartreuse*' in B’ranee 
manufactured according to a secret process a liqueur known all 
over the world as “Chartreuse.” The trade name was registered in 
England in the name of their procurator, Abbe Rey. Under the 
French Law of Association of 1901 the French Government 
expelled the monks in 1903, confiscated their property, and 
appointed the defendant Leeouturier, as the judicial liquidator of 
the property. “But two things that belonged to them — the secret of 
their manufacturing process and the reputation which their liqueurs 
had acquired in foreign countries, and notably in England — ^were 
incapable of being st*izod or confi.seated. ”* The monks then set up 
busine.vs at Terragona in Spain. In an action brought in Prance 
hy Leeouturier against the plaintiff Rey it was decided by the 
P’rench Court that the goodwill of the monks’ business and their 
trade marks passed by the Law of 1901, to Leeouturier as liqui- 
dator. On evidence of these judicial proceedings the Comptroller- 
General in England on the application of Leeouturier enteretl his 
name upon the Trade Marks Register as the proprietor of the 
English mark in succession to Rey. Leeouturier sold and assigned 
the whole of his interest in the busine.ss. Trade Marks and goodwill, 
to a French company, who carried on the business of selling 
liqueurs manufactured by them at the former distillery of the 
monks, under the old names, in the old bottles, with similar labels. 
An action was brought in England by Rey and others on behalf 
of the monks against Leeouturier and the French purchaser of the 
monks’ business for an injunction, to restrain the defendants from 
using the word “ Chartreuse” in connection with the sale of 
liqueurs, other than those manufactured by the plaintiffs. The 
plaintiffs also applied for reetifieation of the Register by expunging 
the name of Leeouturier. It was held by Joyce, J., that there 
was no passing-off by the defendants and both the actions wore 
dismissed. The decision was, however, reversed on appeal, and 
an injunction was granted restraining the defendants from 

(8) (1908) 2 Ch. 715; 25 B.P.C. 265; (1910) A.C. 262; 

27 R.P.C. 268. 

(9) Lord Maenaghien in the House of Lords, 27 B.P.C. at p. 275. 
See also Walker ^ Sons, Ld. v. Kego (No. 2), 38 B.P.C. 31. 

14 
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passin^-oH. Lord Shaw said that in no view of the French 
legislation '' could it be maintained that it transferred to the 
liquidator the secrets within the knowledge of the monks who have 
proceeded to foreign countries, and, particularly in Spain, have 
put into operation these business secrets, and are manufacturing 
according to them. In short, the business of ‘Chartreuse’ 
liqueur as such, is carried on by them, and the English Trade 
Marks arc therefore trade marks in respect of a thing the business 
in which is noty and cannot be conducted by the Appellants. The 
trade marks are in the latter, the business in the monks. My 
Lords, such severance is not legally possible. ... To maintain 
that there can be goodwill in a business, the secret whereof is not 
transferred, is, of course, out of the question.” 

Where special process or recipe is not shown. — ^Where the 
goods are not manufactured according to any secret process the 
ordinary rule of law will prevail, and the assignment will be held 
to be valid. In such cases it is sufficient to show that the goodwill 
of the business was conveyed along with the assignment of the 
trade mark. Where it is contended that the goods were manu- 
factured according to a secret recipe known only to the assignors 
and that recipe has not been handed to the assignees along with 
the assignment of the business, the onus of proving such statements 
lies on the party alleging them. In the case of Mumm & Co.’s 
AppKct^ion^'* the business of a German firm Mumm & Co., who 
were manufacturers of champagne at Bheuns in Prance was 
sequestered by the French Government and sold by the official 
liquidator to a French firm. The purchasers as successors of 
Mumm & Co applied to the Comptroller in England to register 
them as proprietors of the registered marks of Mumm & Co. 
Meanwhile, the members of the old firm who settled in 
Switzerland had also applied to the Comptroller for alteration of 
their address in the Register. It was contended that the 
champagne was manufactured according to a secret process known 
only to the original firm, but as this allegation could not be 
establiriied the application of the German firm was refused, and 
the French purchasers were entered on the Register as the 
proprietor of the marks.'^ 

PenKNMl marks. — A trade mark may in special cases indicate 
that the reputation of the goods bearing the mark depends upon 
the personal skill or supervision of the originator. It would then 

(10) 38 B.P.C. 379. 

(11) See also Smith’s Trade Mark ease, 44 B.P.C. 533. 
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be a fraud on the public if the mark be used by persons other than 
the original person, and no assignment of such a trade mark would 
be valid. In Leather Cloth Co. (Limited) v. American Leather 
Cloth Co. (Limited),^ Lord Kingsdown said: “Though a man 
may have a property in a trade mark, in the sense of having a right 
to exclude any other trader from the use of it in selling the same 
description of goods, it does not follow that he can in all cases give 
another person a right to use it, or to use his name. If an artist 
or an artisan has acquired by his personal skill and ability a 
reputation which gives to his works in the market a higher value 
than those of other artists or artisans, he cannot give any other 
persons the right to affix his name or mark to their goods, because 
he cannot give to them the right to practise a fraud on the public.” 
And in an American case’® the Supreme Court of Massachusetts 
expressed this principle of law in the following terms: “There 
may no doubt be cases where the personal skill of an artist or 
artisan may so far enter into the value of a product that a trade 
mark bearing his name would, or at least might imply that his 
personal work or supervision was employed in the manufacture, 
and in such cases it would be a fraud upon the public if the trade 
mark should be used by other persons, and for this reason such 
a trade mark would be hold unassignable.” 

Personal marks when assignable. — On the other hand, the 
usages of the trade may be such that no such inference would be 
drawn from the use of the said mark. The mark may not be “so 
completely personal as of necessity to import that the goods sold 
under it have been manufactured by a particular individual.”’'* 
The mark may merely indicate to the public that goods to which 
it is applied are of a certain standard of quality or that they have 
been made in a certain manufactory. It is settled law that in these 
cases the mere fact that the trade mark consists of the name of the 
former proprietor, who originally manufactured the goods 'with 
the trade mark, would not be a bar to the assignment of the mark. 
Again, in The Leather Cloth Co., Ld. v. The American Leather 
Cloth Co., Ld.,^^ Lord Kingsdown said: “By the usage of trade, 
the name of a firm is understood not to be confined to those who 

(12) 4 De a. .T. ft a 137; 32 L.J.Ch. 721; 33 L.J.Ch. 199; 36 
Xi.J.Ch. 53. See aleo Lord Westbury’s judgment in this case. 

(13) Per Charles Allen, J. in Soxie v. Chaney, 143 Mass. 592, cited by 
Imam, J., in Hannah v. Jagannath 4" Co., 19 C.W.N. at p. 6. 

(14) Per Turner, L. J., in Bury v. Bedford, 4 De G. J. & S. 352. 

(15) 35 L.J.Ch. 53; 11 H.L.C. 523. 
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first adopted it, but to extend to and include persons to whom the 
original partners have transferred their business. The name of a 
firm continues to be used in many cases long after all the original 
traders have died or ceased to have any interest in the concern. 
If a manufacturing house uses the name of a firm and stamps the 
name of its firm upon its goods, though the name of the firm nO' 
longer represents the same person as at finst, it is no fraud upon 
the public. For the same reason, the use of the old trade mark 
of the firm by the new partners, or their successors, is no fraud 
upon the public; it is only a statement that the goods are the 
goods of the firm whose trade mark they bear.” The same idea 
was expressed by liord Westbury in Hall v. Barroics^^ in the 
following passage: “If a name impressed on a vendible commo- 
dity passes current in the market as a statement or assurance 
that a commodity has been manufactured by a particular 
individual, it may be that the court could not sell the right to use 
that name without addition, but if it sold the business or manu- 
facture carried on by the owner of the name it may give to the 
purchaser the right to represent himself as the successor in 
business of the first maker and in that way be entitled to use the 
name.” “A name though originally the name of the first maker, 
may, in time, become a mere trade mark or sign of quality, and 
cease to denote or to be current as indicating that any particular 
person is the maker. In many cases a name once affixed to a 
manufactured article continues to be used for generations after 
the death of the individual who first affixed it. In such cases the 
name is accepted in the market either as a brand of quality, or it 
becomes the denomination of the commo<^ty itself, and is no longer 
a representation that the article ^ the manufacture of any 
particular person.”*^ 

The law was summed up by Romer, J., in the following 
passage:** “Speaking generally, a purchaser of a business, if he 
continues it, has the right to use the trade name and trade marks 
of the business in any way he pleases, which is not calculated to 
deceive, and in particular, as a rule, the purchaser may mark goods 
made by him in the course of that business with the name of the 
vendor, although the vendor, or his old workmen, did not make 
or assist in making such goods, and by so marking the goods the 
purchaser would not be considered as doing that which was 

(16) 4 De G. J. & B. 150; 33 L.J.Ch. 204. 

(171 

(18) Thomeloe v. SHI, 11 B.P.G. 61 at p. 70. 
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calculated to deceive his customers or the public. The reason of 
that is that in most cases (and specially where the purchaser is 
continuing the business in the vendor’s name) the mark might be 
fairly held to be only a representation that the goods were manu- 
factured in the course of the business w'ithout any representation 
as to the persons by whom that business was being eai-ried on, and 
there would be no substantial risk of deception. But in cases 
where deception would arise, or would probably arise from the 
marking of the vendor’s name, or from the way in which it was 
marked, then the marking would be fraudulent, and the purchaser 
could not be heard to say, after a course of such fraudulent 
marking, that thereby his goods so marked had come to ropresent 
goods made by him as the vendor’s successor in business. For 
instance, where the goods sold in a business arc of an artistic 
character, and during the vendor’s time acquired their reputation, 
and depended for their value upon his personal skill, then, if his 
retirement from the busines^s were kept a secret, a purohaser of his 
business would not be entitled to sell goods not made ])y the vendor 
marked with his name.” 

In Hannah v. Jaganmith, & Co.,'” the plaintiffs who were 
carrying on business as jute balers alleged that bj^ an agreement 
with them the defendants acquired the right to use certain tra<le 
marks belonging to the plaintiffs, and that the defendants had 
later repudiated the agreement refusing to pay royalty. The 
marks in question were originated by one S. C. Chatter jee, whose 
successors in business, were the plaintiffs. It was shown that in 
the jute trade, marks were largely employed as an assurance of 
quality, and that the plaintiffs’ marks had acquired great 
reputation. It was contended on behalf of the defendants that the 
marks in question were originally the property of S. C. Chatterjec, 
whose skill in sdecting jute secured for his goods a reputation that 
was associated with his name, and that, his marks being personal, 
could not be assigned. It was held, that the fact that the original 
proprietor of the mark was merely the selector of a natural pro- 
duct did not invalidate the marks, and that the marks were not 
so personal to the originator as to be inalienable. 

Selection marks. — 'Where a person claims a trade mark by 
virtue of selection of the goods in which the mark is used, he must 
show that he had exercised real skill and special knowledge of the 
trade in selecting the goods. It is not enough to show that he had 
been selling the articles bearing the mark in question, or that he 

(1») 19 C.W.N. 1; A.3.R. 1915 Cal. 520. 
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is a distributor of the goods. The mark must be distinctive of his 
goods and must be used for the purpose of indicating that they 
are the goods of the proprietor by virtue of selection. In the 
recent ease Somerlite, Ld. v. Brmvn^'* the plaintiffs were the 
assignees of the business and the trade mark “Somerlite” of one 
R. C. Brown. The defendant had been selling under the mark 
“Somerlite”, paraffin oil supplied formerly by R. C. Brown, but 
latterly by other firms. The latter samples of the oil were never 
sent to Mr. R. C. Brown for periodical tests. The court was 
of opinion that Mr. R. C. Brown was neither a manufacturer nor 
an importer of oil from a particular supply, and that he merely got 
the oil from anywhere whence it could be obtained at a cheap price. 
In these circumstances it was held that the mark was not a selection 
mark and the decision was affirmed by the Court of Api)eal. 
Maugham, J., said: “I agree that there may be a ‘selection’ of 
goods in a general sense. I do not agree that the selection of a 
large merchant who supplies the goods is the selection of goods, 
because the phrase runs that they are goods of the proprietor of 
such trade mark by virtue of selection. That does not mean by 
virtue of the selection of a merchant, who as a merchant may supply 
many sorts of goods. In my opinion, the reference to the goods of 
the owner of the mark ‘by virtue of selection’ does connote that in 
some real sense the owner of the mark is truly exercising skill or 
knowledge in connection with the goods in question ; and in my view 
it is impossible here, upon the evidence to hold that Mr. R. C. Brown 
ever ‘selected’ these goods in any true sense from 1923 onward.” 

Assignment for a limited period. — The goodwill of a business 
may be assigned for a term.®^ The right to the use of the trade 
mark associated with the business would, during this period, 
become the property of the assignee. No other pqrson, including 
the assignor, will be permitted during this period to use the trade 
mark on goods not manufactured by the assignee. There is also 
a restriction on the assignee’s right to use the trade mark. He 
shall not be permitted to use the mark on goods not produced in the 
factory or associated with the business which has been assigned to 
him. Under the English Trade Marks Act it has been held that, 
iii^here the assignment is only for a limited period, the assignee 
shall not be permitted during the period to register the identical 
trade mark or marks closely resembling them in his own name. In 


(20) 51 E.P.C. 205. 

(21) Eatmah v. Jagannath # Co ., 19 C.W.N. 1. 
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other words, he does not acquire an absolute and permanent 
title to the mark. In Roger's Trade Mark case^ a firm having 
business in Glasgow and elsewhere, licensed to the assignee its 
Glasgow business for ten years, allowing the latter to use the firm’s 
trade marks in its Glasgow business. The assignee sul)sequently 
applied to register a trade mark similar to one of the marks of 
the assignors for whisky bottled at Glasgow. Registration was 
opposed by the assignors on the ground that exclusive right to 
the mark was not allowed to the assignee by the licence, although 
the latter’s right to use the mark during the period of licence was 
admitted. The application for registration was refused by 
North, J. 

Assignment limited to class of goods for which right of user 
exists. — It has been pointed out that under the Common Tjaw. 
title to a mark is limited to the class of goods for which right of 
user exists. Ownership accruing by assignment is subject to the 
same limitations as ownership l)efore assignment and an assignee’s 
title to the mark is, therefore, confined to the descriptions of goods, 
in respect of which, the assignor had acquired his title before the 
assignment. In this respect the statute law in England follows the 
t’ommon Law. Even where registration of a trade mark, is made in 
respect of a whole class, assignment of the mark can be made only in 
respect of the particular goods in the class in respect of which the 
mark has been used. For instance, in Edwards v. Dennis^^ it was held 
that the plaintiff who was the assignee of a registered mark which 
had been previously used only for iron sheets could not restrain 
the defendant from using the same mark for iron wire. The court 
said that as assignee of the goodwill of a bumness which had dealt 
wth only iron sheets the plaintiff’s right to the mark should be 
confined to this class of goods. Bowden Wire, Ld. v. Bov^en 
Brake Co., is another illustrative case. The plaintiffs had 

l)y licence pennitted the defendants (Bowden Brake Co., Ld.) to 
manufacture cycle brakes under certain patents- According to an 
agreement the former were to supply the Bowden Wire, and the 
latter to make the other parts of the brake, and sell the finished 
article. The Bowden Wire Oo. subsequently registered a certain 
trade mark in respect of brakes for velocipedes and other road 


(22) 12 B.P.C. 149, 158. 

(23) li.B. 30 Oi.D. 454. 

(24J 30 B.P.C. 45, 680; 31 B.P.C. 385. 
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vehicles, and granted a licence to the Bowden Brake Co., to 
that mark on cycle brakes manufactured by them under the patent 
licence. The plaintiffs (Bowden Wire Co., Ld.) themselves, manu- 
factured brakes for motor cycles and used the identical trade mark 
on these goods. After the patent and licence had expired, the 
defendants continued to use the said mark on their cycle lu-akes. 
The plaintiffs brought an action for infringement and the defend- 
ants moved to rectify the Register by expunging the mark . It 
was held by the Court of Appeal that in the circumstances the 
effect of the licence by the. plaintiff was to destroy the distinctive- 
ness of the marie and that the mark was calculated to mislead. 
An order to expunge the mark from the Trade Marks Register 
was accordingly passed^ and an appeal to the House of Lords was 
dismissed. 

Indivisibility of goodwill of a business. — It is a well esta- 
blished principle of common law, that a manufacturer, liaving a 
number of trade marks for various goods, cannot assign one or 
more of them, without also assigning the whole of his business 
carried on under the mark, which is to be assigned.®* Divisibility 
of the goodwill of a business will not be allowed as this will lead 
to the deception of the public. So, in the Britisih Ameiican 
Tobacco Co., Ld. v. Mdhboob Buksh,'^ the assignment of one of the 
trade marks without assignment of the whole business was held 
to be invalid. Where a business is composed of manufacturing and 
vending departments an assignment of the vending department, 
separate from the rest of the business, is not valid. 

Lacteosote, Ld. v. AlbermaaL — A recent case illustrating the 
above rule is Lacteosote, Ld. v. Alberman.‘ In 1907, one Famel 
was manufacturing in France a pharmaceutical preparation known 
as Sirop Famel. The preparation was sold in France and England 
under a label which had been registered by him as his trade mark. 
In 1923 he appointed Messrs. Lacteosote, Ld., as his sole agents for 
the sale of this preparation in England, and it was agreed inter 
■alia that Famel should not sell or supply ‘Sirop Famel’ to any 
persons in Great Britain other than the above firm. In 1924 
F^el assigned the trade mark to Lacteosote, Ld., “together with 

(25) Application hp the Sunbeam Motor Car Co., Ld., 33 B.P.C. 389. 

(1) 15 C.W.N. 280 ; 38 Cal. 110. 

(2) 44 B.P.C. 211. Cf. Impex Electrioai, Ld. v. Wembawn, 44 
B.P.C. 405; SmMh’a Trade Mark, 44 B.P.C. 533; Application by Cranbux, 
Ld., 45 B.P.C. 281. 
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the goodwill of the business concerned in the goods with respect to 
which the said trade mark i« registered. ’ ' Messi-s. Lacteosote, Ld., 
then obtained registration as a trade mark of a label, which was, 
in substance an English version of the label already registered in 
1907 by Pamel. The defendant purchased Sirop Pamel from the 
dealers in Prance, and sold the same in England in bottles bearing 
a label substantially identical with Pamcl’s registered mark. 
Thereupon, Lacteosote, Ld., commenced an action for infringement 
and passing-off against the defendant, and the latter moved to 
rectify the Register of Trade Marks by expunging tlie marks of 
the plaintiff firm. It was held, that the registration statutes had 
always kept in line with the principles which guided the Court of 
Equity, and that the Acts did not permit a mark distinctive of 
buisiness, compased of manufacturing andl vending departments, to 
be assigned with vending portion sei)arate from the business. 
Clauson, J., observed: "‘The fii'st clause of S. 22 does not, in 
my judgment, enable a mark distinctive of goods emanating from 
PamePs business to be assigned with a portion of the business, 
namely, that of vending in Great Britain, that portion ])eing 
separated from the rest of the business.® If it were not so, the 
Jesuit would be that a mark distinctive of goods produced and sold 
in the business carried on by Pamel would become by the assign- 
ment distinctive, not of goods produced and sold in the business 
by Pamel, or his succesisors, but of goods sold in a newly separated 
and, therefore, different business by persons who succeeded Pamel 
as vendors in Great Britain of the goods but not as producers of 
them. Such a position seems to me to be inconsistent with the 
principle that a trade mark is distinctive of goods with which a 
particular business (whether carried on by the original trader or 
his successors) is concerned. If the identity of the business is 
dcMroyed, the mark is destroyed with it. 

Sights of assignor and assignees. — When the owner of a 
trade mark transfers his monopoly right by assignment to one 
individual, he just changes place with him. The assignee acquires 
the monopoly as against the rest of the world including the 
assignor. The assignor has just as much right in respect, of his 
original mark a^s any other individual against whom the assignee 
now begins to exercise his monopoly. 

(3) The only severance of vending goodwill from a manufacturing 
goodwill permitted by Sec. 22 is in respect of foreign markets for a mark 
belonging to a British business; but in the converse case where the mark 
belongs to a foreign business with the seat of manufacture in the foreign 
country the severance of vending goodwill in Great Britain is not valid. 

15 
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Bights of assignor and ossigmee in foreign markets. — ^In 

Ingenohl v. Wing On and Co. {Shanghai), Ld.,* the rights in a 
foreign country of the transferees as between themselves and the 
transferor came up for decision before the Privy Council. The 
plaintiff was a German by birth but had become naturalized as a 
Belgian subject. For many years he had carried on business as 
a cigar manufacturer in Manilla (Philippine Islands) and had sold 
cigars under certain trade marks and in boxes with a facsimile of 
his signature. Later, in 1908, he had established a factory at 
Hongkong. During the war, the American Alien Property 
Custodian seized the appellants' Manilla factory in the belief that 
he was a German and sold it in 1918 to another firm including 
in the sale all the stock, goodwill and trade marks. The new 
purchasers of the Manilla business sold to the defendants cigars 
in boxes similar to those in which the plaintiff had sold them. Aii 
action for infringement of trade marks and for passing-off was 
brought against the defendant for selling such goods at Shanghai. 
It was shown that, prior to 1918, the plaintiff had made in his 
Hongkong factory cigars under similar marks and names to those 
of his Manilla cigars, and that those cigars were sold in China. 
The plaintiff contended that the assignment by the American 
Custodian did not affect rights outside the Philippine Islands, and 
that the sale of cigars under the circumstances would lead the 
purchasers in China to believe that they were purchasing the 
plaintiff’s goods when they were not. The action was dismissed by 
the Shanghai Court. At the hearing of the appeal before the 
Privy Council the defendants gave an undertaking not to use on 
boxes in which their cigars were sold a particular label or any label 
on which the appellants’ name appeared as the guarantor of the 
cigars or otherwise. Their Lordships hdd that the assignment by 
the Custodian could not transfer the title to trade marks or trade 
names in China, but it could enable the assignee “as between 
themselves and the appellant, to. say that they were not passing- 
off goods under a trade name to which they had no title, so long 
as they abstained from representing the goods as those of Ingenohl 
himself." 

Fiartiiership. — ^Upon the formataon of partnership, the trade 
mark rights of any one of the members will, in the absence of 
express provisions become part of partnership assets. For, as 
Lord Justice Turner said, “The whole trade is carried into the 


(4) 44 B.P.O. 848. 
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partnership, and the trade mark is but an element of the trade.”® 
Upon the dissolution of the partnership the trade marks, aR 
forming jiart of the ownership assets, are saleable as such with the 
goodwill in the absence of any special agreement. If the business 
is 'Uot sold as such each partner has a right to use the mark. Thus, 
in Banks v. Gibson" Romilly, M. R., said: “The name or style of 
the firm of ‘Banks & Co.,’ in which the defendant had been 
engaged for a period of fourteen years, was an asset of the partner- 
ship, and if the whole concern and the goodwill of a business has 
been sold, the name, as a trade mark would have been sold with it. 
If, by arrangement, one partner takes the whole concern, there 
must be a valuation of the whole, including the name and style of 
the firm. But if the partners merely divide the other partnership 
assets, then each is at liberty to use the name just as they did 
before. ’ ’ 

The same rule has been adopted by the Indian courts. In 
Mancherjee Memokaji Poonjiajee v. Framji Mnnokagi Poonjiajee,'^ 
the Bombay High Court observed that, where the partners at the 
time of di&solving the partnership make no stipulation about 
goodwill, every one of the partners has a right to carry on the 
trade in the identical name under which the firm had traded prior 
to the dissolution, for, the goodwill of the business is an asset of 
the partnership, to which one member of the firm has no higher 
right than that of the other. But by so doing he shall not expose 
the other partners to any risk of liability. In Morarji v. Madonji* 
the Court said that, where two partners carry on business in 
partnership in some shops under the personal name of one of the 
partners, and at the dissolution of partnership, one partner buys 
one .shop and its goodwill, and the other buys the other shop and 
goodwill thereof, the partner in whose name the shops were 
conducted before the dissolution, can restrain the other partner 
from carrying on business in the old name, if the use of name by the 
successor in business exposed his former partner to any risk of 


(5) Bury ▼. Bedford, 4 Pe G. J, & 8. 352; (1864) 10 L.T. (N.S.) 470. 

(6) 34 Bear. 566; 34 L.J.CTi. 591; Seb. Dig., p. 145. See alsO' 
Burchett ▼. Wilde, (1900) 1 Ch. 551; Hall ▼. Barrows, 4 De G. J. & S. 150; 
33 L.J.Ch. 804; ievy v. Walker, (1879) 10 Gh.D. 4.36; Currie ^ Co. v. 
Currie, 15 B.P.O. 339; Condy ▼. Mitehett, (1887) 37 L.T. (N.S.) 268, 766; 
Seb. Dig., p. 335; Toumsend v. Jarman, 17 B.P.C. 649. 

(7) 2 Bom.L.B. 1026. See also Vadtttd Sakalehand Bwditt 4" Co.^ 
30 Bom. 56, Batty, J., at p. 73. 

(8) 5 Bom.L.B. 545. 
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liability. Whether there will be any such risk is a matter which 
would bei decided having regard to the circumstances of each case. 

Retiring partner may start new business under his own 
name but must not solicit his old customers. — ^Where the goodwill 
of the business is sold, or where one of the partners had sold off his 
interest in the business on dissolution of partnership, the late 
owner may start new business using his own name in a lawful 
manner, provided, there is no agreement with the assignee to the 
contrary. “The sale of the goodwill of a business, without more, 
does not imply a contract on the part of the vendor not to set up 
again a similar business himself.”® But the new vendor will not 
be allowed to use the old name, if it differed from his personal 
imme, or represent that he is still a member of the old firm, or is 
continuing to carry on the old business. He will also be restrained 
from soliciting in any manner any person, who, prior to the 
dissolution, was a customer of the old firm.*® For, as Lord Eldon 
said, “the goodwill which has been the subject of sale, is nothing 
more than the probability that the old customers will resort to the 
old place.”** In Tjoibtmchere v. Dawson}* the plaintiff having 
purchased the brewery business of the defendant, the latter set up 
new business in another place and solicited his former customers 
to deal with him and not with the plaintiffs. On motion by the 
plaintiffs injunction was granted to restrain the defendant from 
so doing. The Master of Rolls (Lord Romilly) said: “The new 
firm, the defendant in this case, is entitled to publish any advertise- 
ment he pleases in the papers, stating that he is carryii^ on 
such business. He is entitled to publish any circulars to all the 
world to say that he is carrying on such business, but he is not 
entitled, either by private letter, or by a visit, or by his traveller 
or agent, to go to any person who was a customer of the old firm 
and solicit him not to continue his business with the old firm. 
That is not a fair and reasonable thing to do after he has sold 
the goodwill.” 


(9) Per Wood, V. C., in Churton v. Douglas, 28 L. J.Oh. 841. See also 
Hudson ▼. Oshome, 39 L.J.Gh. 79. 

'(10) Trego v. Hunt, (1896) A.C. 7; 1 Ch. 462 ; 64 L.J.Ch. .392; 
65 L.J.Oh. 1; 34 W.B. 371; 44 W.B. 225. 

(11) CrwtttocII v. Lye, 177 Ves. 335; Seb. Pig., p. 8. “The goodwill is 
the probability of the old customers going to the new firm to whom the 
business is sold.” Per Lord Bomilly, M.B., in Lahouchere y. Dawson, 
L.B. 13 Eq. 322; 41 L.J.Gh. 427. 

(12) L.B. 18 Eq. 822; 41 L.J.Ch. 427. 
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Joint ownership by manufacturer and dealer. — In Robinson 
V. Finlay {Ward v. Robinson ) the trade marks were applied to 
cotton goods, manufactured by Ward, exported by Bobinsou, and 
consigned to Galbraith who sold them after bleaching at Rangoon. 
The trade mark was adopted as the result of joint consultation 
between the parties. After the intenruption of the connection 
Robinson continued to use the same group of marks, and Ward 
began to export goods bearing substantially the same marks, 
through Finlay. Cross actions commenced respectively by 
Robinson against Finlay and by Ward against Robinson. It was 
held by the Court of Appeal that, inasmuch as the group of marks 
had never been used except on goods which had passed through the 
hands of all the three parties, the group of marks as a whole, was 
indicative of goods which had passed through that particular 
course of trade, and that none of the three could claim exclusive 
title to the mark against the others. Both actions were therefore 
dismissed with costs. Lord Justice James said : "The case is not 
like one depending on the relation of master and servant, or 
principal and agent, but is more like a partnership ; that is to' say, 
the mark was adopted by persons, joined in a matter in which they 
were interested jointly, not as master and servant, but by way of 
partnership. The otms probandi is thrown upon the plaintiff in 
each case to prove that he has that monopoly and sole right which 
he alleges to use the marks or combination of marks, and that the 
defendant is unlawfully using the same.” Lord Justice Branwell 
said: “Here was a compound matter which the parties agreed to, 
and upon coming to the arrangement which they did come to, they 
made no provision as to what would happen when that arrange- 
ment ceased to exist between them, and the consequence is that 
each party must stand upon what one may call his natural rights 
under the circumstances, that is to say, that each may do what he 
is not forbidden to do.” 

The principle of joint ownership of a trade mark by manu- 
facturer and dealer is also illustrated by “ Tarant^a** Trade 
Mark cctse.^* An Italian company had been supplying tinned 
fruits and vegetables to a firm in England who sold the goods 
under one or other of two registered marks. The trade marks 


(13) 9 Ch.D. 487; 27 W.B. 294. See also the Indian case VadiUl 
ifakalehand y. Burditt ^ Co., 30 Bom. 61 and Application by Naamtooze 
Vewnootaehap Fdbriek van Chocolade en Bwikenoerken, J. C. Klene 4“ Co., 
40 B.P.C. 103. 

(14) 27 B'.P.C. 573, 762. (Appeal order discharged by consent). 
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were designed by the English company and were registered by 
them in their own name. Both the trade marks were used solely 
on the goods supplied by the Italian company. Under an agree- 
ment between the two companies it was provided that the trade 
marks belonged jointly to the two firms, and that if either of {he 
contracting parties be unwilling to renew the contract the party 
willing to continue it will be entitled to the exclusive ownership. 
On notice being given by the English company to determine the 
contract the Italian company applied to be entered in the Register 
as the sole proiirietor. It was held by Mr. Justice Eve that the 
mark belonged to the two firms jointly and that the Italian firm 
was entitled to be upon the Register together with the English 
company as joint owners. 

Recommendatioiu of the Goschen Committee. — It will be 
seen from the foregoing that in England, under the Common Law, 
as well as, under the statute law, a trade mark cannot be assigned 
in gross and that any assignment of a trade mark without the 
goodwill in the whole business is not valid. There has, however, 
been a growing feeling of dissatisfaction among the commercial 
community that the conditions of trade which in the past might 
have justified this proposition of law, no longer obtain, and. 
therefore, a radical revision of the existing law in the matter of 
assignment of trade marks is necessary. This question engaged 
the attention of the Goschen Committee, appointed in 1933, to 
review the whole position of Trade Mark Law in England. 
Certain far-reaching recommendations have been made by this 
Committee in their report. The keynote of these recommen- 
dations is that a trade mark should be made assignable and 
transmissible even without the goodwill of the whole business in 
which it is being used, provided such assignment is not likely to 
cause confusion or deception of the public. A proprietor of 
several marks may thus be enabled to assign one or more of his 
marks without at the same time transferring the entire business. 
These recommendations, if adopted, would constitute a radical 
change of the ba.sis of statute law on which assignment of a trade 
mark is now allowed in England. 



CHAPTER VI. 

LAW OF PASSING-OFF. 

Historical. — ^Long before the first Trade Marks Act of 1875, 
came into force it was settled law in England, that a trader has 
a right to restrain a rival trader from fraudulently passing-off 
spurious goods as the goods of the foimer, and from using for this 
purpose his get-iip, trade mark or trade name, or a close imitation 
of any or all of them. Although the law of passing-off is 
essentially the creation of the 19th century, it is often stated that 
the beginnings of this law could be traced to Southern v. How, a 
very early case, decided in 1618, and first reported in Popham’s 
Reports in 1656. For instance. Lord Chancellor Halsbury said 
in 1900, that the right to a passing-off action was a “very familiar 
and well-known form of action” and “one which has been a well- 
recognised cause of action certainly for the last two hundred and 
fifty years.” After quoting Dodderidge, J., in Southern v. How 
as reported in Popham’s Reports the learned Lord Chancellor said 
“going back, therefore, as far as the reign of Elizabeth the form 
of action in which if the right of a man to have the reputation of 
selling that which is his manufacture as his manufacture, the right 
to prevent other people fraudulently stating that it is their manu- 
facture when it is not — ^if that right is infringed there is a remedy. 
That has, as I have said, ever since the reign of Elizabeth, been 
established in our courts as being a right of action upon which 
anybody may sue who has a groimd for doing so.”* 

Sonthem v. How. — ^It may, however, be noted that Southern 
V. How has itself no direct bearing on the law of passing-off, as 
it was an action for deceit under the Common Law, in which a pur- 
chaser sued for the sale of the counterfeit jewels by the defendant 


(1) Magnolia Metal Co. v. Tandem Smelting Syndicate, lA., 17 E.P.O. 
477 at p. 483. Popham’s Beport of Southern v. How, was referred to in 
Blanchard v. HM, (1742) 2 Atkyns 484; Crawshay v. Thompson, (1842) 
4 Maa & G. 357; Burgess v. Burgess, (1863) 22 L.J.Ch. 675; HdU v. Barrows, 
(1863) 32 L.J.Cb. 648; Hirst ▼. Denham, (1878) L.B. 14 Eq. 642. For a 
discnsdon of this case, see 'Historical Foundations of the Trade Mark Law* by 
ISchechter (1826). 



120 The Law of Trade & Merchandise Marks in India. [Chap. 

through his servant. Nevertheless, Popham’s Reports* containing^ 
an account of this case states that in the course of his judgment 
Dodderidge, J., referred to an earlier case decided in the- 
reign of Elizabeth, in which a clothier, whose goods had 
acquired reputation complained that a rival trader “used the 
same mark to his ill-made cloth on purpose to deceive him, and 
it was resolved that the action did well lie.” On the other hand, 
Croke’s Reports* states that the action was not brought by tho 
clothier whose mark had been misused but by the defrauded pur- 
chaser, while Bridgman's Reports* does not refer to this earlier 
case at all. In any case the reference to the clothier’s case by 
Dodderidge, J., in Southern v. How, as reported in Popham’s. 
Reports, could at best be treated only as a dictum. 

Bliaiicliard v. Hill. — ^The first reported trade mark case in- 
England appears to be Blanckard v. fftB,® decided by the Court 
of Equity, in 1742, in which injunction to restrain the use of the 
Creat Mogul stamp on cards was refused. The case is illustrative 
of the slow growth of the law of passing-off in England. For, 
although the use of trade marks by traders to distinguish their 
goods from the goods of others was common at this time infringe- 
ment of one’s trade mark by another was not recognized by the 
Court of Equity as an actionable wrong. “Every particular 
trader,” said Lord Chancellor Hardwicke, “has some particular 
mark or stamp ; but I do not know of any instance of granting an 
injunction here to restrain one trader from using the same mark 
as another, and I think it would be of mischievous consequence.” 
Referring to Southern v. How, which was cited by the Attorney- 
General, the learned Lord Chancellor observed: “It was not the 
single act of making use of the mark that was sufficient to main- 
tain the action, but doing it with a fraudulent design, to put off 
bad cloths by this moans, or to draw away customers from the 
other clothier; and there isi no difference between a tradesman’s 
putting up the samel sign, and niaking use of the same mark, with 
another of the same trade.” The contention that the plaintiff’s 
interests were prejudicially affected by the misuse of his mark bsr 
the defendant was dismissed by the Lord Chancellor with the 
significant observation that “there is no more weight in this- 


(2) p. 144 (1656). 

(3) Cro. Jac. 471 (1659). 

(4) p. 125 (1659) . 

(6) 2 Atkyiui 484; Seb. Dig., p. 1. 
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than there would be in an objection to one innkeeper setting up 
the same sign with another. ’ ’ 

Singleton v. Bolton. — An important case which was decided 
shortly after, was Singleton v. Bolton,^' The plaintiff who was 
manufacturing and selling in succession to his father, a medical 
preparation under the name of ‘‘Dr. Johnson's Yellow Ointment" 
sought to restrain the defendant from selling another ointment under 
the same name. The plaintiff was non-suited on the ground tliat 
both the plaintiff and the defendant used the name of the original 
inventor, and that “no evidence was given of the defendant having 
sold it as if prepared by the plaintiff." Lord Mansfield, C. J., 
said: “If the defendant had sold a medicine of his own under 
the plaintiff’s name or mark, that would be a fraud for which an 
action would lie." 

IntOTvention of the Court of Equity. — Although the plain- 
tiff’s right to protection against fraudulent use of his trade mark 
was thus for the first time enunciated in the above case, it wa.s 
only in the beginning of the 19th century that the intervention 
of the Court of Equity against infringement of trade marks, 
became effective in England. The right of a trade mark owner 
to exclusive use of the mark was clearly recognised at this time, 
and injunctions were granted to restrain fraudulent infringements. 
For instance, in Hogg v. Kirbg,"^ which was decided in 1803, the 
defendant was restrained from suggesting to the public in a 
fraudulent manner that his magazine was a continuation of the 
plaintiff’s. In Crnttwell v. Lyc^ Lord Chancellor Eldon declared: 
“There can be no doubt that this court would interpose against 
that sort of fraud which has been attempted by setting up the same 
trade in the same ])lace under the same trade sign or name, the 
party giving himself out as the same person." In Day v. Day® 
(1816) where the plaintiff complained that the defendant had 
placed on his blacking certain labels in imitation of his label, an 
injunction was granted restraining the defendant from doing so. 

(6) (1783) 3 Doug. 293; Seb. Dig., p. 2. 

(7) (1803) 8 Ves. 215. See also Longman v. Winchester, 16 Ves. 269; 
Seb. Dig., p. 7; Edmonds v. Benbow, (1821) Seb. Dig., p. 16; In re The Edin- 
burgh Correspondent Newspaper, (1822) Seb. Dig., p. 16 and Constable J- 
Co. V. Dr. Brewster, (1824) Seb, Dig., p. 19. 

(8) (1810) 17 Ves. 335; Seb. Dig., p. 8. In Byron v. Johnston, 

Seb. Dig., p. 11, the defendant was prevented from publishing in Dord Byron's 
name eertain poems which were not of his composition. 

(9) Eden on Injunction, edition of 1821, p. 314; Seb. Dig., p. 10. 
See also Day v. Binning, (1931) Seb. Dig., p. 22; Henry v. Price, 
(1831) Seb. Dig., p. 23. 
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Relief by tbe Oomunon Law Oourts. — The intervention of the 
Common Law Courts came later, and it was only in 1824 in 
Sykes v. Sykes^’’ that relief was first granted in a trade mark suit 
by the Court of the King’s Bench. In that case the plaintiff had 
marked his goods ‘Sykes Patent’ to indicate that they were' his 
goods. The declaration alleged that the defendant had copied the 
mark on his goods, “wrongfully, knowingly and fraudulently,” 
and “did knowingly and deceitfully seU them,” as and for, the 
goods of the plaintiff’s manufacture, and the plaintiff had thereby 
suffered damage by way of loss of custom and injury to reputation. 
It was hdd that an action would lie for the injury, though plain- 
tiff and defendant were both named “Sykes” and neither of them 
had in fact a valid patent. 

An imiKurtant step was taken in 1833, when the common law 
court decided in Blofeld v. Payne^' that in an action for passing 
off, although no specific damage was proved, and the jury found 
that tile defendants’ articles were not inferior to those of the 
plaintiff, the plaintiff was still entitled to some damages “inas- 
much aa his right had been invaded by the fraudulent act of the 
defendant.” 

Fraud was the basis of action at common law. — In the trade 
mark cases tried before the common law courts the gist of the 
action was regarded as fraud. The plaintiff’s remedy was said to be 
in the nature of an action for deceit, though the only resemblance 
between a trade mark action and an action for deceit was that the 
misrepresentation relied on, should in both cases have been made 
with fraudulent intention; the two actions differed in other res- 
pects,^^* for instance, the plaintiff was not the party deceived, 
and nominal damages could be claimed in the absence of any actual 
damage. The common law courts held that, in order to obtain 
relief, the plaintiff in a trade mark case, should, necessarily, prove 
that the defendant had adopted the mark with a fraudulent motive 
to attract to himself that course of trade or custom, which, without 
that improper act, would have gone to the plaintiff. Thus in 
{Jrawshay v. Thompson^* the plaintiffs alleged that the defend- 
ants had “wrongfully, knowingly, and fraudulently” copied the 

(10) 3 B. & Cr. 641; Seb. Dig., p. 19. 

(11) 2 L.J.K.B. (N.S.) 68; 4 B. & Ad. 410; Seb. Dig., p. 24. 

(11-a) See Liord Parker’s judgment in Spaidimg Bros. v. Oamage, Ld., 

32 B.P.G. at p. 283. 

(12) (1842), 4 Man. & O. 357. See also Moriaon v. Salmon, (1841) 
2 MaiL & G. 385; Cartier v. Carlile, (1862) 31 Beav. 292. 
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plaintiff’s mark on iron bars in order to denote that their iron was 
made by the plaintiff. The court said: “This is in the nature 
of an action for deceit,” and added that in such cases it had been 
laid down that “the declaration regularly ought to charge that 
the 'defendant was actans* of the matter by which he deceived ; and 
that he did it faho et fraudvlenter/* As the plaintiff failed to 
establij^ fraudulent intention on the part of the defendant a 
verdict was found for the defendant. In Rodgers v. VowtK** Vice- 
Chancellor Wigram approved of the action of the trial judge in 
directing the jury to decide as one of the issues whether the defend- 
ant had copiedi the plaintiff’s mark with fraudulent intention. A 
similar opinion was also expressed in the case of Lawson v. The 
Bank of London,^* and Hargreaves v. In distinguishing 

an action in equity from one at common law, Lord Westbury said 
in the well-known case Edelsten v. Edelsten''' : “At law the proper 
remedy is by an action of the case for deceit ; and proof of fraud 
on the part of the defendant is of the essence of the action.” And 
in Leather Cloth Co. (Limited) v. American Leather Cloth Co. 
(Limited) the same Lord Chancellor observ'ed: “At law, the 
remedy for the piracy of a trade mark is by an action on the case 
in the nature of a writ of deceit. ’ ’ 

Basis of relief at the Chancery courts. — There was at first 
no distinction in the basis of relief in trade mark suits before the 
Court of Equity or of Common Law. In the early cases the Chan- 
cery courts also regarded a trade mark action aa an action in 
deceit, and required that fraud should be specifically alleged and 
shown, in order to entitle the plaintiff to relief.’* Soon, however, 
the Court of Equity began to recognise the plaintiff’s right to pro- 
tection against infringement of his mark, irrespective of the 
fraudulent intent of the defendant. This departure from commoii 
law was for the first time made in Millington v. Fox,^^ in 1838, 


(13) Seb. Dig., p. 42; 17 L.J.C.P. 52; 10 L.T. 88. 

(14) (1856) Seb. Dig., p. 77; 25 L..I.C.P. 188; 4 W.R. 481. 

(15) Seb. Dig., p. 203. 

(16) 1 De G. J. & S. 185. 

(17) 4 De G. J. & S. 137. See also Jamieson Co. v. Jamieson, 
15 B.P.C. 169 (Vaughan WUliamB, L. J.), and Addley Bourne v. Stoan and 
Bdgar, Ld., 20 B.P.C. 105 (FarweU, J.). 

(18) See for instance Blanehard v. Hitt, Seb. Dig., p. 1; Tovatt ▼. 
Winyard, Seb. Dig., p. 15; Knott v. Morgan, Seb. Dig., p. 27; In Motley v. 
Hownman, Seb. Dig., p. 29, Lord Cottenham said that the Court of Equity 
would not aet otherwise than aa ancillary to the court of law. 

(19) 3 My. & Cr. 338. 
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by Lord Chancellor Cottenham. The plaintiff complained that 
his trade mark Crowley Millington” had been used by the 
defendant on steel which was not of the plaintiff’s manufacture. 
Although the defendant showed that he had never heard of the 
name of the plaintiff’s firm, and that he had acted innocently,' in- 
junction was granted restraining the defendant from continuing 
to use the mark on steel not of the plaintiff’s manufacture. The 
learned Lord Chancellor said: — “I see no reason to believe that 
there has, in this case, been a fraudulent use of the plaintiff’s 
marka It is positively denied by the answer, and there is no evid- 
ence to show that the defendants were even aware of the existence 
of the plaintiffs, as a company manufacturing steel. ... In short, it 
does not appear to me that there was any fraudulent intention 
in the use of the marks. That circumstance, however, does not 
deprive the plaintiffs of their right to the exclusive use of those 
names.” The learned Lord Chancellor further observed that 
“there was sufficient in the case to show that the plaintiff had a 
title in the marks in question ; and they undoubtedly had a right 
to the assistance of the Court of Equity to enforce that title.” 

Lord Westbury’s observations . — Millington v. Fox has Ixsen 
unequivocally regarded by the Court of Chancery in all subsequent 
decisions as an authority for holding that it is not necessary for 
the plaintiff in a imssing off action to establish fraudulent inten- 
tion on the part of the defendant.*® So in Clement v. Maddick,^'^ 
Stuart, V. C., observed that “the absence of a fraudulent intern 
tion is no defence against an application to the court for an in- 
junction by the person whose property has been injured.” In 
Edelsten v. E'delsten-^ Lord Westbury said that proof of actual 
deception was not necessary in equity, if the court was satisfied 
that the resemblance was such as to be likely to cause the one mark 
to be mistaken for the other. The learned Chancellor observed 


(20) See Clement v. Maddiek, (1859) 1 Gift. 98; Dixon v. Fawcua^ 
(1861) 3 £. & E. 537; Cartier v. CarlUe, (1862) 31 Beav. 292; Leather 
Cloth Co. (Limited) v. American Leather Cloth Co. (Limited), (1863) 
4 De 0. J. & S. 137; Moet v. Covaton, (1864) 33 Beav. 578; Wotherepoon v. 
Citrrte, (1870) 42 L.J.Ch. 130; Ford v. Foster, (1872) L.E. 7 CSi. 611,* 
HeAndrew v. Bassett, 33 L.J.Ch. 561; Singer Manufacturing Co. v. 
tf'itson, (1877) 3 App. Caa. 376; Singer Manufacturing Co. v. Loog, (1882) 
8 App. Gas. 15; Seddaway # Co., Bentham Hemp Spinning Co., (1892) 
2 Q.B. 639; Powell v. The Birmingham Vinegar Brewery Co., Ld., (1896> 
2 Ch. 54; GelMar Clothing Co. v. Maxton and Murray, (1899) App. Gas. 326. 

(21) 1 Qiff. 98; Seb. Dig., p. 97. 

(22) 1 De a. J. & S. 185. 
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that the Court of Equity act on the principle of protectin}? 

property alone, and it is not necessary for an injunction to prove 
fraud in the defendant, or that the credit of the plaintiff is injured 
by the sale of an inferior article. Injury done to the plaintiff in 
his trade by loss of custom is sufficient to support his title to relief.” 

The Singer cases. — The question wsis carefully considered 
by the House of Lords in The Singer Manufwturing Co. v. WUson.*^ 
The plaintiffs, who were manufacturers of sewing machines, com- 
plained tliat the defendant had marked sewing machines other than 
those manufactured by the plaintiffs, as “Our Singer machines,” 
and passed them off as and for the plaintiff’s machines. It was 
lield by Jessel, M. R., that in a passing-off action fraud should 
be proved, and injunction was I’efused as the plaintiffs liad not 
produced any evidence of fraud. This decision was approved by 
tlie Court of Appeal, but was reversed by the House of Ijords. It 
was there laid down that since the decision in Millington v. Fox 
it was not necessary for the plaintiff to show evidence of fraud, 
and that it was sufficient to satisfy the court that the defendant 
had acted in a manner calculated to deceive. Lord Oaims said: 
“I wish to state in the most distinct manner that, in mj' opinion, 
fraud is not necessary to be averred or proved in order to obtain 
protection for a trade mark.” The learned Lord Chancellor 
added: “A man may take the trade mark of another ignorantly, 
not knowing it was the trade mark of the other; or he may take 
it in the belief, mistaken but sincerely entertained, that in the 
manner in which he is taking it he is within the law, and doing 
nothing which the law forbids ; or he may take it, knowing it is the 
trade mark of his neighbour, and intending and desiring to injure 
his neighbour by so doing. But in all these cases it is the same act 
that is done, and in all these cases the injury to the plaintiff is 
just the same. The action of the court must depend upon the right 
of the plaintiff, and the injury done to that right.” And Lord 
O’Hagan observed: “If a man has acquired legitimately a right 
to the property in an exclusive use of a name, it is of small account 
to him, should it be invaded, whether the invasion comes from a 
purpose to deceive, or from ignorance, or inadvertence, or an 
honest misconception of the relative rights of the parties, and the 
law ought not to permit, and will not permit, the continuance of 
the invasion, whatever may have been its origin.” 

(23) Seb. Dig., p. 285. Jessel, M.B., 2 CHi.D. 434; Ct. of App. 
2 Ch.D. 448; House of Lords 3 App. Cas. 376. Ree also Singer Manufacturing 

V. Loog, 18 Ch.D. .395; 8 App. Cas. 15. 
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The Court of Equity having thus taken the step that its juris- 
diction rests ui)on injury to the plaintiffs right irrespective of 
the defendant’s motive in infringing the mark, trade marks began 
to be considered as property.** Such property right was not, how- 
ever, recognised by the common law court and fraud continued to 
be an essential ingredient of a trade mark action before this court 
down to the time of the amalgamation of the two courts by the 
Judicature Act of 1873.®* 

Object of the law of passing'-off. — The law of passing-off 
action is based on the principle that, while fair and honest com- 
petition is lawful and beneficial to the public, unfair competition 
is calculated to destroy honest business and should not be tolerated. 
The object of the law is to restrain commercial piracy and to 
regulate business so that competition between trade rivals is con- 
ducted fairly and honestly. As was said in an American case, 
“ ‘The survival of the fittest’ in trade and commerce must result 
from contests legitimately launched and ethically directed. Of 
course, the law does not undertake to regulate every aspect of 
business. Nor does it interfere in every case of commercial 
immorality. . . . Necessarily, there must be limitations, and guiding 
rules and, necessarily, each ease must depend for sustenance upon 
its own larder. 


(24) The question of property right in trade marks is discussed in a 
later section. 

(25) The history of the law was summed up by Lord Blackhwm in 
Singer Manufacturing Co. v. Loog in the following passage: — ‘‘The original 
foundation of the whole law is that when one, knowing that goods are not 
made by a particular trader, sells them, as and for the goods of the trader, 
he does that which injuries that trader. At first it was put on the ground 
that he did so where he sold inferior goods as and for the trader's; but it is 
established, alike at law and in equity, that it is an actionable injury to pass 
off goods known not to be the plaintiff's as and for the plaintiff's even though 
not inferior. The law as to these trade marks is now regulated by statutes, 
but before there was any legislation on the subject it was well settled that, 
where any one adopted a mark so closely resembling the trade mark of the 
plaintiffs that it would likely be mistaken for it, and put it on his goods and 
sold them, knowing that, though the persons to whom he sold^ them were well 
aware that they are not the plaintiff's make, yet that they were meant to be 
sold to others who would see only the trade mark, and were likely to be 
deceived by its resemblance to that of the plaintiff, he might be proi>erly 
found to have knowingly and fraudulently sold the goods as and for the 
plaintiff’s goods. And, so far, there was no difference between law and 
equity. But at law it was necessary to prove that an injury had been actually 
done; in equity it was enough to show that the defendant threatened to do, 
and would, if not prevented, do that injury.” 

(1) American Chain Co. v. Carr Chain Works, 141 Misc. 303. 
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Dofinitioil. — ^The "law of passing-olf ” or the "doctrine of 
unfair competition” as it is termed in the United States has been 
defined and explained by several eminent judges. In its popular 
sense the law may be stated thus : A person shall not be allowed 
to use trade marks, business names, get-up, or labels, in a manner 
which is calculated to mislead the ordiimry purchaser to believe, 
that his goods are the goods manufactured, or marketed, by some- 
body else, 01 / that his busines.s is the business of a different person 
or firm. No man shall in this way be i>ermitted to appropriate the 
fruits of another’s labour and skill. A shall not sell his goods in 
such a manner that the public who are acquainted with the goods 
of B and who intend to purchase them may be led to purchase the 
goods of A believing them to be the goods of B. 

The counterfeit trade mark need not necessarily he applied 
on the goods. As defined under Article (10-6) of the International 
Convention unfair competition includes "all manner of acts of 
such a nature as to create confusion by any means w'hatsoevcr with 
the goods of a competitor.” There can be passing-off by cir- 
culating trade catalogues or price lists or by advertisements which 
are calculated to deceive and produce the impression that A!s 
goods are the goods of B. In Singer Manufacturing Co. v. Loog,^ 
Lord Blackburn observed: "A name may be so api)ropriated by 
user as to come to moan the goods of the plaintiffs, though it is not, 
and never was impressed on the goods, or on the packages, in which 
they were contained, so as to be a trade mark, properly so called. 
Where it is established that such a trade name bears that meaning, 
I think the use of that name, or one so nearly resembling it as to. 
be likely to deceive, as applicable to goods not plaintiffs’, may be 
the means of passing-off those goods as and for plaintiffs’, just as 
much as the use of a trade mark.” 

The law of passing-off is, however, not confined to cases of 
pure trade marks.* As was said by Lord Justice Homer the law is 


(2) 8 App. Cas. 15. See also Qoodfettow v. Prime, (1887) 35 Ch.D. 9. 

(3) See, for instance, Shcdlia ▼. Freeman ^ Stirling Press, Ld,, 48 B.P. 
C. 370, where an injunction was granted to restrain the defendants from 
printing or selling grey hound racing programmes not being the programmes 
of the plaintiff as Stirling cards. In Eidge v. English Illustrated Magazine, 
l>d; (1913) 29 T.L.B. 592, the plaintiff, a writer of reputation sued defend- 
ants for damages for publishing in their magazine under plaintiff’s name a 
story of which he was not the writer. It was alleged tliat the story was of 
inferior quality and was damaging to plaintiff’s reputation. In summing 
up the judge directed the jury that if the facta are proved and damages are 
likdy though not specifically proved they could find for plaintiff with 
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based on “a much wider principle, the principle beii^ that the 
■court will always interfere by injunction to restrain irreparable 
injur}’- being done to the plaintiff’s property.”* Such property 
includes, for instance, literary property, sxtch as copyright in a 
play or film.® The owner of the copyright in a play “is entitled 
to the right of reproduction whether by means of a dramatic 
performance or by a visual and acoustic representation through 
the medium of cinematograph film,” and is “entitled to prevent 
any person passing-off as and for a cinematx^raph version of that 
work something, which is not, in fact, a version of that work.”* 
And it has been held in America that, if a stage play has 
established a public reputation under a particular title, the use of 
that title as the title of a cinematographic film may be restrained, 
even where there is no other similarity between the stage play and 
the picture play.^ An action for passing-off is thus possible in 
these cases, although no infringement of copyright had taken 
place. Again, the names of charitable societies can be protected 
under the law of passing-off if it is shown that the adoption of the 
name by the defendant society was calculated to deceive, and to 
cause damage to the plaintiff society.® In all these cases damage 
to the plaintiff’s property arising from probability of deception 
■of the public by something which the defendants are doing forms 
the basis of the action. Such damage may have already been 
committed or there may be a serious risk of it in the future. 

A few well-known judicial pronouncements stating the 
principle of the law may be given here. In a famous passage 
which has been so frequently quoted by later Judges, Lord 
Langdale, M.B., laid do-wn the law of paasing-off in the 


damages. la Landa t. Oreenherg, (1908) 24 T.L.B. 441 it was held that 
the right to a turn de plume by which contributions to a newspaper are signed 
and known may be protected. 

(4) SaiMudson v. Producers Distributing Co., Ld., 48 B.P.C. at p. 593. 

(5) Houghton t. Film Boohing Offlees, Ld., 48 B.P.C. 329; Samuelson 
T. Producers Distributing, Co., Ld., 48 B.P.C. 447, 580. 

(6) Luxmoore, J., in Samuelson v. Producers Distributing Co., Ld., 
48 B.P.C. at pp. 459 and 460. 

(7) Kkno V. The General Film Company and Manners y. Triangle 
Film Co., reported in Macgilliyray’s Copyright cases (1917-23, pp. 86 and 
103) and cited in Samuelson y. Producers Distributing Co., 48 B.P.C. at 
pp. 459 and 460. 

(8) Gurkha Association, Simla, Ld. y. Mahomed Umari. A.I.B. 
1919 Lahore 193; British Legion y. British Legion Club {Street), Ld., 
48 B.P.C. 556. 
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following terms: think that the principle on which both ti<e 

Courts of Law and of Equity proceed, in granting relief and pro- 
tection in cases of this .sort, is very well understood. A man is not 
to sell his own goods under the pretence that they are the good.s 
of* another man j he cannot be permitted to practise such deception, 
nor to use the moans which contribute to that end. He cannot, 
therefore, be allowed to use names, marks, letters or other indicia, 
by which he may induce purchasers to ])elieve that the goods 
which he is selling are the manufacture of another pei'son. I own 
it does not seem to me that a man can acquire a property mei’ely 
in a^ name or mark, but whether he has or not a property in the 
name or the mark, 1 have no doubt that another person has not a 
right to use that to attract to himself that course of trade, or that 
custom which without that improper act, would have flowed to the 
person who first used, or was alone in the habit of using, the parti- 
cular name or mark.”® And in Croft v. Day,'° the same learned 
Master of the Rolls said: “The principle in these cases is this — 
that no man has a right to sell his own goods a.s the goods of 
another. You may express the same principle in a different form, 
and say that no man has a right to dress himself in colours, or 
adopt and bear symbols to which he has no jncxiliar or exclusive 
right, and thereby personate another person, for the purpose of 
inducing the public to suppose either that he is that other person, 
or that he is connected with and selling the manufacture of such 
ether person, while he is really selling his own. It is perfectly 
manifest that to do these things is to commit a fraud, and a very 
gross fraud.” 

In Farina v. Silverlock,^'^ Lord Cranworth observed: “T 
apprehend that the law is perfectly clear, that any one who has 
adopted a particular mode of designating his particular manu- 
facture, has a right to say, not that other persons shall not sell 
exactly the same article, better or worse, or an article looking 
exactly like it, but that they shall not sell it in such a way as to 
steal (so to call it) his trade mark, and make purchasers believe 


(9) Perry v. Truefitt, (1842) 6 Beav. 66. 

(10) (1843) 7 Beav. 84. 

(11) 6 De G.M. & G. 214; 26 L..I.Ch. 11. “The fundamental rule 
is that one man has no right to put off his goods for sale as the goods of a 
rival trader.” Lord Kingsdown in Leather Cloth Co., Ld. v. Atnerican Leather 
^loth, Co., Ld., 11 19.L.0. 523. 

17 
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that it is the manufacture to which that trade mark was originally 
applied.” 

In Beddaway v. Banham,^^ Lord Chancellor Halsbury laid 
down the law thus: “For myself I believe the principle of law 
may be very plainly stated, and that is that nobody has any right 
to represent his goods as the goods of somebody else. ” And in the 
well-known Powell’s casc^® the same Lord Chancellor said: “The 
proposition of law is one which, I think, has been accepted by the 
highest judicial authority, and acted upon for a great number of 
years. It is that of Lord Justice Turner, who says, in terms: 
‘No man can have any right to represent his goods as the goods 
of another person. In an application of this kind, it must be made 
out that the defendant is selling his own goods as the goods of 
another.’ The most obvious way in which a man would be 
infringing this rule laid down by Lord Justice Turner is, if he 
were to say in terms: “These are the goods manufactured by a 
rival trader ; and it seems to be assumed that unless he says some- 
thing equivalent to that, nol action will lie. It appears to me that 
that is an entire delusion. By tlie course of trade, by the existence 
and technology of trade, and by the mode in which things are sold 
a man may utter that same proposition, but in different words and 
without using the name of the rival tradesman at all. A familiar 
example, of course, is when without using any name, by the 
identity of the form of the bottle or the form of the label, or the 
nature of the thing sold in the package, he is making the statement 
not in express wordis, but in one of those different forms in which 
the statement can be made by something that he knows will be 
understood by the public. In each case it comes to be a question 
whether or not there is the statement made, and if the statement 
is made, there can be no doubt of the legal conclusion that he must 
be restrained from representing that the goods that he makes are 
the goods of the rival tradesman. Then you get back to the 
proposition which I have read from Turner, L.J.” 

Bight to nuuuufacture or sell not affected. — The doctrine is 
thus based on the broad proposition that equity will not allow one 
person to palm off his goods as those of another, and thereby cause 
injury -to that person. Two rivals in business, competing with 
each other, may manufacture the same line of goods, but if one of 
them had used certain distinctive labels, words or marks, on his 

(12) 13 B.P.O. 218 at p. 224. 

(13) Povutt ▼. The Birmingham Vinegar Brewery Co., Ld., 14 B.F.C. 
at p. 727. 




VI.] Law of Passikg-off. 

goods to indicate to the public that the goods upon which they are 
applied are of his maniifacture, his competitor in business will not 
be permitted to mislead the public by fraudulently using such 
labels, word or marks. As Lord Ardmillan said in one of the 
early Singer cases, “Singer & Co. have no monopoly of the 
invention, and no exclusive right to make or to sell the machine. 
Any one may make it, any one may. sell it. But there must be no 
deception, no sailing under false colours, no unfair and delusive 
assumption of a trade mark, or of a name appropriated and known 
as a trade mark.” And in the well-known Yorkshii'e Relish case,’* 
Lord Justice Lindley similarly observed: “It must never be 
forgotten that a trade mark only confers, on the person whose 
mark it is, a right to say, “Do not imitate my mark in connection 
with goods like mine, so that yours may be mistaken for mine.'* 
There is no exclusive right to the mark, except in connection with 
such goods to prevent deception or mistake. Still less does a trade 
mark confer any exclusive right to make or sell the kind of goods 
denoted by the mark. Unless a person has a patent for his goods, 
similar goods may be made and sold by any one ; and they may be 
better or worse, dearer or cheaper, than those denoted by the mai'k. 
The mark is only a protection against mistakes in taking one 
person’s goods for another’s and the right conferred by a trade 
mark is only to prevent its use, if its use deceives or misleads, or 
is proved to be . calculated so to do.” And, in The Singer 
Manufacturing Co. v. Loog,^* Lord Justice James said : “Whatever 
name is used to designate goods anybody may use that name to 
designate goods ; always subject to this, that he must not, as I said, 
make, directly or through the medium of another person, a fals(i 
representation that his goods are the goods of another person.” 

Fraudiulent intent need not be proved. — ^The decisions in 
MiHington v. Fox^'' and in the Singer cases'* discussed in the earlier 
sections established once for all that in a passing-off action the 
plaintiff need not show any fraudulent intent or guilty knowledge 


(14) Singer Manufacturing Co, v, Kimhall and MortoUf (1873) 
10 Scot. L. Bep. 173; Seb. Dig,, p. 247. See also Singer Manufacturing Co. 
V. Loog 8 App. Cas. 15; Leonard and Ellis* Trade Mark, (1884) 26 Ch. 
D. 288. 

(15) Powell V. The Birmingham Vinegar Brewery Co., Ld., 13 E.P.C. 
at p. 250. 

(16) (1882) 18 Ch.D., p. 412; 52 L.J.Ch. 481; 8 App. Cas. 15. 

(17) 3 My. and Cr. 338. 

(18) Singer Manufacturing Co, v, Wilson, (1871) 3 App. Cas. 376 
Singer Manufacturing Co. v. Loog, (1882) 8 App. Cas. 15. 
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on the part of the defendant. As Brett, L.J., said: '‘It is not at 
all necessary according to the authorities and according to the 
doctrines of the court, to suppose there was any intention of fraud 
existing or that there would be any in the future.”*® The broad 
proposition was established that, in order to obtain relief, it is not 
necessary to jirove any fraudulent intention, and that it is sufficient 
if the plaintiff proves his proprietary right to the mark, and its 
actual infringement. This principle of law is now well settled.®" 
The law was summarised in Reddatvay & Co. v. Bentham Hemp 
Spinning Co.,^^ by Lord Justice Lindley, who, in overruling the 
decision of the lower court, observed: “I am convinced that the 
learned Judge had not present to his mind the equitable doctrine 
established by Lord Cottenham in Millington v. Fox and recognised 
and acted on by the House of Lords in Johnston v. Orr Ewing. 
To obtain an injunction in a case like the present, it is not neces- 
.sary to prove an intention to mislead, nor to prove that any one, 
in fact has been misled. All that need be proved is that the 
defendant’s goods are so marked, made up, or described by him 
as to be calculated to mislead ordinary purchasers and to lead 
them to mistake the defendant’s goods for the goods of the plain- 
tiffs.” In Saxlehner v. Apollinaris Clo.,*® Kekewich, J., stated 
the law in similar terms: "If in a case like the present, the 
defendants’ goods on the face of them, and explained by 
surrounding circumstances, are calculated to deceive, it seems to me 


(19) Hendriks y. Montagu, (1881) 17 Ch.D. f>48. 

(20) Sec Johnston v. Orr-Eutvng, 7 App. Cas. 219; Clement y. Maddick, 
1 Giflf. 98; Borthwick v. The Evening Post, Ed., (1888) 37 Ch.D. 449; 
JSlaeenger Jr Sons v. Eeltham # Co., 6 B.P.C. 531; Eno y. Dunn Jr Co., 
6 B.P.C. 379, 7 II.P.C. 311; Bodega, Co., Ld., and Riviere y. Owens, 6 B.P.C. 
236, 7 B.P.C. 31; Montgomery y. Thompson, 8 B.P.C. 361; Paine J- Co. y. 
Vaniell J" Sons* Breweries, Ld., 10 B.P.C. 217; Beddaway y. Banham, 13 
B.P.C. 218; Saxlehner y. ApoUinaria Co., 14 B.P.C. 645; North Cheshire 
and Manchester Brewery Co. y. Manchester Brewery Co., (1898) 1 Ch. 
539; CeUular Clothing Co. y. Maxton J- Murray, 16 B.P.C. 397 ; Chivera J- Sons 
y. Chivera J- Co., Ld., 17 B.P.C. 420; Grant y. Levitt, 18 B.P.C. 361; 
Carr J- Sons v. Crisp J- Co., Ld., 19 B.P.C. 497; Bourne {Addiey) y. Swan 
and Edgar, Ld., 20 B.P.C. 105; Faulder J- Co. y. O. J- O. Bushton, Ld., 20 
B.P.C. 477; Iron-Ox Remedy Co., Ld. y. Co-operative Wholesale Society, Ld., 
24 B.P.C. 425; Birmingham SmaU Arms Co., Ld. y. Wehb J- Co., 24 B.P.C. 
27; Teatman v. Jlomberger J- Co., 29 B.P.C. 561, 645; Perry J- Co., Ld. v. 
r. Heaain J- Co., 29 B.P.C. 101, 509; Spalding (A.G.) J- Bros. y. A. W. 
Carnage. Ld., 32 B.P.C. 273 ; 0. T. Ld. y. Cumming ^ Co., 32 B.P.C. 69; 
Reliance Rubber Co., Ld. y. Reliance Tyre Co., Ld., 42 B.P.C. 91; Abdul 
Kareem Sahib v. Abdul Kareem Sahib, A.I.B. 1931 Had. 461. 

(21) 9 B.P.C. 503. 

(22) 14 B.P.C. 645 at p. 654. 
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that no evidence is required to prove the intention to decieve, nor 
ought time and money be expended on any such evidence. The 
sound rule is, that a man must be taken to have intended the 
reasonable and natural consequences of his acts, and no more is 
wanted.” So also in Bourne, v. Sumi & Edgar Ld.,^^ 
Parwell, J., observed: ‘Tt has been pointed l)y many judges that 
the injury to the plaintiff is the same whatever the intention of the 
defendant may have been, and there are cases in which the defen- 
dant either did not know of the existence of the plaintiff’s marks 
when he originally took it or honestly believed that he had not in 
fact done anything which could mislead the public.” So, Vice- 
Chancellor Hall said in the “Silverpan” Jam case** that “if the 
defendants use a description which is calculated or likely to pass 
off goods as being of the plaintiffs’ make when they are not, it is 
unueceissary to dive into their minds and establish any animus 
furandi or anything of that sort. It is enough if they use the 
words which are calculated to deceive — the Court will stop them.” 
An illustrative case is Upnumn v, Elkan^^ where it was held that 
the plaintiffs were entitled to an injunction notwithstanding the 
defendants’ contention that they did not deal in the goods but acted 
merely as forwarding agents. 

Actual deception or special damage need not be shown. — 

As the action is in the nature of a quia timet action the plaintiff 
need not show tliat any case of actual deception had taken place 
or that he had suffered special damage. It is enough if he satisfies 
the court that the defendant sells his goods marked in a manner so 
as to lead purchasers to believe, or to create a probability of their 
believing, that they are buying the goods of the plaintiff.* As 
Parwell, J., said: “If the facts are such that the court can 
properly infer from the very nature of the two businesses, and the 
name that confusion must result, then the court acts on that 
conclusion apart from any evidence of actual confusion that has 

(23 ) 20 B.P.C. 105. 

(24) Faulder 4" Co., Ld. v. 0, 4’ C. Bushton, Lil., 20 B.P.C. 477 at 
p. 482. 

(25) L.B. 12 Eq. 140; L.B. 7 Ch. 130. 

(1) HooJeham v. Pottage, 20 W.B. 720; 8 Ch. App. 91; Thorley’s Cattle 
Pood Co. V. Massam, (1880) 14 Ch.D. 763; Beddaway v. lientham Hemp 
Spinning Co., 9 B.P.C. 503; Liebig’s Extract of Meat Co., Ld. \. Chemists’' 
Co-operative Society, Ld., 13 B.P.C. 736; Smidt v. Beddaway 4 Co., Ld., 
9 C.W.N. at 290; 32 Cal. 401; AbdM Salam v. namidullah, 15 I.C. 116; 
Muniswami Mudaliar ▼. Bajagopala Mydatiar, A.I.B. 1928 Mad. 759; 
Beddaway ▼. Hartley, 48 B.P.C. 283; The Clock, Ld. v. The Clock Home 
Hotel, Ld., 52 B.P.C. 386 (Farwell, J.). 
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taken place in the past.”^ The plaintiff has merely to prove ‘‘that 
the defendant has made use of a term which has acquired a special 
signification in respect of the plaintiff’s goods without having 
taken steps to prevent any misleading on the part of the public.”® 
The question is not whether any purchaser has been deceived, but 
whether he is likely to be deceived. For, as Sarjant, L.J., said, 
fraud is only one of the elements of the probability of deception.'* 
This principle has been followed from the time when Millington v. 
Fox® was decided, and the decision had been approved in the House 
of Lords in The Singer Mamufacturing Co. v. Wilson.,* and Cellular 
Clothing Co. v. Maxton and Murray.'' In Beddaway v. Bentham 
Hemp Spinning Co.,* the plaintiffs were non-suited at the trial by 
Cave, J., on the ground that they could not prove an intention to 
mislead or show that miy one had in fact been deceived. On 
appeal the non-suit was set aside, and a new trial was ordered, on 
the ground that in such an action it was only necessary to satisfy 
the eouirt that the defendants’ goods were so marked, made up, 
or described as to be calculated to deceive. Lord Justice Lindley 
observed: “The fact that no proof can be given that any one has 
been misled •will be some evidence to show that no one is likely to 
be misled. But the absence of such proof is by no means conclu- 
sive;” mid again, “To obtain an injunction in a case like the 
present, it is not necessaiy to prove an intention to mislead, nor to 
prove that anyone, in fact, has been misled.” 

The same rule applies to business names. Thus in Rodgers & 
Sons, Ld. V. Heamshaw* where the plaintiffs proved that the name 
“Rodgers” was known universally as referring to their goods, in- 
junction was granted, although the defendants pointed out that 

(2) British Legion v. British Legion Club {Street), Ld., 48 B.P.C. at 

pp. 563 and 564. the court . . . comes to the conclusion that confusion 

is inevitable in the future and that that confusion must result in substantial 
damage to the plaintiffs, the plaintiffs are entitled to relief, notwithstanding 
that no confusion has actually been proved and no actual damage has been 
suffered. ” The Clock, Ld, v. The Clock House Hotel, Ld., 52 B.P.C. at p. 
593 (FarweU, J.). 

(3) Bowme v. Swan and Edgar. Ld., 20 B.P.C. 105 (FarweU, J.). 

(4) McDowell ^s Application, 43 B.P.C. at p. 3.39. 

(5) (1838) 3 My. & Cr. 388. 

(6) * (1877) 3 App. Cm. 376. 

(7) (1899) 16 B.P.C. 397. 

(8) 9 B.P.C. 503. 

(9) 29 B.P.C. 349. See also North Cheshire and Manchester Brewery 
<^o. V. Manchester Brewery Co., (1899) App. Cas. 83 and Grant v. Levitt, 
18 B.P.C. 361. 
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there was not a single instance of confusion between the two goods. 
In 'WooUworth S' Cut., Ld. v. Wooluforths (Atistralasia) Ld.,^° the 
defendant company was incorporated for the purpose of buying 
in England for the Woolworths, Ld. of Australia, goods similar 
to 'those dealt with by the plaintiff company. In granting an in- 
junction Parwdl, J., said: — “The evidence that has been called 
before me has not satisfied me that down to the present time there 
has been any serious confusion at all. . . . That, however, does not 
conclude the matter.” His Lordship then proceeded to sjxy: — 
“The fact that there has not been confusion during the first nine 
months of the defendant company’s existence, does not in any 
way entitle the defendant company to succeed in this action, 
because my task is not only to decide whether there has been 
confusion in the past, but whether the names so nearly resemble 
one another as that the defendant’s name is calculated to deceive. 
That is a question of the future. I have got, taking all the cir- 
cumstances into consideration, to determine whether there will 
be the possibility of such confusion as will lead to damage to the 
plaintiff company, and whether the possibility is so great that the 
plaintiff company is entitled to the relief which it seeks.” 

The principle on which the court acts was laid down by Sir 
Geoi^e Jessel thus: “What the law did prevent was fraud; and 
it prevented not only actual fraud, that is, fraud intentionally 
committed but it also prevented a man from carrjdng on business 
in such a way, whether he knew it or not, as to represent tliat liis 
business was the business of another man. ’ The reason is obvious. 
“The very life of a trade mark depends upon the promptitude 
with which it is vindicated.”'® A plaintiff is not therefore boiind 
to wait and see whether any member of the public has actually 
been deceived, and is justified in bringing the suit at the earliest 
possible moment directly an attempt is made by the defendant to 
pass other goods as the plaintiff’s. Again, any delay which may 
be incurred in obtaining evidence of special damage may render 
the damage irreparable. So, in Fmdder <5* Co., Ld. v. O. and O. 
Ru^ion, Ld.^^ Vice Chancellor Hall observed: “It was said that 


(10) 47 B.P.C. 337. 

(11) Merchant Banking Co. of London (Limited) v. The Merchants* 
Joint Stock Bank, (1878) 9 Cli.D. 560. 

(12) Johnston v. Orr-Ewing, 13 Ch.D. 434. 

(13) 20 B.P.C. at p. 490. See also Price’s Patent Candle Co., Ld. v. 
Jeyes’ Sanitary Compounds Company, Ld., 19 B.P.C. 17; Teofani 4" Co., Ld. 
V. Teofani, SO B.P.C. 76, 446; Forth and Clyde and Sunnyside Iron Com- 
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nobody was deceived. There are a good many observations to be 
made about that. A man who finds that his trade is beii^ in- 
fringed frequently says, “I will go to the court at once, and stop 
it immediately, and under those circumstances it is not likdy 
that there would be evidence of any person being actually deceived, 
because his object is to stop it immediately.” And, in iJoberf 
Middleanas and Percy James Wood (trading as Walters & Co.) v. 
Moliver & Co.,^* Eve, J., said, “It is of great importance to a 
trader, when he ascertains that goods which he alleges infringe his 
rights are being put on the market, at once to nip, if he can, the 
process in the bud, and it may well be that the promptitude with 
which the plaintiffs acted in this case has in fact prevented cases of 
confusion arising.” 

Probability of deception constitutes sufficieint cause of action. 

— It is thus sufficient if the plaintiff shows that the defendant had 
offered for sale his goods marked in a manner which is likely to 
mislead the public into purchasing them believing them to be the 
plaintiff’s goods. “In an application for an interdict it is not only 
not neces^ry to pnrve any pecuniary damage, but it is not neces- 
sary to prove that any injury has been actually inflicted. A 
threat of injury is a sufficient ground for an application for an 
interdict, and in like manner a reasonable apprehension of injury 
from the proceedings of the parties complained against is also 
in many circumstances a very good ground for such an appli- 
cation.”’* In Spalding (A.G.) & Bros. v. A. W. Qamage, Ld.,^’^ 
Lord Parker said: — “This principle is stated by Lord Justice 
Turner in Burgess v. Burgess and by Tjord Halsbury in Reddaway 
v. Banham in the proposition that nobody has any right to repre- 
sent his goods as the goods of somebody else. • It is also sometimes 
stated in the proynwition that nobody has a right to pass off his 
goods as the goods of somebody else. I prefer the former state- 
ment, for whatever doubts may be suggested in the earlier 
authorities, it has long been settled that actual passing-off of a 
defendant’s goods for the plaintiffs’ need not be proved as a con- 


panies, Ld. v. Sugg (William) 4 - Co., Ld., 45 B.P.C. 382; Samuelaon y. 
Frodueers Distributing Co., Ld., 48 B.P.C. 447, 580. 

(14) 38 B.P.C. 07. 

(15) Per Lord President Inglis in Singer Manufacturing Co. v. Kimball 
and Morton, 10 Scot. 1.. Bep. 173, Seb. Dig., p. 247. See also EdAsten v. 
Edeliten, 1 Do O. J. & S. 185; Iron-Ox Remedy Co., Ld. t. Co-operatioo 
Wholeaale Society, Ld., 24 B.P.C. 425. 

(16) 32 B.P.C. at p. 283. 
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dition precedent to relief in Equity either by way of an injunction 
or of an enquiry as to profits or damages. ’ ’ 

Injury to the plaintiff’s business may be caused either by way 
of loss of custom or by way of loss of reputation, and it is therefore 
sufficient for the plaintiff to show the probability of either of them. 
So in Harrod's, Ld. v. R. Harrod, Ld.,^’’ Lord Justice Sarjant in 
the Court of Appeal said : — “I think that Biyme, J., in his decision 
went on too narrow a ground, because he thought that it was 
necessary, in order that the plaintiffs should succeed, that they 
should show there was some probability of their being involved in 
actual pecuniary liability to the customers of the defendants. It 
seems to me it was quite enough for him to have found, as was 
obviously the case there, that the proceedings of the defendants 
involved a risk of probability of injury to the trade reputation of 
the plaintiffs.” 

Notice of action need not be given to the defendant. — The 
rule that a plaintiff in a passing-off action need not wait until 
actual deception occurs has been followed so closely by the courts 
that it has been held that it is not incumbent on the plaintiffs in 
the action even to inform the defendant before the commence- 
ment of the suit. So, in the early case Pierce v. Fmnks^^ it was 
held that the plaintiff had not exceeded his right in filing his bill 
without previous communication with the defendant, and that 
the plaintiff was entitled to the cost, notwithstanding the defend- 
ant’s statement that he would have submitted if application had 
been made to him. The reason underlying this rule was explained 
in Upmann v. Forester^* by Chitty, J., thus: “A plaintiff in thc.sc 
cases is placed in circumstances of difficulty, because, if he were 
to give notice there is great probability of the defendant at once 
getting rid of the spurious articles before the plaintiff could 
interfere, and the plaintiff therefore would in many instances be 
affording the defendant an opportunity of doing what the injunc- 
tion would have x)revented.” The rule was explained in sub- 
stantially similar terms in Fmdder & Co., Ld. v. O. and G. Rush ton, 
Ld.,^" by Vice Chancellor Hall. “It was said that no letter was 

(17) 41 B.P.C. at p. 87. 

(18) 15 L.J. Ch. 122, Seb. Dig. p. 41. 

(19 24 Ch.D. 231 (1883). 

(20) 20 R.P.O. at 490, “Why should a person assailed and injured 

by unfair competition teach his opponent how far he may safely go in 
undermining a rival business which he wishes to destroy! Why should he 
throw away the only chance of obtaining by process of law redress for injury 
already done.” Lord Macnaghten in Weingarten Bros. v. Charles Bayer ^ 
Co., 22 B.P.C. .341 at p. 350. 

18 
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written before the commencement of the action. But then there 
was an easy way of stopping the writ. As a matter of courtesy it 
is usual and proper that a letter should be written for the purpose 
of warning the proposed defendant of what is going to be done, 
so as to give him an opportunity of explaining or withdrawing. 
But in cases where a man is caught taking another man’s trade or 
property, sometimes it is desirable to go on without delay so as to 
cut it short, and in this ease possibly the plaintiffs wanted to make 
sure of the evidence that they could get before anything could be 
done which might interefere with proof of their case.” 

Innocent infringement is no defence. — The owner of a trade 
mark is entitled to protection against an innocent as well as against 
a malicious infringer. Injunction will be granted, notwithstanding 
the fact that the defendant did not know that the plaintiff was the 
owner of the mark at the time of the infringement. MUlington v. 
Fox*^ which is the earliest authority on the point has already been 
referred to. “It does not signify, for the purpose of the plaintiffe’ 
right to relief, whether the defendant had acted with a fraudulent 
intention or not ; it is enough if, even without any unfair intention, 
he has done that which is calculated to mislead the public.** 

In Singer Manufacturing Co. v. WUson** Lord Cairns 
observed: — “The argument that fraud must be proved assumes 
that the trade mark of the plaintiff has been adopted and used by 
the defendant, but contends that this use of it is to continue with- 
out restraint even after the improper use has been pointed out, 
merely because in the first instance, it took place ignorantly or 
inadvertently. This argument appears to me to be founded on a 
misapprehension. The action of the court must depend upon the 

(21) 3 My, & Cr. 338 (1838). See also McAndrew v. Bassett, .33 L. 
.T.Ch. 561; Clement v. Maddick, 1 Giff. 98; Dixon v. Favocus, 3 £. & E. 
537, Cartier v. Cariile, 31 Beav. 292; Leather Cloth Co. {lAmited) v. American 
Leather Cloth Co. {Limited), 4 De G. J. & S. 137; Moet v. Couston, 33 Beav. 
578, Singer Manufaeiwring Co. v. Wilson, 3 App. Cas. 376; Singer Manu- 
facturing Co. V. Loog, 8 App. Cas. 15; Powell v. The Birmingham Vinegar 
Brewery Co. Ld., (1896) 2 Ch. 54; Cellular Clothing Co. v, Maxton 4" Murray, 
16 B.P.C. 397. 

(22) Per Kindersley, V.C., in Glenny v. Smith, 13 W.B. 1032 (1865) ; 
Seb. Dig. p. 144. 

(23) 3 App. Cas, 376. See also Birmingham Small Arms Co., Ld. v. 
Webb Co., 24 B,P,C. at p. 31. “The defendants’ conduct may have been 
perfectly innocent, but if as a matter of fact, the get-up is such that the Defen- 
dants’ carton so nearly resembles the Plaintiffs’ in distinctive features and 
is calculated to deceive, of course the Plaintiffs will succeed on the point 
of get-up” dauson, J.; Hampshire 4" Co., (1927) Ld. v. General Kaputine 
Syndicate, Ld., 47 B.P.C. 437 at p. 443. 
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right of the plaintiff, and the injury done to that right. What 
the motive of the defendant may be, the court has very imperfect 
means of knowing. If he was ignorant of the plaintiffs’ right in 
the first instance he is, as soon as he becomes acquainted with them 
and ‘persevered in infringing upon them, as culpable as if he had 
originally known them. I have never known any serious doubt 
entertained on this subject since the case of MUlington v. Fox.” 
So also, in Cochrane {Sir Henry) v. McNish S' Son^* the Privy 
Council observed: “The respondents erred unwittingly at first. 
But as they persisted in their error after their attention was called 
to the fact that they were infringing the appellant’s rights, their 
conduct, in the eye of the law, amounts to fraud, and they must 
be held responsible for the consequences.” And, in Saxlehner v. 
Apollinaris Co.,^^ Kekewich, J., said that the proposition that 
nobody has any right to. represent his goods as the goods of some- 
body else is perfectly general. “There is no limit as regards name, 
origin, honesty of manufacture or sale, or otherwise. It matters 
not, therefore, how a Plaintiff’s goods come to acquire a parti- 
cular value, or how a Defendant’s goods have come to adopt that 
value. If, in fact, the Defendant is selling his goods as those of 
the Plaintiff, he is doing what the law will not allow, and the 
Plaintiff is entitled to relief against him.” 

The law was stated by Cotton, L. J., in Turton S Sons, Ld. 
V. Turton,^ thus: “Of course, that (passing off) may be done 
unintentionally, but where there is a manifest and natural mean- 
ing in the words used that the goods are the goods of somebody 
else, and the man who uses those terms uses not his name only, 
but somebody else’s, he would be stopped from doing so as soon 
as he is aware of the facts which make the prima facie intention 
and result of what he is doing, passing off his goods as the goods 
of somebody else. It was formerly said that no action could be 
maintained unless a man had done so fraudulently and intention- 
ally, but when he finds out that the natural construction of what 
he is doing, when the facts are known, is to represent his goods to 


(24) 13 E.P.C. at p. 107. See also Harrison v. Taylor, (1865) 12 
L.T.N.S. 339; aement v. Uaddiok, 1 Giff. 98, Seb. Dig. p. 97; Bodega Co. 
(Limited) and Biviere ▼. Owens, 6 B.P.C. 236, 7 R.P.C. 31; Baker v. 
Kawson, 8 B.P.C. 107; Paine # Co. v. DanieUs ^ Sons’ Breweries, Ld., 
10 B.P.C; 217; Champagne Heidesieck et "ie. v. Scotto 4" Bishop, 
43 B.P.C. 101. 

(25) 14 B.P.C. at p. 652. 

(1) 42 Ch.D. 128 (1889) . 
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be somebody else’s, then he should be stopped, even though he had 
originally done that unintentionally and innocently.” So also, 
in Chivers S' Sons v. Chivers S’ Co., Ld.,^ Parwell, J., observed 
that “fraudulent intention is not material, partly because a man 
is presumed to intend the natural consequence of his own act 'and 
partly because although he may have acted in ignorance in the 
first instance, yet if he continues that course of conduct after he 
has got knowledge of the facts, he then becomes guilty of the fraud, 
because he knows then in what the fraud consists.” 

Conduct of the innocent infringer after notice of plaintiff’s 
right. — ^Where a trader has innocently adopted a trade mark 
which is calculated to deceive by its similarity to another’s trade 
mark, his continuing to use after compaint has been made would 
constitute evidence of fraud.* As to what an innocent infringer 
is expected to do after he becomes aware of the plaintiff’s right was 
stated in Upmann v. Elkan* by Lord Romilly, M.R., thus: “It 
is his duty at once to give all the information required, and to 
undertake that the goods shall not be removed or dealt with until 
the spurious brand has been removed and to offer to give all 
facilities to the person injured for that purpose. If, after that, 
the person injured files a bill, though he will be entitled to all that 
he asks in the shape of relief, as he might have got it all without 
suit, he wrill not get from such defendants the costs of the suit, and 
he may have to pay them. ” In the above case a firm of forwarding 
agents in London received from correspondents abroad several 
boxes of cigars with counterfeit trade marks. On application by 


(2) 17 R.P.C. 420. "In the result it is perfectly immaterial to my 
mind, for the purposes of the- -decision of this case, whether they (defen- 
dants) were fraudulent or not, . . . it is perfectly immaterial whether they 
intended it or not." Lord Halsbury in North Cheshire and Manchester Brewery 
Co. V. Manchester Brewery Co., (1899) App. Ca. 83. "If the taking of a 
name were originally innocent, persistence after the knowledge may become 
fraud," Harrod’s, Ld. v. B. llarrod, 41 B.P.C. 47, Sarjant, L.J. "The 
fact that there is no fraud, the fact that the Defendant c.ompany has acted 
in good faith does not protect it from an order against it by the court, if I 
am satisfied that the names are so similar that there is a serious risk of 
confusion which will cause damage to the plaintiff company." Farwell, J., 
in WMworth 4r Co., Ld. v. Woolworths (Australasia), Ld., 47 B.P.C. at 
p. 340. 

(3) Orr-Ewing 4' Co. v. Johnston 4" Co., (1880) 13 Ch.D. 434. 

(4) L.B. 12 £q. 140. Where a party has established his object by 
unnecessary litigation costs may not be awarded, Millington ▼. Fox., 3 My. 
& Cr. 338; In Moet v. Couston (1864), 33 Beav. 578 an injunction was granted 
but not account of profits against the innocent infringer. 
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the owners of the marks the agents gave information as to the 
consignors, and offered either to send back the cigars or erase the 
marks. As the agents had given sufficient information they were 
not required to pay costs. In Catterson & Sons, Ld. v. Anglo- 
Foreign Manufacturing Co. Ld.,^ the defendants who were commis- 
sion agents ordered incandescent mantles from a German manu- 
facturer and directed that they might .be made up in the same form 
as a sample of the plaintiff’s case, which had been handed to them 
by their customer. The defendants alleged that they did not 
know that the sample ease was the case in which the plaintiffs were 
in the habit of making up their goods. But as they did not admit 
the plaintiff’s right and merely stated that they had taken the 
matter up with the manufacturer and customer, the plaintiff’s 
motion for an interlocutory injunction was granted with costs. 
Warrington, J., said that it appeared to him that the defendants’ 
“letter was not a proper letter to have been written by persons 
who had innocently forwarded what was in fact a gross fraud.” 
Where certain circulars containing a mis-statement had been 
issued it was held that it was the duty of the defendants to set 
right their mi.slake at the earliest available opportunity," notwith- 
standing that there had not been any actual fraud or intention to 
deceive on the part of the defendants, and the infringement was 
due to inadvertence on the part of a careless manager. The 
defendant’s offer to. pay nominal damages and to give an under- 
taking not to use the mark except in connection with the plaintiff’s 
goods was not in the circumstances held to foe sufficient. 

In the Masbro ease^ an action was brought to stop a Co- 
operative Society from supplying a substitute in response to orders 
for the plaintiffs’ goods. On the first day of the trial the counsel 
for the defendants said that they never had claimed that it was 
proper to supply these goods without explanations, and that they 
were perfectly willing to give an undertaking that they would not 
do so. The court held that there was no justification for rejecting 
that very reasonable offer and refused to grant an injunction and 
order as to costs. In American' Tohacco Co. v. Quest^ the defen- 

(5) 28 E.P.C. 74. Stee, Voices, Ld. v. Evans and Marble Arch Motor 
Supplies, Ld., 49 B.P.C. 140. 

(6) Yeatman v. Homherger 4" B.P.C. 561 & 645; See also, 

Spalding 4" Bros. v. Oamage, Ld., 30 B.P.C. 388, 31 B.P.C. 125, 32 B.P.C. 
273. 

(7) Lever Bros, Ld. v. Masbro’ Equitable Pioneers Society, Ld., 
29 B.P.C. 33, 225. 

(8) 9 B.P.C. 218. 
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dants who had purchased in the market five hundred spurious 
cigarettes in the belief that they were in fact the Plaintiff’s 
cigarettes, had returned all the cigarettes bought except twenty 
and were willing to submit to any order. Costs of the action were 
not allowed. In Kodak, Ld. v. Thomas Illingworth S' Co., Ld.,^ 
several instances were proved of sales of the defendants’ goods 
when the plaintiffs’ goods were ordered. The defendants, while 
alleging that passing-off, if any, was by salesmen acting contrary to 
directions given to them, expressed willingness to give an under- 
taking and damages but refused an apology for publication. Inter- 
locutory injunction was granted by Tomlin, J. In Sodete Francaise 
V. West Central Wireless Supplies^*^ the defendants innocently sold 
under the plaintiffs’ trade name “Sferavox” a single loud speaker 
not of the plaintiffs’ but denied that the plaintiffs were entitled 
to an injunction or to damages. They had exhibited in their 
window a loud speaker not of plaintiffs’ manufacture under the 
name “Sferavox.” Injunction was allowed with costs, notwith- 
standing that the plaintiffs had asked for damages to which they 
were not entitled. 

It may be mentioned here that since Edelstera v. Edelsten^'- 
it is settled law in England that an innocent infringer is liable 
only for nominal damages. But wilful ijersistence by defendants 
in infringing a trade mark after their attention is called to it 
amounts to fraud and actual damages or an account of profits 
will then be ordered.^* 

Where proof of actual deception may be material. — ^Although 
it is not necessary for the plaintiff to establish a single case of 
actual deception where the court is satisfied that there would be 
probability of confusion between the two marks, evidence as to 
a few dear cases of deception of the public would be material 
where the court expresses doubt as to whether the defendant’s 
mark is calculated to deceive.** Where, therefore, the marks had 
been in use. for several years side by side and no case of actual 
deception' had occurred, the court may find it difficult to believe 


(9) 43 B.P.C. 3.3. 

(10) 45 B.P.C. 276. 

(11) 1 De G. J. & S. 185. 

(12) See Chapter oa Damages. 

(13) ‘'In a passing-off case it is, of coarse, not necessary to prove 

intention to deceive or actual deception; but the absence of both is highly 
important." Lord Bobertson in Weingarten Bros. v. Charles Bayer 4" Co., 
22 B.P .0. at p. 352. . - 
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that the defendant’s mark ia calculated to deceive. “If you did 
prove” said the Master of the Rolls in Christiansen’s Trade Mark 
cose“ “as a fact that this (trade mark) had been used for years, 
and if you could prove and did prove that nobody ever had been 
deceived, that would go a great way certainly to modify one^s own 
opinion, because if one found that people had not been deceived 
one would not be obstinate about it.” So, in Rodgers v. Rodgers'^ 
injunction was refused on the ground that no case of deception 
had occurred, although the goods of the plaintiff and the defendant 
had been on the market for several years. Mdliah, L.J., said: 
“In my judgment in order to make out a clear case when it has 
lasted for such a great number of years as this, the plaintiff ought 
to prove satisfactorily that persons have actually been deceived.” 
So also in Lamherfs Trade Murk oa.se*® although the two marks had 
been existing side by side for nearly 200 years it was not shown 
that any one had been deceived during this long period, 
Mr. Justice North said that, while he did not hold for a moment 
that proof of actual deception was essential, yet the absence of it, 
when it might have .been proved, was a matter deserving conside- 
ration. And, in Baker v. Ramson^’’ the same learned Judge 
observed: “My mind is very much influenced by the fact that 
neither in Wolstenholme’s time nor since, has any case of deception 
been actually proved. I am quite aware of the aiithorities upon 
the subject, that it is not necessary to prove such a case, and the 
probability of deception may be made out without any such case 
being proved, but, on the other hand, if there is a doubt on the 
subject as to whether a mark is likely to deceive or calculated to 
deceive or not, the production of two or three clear cases of 


(14) 3 B.P.C. at p. 62. See also, Alex. Fine ^ Sons Ld’s Application, 
49 B.P.C. at p. 216, 50 B.P.C. 147. 

(15) 31 L.T.N.S. 285 (1874). See also, Cope v. Kvans, L.B. 18 Eq. 
138 (1874); PhiUips v. Ogden, 12 B.P.C. 325; Nich^son ij- Sons Ld.’s 
Application, 48 B.P.C. 227; Jays’s, Ld. v. Jacohi and Limburg, 50 B.P.C. 
132; C. 4" T. Morris (Caine), Ld. v. F. S. E. Harris, 51 B.P.C. 98. 

■ (10) 5 B.P.C. 542. See also, Talbot’s Trade Marks, 11 B.P.C. 77; 

The London General Omnibus Company v. Lavell, 18 B.P.C. 74 (Court of 
Appeal): McCaro, Stevenson 4" ^rr, Ld. v. Lee Bros., 23 B.P.C. 1; 
Holbrooics Ld.’s Application, 26 B.P.C. at p. 796; Andrew 4 7. 

Kuehnrich, 30 B.P.C. 677; Duncan Alerdice 4 Co., Ld. v. Edmund and 
John Burke, Ld., 33 B.P.C. 341; Willesdon Varnish Co., Ld. v. Voung and 
Marten, Ld., 39 B.P.C. 285, Hutchinson’s Application, 41 B.P.C. 638; 
Ardath Tobacco Co., Ld. t. Sandorides, Ld., 42 B.P.C. 50. 

(17) 8 B.P.C. 89. la Macmillan v. Ehrmann Bros., Ld., 21 B.P.C. 

p. 366, where Buckley, L.J., said: “No single person of any sort or 



144 The LaW or Trade & Merchandise SIarxs in India. [Chap. 

deception would be of the utmost importance, and 1 cannot fail 
to attach some weight to the fact that, there being great doubt in 
other respects, no case of deception of any kind is found.” 
Injunction was therefore refused. On the other hand, in 
Facsimile Letter Printing Ca., Ld. v. Facsimde Typewriting Co.,^* 
interlocutory injunction was granted restraining the defendants 
from using the name, instances of confusion having occurred. It 
is thus always advisable for the plaintiff to establish a few cases 
of actual deception wherever possible. And, it has been held that 
a certain amount of delay in getting such evidence will not 
constitute a bar to the plaintiff’s right of action.** Where the 
marks are used abroad, the absence of evidence as to cases of 
confusion may be explained by the difficulty in procuring witnesses 
from the foreign countries.*® 

Partioulars of fraud to be given in the pleadings. — Tn all 

cases where the party pleading relies at the trial on fraud it is 
essential that it should be put forward clearly in the pleading.** 
The object of this rule is to prevent the defendant being taken by 
surprise at the trial. Where the plaintiff alleges that various 
persons had been, deceived by the defendant’s goods the names and 
addresses of such persons form material facts of the case and must 
be disclosed to the defendant. The rule was stated thus by 
Kekewich, J., : “The courts have uniformly endeavoured to 
prevent the plaintiff or the defendant, as the case may be, from 
prying into the brief of his opponent, or finding out what is to be 
the evidence which is to be produced at the trial. On the other 
hand, the courts have uniformly said that the plaintiff or the 
defendant is. entitled to be told any and every particular which 


(lescription has been called who said: ^‘1 read the defendants’ list, and 1 
thought that what they were offering was the plaintiffs’ whisky and I ordered 
from the defendants under that belief. ” 1 do not say that that concludes the 
case either. If I find that the words are calculated to induce that belief, I 
might find that without evidence of cases in which it had that result, but the 
fact that there is no evidence at all that it ever had that result is, of course, 
a very important factor in arriving at a conclusion as to this.” Coleman ^ 
Vo., Ld. V. Stephen Smith ^ Co., Ld., 29 B.P.C., at p. 89, Cozens Hardy, 
M.R., See also. Smith's Potato Crisps, Ld. v. Paige's Potato Crisps, Ld., 45 
B.P.C., at p. 36. 

(18) 29 B.P.C. 557. See also. Smith's Application, 40 B.P.G. 77. 

(19) Lee v. Haley, L.B. 5 Ch. 155, 18 W.B. 242. 

(20) Wilkinson v. Griffith Bros. ^ Co., 8 B.P.C. 370. 

(21) Civil Procedure Code, Order VI, Buie 4. If the particulars of the 
alleged fraud are not set forth in the plaint the plaint may be rejected under 
Order VII, Buie 11. 
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will enable him to properly prepare his case for the trial, so that 
when the trial comes on he may not be taken by surprise. ^ 

While a plaintiff must, in general, be limited to the case wliich 
he puts forward in his plaint the court may allow him to amend 
the ’ pleading under certain circumstances. For instance, in 
Muniswami Mudaliar v. Kajagopala Mudaliar^^ the owner of a 
journal known as ''Ananda Bodhini,’’ complained tliat the deiVn- 
dant had recently stalled a similar periodical under the name 
‘^Ananda Guna Bodhini*’, and that the use of this name was 
calculated to deceive the public. When the case came up for trial the 
plaintiff sought permission to amend his plaint by alleging fraud. 
It was held that the omission to refer to fraud in the plaint was 
due to an oversight and that in the interests of justice the amend- 
ment ought to be allowed. The nile was stated by Astbury, J., 
thus®® : “An amendment of the pleading may be allowed where it is 
only an amplification of their original statement that the defen- 
dants have been fraudulently passing off, or attempting to pass off 
their goods as Plaintiffs’, and where no harm could be done which 
is not capable of being compensated for by costs. The costs of the 
application and the costs occasioned by the amendment must be 
borne by the plaintiffs. ” 

Probability of deception presumed in cases of fraud. — 
Although fraudulent intention need not be shown it will bo useful 
for a plaintiff in a passing-off action to ascertain whether the 
defendant had adopted the mark with b(yna fide or fraudulent 
intention. ^*lf a mere comparison of the goods, explained by 
surrounding circumstances, is not sufficient, then it is allowable to 
prove from other sources that what is, or may be, apparent 
innocence was really intended to deceive”.^ Where fraud is 
established ‘‘the court would readily assume that the defendant 
would be likely to succeed in his design, however much it might on 
the face of it appear to a lawyer that he had sufficiently distin- 
guished the designation which he has applied to his 


(22) Hwnphries v. Taylor Drug Co., 5 E.P.C. (>87. 

(23) See, Civil Procedure Code, Order 6, Buie 17. 

(24) A.I.B. 1928 Mad. 759. 

(25) India Itubher Guttapercha and Telegraph Works, Ld. v. 
Country Golf Co-, 42 R.P.C. 225. 

(1) Per Kekewich, J., in Saxlehner v. Apollinaris Co., 14 B.P.C., at 
p. 654. 

19 
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guuds from the plaintiffs”*. If you are driven to this, 
conclusion” said Lindley, L.J., “that what is intended to be done 
is to deceive if possible, I do not think it is stretching the imagi- 
nation very much to credit the man with occasional success or 
possible success. Why should we be astute to say that he cannot 
succeed in doing that which he is straining every nerve to do.”* 
Success will generally be presumed where there is intention to 
defraud. For, as Farwell, L.J., observed : “It does not lie in the 
mouth of a rogue, when he is found to be a rogue as a fact, to say 
that his roguery was so clumsy that it could not possibly succeed.”'* 
“If I once came to the conclusion that fraud had been intended 
I should restrain the defendants altogether. It is no defence to 
say: “We tried to commit a fraud and failed.”* In Royal 
Insurance Co., Ld. v. Midland Insurance Co., Ld.,^ Cozens-Hardy, 
M.B., observed: “I am aware that in an action of this kind it is 
not necessary to prove fraud on the part of the defendant, if you 
prove and satisfy the court that what the defendant is doing is 
(‘.alciilated to deceive, and to prejudice the plaintiffs in their trade 
or business. Still the presence of fraud makes an enormous 
difference. Given a case of fraud, the court does not allow the 
defendant to say that his intention to take what was not his, and 
to damage the plaintiffs, would be ineffective. The Court assumes 
that the rogue was skilful enough to devise a scheme which would 
have the effect which he desired, or, in other words, he is not 
allowed to say that his fraudulent act would not have the effect 
which he desired that it should have.’* In the case of Lloyd’s v. 

(2) Beddaway v. Bartley, 48 R.P.C., at p. 299, Lawrence, L.J. 

the object was to deceive, then the Court will presume as against the wrong 
doer that the means employed to cause deception were calculated to effect that 
purpose. ... It follows from this reasoning that if the plaintiffs imitated 
the whole or part of Bewhurst's mark with the object of deceiving the Court 
vdll presume as against the plaintiffs that the imitation as adopted was 
calculated to deceive. It is only if the fraudulent design be negatived that it 
becomes material to enquire whether the resemblance was calculated to 
deceive.” per Sale, J., in Nemi Chand v. Wallace, 34 Cal. 49t5; 31 C.W.N. 537. 

(3) Slazenger ^ Sans v. Feltham ^ Co., 0 R.P.C., at p. 538. **If you 
establish that the motive was to try and imitate, you may well infer from* 
that, that a Tnan who was going to do a scoundrelly action for his own benefit 
would take care to do it effectually, and you might infer, therefore, that if the 
motive was to defraud, the person defrauding would take care to see that 
what fie did was done effectually.” Bomer, L.J., in Payton ^ Co,, Ld, v. 
Snelling, Lampard ^ Co,, Ld,, 17 R.P.C., at p. 50. 

(4) Chivers ^ Sons v. Chivers f Co,, Ld,, 17 R.P.C. 420. 

(5) Lambert 4" Butler, Ld, v. Goodhody, 19 R.P.C. at p. 381,, 
Fiu^well, L.J. 

(6) 26 R.P.O., at p. 97. 
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Lloyd’s (Southampton), Ld.,’’ the plaintiffs brought an action 
against the defendants for an. injunction to restrain them from 
representing that they were carrying on business as Lloyd’s agents. 
Warrington, J., said that the defendants were making an 
“impudent attempt to obtain by the use of this name, some benefit 
from the reputation attaching in the shipping world to the name 
of ‘Lloyd’s’’, but he refused to grant an interlocutory injunction 
on the ground that on the evidence there was no “reasonable 
probability of such deception being practised.’’ The Coui’t of 
Appeal, however, held that the evidence was amply sufficient to 
enable the court to say that the defendants were using the plain- 
tiffs’ name for a fraudulent and improper purpose and that the 
injunction should therefore be granted. Cozens-Hardy, M. R. 
observed: “I agree as to the attempt, but I can stop it. If I find 
that a man, taking a particular name under which to trade, is a 
knave, I give him credit for not being also a fool, and I assume 
that there is a reasonable probability that his knavish purposes 
will succeed. In Iron-Ox Remedy Co., Ld. v- Co-operative Whole- 
sale Society, Ld.,^ the plaintiffs had been selling a proprietary 
medicine under the name ‘Iron-Ox tablets’. The defendants, 
being unable to obtain the plaintiffs’ goods I’or sale, caused to bo 
made and supplied to their retail customers a siubstitute under the 
designation of “Compound of Iron oxide tablets”, which contained 
iron-oxide practic^ly useless as a drug, and also other and useful 
drugs, with the avowed intention of competing with ‘Iron-Ox 
tablets’ . There was no complaint of similarity of get-up and the 
plaintiffs had no objection to the pill being described as oxide of 
iron tablet . Injunction was granted on the ground that the defend- 
ants action would lead to confusion, and was for that purpose 
deliberately chosen. Parker, J., said, “In considering a question 
of this sort it is always very material to know the precise circum- 
stances under, and the precise reasons for which the trade des- 
cription to which objection is made, has been adopted. If the 
conclusion is once arrived at, that the description was adopted not 
with the object of fairly describing the goods to which it is applied, 
but with the object either of actually misleading the public, or 
taking an ixndue advantage of the business connection, or the 


(7) 29 R.P.C. 433. See also, Walter v. Ashton, 2 Ch. 282; 
Harrod's, Ld. v. B. Sarrod, Ld., 41 R.P.C. 74. 

(8) 24 R.P.O. 425. See also John Brinsmead Sons, Ld. ▼. Brinsmead, 
30 R.P.C. 493; Hennessy Co. v. Keating, 25 R.P.C. 125, Seeley 4" 
Co., Ld. T. Emboaotype Manvfaeturing Co., 41 R.P.C. 160. 
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expenditure, of a rival trader, it does not, I think, require much 
further evidence to justify the conclusion that the public is likely 
to be misled.” 

Close similarity in g>oods may not be insisted on where fraud 
is shown. — The general rule is that the owner of a trade mark ’in 
one class of goods cannot complain if the mark is used by the 
defendant in a different class of goods.® However, where fraud 
is shown, the courts will not look minutely whether or not the 
nature of the business carried on by the defendant is very similar 
to that of the plaintiff. Injunction may be granted even if there be 
only slight similarity or connection between the two goods . A case 
illustrating this point is Dunlop Pneumatic Tyre Co., Ld. v. 
Durdop Lubricant Co.^® The plaintiffs had been using the word 
“Dunlop” on pneumatic tyres for cycles and their accessories, 
such as pumps and inflators, while the defendant company dealt in 
oils and lubricants for cycles. The words “The Dunlop” were 
printed in bold letters on the labels, the name of the lubrieants 
being in small type. In granting an injunction, Romer, J., said, 
“The word ‘Dunlop’ is put in a very prominent way. I am satis- 
fied that he does that with a view of inducing customers to believe 
that these goods, if they arc not the goods of the plaintiffs, are 
goods used in some way with their sanction, or connected in some 
way with them so as to get the benefit of the plaintiff’s name. It 
appears to me that the plaintiffs are entitled to say that the word 
‘Dunlop’ ought not to be allowed to be used under those circum- 
stances with those objects by the defendant; that it would injure 
them in their business very considerably if it is not stopped. They 
themselves are sellers of cycle accessories, though as a matter of 
fact up to the present time they have not sold burning oil or 
lubricants. But they may do so, and in the meantime it appears 
to me that they are entitled to come into court and say that a name 
substantially identical with theirs ought not to be allowed to be 
used by the defendant in the way in which he is using it. I there- 
fore think that the plaintiffs are entitled to some relief.” 

Eastman Photographic Materials Co.i Ld. v. (John) Griffiths 

Cycle Corpora/Hon, Ld.,^^ is a similar case. The plaintiff company 

— ^ — 

(9) Twmers Motor Manufacturing Co., Ld. v. Miease Petrol Car 

Syndicate, 24 531; Nugget Polish Co. Ld. v. Marhoro Buhher Co., 

29 E.P.C. 133; Tokalon, Ld. v. Davidson 4r Co., 31 R.P.C. 74; Wilson*s 
and Mathieson% Ld, ▼. Meynell 4" Sorut, Ld., 46 E.P.C. 80. 

(10) 10 E.P.C. 12. 

(11) 15 E.P.C. 105. See also Australian Wine Importers* Trade 
Marie, 6 E.P.C. 311. 
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were making special caineras for use on bicycles and these were 
well known as ‘‘Bicycle Kodaks The defendants registered the 
word ‘Kodak’ for bicycles and advertised them as “Kodak cycles”. 
It was held that the defendants were trying to get fraudulently 
the reputation of the Eastman Photographic Materials Co., and 
injunction was, accordingly, granted and an order was made to 
expunge the mark from the Register. 

Fnaaid presumed where similarity is close and is not 
explained. — ^An intention to deceive inay be inferred from the 
circumistances of the ease though no case of actual deception is 
proved.^" Where the court finds a close resemblance between the 
two marks and the differences are unexplained, fraud will generally 
be presumed.^® “Resemblance is a circumstance which is of 
primary importance for the Court to consider, because if the Court 
finds, as it almost does find in such cases as this, that there is no 
reason for the resemblance, except for the purpose of misleading, 
it will infer that the resemblance is adopted for the purpose of 
misleading. 

The rule was clearly explained by Mr. Justice Sale in Nemi 
Chand v. Wallace.^^ Where there is a close similarity between two 
marks the onus is on the proprietor of the later trade mark 
to show that he had adopted the mark with hona fide intention. 

(12) County Chemical Co. Ld. v. Frankenhurg, 21 R.P.C. 722. 

(13) Johnston v. Orr-Ewing, 7 App. Cas. 219; Sanitas Co. v. Condy, 
4 R.P.C. 195, 530; Slazenger ^ Sons v. Feltham Co., 6 R.P.C. 531; 
Smith ^ Wellstood v. The Carron 4" Co., 13 R.P.C. 112; Taylor v. ViroJiami 
Chetty, 6 Mad. 108; Madhavji Dharamsey Manufacturing Co., Ld. v. 
Central India Spinning, Weaving and Manufacturing Co., Ld., I.L.R. 
41 Bom. 49, Nemi Chand v. Wallace, 11 C.W.N. 537; Moolji Sicca 4* Co. v. 
Bamjan AH, A.I.R. 1930 Cal. 678; Aswini Kumar Pal v. Emperor, A.I.R. 
1930 Cal. 728; Ahdul Kareem Sahib v. Abdul Kareem Sahib, A.I.R. 1931 
Mad. 461; Mohideen Bawa v. Bigaud Perfume Manufacturers, A.I.R. 1932 
Rang. 114; Ebrahim Currim 4' Sons v. Abdulla Sahib, A.I.R. 1934 
Mad. 226; Jamal Noor Mohamed Sait Co. v. Abdul Kareem 4' Co., A.I.R. 
1934 Mad. 211; 57 M. 600. 

(14) Per Wood, V. C. in Taylor v. Taylor, 23 L.J.Ch. 255; Seb. Dig., 
p. 67. In Mohideen Bawa v. Bigaud Perfume Manufacturers, A.I.R. 
1932 Rang. 114, Page, C. J., observed; — is it that it so happens 
that the label and get-up of B-1 resembles A-1 so olosely? Because the 
defendants deliberately intended to put B-1 on the market in such a form 
that the incautious buyer might be deluded into thinking that B-1 was A-1. * ^ 
In Abdul Kareem Sahib v. Abdul Kareem Sahib, A.I.R. 1931 Mad. 461 the 
Court said; — There seems no doubt that step by step he (defendant) has 
altered it (trade name) into closer and closer resemblance to the plaintiff’s. 
These changes seem obviously designed for the purpose indicated and cer- 
tainly show a lack of bona fldes on the part of the defendant . ’ ’ 

(15) 11 C.W.N. 537. 
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If he fails to show that the inception of the mark was innocent 
“it becomes idle and. unnecessary to enquire whether the imitation 
was calculated to deceive. ’’ For the resemblance must have been 
oither designed or innocent and accidental, and whether it was 
the one or the other the defendant alone knows and can prove' if 
he desires. “If they, having the opportunity, deliberately abstain 
from showing that the resemblance adopted by them was accidental 
and innocent, it necessarily follows that it was the result and out- 
come of deliberate design and intention. ’ 

Presumption of probability of deception may be rebutted. — 
Where fraudulent intent on the part of the defendant is shown or 
is presumed, the onus lies on him to prove that the mark has not 
deceived any one, and is not likely to deceive an average customer 
using average caution. In Ford v. Foster,^’’ Lord Justice James 
said: — “The plaintiff makes this prima facie case — ^that he has a 
plain trade mark, a material and substantial part of which has 
been taken by the defendants. Then the onus is, under those cir- 
cumstances, cast upon the defendants to relieve themselves from 
that prima facie liability. “ The rule was explained in Newman 
V. Pinto^^ by Lord Justice Pry in the following passage: — “When 
you find a deliberate design to deceive and we are asked to believe 
that the design has failed, and that nobody has been deceived by 
it, I say, speaking for myself, that the burden of proving that rests 
with the greatest weight on the shoulders of him who asserts that 
the intended deceit has failed. Those who conceive a design for 
the purpose of deceiving, and who ask the courts to hold that the 
design is innocent must prove it. I agree that there are cases in 
which statements origin^ly false may become so common that no 
human being can be deceived by them. It may be, in that case, 
that the words, which originally carried a significance which was 


(16) The' judgment was upheld on appeal. Maclean, C. J., observed; — 
would be too great a strain upon our credulity to ask us to believe that 

all this was done by accident and not by design. Why did not the Plaintiff 
or some of his employees go into the box and explain how these goods came 
to have these marks! Why has it not been explained how we find the same 
heading, the combination of the green and the black and silver labels, and 
the same way of imprinting the number of yards! Why do the Plaintiff 
marks come so near the Defendant’s marks, and why does he not come forward 
to explain how it is that these marks bear such a strong resemblance to each 
other, or the circumstances under which his goods with these marks upon them 
came to bO imported into this country!” 11 C.W.N. 537. 

(17) L.B. 7 Ch. 611. 

(18) 4 B.P.C. 508 at p. 520. 
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false, have become harmless and innocent; but it is for those who 
assert it to prove it” 

Presnmptioii of fraudulent intent not made where Iho mark 
la oonunon to tho trade. — Fraudulent intention cannot be pre- 
sumed against the defendant, notwithstanding the close similarity 
of the two marks if the points of resemblance complained of are 
common to the trade. The legitimate iise of the mai*k in the trade 
must be taken into consideration in deciding the ({uestion of pro- 
bability of deception.’® Thus, in Schtveppes, Ld. v. Oihhens^^ the 
plaintiff sold soda water in bottles with a label which was of 
chocolate colour with a white border and a red medallion in the 
centre of the label. The words “Schweppes soda water” were 
printed on the label in white characters. The defendant sjib- 
sequently began selling soda water in bottles with a somewhat 
similar label, of chocolate colour with a medallion on which the 
words “Gibbon’s soda water” were printed prominently in white. 
It was shown that a chocolate label with printing in white was 
common to the trade. The suit was dismissed on the ground that 
the defendants’ label was not calculated to deceive. Similarly, 
in Adamjee Hajee Dawood <5* Co., Ld. v. Swedish Match, Co.,*' 
where the similarities between the two labels consisted in the use 
of the word ‘star’ and the figure of a star, injunction was refused 
on the ground that they were common to the trade. 

P^RGMidulent intent per se not actionAble. — An intention to 
deceive without the actual or probable use of the means to deceive 
woiild not constitute a legal damage and would not therefore be 
sufficient ground for granting an injunction. As Lord Watson 
observed**: — “Motive cannot in itself constitute fraud, although it 
may incite the person who entertains it to adopt proceedings, which, 
if successful, would necessarily lead to a fraudulent result ; and it 
is not the motive but the course of procedure which leads to that 
result, whidi the law regards as constituting fraud.” Intention 


(19) Lyndon’a Trade Marie, 3 B.P.C. 102; Farrow's Trade Marie, 7 
Ti.F.C. 260. 

(20) 22 B.P.C. 113, 601. See also In re Eyde Co.'s Trade mark, 7 
Ch.D. 724 (1878); Baker v. Bawson, 8 B.P.C. 89; Payton 4‘ Co. Ld. v. 
Snelling, Lampard # Co., 17 B.P.C. 58; Hennessy 4- Co. \. Titus Ward # Co. 
Ld., 17 B.P.C. 58; Hennessy # Co. v. Keating, 25 B.P.C. 125; William Co. 
V. Bronnley ^ Co. Ld., 26 B.P.C. 765; Jones Bros., Ld. v. Anglo-American 
Optical Co., B.P.C. 1, 361; Perry 4- Co., Ld. v. Jlessin 4r Co., 29 B.P.C. 
7X9. 

(21) A.l.B. 1928 Bang. 210. 

(22) Kimg y. Henderson, (1898) App. Ca. 720. 
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to deceive is thus immaterial without evidence of actual or pro- 
spective injury to the plaintiff’s business resulting from the 
defendant’s conduct. So, in Reddaway v. Banham,^^ Lord Esher, 
M. R., said that the law does not take notice of a fraudulent inten- 
tion in a man’s mind if ho does nothing to carry out the fraud. 

The law was stated by Lord Loreburn thus*'*: — “As regards 
the charge of passing-off, put it as you will, it must be established 
that the defendant’s goods were calculated to mislead purchasers 
into the bdief that they were the plaintiffs’ goods. It is said in 
this case that the defendants intended to deceive — not that the goods 
were calculated even innocently to deceive — ^but that there was 
fraudulent intention on the part of the defendants. That is a 
material fact which would be weighed duly, and to which, no doubt, 
great weight would be attached by any court if it were established, 
because, no court would be astute when they discover an intention 
to deceive, in coming to the conclusion that a dishonest defendant 
had been unsuccessful in his fraudulent design. When once you 
establish the intent to deceive, it is only a short step to proving that 
the intent has been succemful, but still it is a step even though it 
be a short step. To any such charge, there must be, however, two 
conditions. The first is that it ought to !be pleaded explicitly so 
as to give the defendant an opportunity of rebutting the accusation 
of intent. The second is that it must be pro%’ed by evidence. ’ ’** And 
♦nth this view the other Lords of the House concurred. Lord 
Macnaghten said: “When a person comes forward and asks the 
court to interfere because somebody is stealing or is about to steal 
his trade, he must prove that jMjrsons have actually been deceived 
or that what the defendant Is doing is calculated to deceive.’’* 


(23) 12 B.P.C. at p. 89. See also Perry 4' Co. Ld. v. T. Ileeein 4’ Co.^ 

29 B.P.C., p. 528 (Cozens-Hardy, M. E.); Dixon 4' v. George 

Sichardson 4" Co., Ld., 50 B.P.C. 365. 

(24) Claudius Ash, Sons 4' Co., Ld. v. Invicta Manufacturing Co., Ld., 
29 B.P.C. at p. 475. 

(25) “If the intent to deceive be once established it is but a short step, 
though it is a step, and not an inevitable one, to the condusion that the 
intention has been fulfilled, and that the goods are calculated to deceive”. 
Per Eekewich, J., in Saxlehner v. AyoVUnaris Co., 14 B.P.C. 645. “Even 
if the motive were bad it would not follow of necessity that the motive had 
been effectually carried out”. Per Bomer, L.J., in Payton 4" Co., Ld. v. 
Snelling, Lampard 4" Co., 17 B.P.C. 48 at p. 56. 

(1) The question of fraudulent intention may be material in 
awar^g costs. See, Dkson 4 Son, Ld. v. George Biehardson 4 Co., Ld., 50 
^ B.P.C. 365. See also Lord Lindley’s judgment in Lever Bros, Ld. v. 
Beddingfleld, 16 B.P.C. at p. 11, where the successful defendant was not 



VI.] Law of Passing-off. 153 

Folse represeototioiL for trading purposes necessexy. — The 
plaintiff has thus to show that the defendant had actually used the 
false mark on goods for trading purposes. For, the essence of the 
action is that by the defendants’ conduct the plaintiff has been 
deprived of the profits that would otherwise come to him. In Th€ 
London Crcnercd Omnibus Co. v. Lavell,^ Farwell, J., said: “A 
man may paint his omnibus exactly like the omnibus of the London 
General Omnibus Co., if he pleases, so long as he does not use it to 
deprive the company of their passengers. If he keeps it in his 
back garden I see nothing to prevent him; but the real cause of 
action is the deceit upon the plaintiff company, not the painting, 
but the user of the omnibus, as painted.” Where, however, the 
.spuriously marked goods are found in large quantity, or where the 
defendant having the spurious goods is himself a trader in similar 
goods, the court will presume that the goods arc for sale. In 
Upmmin v. Forester,^ the defendant, a Cliina manufacturer, 
impoi’ted a large consignment of 5,000 cigai’s in cases bearing a 
false mark purporting to be that of the plaintiff. The defendant 
was ordered to pay the costs of the action although he stated that 
the cigars were purchased for his private use and was unaware that 
the brand was spurious. But in American Tobacco Co. v. Guest* 
where a retail dealer innocently purchased a small consignment of 
500 cigarettes the defendant was not required to pay the costs of 
the action. Where the sales have lieen trivial, or where there had 
been only isolated instances of passing-off, the courts may refuse 
to grant any relief.'’ 

Mere imitation may not be actionable. — Where a plaintiff 
does not prove actual deception the onus is on him to show that 
there is such reasonable probability of deception as to justify the 
interference of the court. The fact that the defendant has imitated 
the plaintiff’s mark is not enough to entitle the latter t(t an 
injunction. As Lord Justice Eomer said: “It is not sufficient to 
say ‘calculated to deceive.’ You must show that it is calculated 


.•illowed the costs of the action in the lower <?ourt on the ground that ho had 
“only himself to thank for the litigation which ho deliberately provoked.” 
See Chap. VH. 

(2) 18 B.P.C. 74 at p. 78. 

(3) (1883) 24 Oh.D. 231. 

(4) 9 B.P.C. 218. 

(5) See Leahy, Kelly ^ Leahy v. Olover, 10 B.P.C. 141; Burberrys v. 
Watkinson, 23 B.P.C. 141; Joseph Crosfleld 4' Sons v. Caton, 29 B.P.C. 47; 
Doneihoe, Li. v. Cherry Bros., Li., 26 B.P.C. 545; Armstrong OUer Co., Ld. 
V. Patent Aselebox and Foundry Co. Ld., 27 B.P.C. 362. 

20 
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reasonably to injure somebody, to lead them to do some act, or 
abstain from doing some act which may possibly injure them. 
Now there may be a deception, perfectly innocent, which would 
injure nobody. ’ Where therefore there is no probability that the 
defendants ' articles would be mistaken by the public for the plain- 
tiff’s, a mere imitation of tlie plaintiff 's mark would not constitute 
an actionable wrong.^ Such imitation deserves no doubt to be 
condemned on ethical considerations, but as Russell, J., remarked, 
the question that the court has to decide is, not whether the act 
complained of is fair, but whether it is actionable.® “It is no part 
of the duty of the court to enforce the obseiwance of 
the dictates of moi’ality.”'* The court will not, therefore, interfere 
if the defendant has an. abstract right to do what he has done, 
however opposed to one’s moral sense . Wertheimer v. Stewart, 
Cooper & is an illustrative case. The plaintiff who had 

devised a novel scheme of advertising the sale of his garden seeds 
complained that the defendant had issued advertisement in a 
similar form. It was held that the defendant was justified in doing 
so, and that he had done nothing which! could injure any property 
right of the plaintiff. Kekewich, J., characterised it as “an un- 
warrantable attempt to restrain rivalry in trade, and is far and 
beyond what has been done in any case. ’ ’ Similarly, in Plotzker v . 
Lucas'^ it was held that the use by the defendant of the same 
descriptive name “Irish linen Company’’ and of shop dressing 
of a similar character, were not, in the circumstances, calculated 
to deceive. The Lord Ordinary observed: “Even if the 
respondent believed that custom could be attracted by a shop 
of the particular design which had attracted custom in Glasgow 

1 do not think he would be doing anything illegitimate in 

(6) Baas, BatoUiff ^ Oretton Ltd’a. (No. 2) Trade Ifarks (1902) 

2 Ch. 579: 19 B.P.C. 529 at p. 544 (C.A.) . See also Ooodfellmo v. Prinoe, 
35 Ch.D. 9j Bodega Co,, Ld. and Biviere v. Otoena, 6 B.P.C. 236; Levy v. 
Walker, Seb. Dig. p. 892. 

(7) In Browne ▼. Freeman, (No. 1), 12 W.B. 305 (1864), where the 
plaintiff sold a secret medicine called *Ghlorodyne’ and defendant advertised 
a medicine of his own manufacture as ‘ the original Chlorodyne, ’ ' injunction was 
not allowed as the evidence showed that the defendant’s article was not 

for plaintiff’s,, but only that the defendant was mistaken to be tiw 
Srst inventor. 

'(8) Havana Cigar and Tobacco Factories, Ld. v. Oddenino, (1923) 
2 243 : 40 B.P.C. 229. See also Lord Halsbnry’e observations in 

Beddaway v. Bonham, 12 B.P.C. 83; (1896) A.a 199; 13 B.P.O. 218 H.L. 

(9) Per Wood, V.C. in Batty v. Hill, 1 H. & M. 264. 

(10) Braham v. Bustard, 1 H. & M. 447. 

(11) 23 B.P.C. 481. 

(12) 24 B.P.C. 551. 
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employing the same means, provided it was only to attract 
custom and not to divert customers from the complainers. ” 

The rule is, that there is no monopoly in a name or pictorial 
representation as such, but a person will not be allowed to imitate 
the name or mark appropriated by another in such a manner as 
to be calculated to deceive the public with regard to the goods on 
which the mark is applied. Thus, in Johnston v. Orr-Ewing,^^ 
Lord Blackburn said, “Counsel argued that the plaintiffs had no 
monopoly of elephants, and that their clients had a right to use 
them. So they had, unless they used them so as to mislead, or at 
least, to be likely to mislead purchasers as to whose the goods 
were.” And, in a trade name case’" Farwcll, J., observed: “As 
I understand the law, mere resemblance of the name would not 
necessarily be sufficient to entitle the plaintiff company to relief, 
if the scope of the operations carried on by the two companies was 
so entirely different, that there was no real danger of confusion.” 
But the mere fact of imitation, taken in conjunction with the 
surrounding circumstances, may sometimes be itself some evidence 
of fraud.^* 

Probability of damage to plaintiff must be shown. — “A 

passing-off action is one in which the plaintiff alleges that the 
defendant is injuring him in his property by wrongfully inter- 
cepting trade which but for the defendant’s wrongful acts, would 
come to the plaintiff in his business.’”® “Damage or likelihood 
of damage to property is the gist of all such actions, and unless a 
plaintiff can prove that his credit or business reyjutation has 
suffered damage or that there is a tangible risk or probability of 
his credit or business reputation suffering damage no action will 
lie.’”’’ There must, therefore, be a po.ssibility of competition and 

(13) 7 App. Cas. 551. 

(14) WooUoorth 4" tjO., Ld. v. Woolworths (Australasia), Ld., 47 B.P.G. 
at p. 344. See also Society of Motor Manufacturers and Traders, Ld. v. 
Motor Manssfacturers’ and Traders’ Mutual Insurance Co,, Ld., 42 B.P.tJ. 
307. 

(15) Edge v. Johnson, 9 B.P.C. 134; Fowett v. The Birmingham 
Vinegar Brewery Co., Ld., 13 B;P.C. 235; Beddaway v. Banham, 13 B.P.O. 
230; Chetarpal Sharma v. Jagannath Das, A.I.B. 1922 All. 178; Abdul 
Kareem Sahib v. Abdul Kareem Sahib, 1931 Mad. 461. 

(16) Dented Manufacturing Co., Ld. v. dd Trey 4" t'®** 29 B.P.C. 617, 
Bnekley, L.J. 

(17) Society of Motor Manufacturers and Traders, Ld. v. Motor 
Manufacturers’ and Traders’ Mutual Insurance Co., Ld., 42 B.P.C. at p. 314, 
Per ijawrence J. The rule was stated in substantially similar language by 
.Farwell, J., “Damage or the tangible possibility of damage in the future is 
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consequent loss of custom to the plaintiff’s business on account of 
the defendant’s act. In Woolworth & Co., Ld. v. Woolwot'ths 
{Austr(dasia) , Ld.,^^ Farwell, J., observed: “I must satisfy myself 
before I can give the plaintiff company relief that there is a serious 
risk of some confusion and that the plaintiff company will siiffer, 
or may suffer, as the result of such confusion. ” Unless this test is 
satisfied an action will not be maintainable. It has, consequently, 
been held, for instance, that a non-trader may have no cause of 
action*® and that a plaintiff may be nonsuited, if he fails to aver 
in his declaration his trading interest.*® Again, a mere similarity 
between two private addresses does not constitute an actionable 
wrong.** 

The risk of possible damage should not be too remote. — ^Thus 
in the Merchant Banking Co., of London, Ld. v. The Merchants^ 
Joint Stock Bank,*’‘ injunction was refused on the ground that 
there was no likelihood of injury to the plaintiff’s business, 
as the two banks were located at a considerable distance 
apart. In the Society of Motor Mamifacturers and Traders, 
Ld. V. Motor Manufacturers* and Traders* Mutual Insurance 
Co., Ld.,^ the plaintiff company was formed with the 
principal objects of encouraging and protecting the motor trade 
generally, while the defendant company was incorporated for the 
purpose of carrying on insurance against damage caused to vehicles. 
The motion to restrain the defendant company from trading under 
their name was dismissed and the decision was affirmed on appeal. 

of the essence of an action of this kind, and without the evidence of damage, 
or without the facts being such that the court can rightly infer the real possi- 
bility of damage in the future, there can be no cause of action at all. ' ' British 
Legion v. British Legion Cluh^ {Street)^ Ld., 48 R.P.C. at p. 563; See also 
British Medical Association v. Marsh, 48 R.P.C. 565; The Clock, Ld. v. The 
Clock House, Ld., 52 R.P.C. 386. 

(18) 47 R.P.C. at p. 344. See also the observations of Lord Low 
quoted by Lord James in Dtmlop Pneumatic Tyre Co., Ld. v. Dunlop Motor 
Co., 24 R.P.C. at p. 581. 

(19) Delondre v. Shaw, Seb. Dig., p. 21. (1828) 57 E.R. 777; 

2 Sim 237. 

(20) Lawson v. The Bank of London, Seb. Dig,, p, 77; 139 E.R. 1296. 

(21) Street v. Union Bank of Spain and England, (1885) .30 Ch.D. 
156. (similar telegraphic address); Day v. Brownrigg (1878) 10 Ch.D. 294,. 
Seb. Dig., p. 387 (Ashford Lodge); See also judgment of Farwell, J., in 
The Clock, Id. v. The Clock House Hotel, Ld., 52 R.P.C. at pp. 392, 393. 

(22) 9 Ch.D. 560; 47 L.J.Ch. 828. 

(23) 42 R.P.C. 307. See also Ormond Engineering Co., Ld. v. Knopfs 
49 R.P.C. 634; The Corporation of the Hall of Arts and Sciences (known as 
the Albert Hall) v. Albert Edward Hall, 51 R.P.C. 398. 
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And, in Attorney General v. Barrett Proprietors, Ld.^* the pub- 
lishers of the British Pharmacopoeia sought to restrain the defen- 
dants from using the lettersi “B.P.” upon or in connection with 
medicinal and pharmaceutical preparations which wert^ not made 
according to the British Pharmacopoeia. It was alleged that the 
use of the letters “B.P.” by the defendants on such preparations 
would result in the failure of the British Pharmacopoeia to be 
maintained as a standard, and that this failure would involve the 
plaintiffs in financial loss. Injunction was, however, refustid. 

Where a doctor complains that some (piack medicines are 
sold as his medicines or as medicines recommended by Mm, it is thus 
not enough to show that there has been misrepresentation. In 
order to succeed in the action he will have further to show that 
the defendant’s act had already caused him pecuniary injury in 
his profession or is likely to do so. In the well known case Clark 
V. Freeman'^* the plaintiff Sir James Clark, an eminent physician 
failed to get an injunction to restrain the defendant from selling 
certain pills described as or purporting to be those of the plaintiff. 
The decision in this ease by Lord Langdale, M. R., has been much 
discussed.^ The judgment of the learned Master of the Rolls lias 
been carefully considered recently by Maugham, J.. in British 
Medical Association v. Marsh, where his Lordship points out that 
Lord Langdale ’s judgment clearly shows, that the reason for the 
refusal of the injunction in that ease was due to the fact that the 
plaintiff had not shown that he sustained any pecuniary injury 
or loss of reputation. 

Damage arising from infringing the rights of a third party 
not actionable. — ^Mere damage is obviously not sufiBcient to support 
the action. The damage must be attributable to the passing off of 
other goods as the plaintiff’s goods.* So, a person is not entitled 
to an action to restrain a defendant from passing off goods a.s the 
goods of a third party. He can bring the action only when the 
representation is that the goods are his goods. The reason is obvious. 

(24) 50 B.P.C. 45. 

(25) 11 Beav. 112; See also Doolerett ▼. Doughall (1887), 80 B.T. 550 
where injunction was refused on similar grounds. 

(1) See for instance Williams v.' Bodge 4' Co„ 4 T.L.R. 175 (1887) ; 
Lee V. Gibhings, 67 L.T. 263 (1892). 

(2) 48 R.P.O. at pp. 572, 573. 

(3) Although there is damage to the plaintiff there may be no passing 
off, see for instance, Browne v. Freeman, {No. 1), Seb. Dig. p. 134; Imperial 
Tobacco Co. v. Bonnan, A.I.K. 1924 P.C. 187; Dental Manufacturing Co., 

Ld. T. de Trey ^ Co., 29 B.P.O. 617; Heiniger ▼. Droe, 25 Bom. 433. 
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The basis of the action is not that the defendant’s act constitutes a 
fraud on the public.^ “ The fraud upon the public is no ground for 
the plaintiff’s coming into the court,” declared Lord Chancellor 
Thurlow, in an early case.® “A mere lie on the part of the defen- 
dants does not give the plaintiffs any cause of action.”® The' false’ 
representation must be an infringement of a right vested in the 
plaintiff.^ So in the early case of Browne v. Freeman* injunction; 
■was refused on tlie ground that the evidence showed that the 
defendant’s article was not mistaken for the plaintiff’s, but only, 
that the defendant was wrongly taken by the public to be the first 
inventor of the medicine ‘ Chlorodyne’. For, in an action for pass- 
ing off the plaintiff is not suing on behalf of the public, but on his 
own behalf, on the ground that the defendant’s conduct would 
result in injury to the plaintiff’s private right.® As Lord Justice 
James said in Levy v. Walker “The Court interferes solely for 
the purpose of protecting the owner of a trade or business from a 
fraudulent invasion by somebody else. It does not interfere to- 
prevent the world outside from being misled into anything.” 

Use may be fraudulent though the description is true. — In 

certain circumstances a statement though literally true may still 
constitute a misrepresentation under the law. In Brinsmead & Sons^ 
Ld. V. Brinsmead^^ Lord Justice Buckley said:^ — “The law, as I 
understand it, is this; If a man makes a statement which is true, 
but which carries with it a false representation and induces the 
belief that his goods are the plaintiff’s goods, he will be restrained 
by injunction. He cannot rely on the fact that his statement is 
literally and accurately true, if, notwithstanding its truth,^ 
it carries with it a false representation.” “If the thing is capable 
of being understood in a wrong sense and is understood in a wrong 
sense, then the defendant would be restrained even if he had not 
a bad intention.’”® The test is whether the result of the user of 


(4) Native Chiano Co. v. Sewage Marmre Co., 9 B.P.C. 125. 

(5) Webster v. Webster, Seb. Dig. p. 4; 3 Swanst. 490 (1791). 

(6) Ormond Engineering Co., Ld. v. "Knopf, 49 R.P.C. 634, (Glausoiir 

J.). 

(7) Batty v. IfOl (1868) 1 H.. & M. 264. 

“(8) (1864) 12 W.B. 305; Seb. Dig., p. 134. 

(9} Oreeier and Doyle v. Autran, 13 B.P.C. 1. 

(10) 10 Oh.D. 436. 

(11) 30 B.P.C. 498. 

(12) Brinsmead 4' Sons, Ld. v. Brinsmead, 30 B.P.C. p. 510, per 
BucUey,'L. J.' 
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the mark is to enable the defendant to pass off his (^oods as the 
goods of the plaintiff, and whether there is any duplicity in the use 
of the marks, irrespective of the question of fraudulent intention. 
If the answer is in the affirmative, it is then no defence to say that 
the defendant is simply telling the truth as to the way or the place 
in which the goods are made, or as to materials of which they are 
composed, and that he cannot be held liable for the mistake which 
the public may make. 

A few well known cases illustrating this i)rineiplc may be con- 
sidered. In The CHenfield Starch case,^'‘‘ for instance, the plaintiffs, 
who were manufacturers of “Glenlield Starch” originally carried 
on business at Glenfield, a small village, and afterwards moved to 
anotlier place. The defendant obtained po.sscssion of a small plot 
of land at Glenfield, and began to sell starch manufacturiHi there 
in packets marked with the word “Glenfield”. Injunction was 
granted restraining the defendant from using the word ‘Glenfield’ 
in a manner calculated to deceive the public. Lord Westbuvy 
pointed out that the term ‘Glenfield’ had acquired in the trade a 
secondary signification different from the primary one and 
observed : “I have no doubt that this case comes within the principle 
on which the jurisdiction is founded — the principle being to pre- 
vent a party from fraudulently availing himself of the trade mark 
of another which had already obtained currency and value in the 
market by whatever means he may devise for the purpose, provided 
the means are devised in order to give him a colourable title to the 
use of the word, and provided it be shown from the manner in which 
he has employed those means that his object was from the beginning 
to invade the property of the appellants.” Montgomery v. 
Thompson^* was a very similar case. The plaintiffs and their 
predecessors carried on business as brewers at Stone, a small town, 
for over hundred years and their ales were known to the public as 
‘Stone ales’. The defendant erected a brewery at Stone and 
began to sell ales brewed there as ‘Stone ale’. Injunction was 
granted. In the ‘Camel Hmr belting’ case^^ it was contended that 
the defendant’s belting was actually made of camel hair, and that 
he had an inherent right to describe how he made the goods, and 

(13) Wotherspoon v. Cwrrie, Ij.E. 5, H.L. 508; 42 L.J.Ch. 130. See 
alao Seixo ▼. Provezende, IjJB. 1 Ch. 192; Qrcmd Hotel Co., of Caledonia 
Springs Ld. ▼. Wilson, 21 B.P.C. 117. 

(14) 8 B.P.C. .361. 

(15) Beddaway ▼. Bonham, 13 B.P.C. 218; 1896 A.O. 199. See also- 
Seddaway v. Smidt, 9 C.W.N. 281; and Iron-Ox Remedy Co., Ld., v. Co- 
operative Whol&oaie Society, Ld., 24 B.P.O. 485. 
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if, in so doing, he took away the profits o^ a man who had for his 
own purpose given that simple description a secondary meaning, 
that man was not entitled to relief. This argument was however, 
I’ejected by the House of Lords. Lord Herschell said in his famous 
.iudgment: “I rather demur, however, to the statement of Lord 
Justice James that the defendant in WoWierspoon v. Currie was 
not telling a lie in calling his starch ‘ Glenfiold starch ’, as 1 do to 
the view that the defendants in this case were telling the simple 
truth when they sold their belting as camel hair belting. I think 
the fallacy lies in overlooking the fact that a word may acquire in 
a trade a secondary signification differing from its primary one, 
and that if it is used to persons in the trade who will understand 
it, and be known and intended to understand it in its secondary 
sense, it will none the less be a falsehood because in its primary 
sense it may be true. A man who uses language which will convey 
to persons reading or hearing it a particular idea which is false, 
and who knows and intends this to be the ease, is surely not to be 
absolved from a chaise of falsehood, because, in another sense, 
which will not .be conveyed and is not intended to be conveyed, it 
is true.” Lord Macnaghten also used similar language. “Can it 
be said that the description ‘camel hair belting’ as used by Banham 
is the simple truth ? I will not caU it an abuse of language to say 
so, but certainly it is not altogether a happy expression. The 
whole merit of that description, its one virtue for Banham ’s pur- 
poses, lies in its duplicity. It means two things. At Banham ’s 
works where it cannot mean Reddaway’s belting, it may be con- 
strued to mean belting made of camel hair ; abroad, to the German 
manufacturer, to the Bombay mill-owner, to the up-country native 
it must mean Reddaway’s belting; it can mean nothing else. I 
venture to think that a statement which is literally true, but which 
is intended to convey a false impression, has something of a faulty 
ring about it, it is not sterling coin ; it has no right to the genuine 
stamp and impress of truth.” 

A further illustration of the above rule is to be found in the 
case of Oillette Safety Razor Co. v. Franks.'* The defendants 
put in plaintiffs’ envelopes used and unusable Gillette safety razor 
thrown away by people after use, covered them up with 
waxed paper and advertised them for sale as genuine, U. S. A. 
Gillette blades. Injunction was granted. 

(16) 41 B.P.C. 499. See also Spalding 4' Uros. v. Oatnage Li., ('Orb’ 

balls), 30 E.P.C. 388; 31 E.P.C. 125; .32 E.P.C. 278. 
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Injunetioii not granted where there is no probability of 
deceptioou — The court must be satisfied in every case that the 
defendant’s conduct is calculated to cause such deception in the 
minds of the probable customers as would l>e likely to lead them 
into- purchasing his goods believing them to be the goods of the 
plaintiff or cause them to believe that his business is the same or 
is closelj^ connected with the plaintiff’s business. As was said by 
Lord Macnaghten in Pnyton & Co., Ld. v. Spelling, Lampard & 
Co., Ld.,^’’ ^‘when a person comes forward to restrain a colourable 
imitation of this sort in a case like this and when he cannot ])rove 
that the defendants have tried to steal his trade, he has to make 
out beyond all question that the goods are so got up as to l)e cal- 
culated to deceive.” It will not do for the plaintiff to say, ‘‘We 
were frightened by what might happen and therefore you must 
stop the thing in limine/*'^ There must therefore be “an irresist- 
able inference of fact”’® that the defendant’s mark is such a 
colourable imitation of the plaintiff’s that the intervention of llic 
•Court is necessary to prevent probability of deception of the public. 
Otherwise, an injunction will not be granted.®'* “In all cases in 

(17) 17 B.P.C. 628 (H.L.); 1901 A.C. .*508. 

(18) Iioc. cit. at p. 634. 

(19) Goodwin v. Ivory Soap Co., 18 B.P.C. at p. 392, Bomer, L.J. 

(20) Browne v, Freeman, Seb. Dig., p. 134; Ainsworth v. Walmsley, 

(1866) L.B. 1 Eq. 518; Blackwell v. Crabh, 36 L..7.Cli. 504; Bradbury v. 
Beeton, 39 L.J.Ch. 57; Cope v. Kvans, L.B. 18 Eq. 138; Borthwich v. 
The Evening Post, Ld., 57 L.J.Ch. 406; Mcbssam v, Thorley*s Cattle Food 
Co., 6 Ch.D. 574; Condy v. Mitchell, 37 L.T. (N.S.) 268, 766; Parsons 
Bros, d' Co. V. John Gillespie 4" (1898) A.C. 239; Beddow d' Sotis v. 

Boyd, 4 B.P.C. 310; Bodega Co. {Limited) and Riviere v. Owens, 6 B.P. 
C. 236; Great Towen Street Tea Co. v. Smith, 6 B.P.C. 165; Leahy, Kelly 
4' Leahy v. Glover, 10 B.P.C. 141; California Fig Syrup Co. v. Taylor *8 
Drug Co., Ld., 14 B.P.C. 564; Clark v. Sharp, 15 B.P.C. 141; Lever Bros. 
Ld. V. Beding field, 16 E.P.C. 3; Coleman ^ Co., Ld. v. Brown {John) 4" Co., 16 
B.P.C. 619; Al^ka Packers* Association v. Crooks 4r Co., 18 B.P.C. 129; 
Goodwin v. Ivory Soap Co., 18 B.P.C. 389; London General Omnibus Co. 
T. Lavell, 18 B.P.C. 74; Aerators, Ld. v. Tollit and others, 19 B.P.C. 418; 
Carr ^ Sons v. Crisp ^ Co., Ld., 19 B.P.C. 497; Army 4r Navy Co-operative 
Society, Ld. v. Army, Navy and Civil Service Co-operative Society of South 
Africa Ld., 19 B.P.C. 574; Star Cycle Co., Ld. v. Frankenhurgs, 23 B.P.C. 
1^37, 24 B.P.C. 46; Apollinaris Co., Ld. v. Duckworth Co., 23 B.P.C. 540; 
Dunlop Pnewnatio Tyre Co., Ld. y. Dunlop Motor Co., Ld., 24 B.P.C. 572; 
British Vacuum Cleaner Co., Ld. v. New Vacuum Cleaner Co., Ld., 24 B.P.C. 
641; Hennessy 4> Co. v. Keating, 25 B.P.C. 125; St. Mungo Manufacturing 
Co. V. Viper # Recovering Co., 27 B.P.C. 420; Hopton Wood Stone Firms 
Ld. y. Gething, 27 B.P.C, 605; Jewshury 4‘ Brown v. Andrew 4‘ Atkinson 
4‘ Ormerod Brothers, 28 B.P.C. 293; Coleman 4r (^o., Ld. v. Stephen Smith 
4‘ Co., 29 B.P.C. 81; Perry # Co. y. T. Hessin # Co., 29 B.P.C. 101, 509; 
Ridgway Company y. Amalgamated Press, Ld., 29 B.P.C. 130; De Long 
Mook and Eye Co. y. Newey Bros., Ld., 29 B.P.C. 49; Schwerdifeger, 4" Co. 

21 
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which one trader seeks an injunction to restrain enOther trader 
from using, as attached to goods, a name which the plaintiff trader 
insists on as his own, ho is bound to prove not, perhaps, logically 
first, or even first in point of time — but he is bound to prove early 
in his case that the name used by the defendant is either actually 
the same as that used by him, the plaintiff, or bears so dose a 
resemblance to it that it is calculated to deceive the public, and 
make purchasers of the goods in question believe that they are 
purchasing the goods of the plaintiff when they are in fact pur- 
chasing the goods of the defendant.”^* The rule was stated by 
Parker, J., thus ; “If the use of a w'ord or name can be restrained, 
it can only be on the ground that such use involves a misrcpi'e- 
sentation, and that sudi misrepresentation has injured or is cal- 
culated to injure another in his trade or business Whatever 

be the nature of the history of the word or name, in whatever 
way it lias been used, either by the person seeking the injunction 
or by others it is necessaiy where there has been no actual deception 
to establish at least a reasonable probability of deception. In such 
cases the action is, in effect, a quia timet action, and unless such 
reasonable probability be established, the proper course is in my 
opinion, to refuse an injunction, leaving the plaintiff to his remedy 
if cases of actual deception afterwards occur. 

Even in cases where the defendant had deliberately copied 
the plaintiff’s mark an injunction may not be granted if the court 
is satisfied that there is no likelihood of deception of an average 
purchaser using average caution.** In Schweppes Ld. v . Gibhens,^* 
Lord Justice Bomer said: “Even if I could assume as against the 
defendant in this case a fraudulent intent in the design which she 
may have put on her label, that would not carry me the full length. 

V. Hart Publishing Co,, Ijd,, 29 R.P.C. 236; Jones Bros., Ld. v. Anglo- 
American Optical Co., 29 R.P.C. 1, 361; Goodall (Charles) 4' ^on., Ld. v. 
John Waddington, Ld., 41 R.P.C. 465, 658; Ardath Tobacco Co., Ld. v. 
Sandorides Ld., 42 R.P.C. 50; Society of Motor Manufacturers and Traders 
Ld. ▼. Motor Manufacturers* and Traders* Mutual Insurance Co., Ld., 42 
R.P.C. 307, 314; iXnes Bros,, Ld. v. Farris 4r Co., 43 R.P.C. 64; 8mith*s 
Potato Crisps Ld. v. Paige *s Potato Crisps, Ld., 45 R.P.C. 36, 132; Hampshire 
4r Co. (1927), Ld. y. General Kaputine Syndicate, Ld., 47 R.P.C. 487; 
Houghton 4‘ others v. Film Booking Offices, Ld., 48 R.P.C. 329; The Attorney 
General v. Barrett Proprietors, Ld., 50 R.P.C. 45; Mohamed Noordin v. 
Abdul Kareem ^ Co., A.I.B. 1931 P.C. 272. 

(21) Goodwin v. Ivory Soap Co., IS R.P.C. 389, Kekewich, J. 

(22) Burberrys v. J. C. Cording 4 Co., 26 R.P.C. 693. 

(23) Lever Bros., Ld. y. Bedingfleld, 16 R.P.C. 3. 

(24) 22 R.P.C. 113, 601 (HX.). See also 8mith*s Potato Crisps Ld. y* 
Paige^s Potato Crisps, Ld., 45 R.P.C. 132. 
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In order to make the defendant liable I should be obliged to come 
to the conclusion as a matter of fact, that the label she has designed 
is calculated to mislead.” Evidence of actual deception though 
of material value may not be conclusive and injunction may not 
be granted, notwithstanding the fact that some persons had been 
actually deceived by the defendant’s mark.='=^ For, the persons so 
deceived may have been too credulous, careless or foolish, or the 
alleged resemblance may be common to the trade. In Diinech 
{William) v. Goffrcdo Alessandro Chretien' the Privy Council 

observed: ''The oral evidence in the action piwcs nothing 

beyond the possibility of occasional mis-deliveries caused either by 
post office blunders or by the carelessness of the customei's. It 
falls a very long distance short of establishing inevitable deception 
by reason of the defendant continuing the use of their firm name.” 

Where the "supposed consequence is too remote, speculative, 
or improbable to be imputed to the defendant,”^ the court will not 
interfere with the coui*se of the defendant’s business. Thus, in 
National Starch Maimfactunng Co. v. Mmm's Patent Maizena 
and Starch Co.^^ the defendants stated that "of all competing com 
flouiis, Maizena alone received a prize medal at the London Exhibi- 
tion, 1862,” when, as a matter of fact, it was only the plaintiff ^s 
maizena which received the medal. Injunction was refused on the 
ground that the defendant’s act was not calculated to deceive, the 
word ‘Maizena’ having become publici juris. Again, in Cambridge 
University Press v. University Tutorial Press^ the plaintiffs, whose 

(25) for instaiv'O, Civil Service Supply Association v. Dean, 

13 Ch.D. 512, where Maline, V, C., disregarding the testimony of the lady 
who had been actually deceived by the defendant's mark, said that looking 
at the two marks probability of cleception was impossible. 8ce also Fitcht'lls 
Ld. V. Louhet ^ Co., Ld., 3(5 R.P.C. 29(5; Smithes Potato Crisps Ld. v. 
Paige*s Potato Crisps, Ld., 45 R.P.C. 36, 132; Mathieson v. Sir Isaac 
Pitman ^ Sons, Ld., 47 R.P.C. 541; Houghton v. Film Booking OJf ices, 48 
R.P.C. 329; Tallerman v. Dowsing Eadiant Heat Co., (1900) 1 Ch. 1; 69 
L.J.Ch. 46. 

(1) A.I.R. 1931 P.C. 15. 

(2) Lord 8elborne in Singer Manufacturintf Co. v. Loog, 8 App. Ca. 15 

(3) 11 R.P.C. 281. In Tallerman v. Dowsing, (1900) 1 Ch. 1; 09 L. 
J.Ch. 46, the plaintiff had invented a system of treating diseases by hot 
air ; the defendant, an inventor of a rival system of hot an ^ treatm^t, 
circulated among the patients of the plaintiff a pamphlet containing extracts 
from an article in a medical paper containing a favourable account of the 
plaintiff's system. The extracts omitted references to the plaintiff’s na m e and 
were so made as to appear that the article related to the defendant's system 
of treatment. Some persons had thus been actually deceived, but there was 
no evidence of damage. Interlocutory injunction was refused as there was 
no attempt to pass off the defendant’s system as the plaintiff’s. 

(4) 45 R.P.C. 335. 
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book of “Hazlitt’s Selected Essays” had been prescribed for an 
examination, complained that the defendants had misled the 
public into believing that their book of Hazlitt’s Essays had been 
prescribed for that examination; the action was dismissed, but 
without costs. 

Where on default in pleading an injunction is granted in 
general terms, and not in respect of any specific thing, the plaintiff, 
on a motion to commit, must satisfy the court that the alleged 
breach of the injunction by the defendant will result in probability 
of deception of the public.® 

The question what resemblance constitutes colourable imita- 
tion and the modes of comparison adopted have been considered 
in detail in later sections. In considering whether the resemblance 
is calculated to deceive the difference in the class of goods on which 
the two marks are applied, will be a material factor. For instance, 
a mark which has been used by the plaintiff on boot polish is not 
likely to cause confusion when used by the defendant on rubber 
heels,® or a mark for shampoo powder with a similar mark for hair 
tonics.^ As the Privy Council said in Somerville v. Schenibri,* 
the use of a particular trade mark by others for hats, soaps, pickles, 
etc., conld not impede the acquisition of an exclusive right to it as 
a trade mark for cigarettes. Again, as already pointed out, where 
two marks have been in existence side by side for several years and 
no case of actuid deception had occurred, the court will be reluctant 
to grant an injunction notwithstanding the alleged similarities 
between the two marks.* 

English Law followed in the Indian courts. — The courts in 
India have closely followed the English law as discussed in the 
preceding sections. Even from early times it was recognised that 
a plaintiff was entitled to relief though no fraudulent intent on the 
part of the defendant was proved. In Graham & Co. v. Kerr 


(5) Biplejf V. Arthur Co., 19 B.P.C. 443. 

(6) Nugget Polish Co., Ld. v. Harhoro Bubber Co., 29 B.P.C. 133. 

(7) Tokalon, Ld. v. Davidson # Co., 31 B.P.C. 74. See also Turner’s 
Motor Manufacturing Co., Ld. v. Miesse Petrol Car Syndicate, Ld., 24 B.P.C. 
S31; Wilson’s and Mathieson’s Ld. v. MeytteU ^ Sons, Ld., 46 B.P.C. 80. 

* (8) 4 B.P.C. 179; (1887) 12 App. Ca. 483; 86 L.T. 484. 

(9) Marguis of Londonderry v. Bussell, 3 T.L.B. 360; Ford ▼. Foster, 
L.B. 7 Ch. 611; Badgers v. Badgers, 31 L.T.N.S. 288 (1874) ; Christiansen’S 
Tm., 3 B.P.C. 84; Lambert’s Trade Mark, 6 B.P.C. 344; Baker r. 
Bauson, 8 B.P.C. 89; Talbot’s Tm. 11 B.P.C. 77; London General Omnibus 
Co. y. Lovell, 18 B.P.C. 74; Cropper Minerva Machines Co., Ld. v. Cropper, 
Charlton ^ Co., Ld., 23 B.P.C. 388. 
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Dodds & which was decided as early as 1869 Mr. Justice 

Phear, observed: is not enough to say that there was no 

fraudulent intention. That is no reason why an injunction should 
not be granted. I do not think 1 have any option if the marks 
which the defendants have used are those of the plaintiffs; no 
matter what their intention was a perpetual injunction would be 
granted. In the meantime an interlocutory injunction must issue. 
There is obviously a close imitation.'' In 8<issoon v. the 

court said that to entitle the owner of a trade mark to redress^ 
although fraud was necessary, the fraud need not necessarily 
consist in an intention to deceive on the part of the defendants, 
but in an actual deception or in the creation of a probability of 
deception, independently of any fraudulent intention.^ In John 
Smidt V. Reddaway & Co.,^^ the court observed: “It is said that 
there is no evidence that any one has been deceived ; but this is not 
essential. The question is whether the manner in which the defen- 


(10) (1869) 3 Beng.L.B. App. 4; Balfour ^ Co. v. KUbum 4‘ Co., 
1 Hyde 270; Orr Ewing 4r Co. v. Grant, Smith 4r Co., 1 BoiilL.B. 291; Lavergne 
V. Hooper, 8 Mad. 149; Smidt v. Eeddaway ^ Co., 9 C.W.N. 281; 
Muanalal Serowjee v. Jawala Prasad, 35 Cal. 311; Imperial Tobacco Co. v. 
Albert Bonnan and Bonnan ^ Co., A.I.B. 1924 P.C, 187; Imperial Tobacco 
Co,, Ld. V. Atlantic Tobacco Co., A.I.B. 1925 Cal. 220; Lakhan Chandra 
Basak v. Emperor, A.I.B. 1925 Cal. 149. 

(11) 1 Bom.L.B. 291. 

(12) Badische Aniline and Soda Fabrik v. Maneckji Shapurji Katrak, 
17 Bom. 584; Abdul Salam v. Uamidullah, 15 I.C. 116; Abdul Kareem Sahib 
V. Abdul Kareem Sahib, A.I.B. 1931, Mad. 401; Byramjee Cowasjee v. Vera 
Sombhai Motibhai, 36 I.C. 965; Kheshtrapal Sharma v. Pancham Singh, 37 
All. 446; Balladin and Alladin Firm v. Puranmul Balbehari Loll, 30 I.C. 
633; A.I.B. 1915 L.B. 123; Lakhan Chandra Basak v. Emperor, A.I.B, 1925 Cal. 
149; Madhavji Dharamsey Manufacturing Co., Ld. v. Central India Spinning, 
Weaving and Manufacturing Co., Ld., 41 Bom. 49; Ebrahim Currim v. Essa 
Abba Sait, 24 Mad. 163; Nemi Chand v. Wallace, 11 C.W.N. 537; National 
Bank of India v. National Bank of Indore, A.I.B. 1923 Bom. 119; Moolji 
Sicca ^ Co. V. Eamjan Alt, A.I.B. 1930 Cal. 678; Danish Dairies Milk 
Export V. Murlidhar ^ Co,, A.I.B. 1932 Sind 84; Morarji v. Madonji, 5 
Bom.L.B. 545; Smidt v. Eeddaway # Co., 9 C.W.N. 281; Jamal Noor 
Mohamed Sait Co. ▼. Abdul Kareem ^ Co., A.I.B. 1934 Mad. 211; 
Muniswami Mudaliar v. Eajagopala Mudaliar, A.I.B. 1928 Mad. 759; 
Mohideen Bawa v. Eigaud Perfume Manufacturers, A.I.B. 1932 Bang. 114; 
Abdulla Ally Mohamed v. Mohamed Ebrahim 4" Co., 157 I.C. 902; 8 P.B. 
121 . 

(13) 9 C.W.N. 281. See also Nooroodeen Sahib v. Charles Souden, 
15 M.L.J. 45; Balladin and Alladin Firm v. Puranmul Balbehari hall, A.I.B. 
1916 L.B. 123; Madhavji Dharamsey Manufacturing, Co., Ld. v. Central 
India Spinning, Weaving and Manufacturing Co., Ld., A.I.B. 1916 Bom. 183; 
Abdsd Kareem Sahib v. Abdul Kareem Sahib, A.I.B. 1931 Mad. 461; Jamal 
Noor Mohamed Sait Co. ▼. Abdul Kareem 4* Co., A.I.B. 1934 Mad. 211. 
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dants are advertising and selling their goods is calculated to 
deceive. No doubt the fact that no one has been actually deceived 
is an element in oonsidering the question of the probability of 
deception; but it is not conclusive.” And, in Mohideen Bawa v. 
Bigaud Perfume Manufacturers,^* Pege, C. J., and Cunliffe,' J., 
said: “If the court is clearly of opinion from an examination of 
the two bottles with the get-up upon each of them that B-1 is a 
colourable imitation of A-1, the fact that no witnesses are called 
to prove that they were deluded into thinking that B-1 was A-1 is 
not of so much importance.” Injunction will be refused in all 
cases where the court is satisfied that there is no probability of 
deception of the public by the mark complained of. “To consti- 
tute an infringement it is not enough to show a mere possibility of 
deception. There must be a reasonable probability of purchasers 
being deceived.”'® Probability of deception will generally be 
presumed in cases of fraud, but such presumption is rebuttable.’* 

Property right as the basis of action in trade mark cases. — 

It was stated in an earlier section that the decision in Millington 
V. Fox,^’’ effected a great change in the basis of relief in trade mark 
suits before the Court of Chancery, and that, thereafter, a right 
of property in trade marks was recognised by this court.’* 
The doctrine that protection given to trade marks rests on property 
was first clearly enunciated in a series of judgments by Lord 
Chancellor Westbury. In the leading case H^l v. Barrows^* the 
learned Lord Chancellor stated that the exclusive right in the use 
of a trade mark is property. “Imposition on the public is neces- 
sary for the plaintiff’s title, but in this way only, that it is the test 
of 'die invasion by the defendant of the plaintiff’s right of pro- 


(14) A.I.B. 19.12 Bang. 114. 

(15) Barlow v. Gohindram, 1 C.W.K. at p. 292, Sale, J. 

(16) Smidt Y. Beddaway 4 " Go., 9 C.W.N. 281 at p. 288. See also 
^adische Aniline and Soda Fahrick v. Maneckji Shapurji Katrak, 17 Bom. 
584; Mvmiawami Mudaliar v. Sajagopala Muddliar, A.I.B. 1928 Mad. 759; 
J.amal Noor Mohamed, Sait Co. v. .4hdul Kareem iSr Go., A.I.B. 1934 Mad. 
211; BbreiMnn Currim 4 " Sons y. Abdulla Sdheb, A.I.B. 1934 Mad. 226. 

(17) 3 My. & Or. 338 (18.18). 

(18) In a few eases which followed Millington v. For, a property rig^t 
in trade mark was denied, and it was stated that the jurisdiction of the Court 
of Chancery was still founded on fraud, though relief would be granted, 
irrespective of the fraudulent intent of the defendant. See, for instance, 
Perry v. Truefttt, 6 Beav. 66' (Lord Langdale); MoAndrew y, Bassett, 88 

L. J.Ch. 561 (Wood, V.C;). 

(19) 4 De O. J. & S. 150. See also judgment of Sir John Bomilly, 

M. B., in this case in the lower court, 32 L.J.Ch. 548. . 



VI.] Law of Passinckoff. 167 

perty ; for there is no injury if the mark used by the defendant is 
not such as is mistaken or is likely to be mistaken, by the public for 
the mark of the plaintiff; but the true ground of this Court’s 
jurisdiction is property.” And in The Leather Cloth Co. 
{Limited) v. The American Leather Cloth Co. {Limited) he 
observed: “If the plaintiff has an exclusive right to use any 
particular mark or symbol, it l)ecomes his property . . . and 
the act of the defendant is a violation of such right of property, 
eorrespondii^ with the piracy of copyright or the infringement of 
a patent. I cannot therefore assent to the dictum that there is no 
property in a trade mark. It is correct to say that there is no 
exclusive ownership of the symbols which constitute a trade mark, 
apart from the use or application of them; but the word ‘trade 
mark’ is the designation of these marks or symbols as and when 
applied to a vendible commodity, and the exclusive right to make 
such user or application is rightly called ‘property’. The true 
principle, therefore, would seem to be that the jurisdiction of the 
court in the protection given to trade marks rests xipon property; 
and that the Court interferes by injunction, because that is the 
only mode by which property of this description can be effectually 
protected.” And again, ‘‘Imposition on the piiblic becomes the 
test of property in the trade mark having been invaded and injured, 
and not the ground on which the Court rests its jurisdiction.” 
This view has now been generally accepted as the correct basis 
of relief in trade mark cases.'*’ 

Theory of property right in passing-.off actions. — ^The doctrine 
of right of property in trade marks has been critically examined by 

(20) 4 De G. J. k S. VAl. See also Edelsten v. Edelsten, 1 De G. J. 
& S. 185 (Lord Westbnry); Wotheris'poon v. Cwrie, L.R. 5 H.L. 508 (Lord 
Westbury). 

(21) See Clement v. Maddick, 1 Qiff. 98, ‘‘This is an application in 

support of the right to property” (Stuart, V.C.) ; Barnett. y . Leuchars, Sob. 
Wig., p. 149; Emperor of Austria v. Dap and Kossuth, 3 De G. F. & J. 217, 
‘‘The jurisdiction of this court in a case of this nature rests upon the injury 
to property” (Turner, L.J.) ; Singer Manufacturing Co. v. WUson, .3 A.C. 376; 
2'Ch.D. 434, Singer Manufacturing Co. v. Loog, H App. Cas,. 15; 

Ainsworth v. Walmslep, (1866) L.B. 1 Fq. 518; Borthwick v. The Evening 
Post, Ld., (1889) 37 Ch.D. 449; Powell y. Birmingham Vinegar Brewery 
Co., Ld., 12 B.P.C. 496 (Stirling, J.). See also Holland’s .Turisprudence, 
Hidsbury’s Laws of England, Kerr on Injunction, and Pomeroy’s Treatise on 
Equitable Bemedies. According to some authorities, however, property right 
exists only in case of registered trade marks, and an infringement of a common 
law mark cannot be regarded as a violation of 'a right in pfojterty; see 
Bodega Co., Ld,, and Biviere v. Owens', 6 B.P.C. 236; Jamieson ^ Co. v, 
Jamieson, 15 B;P.C. 169. See also Pollock, on Torts; Stephens, Conunen* 
taries on the Laws of England; Salmond, on Torts; Snell, on Equity. 
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Lord Herschell in the famous case Reddaway v. Banhom** in the 
folloMring passage: '‘The word ‘property’ has been sometimes 
applied to what has been termed a trade mark at common law. I 
doubt myself whether it is accurate to speak of there being property 
in such a trade mark, though no doubt, some of the rights which, 
are incident to property may attach to it. Where the trade mark 
is a word or device never in use before, and meaningless, except as 
indicating by whom the goods in connection with which it is used 
were made, there could be no conceivable legitimate use of it by 
another person. His only object in employing it in connection 
with goods of his manufacture must be to deceive. In circum* 
stances such as these the mere proof that the trade mark of one 
manufacturer had been thus appropriated by another would be 
enough to bring the case within the rule as laid down by Lord 
Kingsdown, and to entitle the person aggrieved to an injunction 
to restrain its use. In the case of a trade mark thus identified with 
a particular manufactory, the rights of a person whose trade mark 
it was, would not, it may be, differ substantially from those which 
would exist if it were, strictly speaking, his property. But there are 
other cases which would equally come within the rule that a man 
may not pass off his goods as those of his rival which are not of this 
simple character — cases where the mere use of the particular mark 
or device which had been employed by another manufacturer would 
not of itself necessarily indicate that the person who employed it 
was thereby inducing purchasers to believe that the goods he was 
selling were the goods of another manufacturer.” 

Lord Parker was also of the same opinion. After citing the 
above judgment his Lordship said in Spalding & Bros. v. A. W. 
Gamage, Ld.^‘ as follows: ‘‘Cases of misrepresentation by the use 
of a mark, or name or get-up do not exhaust all possMe cases of 
misrepresentation. If A says falsely, ‘‘These goods I am selling 
are B'g goods,” there is no mark, name or get-up infringed unless 
it be B’g name, and if he falsely says ‘‘these are B’s goods of a 
particular quality” where the goods are in fact B’s goods, there 
is no name that is infringed at all. Further, it is extremely 
difficult to see how a man can be said to have property in descriptive 
words, such as ‘Camel hair’ in the case of Reddaway v. Bonham 
(L.R. 1906 A.C. 199), where every trader is entitled to use the 


(22) 13 B.P.C. 218. 

(23) 32 B.P .C. at p. 284. Cf . The Olenileld Starch case where Lord 
Westbory was of opinion that the plaintiff had acquired a ri|^t of property- 
in the word <OIenfleld.' (Wotherspoon v. Currie, L.B. 5 H.L. 608); 
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words, provided only he uses them, in such a way as not to be 
calculated to deceive. Even in the case of what are sometimes 
referred to as common law trade marks, the property, if any, of 
the so-called owner is in its nature transitory, and only exists so 
long, as the mark is distinctive of his goods in the eyes of the public 
or a class of the public.” 

Property right consists in the goodwill of the business. — 

The rights that are incident to property attach to a trade mark 
or trade name only where the mark or name represents the good- 
will or business reputation of the person. So, in Burherrys v. 
Cording & Co., Ld.,^^ Lord Parker said that ‘‘If an injunction 
l>e granted restraining the use of a word or name, it is no doubt 
granted to protect property but the property, to protect which it 
is granted, is not property in the word or name, but property in 
the trade or goodwill which will be injured by its use. ' ’ And, in 
Spalding & Bros. v. Garmge, his Lordship observed: ‘‘There 

appears to be considerable diversity of opinion as* to the nature 
of the right, the invasion of which is the subject of what are known 
as passing off actions. The more general opinion appears to l)e 
the right is a right of property. This view naturally demands an 
answer to the question, property in what? Some authorities say 
property in the mark, name or get-up improperly used by the 
defendant. Others say, property in the business or goodwill likely 
to be injured by the misrepresentation. Lord Herschell in 
Reddaway v. Banham (L.R. 1906 A.C. 139) expressly dissents 
from the former view ; and if the right invaded is a right of pro- 
perty at all, there are, I think, strong reasons for x)referring the 
latter view.*’ 

View taken by the Indian courts. — ^The doctrine of right of 
property in common law trade marks has been generally recognised 
by the courts in India. In Orr-Ewing y. Grant, Smith & Co.,^ 
which is an early ease, Levinge, J., referred to “the right of pro- 
perty” in a trade mark. In Mohamed Ishaq v. Alif Khan^ the court 
definitely expressed the view that a trade mark is a species of 
property. And, in Oaneshi Lai v. Anwar Khan Mahhoob <5* Co.,* 

(24) 26 B.P.C. 693; 100 L.T. 985; 25 T.L.R. 176. 

(25) 32 B.P.C. at p. 284. 

(1) 2 Hyde. 185. 

(2) 98/P.L.B. 1902; 55 P.B. 1902. See also Moolji Sicca 4r Co. v. 
Xamjan AH, A.I.B. 1930, Cal. 678; The British American Tobacco Co., Ld. 
Mahbooh BiOcsh, 15 O.W.N. 280. 

(3) A.I.B. 1933 All. 495. See also Ehrahim Cvrrim v. Ess Abba 
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NiamatuUah, J., said: * ‘there can. be no doubt that the monopoly 
enjoyed by the proprietor of a trade mark is ‘right of property’ in 
view of the gain which accrues from the use of it.” The subject 
was considered in detail by Tarporewala, J,, in 'Von. "Wulfing v. 
Jivandas S' Co,* After discussing the evolution of the law of trade 
marks in England and stating that at common law a trade mark 
was recognised as a species of property by the Court of Equity long 
before the Registration Act, the learned Judge said that the right 
in a trade mark in India was a right to industrial property coming 
under the conventions of Paris and Berne, though there is no 
legislation for the registration of trade marks in this country. 

Plaintiff’s title to the mark, name or get-up must be proved. — 

In every passing-off case the plaintiff must show that he has the 
right of prior user in the mark alleged to be infringed . In other 
words, the onus of establishing that he has the exclusive title to 
the mark is cast upon the plaintiff. “The foundation of a passing 
off case,’’ said Lord Herschell in the “Two D case,”® ‘‘is that the 


Hait^ 24 Mad. 163. Imperial Tobacco Co. v. Bonnan, A.I.B. 1924 Cal. 
216. Of. Gasper # Co. v. Leong Chey 4' Oo., A.I.B. 1934 Bang. 297, 
where Leach, J., said: ^^The plaintiff in a passing off action has to show 
that the act of the defendant complained of is calculated to lead to the 
passing off of the defendant’s goods for those of the plaintiff, and it does 
not depend on whether the latter has acquired any right of property in the 
device under which he sells his goods.” 

(4) 50 Bom. 402; A.I.B. 1926 Bom. 200. 

(5) Leahy, Kelly and Leahy v. Glover, 10 B.P.C. at p. 155. ”lVliat 
is it necessary for a trader who is plaintiff in a passing off action to esta* 
biishf It seems to me that in the tirst place he must, in order to succeed, esta- 
blish that he has selected a peculiar — a novel — design as a" distinguishing 
feature of his goods, and that his goods are known in the market, and liave 
acquired a reputation in the market, by reason of that distinguishing feature, 
and that unless he establishes that, the very foundation of his case fails.” 
Williams Co. v. Bronnley ^ Co., Ld., 26 B.P.C. at p. 771 (Cozens-Hardy, 
M. B.) . '^The essence of the action is that you must prove that there is a 
distinctive get-up, which has acquired that secondary meaning in the eyes 
of the public,” (Fletcher-Moulton, L. J.) loc. cit. ”In a passing-off case 
it is incumbent upon the plaintiffs in the first instance to prove that the 
goods sold under their label and get-up were goods which had a reputation 
in the market as being goods manufactured and sold by them of which the 
label and get-up were distinctive and well known in the market,” Mohideen 
Baioa V. Bigaud Perfume Manufacturers, A.I.B. 1932 Bang. 114 (Page, 
C. J., and Cunliffe, J.). See also, Goodfellow vJ Prince, 35 Ch.D. 9; 
Jamieson 4r Co. v. Jamieson, 15 B.P.C. 169; Pels v. Christopher Thomas ^ 
Bros., Ld., 21 B.P.C. 85; Imperial Tobacco Co. (of Great Britain and 
Ireland) Ld. v. Purnell 4 Co., 21 B.P.C. 598; De Long Hook and Eye Co. v. 
^ewey Bros., Ld., 29 B.P.C. 49; Nooroodeen Sahib v. Charles Souden, 15 
M.L.J. 45; Barlow v. Gobindram, 24 Cal. 364; Munna Lai Serowjee v. 
Jawala Prasad, 35 Cal. 411; Vadilal Sakalchand v. Burditt. 4‘ Co., 30 Bom. 
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party alleging it should prove in the first instance that any name 
which he claims as his trade name has been so extensively used in 
connection with his manufacture or with the goods which he sells, 
that his goods have come to be known in the market by that name, 
that any one using that name would intend to refer to his goods, 
and that any one to whom the name was used would understand 
that His goods were referred to.” 

The conditions of prior user by which title to a trade mark 
is acquired under tlie common law have already been discussed in 
the last Chapter. Where the mark is pritna facie non-distincHve 
the mere fact that a person was the first user will not entitle him 
to exclusive ownership.® He must show further, that the mai'k 
has acquired reputation in the market with his goods and has 
become so associated with them that tho public identify these goods 
by this mark. No action will lie where the plaintiff fails to show 
that the reputation of the goods is associated with him.' So, where 
the plaintiff was tlic mortgagee of a business and its trade name 
but had never used nor intended to use the trade name the action 
was dismissed.® 

Evidence of reputation of the mai’k must relate to the country 
where the alleged passing off occurs. Thus, in a case® where the 
plaintiff caiTying on business as a confectioner in Paris, under the 
style of “Maison Boissier” complained that the defendant set-up 
business in England under a similar name, injunction was refused 
as the plaintiff had no agency in England. So also in Venkata- 
chalam v. Rajagopala Naddti}^ the action was dismissed as the 
term ‘Madras curry powder’ had not acquired secondary significa- 
tion in England where the alleged passing off took place. Where, 
however, the name of a designer of dresses having business in Paris 
had acquired sufficient reputation in England by exhibiting them 

61; Mahomed Esuf v. Sajaratnam Pillai, 3.3 Mad. 408; Mohamed Noordin 
V. Abdul Kareem Co., A.I.B. 1931 P.C. 272; Abdid Kareem Sahib v. 
Abdul Kareem Sahib, A.I.B. 1931 Mad. 461; Dimech (WUliam) v. 
Ooffredo Alessandro Chretien, A.I.B. 1931 P.C. 15; Lotus Ld. v. Mt. 
E asiunnessaba Begum, A.I.B. 1934 Cal. 600. 

(6) Title could not be established, notwithstanding first user, in 
Payton ^ Co,, Ld, v. Snelling, Lampard 4' Co., Ld., 17 B.P.C. 48, 628; 
WiUiams 4" Co. v. Bronnley 4" Co,, Ld., 26 B.P.C. 481; White, Tomkins 
■and Courage Ld. v. United Confectionery Co., Ld., 31 B.P.C. 430. 

(7) Imperial Tobacco Co. v. Bonnan, 41 B.P.C., 441. 

(8) Beasley t. Soares, 22 Ch.D. 660 (1882). 

(9) Bobineau v. Charbonnel, W.N. (1876) p. 160; Seb. Dig. p. 297. 

(10) A.I.B. 1932 Mad. 705. 
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and selling them there by his agents it was held that an action, 
was maintainable to restrain the defendant from using the plain- 
tiff’s trade name in England.^^ And in a vase^‘ where an English 
company had registered a name umilar to that of a well known 
French firm of motor car manufacturers who had no place of 
business in England but whose goods had been sold in England 
injunction was granted restraining the defendants from using the 
name of the French firm. 

The facts of reputation and deception may, in some cases, be 
inferred from the attendant circumstances; so in Abdul Kareem 
Sahib V. Abdul Kareem Sahib^^ the Court observed: “In cases like 
the present it seems legitimate to argue that, unless the imitated 
wrappers had become associated with the goods of a manufacturer 
of popular articles the defendant would not have undergone the 
trouble and incurred the risk of so sedulously imitating them.” 
The extent of the sale is also an index to the reputation of the 
goods.’* 

Bight not affected by loss of title in a foreign country. — ^As 

the sole question is whether the trade mark designates the goods 
of the plaintiff m the country where the passing off takes place, 
the plaintiff’s right to the mark is not affected by loss of title in 
a foreign country. Rey v. Lecouturier^’^ is a leading case on the 
point. The monks of the Grand Chartreuse Monastery were 
manufacturing by a secret process a liqueur known as “Char- 
treuse wine.” The Monastery was confiscated by the French 
Government and sold by the liquidator to a French company who 
continued to manufacture liqueurs in the same distillery. The 
expelled monks went to Spain where they commenced to manu- 
facture their ‘ Chartreuse wine. ’ It was held by the House of Lords 
that, as the reputation of the trade name in England continued 
to be associated with the monks their loss of title to the mark in 
France did not affect their rights in Ei^^land, and that they were, 
consequently, entitled to restrain the French liquidator and his 

(11) Point y. Poiret Ld, and A. F. Nath, 37 B.P.C. 177. 

.(12) La Soeiete Anonyme Panhard et Levataor y. Panhard Levaaaor 
Motor Co., Ld., 18 B.P.C. 405. Sec also The Boherta, Numbering Maehina 
Co. y. Davia, (1936) 53 B.P.C. 79. 

(13) A.I.B. 1931 Mad. 461. 

(14) Anglo-Indian Drug and Chemical Co. y. Swaatik Oil MBla Co., 
Ld., A.I.B. 1985 Bom. 101. 

(15) 25 B.P.C. 265, 27 B.P.C. 268. 
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agent from passing oflf in England, wine not manufactured by 
the monks, as Chartreuse wine. 

Bight to relief not affected by joint ownership. — It is not, 
however, essential that the plaintiff should be the sole owner of 
the mark. A plaintiff may be entitled to protection against pass- 
ing off by other traders though there may be others besides himself, 
who may be equally entitled to the mark. Nor need all the persons 
who also have a right in the mark be joined as co-plaintiffs in the 
suit. In Dent v . Turpin'^ where the mark in question belonged 
to two concurrent users it was held that either of them could sue 
for an injunction and damages. Injunction was likewise granted 
in Smthom v. Reynolds,^’’ where the plaintiff’s brother who had 
an equal right to the mark did not join in the suit. Where there 
are concurrent users it may, however, be difficult for the plaintiff 
to show that the use of his mark by others will be calculated to 
deceive the public.'® 

Specific name *i>f the plaintiff or the source of the goods need 
not be known. — In order that the plaintiff may succeed in a pass^ 
ing off action the mark alleged to be infringed need not have indi- 
cated to the purchasers the specific ownership or origin of the 
goods. It is sufficient, if the plaintiff shows, that the mark in 
question had been identified by the public with goods of a parti- 
cular manufacture, and that by means of that mark the purchasers 
are able to distinguish these goods from other goods of a like 
character. For, as Justice Fry said in Siegert v. Findlater-}'* 
“The reference to the maker arises only when there is super-added 
to the thought of the thing the thought of the person who makes it, 
a thought which seldom arises in the mind of the purchaser, who 
cares nothing about the maker but only about the thing which he 
is buying.” A consiimer is interested in a trade mark only in so 
far that it is a guarantee that the goods bearing the trade mark 
will be of the same quality as those previously purchased by him 
under the same mark, and he is not concerned with the name of 
the actual manufacturer of the goods. So, Lord Macnaghten said, 
in the well known Stone ale cose,*® “Thirsty folk want beer, not 
explanations. If the public get the thing they want, or something 

(16) (1861) 30 L.j.cai. 495 . 

(17) 12 L.T. (N.S.) 75; Seb. Dig., p. 142. 

(18) See judgment of Vaughan Williams, L. J., in Jamieson 4" Co. v. 
Jamieidn, 15 B.P.G. at p. 108. 

(19) 7 Ch.D. 801, 818. 

(20) Montgomery v. Thompson, 8 B^P.C. 361; 1891 A.C. 217 (H.L.). 
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near it, and get it under the old name — ^the name with whiidi they, 
are familiar — ^they are likely to be supremely indiflermit to the 
character and conduct of the brewer, and the equitable rights of 
rival traders”. “It may very well be”, said Lord Chancellor 
Hatherley, in the Glenfield Starch case,^'^ ‘‘that hundreds of people 
like Grlcnfield starch and order it because they think it is the best 
stardi that they ever used, without having heard the name of 
Mr. Wotherspoon, and without knowing him at all”. Again, in 
the SHverpan Jam cose,’’^ Hall, Y. C., said: “If a man is accus- 
tomed to buy a certain brand which has become a catchword, very 
often he forgets the name of the maker. He might remember jam 
that he bought, which was tnidoubtedly Faulder & Co.’s jam, and, 
wishing to get the same jam again, in asking for ‘silverpan’ he 
would l)uy it in the expectation of getting the same brand, that is 
Faulder ’s brand; therefore I am not at all sure it was an absolute 
necessity that a person asking for ‘silverpan’ should have in his 
mind the name of Faulder”. 

“Yorkshire Relish” case. — The question was fully discussed 
in the well known case Powell v. The Birmingham Vinegar Brewery 
Co., Ld.*‘ The plaintiff had been carrying on business under the 
style of Goodall, Backhouse, and Co., and he and his predecessors 
in title had for the last 35 years manufactured in accordance with 
a secret recipe, a sauce which they had sold under the name of 
“Yorkshire Relish”. This sauce had been largely advertised and 
extensively sold. The defendant company began to sell a sauce 
under the name of “Yorkshire Relish” in bottles, with a label 
bearing the words “Yoi’kshire Relish” thereon in a conspicuous 
manner, and also the wor^ “manufactured by the Birminghain 
Vinegar Brewery Co., Ld.,” and other particulars. An inter- 
locutory injunction was granted to restrain the defendants from 
passing off their sauce as the plaintiff’s by the use of the term 
“Yorkshire Relish”. The defendant company then changed their 
original label and u.sed a label in which the words “Holbrook’s” 
appeared prominently, followed by “Yorkshire Relish” in small 
letters, and then the words ‘‘manufactured by the Birmingham 
Vinegar Brewery Company Ld., successors to Holbrook & Co.” 
The .defendants contended among other things that the expression 
“Yorkshire Relish” did not convey to the public in any manner 


(21) Wotherspoon v. Cwrrie, L.B. 5 .H.L, 508; 42 L.JVOh; 130. 

(22) Faulder 4" Go., ltd. v. 0. and Q. Bushton, Ld., 20 R.P.G. 477. 

(23) 12 B.P.C. 496; 13 E.P.C. 236; 14 R.P.C. 1 & 720. 
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the idea that the sauce sold under that name was made by (.loodall, 
Backhouse & Co. A perpetual injunction was, however, granted. 
Lindley, L. J., in the Court of Appeal observed: “A person whose 
name is not known but whose mark is imitated, is just as much 
injured in his trade as if his name was known as well as his maik. ” 
Lord Chancellor Halsbury observed in the House of Lords, that 
the evidence in the case conclusively proved that ‘‘there Ls the 
representation tliat the article is made by the rival manfacturer 
when, in fact, it is not, and that the thing is not that which it pur- 
ports to be, and that the effect of that is to deprive the plaintiff 
of some trade which ho would otherwise get.” ‘‘It may bo Iruo” 
said the learned Lord Chancellor, “that the customer does not 
know or care who the manufacturer is, Init it is a pai’licular maiui- 
facture that he desires. He wants “Yorkshire Relish” to which 
he has been accustomed, and which, it is not denied, had been made 
exclusively by the plaintiff for a great number of years. This thing 
which is put into the hands of the intended customer is not 
“Yorkshire Relish” in that sense. It is not the original manufac- 
ture. It is not made by the person who invented it. Under these 
eurcumstances, it is a fraud upon the person who purchases to 
give him the one thing in place of the other.” And, Lord Ileis- 
chell observed: “I think tlxat the fallacy of the Appellant’s 
argument rests on this; that it is assumed that one trader cannot 
be passing off his goods as the manufacture of another unless it be 
shown tliat the pei*sons purchasing tiic goods know of the manu- 
facturer by name, and have in their mind when they purchase the 
goods that they are made by a particular individual. It seems to 
me that one man may quite well pass off his goods as the goods of 
another if he passes them off to people who will accept them as the 
manufacture of another, though they do not know that other by 
name at all.” 

Edge & Sons, Ld. v. NiccoUs & Sons, Ld. — Another inter- 
esting case is Edge & Sons, Ld. v. Niccolls Sons, Ld.^* The 
plaintiff company had for several years been selling washing blues 
and tints in a wrapper with a stick protruding, but having no 

(24) 28 B.P.C. 582. See also McDowell’s Applicatum, 43 B.P.C. 

313; 44 B.P.C. 335. Begistration of the word ‘Nuvol' for lubricating oils 
was opposed by the Standard Oil Co., who were selling ‘Nujol’, a medicinal 
oil. Begistration was refused, notwithstanding the contention of the 
applicants that the lubricants of the opposing firm were marked in England 
by an independent corporation, the Anglo-American Oil Co., and that the 
public were ignorant that these lubricants were manufactured by the. Standard 
Oil Co. The decision was afBrmed by the House of Lords. 



176 The Law of Trade & Merchandise Marks in India. [Chap. 

label or name on the wrapper and had largely advertised that their 
blues had the stick. The defendant company used for their blues 
and tints a similar get-up and a label on which their name was 
printed prominently. In granting injunction Lord Gorell said: 
“No name or description appears upon the wrapper containing 
the plaintiff’s :blues and tints, and to many of such persons the 

plaintiff’s name is unknown It is not necessary, in my 

opinion, for the plaintiff to prove that the ultimate purchasers, 
who are likely to be misled, know the name of the plaintiff’s firm. 
Buyers of the plaintiff’s goods, without any label at all, might, if 
they bought the defendant’s goods and noticed the label, still 
think, having regard to the appearance of the goods, that they 
were goods which had been long on the market, and that the name 
of the manufacturer was now disclosed to those who did not pre- 
viously know it.” 

Rights limited to particular goods or business associated 
with the mark. — The acquisition of an exclusive right to a mark 
or name in connection with a particular article of commerce, can- 
not entitle the owner of that right to prohibit the use by others 
of such mark or name in connection with goods of a totally different 
character. In an action for passing off it is, therefore, not suffi- 
cient to show that the defendant’s trade mark is a colourable imita- 
tion of the plaintiff’s mark. It must be shown further that the 
goods of the two traders are sufficiently allied, and that the goods 
sold by the defendant are so similar to the plaintiff’s goods as to 
be calculated to lead to deception, if sold with the particular trade 
mark or get-up.** Thus in Lucas Ld. v. Fabry Automobile Co., 
Ld.,"^ it was held that the plaintiff’s right to the exclusive use of 
the mark ‘Lucas’ was limited to cycle and motor accessories made 
of metal and did not extend to motor tyres. And in C. & T. 
Harris (Cedne) Ld. v. F. S. E. Harris* an injunction for passing 


(25) It was observed that in India *^the classification of goods by the 
Trade Mark Buies, 1920, can by no means be an infallible guide for the 
determination of the question, whether or not a particular article is some* 
what similar to or of the same description as another, though both may have 
been classified by the Buies of 1920 in the same class. Iqbal Ahmad, J., 
in Thomas Bear ^ Sons (India) v. Prayag Narain, A.I.B. 1935 All. at 
p. l6. See also Anglo-Indian Drug and Chemical Co. v. Swastilc Oil Mills 
€o., Ed., A.I.B. 1935 Bom. 101. 

(1) 23 B.P.O. 33. 

(2) 51 B.P.O. 98. See also Eargreaves v. Freeman, (1891) 3 Ch. 
D. 39; Lake and Elliott *s Application, 20 B.P.O. 605 (millennium for 
carriages and vehicles and ^millennium’ for flour and bread) ; Turner’s Motor 
Manufacturing Co., Ld. v. Miesse Petrol Car Syndicate Ld., 24 B.P.O. 531 



VI.] 


Law of Passing-off; 


177 


off was not successdEul as the plaintiffs’ reputation extended only 
to English bacon and the defendant had clearly indicated to the 
customers that he was trading in Danish bacon. 

In Thomas Bea/r & Sons {India) v. Prwyag Narainf^ Iqbal 
Ahmad, J., said: ‘‘the right of property in a particular trade 
mark is confined to goods oK similar description to which the mark 
has been attached, and the use of a trade mark, identical with the 
mark in which the plaintiff lias acquired a riglit of property, on 
goods of a description other than that to which the mark of the 
plaintiff is attached does not constitute an infringement of the 
plaintiff’s right. The reason is obvious. If the goods in. which 
the plaintiff deals are different from the goods to which the defend- 
ant attaches the mark, the unwary purchaser is not likely to be 
misled into the belief that the defendant’s goods are the goods of 
the plaintiff’s manufacture. The use of a trade mark in connection 
with goods of a particular description for an appreciable length 
of time leads to the association of that mark with those goods in 
the market, and thus the public is led into the belief that similar 
goods to which that mark is attached are goods of the person whose 
mark they bear. But if the same mark is attached to goods of a 
different description there is not the likelihood or probability of 
the purchaser being deceived.” His Lordship added, “I do not 
for a moment underrate the importance of industrial and trade 
security and am alive to the imperative necessity of protecting a 
dealer, whose goods, by the mark that they bear, have acquired a 
particular reputation in the market, from being subjected ‘to 
invasion at the hands of an unscrupulous rival.’ But it is of 
equal importance that a firm or company that acquired a right 
of property in a particular trade mark with respect to particular 
goods should not be allowed to restrain others from using that 
mark on goods of a different description and thus jeopardise free- 
dom of trade and stifle the industry of the county. It is to be 
remembered that in the absence of statutory law on the subject 
cases of alleged infringement of trade marks have to be decided in 

Car Syndicate Ld., 24 R.P.C. 331 (Miesse steam motor ears and Miesse 
petifol motor cars) ; Nugget Polish Co,, Ld, v. Harhoro Rubber Co,, 29 B. 
P.C. 133 (Boot polish and rubber heels) ; ToJcalon Ld, v. Davidson 4" Co., 
31 B.P.C. 74 (Shampoo powder and hair tonics); Sunbeam Motor Car Co,, 
Ld,^8 Application, 33 B.P.C. 389; Lehfhann 4' Co:^s Application, 3^ B-.P. 
C. 92; British Cycle and Motor Manufacturers* Union* s Application, 40 B. 
P.C. 226; Wil8on*s and Mathieson*s Ld, v. Meynell 4* Sons Ld,, 46 B.P.C. 
80 (porcelain baths and brass taps); Colman Ld,*s Application, 46 B.P.C. 
126. " ’ ’ 


(3) A.I.B. 1933 All. 7. 
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India according to justice, equity and good conscience, and I con- 
sider it unjust to restrain the defendant from using his mark <m 
goods which have not been manufactured so far by the plaintiff 
company.” In the above case the plaintiffs who had acquired 
title to a trade mark consisting of an elephant for cigarettes sought 
to restrain the defendant from using a similar mark for chewing 
tobacco. It was held that the two goods were entirely different 
and that there was no possibility of the defendant’s chewing 
tobacco being confused with or mistaken as and for the goods of 
the plaintiffs’ manufacture. 

Anglo-Indian Drug and Chemical Co. v. Svjastik OH Mills 
Co., Ld.,* is another recent case. The plaintiffs had been selling 
hair oils, perfumery and toilet requisites under the mark “777,” 
while the defendants began selling bar soap with their name and 
Swastik mark on one side of the bar and the number “777" on the 
other. It was aigued that, although bar soap is generally used 
for washing clothes the poorer classes of people in India use it for 
toilet purposes as well. The action was dismissed with costs. 
Wadia, J., said: “In India the action is generally limited to a 
particular kind of goods only, and it is for the plaintiffs to establish 
by tlieir evidence that bar soap comes under the description of 
“toilet preparation,” or is “allied” to the same, in order to attract 
to it the benefit of a trade mark which had been used only in con- 
nection with such preparations All that is alleged is that it 

is an article usually manufactured and sold in India by persons 
manufacturing and adling such toilet preparations as the plaintiff 

have been doing There fe no authority, in support of a claim 

to a trade mark in India in respect of an article neither manu- 
factured noir sold by the plaintiffij, but which they allege, is allied 
to their "toilet” preparations.” 

In the case of literary property such as a novel, or drama an 
action for passing off may be available even though the two goods 
are not very similar. Thus, in Sammlson v. Producers Distri- 
huting Co., Ld.,^ it was held that the owner of the copyright of a 
play sk^h was entitled to prevent any person from passing off 
as and for a cinematograph version of that work something which 
was* not in fact the cinematograph version of that work. In 
rejecting the contention that the plaintiff had no cause of action as 
he had no film and as the defendants were not malung use of his 


(4) A.I.B. 1935 Bom. 101. 
<5) 48 B.P.O. 447, 580. 
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namei Mr. Justice Luxmoore said: '^1 do not think it is correct to 
say that the sketch and the fllTn occupy different spheres of busi- 
ness. To represent contrary to the fact that the cinematograph 
film is a version of a particular work must be calculated to damage 
the* film rights in the particular work...... In my opinion the 

owner of a copyright work is entitled to prevent any pei'son 
passing off as and for a cinematograph version of that work some- 
thing which is not in fact a version of that work, although no cine- 
matograph version of it has in fact been made. ’ ’ The decision was 
affirmed by the Court of Appeal. 

Kind of goods need not be identical. — It is, however, not 
necessary that the infringement complained of should be in re?^ 
pect of goods of the same kind. As pointed out in an earlier 
section, in cases of fraud the court will not insist on a very close 
similarity between the two goods, or the nature of business carried 
on by the plaintiff and the defendant.® In such cases the defendant 
will be restrained from passing-off not only goods wliich are of tlie 
same kind but also goods having some affinity to the plaintiff ^s 
goods. Thus, in Eno v. Dunn & registration of the word 
‘‘Dunnes Fruit salt baking powder’^ as trade mark for baking 
powder was refused by reason of a prior user of the words ‘‘fruit 
salt’’ for an aperient or medicinal drink. It was observed by Tjord 
Watson in that case that “there would be a supposed connection 
between the two articles in the minds of many persons, 
who would naturally assume that the baking powder 
had been manufactured with the appellant’s fruit salt, and 
purchase it in that belief, so that a batch of badly made baking 
powder might seriously injure the credit of the effervescing 
powder.” It may be observed that this is an extreme case illus- 
trating the above rule and it occasioned considerable divergence of 
opinion among the judges who tried the case. In Wiarwiefc Tyre Co., 
Ld. V. iVetc; Motor and General Rubber Co., Ld.,® it was held that the 
tyre trade generally included dealing in both cycle and motoi' 
tyres, and that the defendants’ use of the name “Warwick” for 

(6) Lloyd*8 V. Lloyd^s Southampton Ld., 29 R.P.C. 433; Earrod^s 
Ld. V. B, Harrod Ld., 41 B.P.O. 74. 

(7) 7 B.P.G. 311; (1890) App. Ca. ^52. 

(8) 27 B.P.C. 161. .See also Dwnlop Pneumatic Tyre Co., Ld. v. 
Dunlop Lubricant Co., 16 B.P.C. 12; Schreeve^s Trade Mark, 31 B.P.C. 
24; Brown 4" Co. *8 Application, 38 B.P.C. 15; Walpamur Co., Ld. v. 
Sander8on 4r Co., Ld., 43 B.P.C. 385; MeDowelVe Application, 43 B.P.C. 
313; 44 B.P.C. 335; Savage *8 Application, 44 B.P.C. 1; Sanwon Cordage 
Co. *8 Application, 44 B.P.O. 313. 
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motor tyres would be calculated to mislead persons into the belief 
that such tyres were of the same make as the well known ‘ ‘ Warwick’ ’ 
cycle tyres. Similarly in Eastman Photographic Materials Co., 
Ld. V. (John) Griffiths Cycle Corporation Ld.,* the defendants were 
restrained from using the word “Kodak” for their cycles although 
the plaintiff's were not dealing in cycles. So also, in the unreported 
case British American Tobacco Co. (India) Ld. v. Ismail Sahib^" 
the plaintiffs who were the owners of the “Scissors” mark for 
cigarettes were successful in an action to restrain the defendants 
from using fraudulently the scii^rs mark on biris, though the 
plaintiffs did not deal in bitis. Wallis, J., observed that the two 
goods were dosely allied and that the damage which the plaintiffs 
were likely to sustain did not lie in the fact, that their customers 
wcrald be attracted by the defendants’ goods, but that the reputa- 
tion of the plaintiffs might be adversely affected by the inferiority 
of the defendants’ goods. 

The rule was stated by Niamatullah, J., in the following pass- 
age: “The plaintiffs, whose goods have acquired a reputation in 
the market through a trade mark or name with which their goods 
have become associated, have a right to restrain the defendant 
from using a trade mark or name which is identical with or similar 
to that of the plaintiffs, and such right extends not only to the 
particular goods sold by the plaintiffs, but also to cognate classes 
of goods, provided the cumulative effect of the similarity of the 
mark, the commercial connection between the plaintiffs’ goods and 
those of the defendant and the surrounding circumstances is such 
as to lead the unwary customers to mistake the defendant’s goods 
for those of the plaintiffs. The raw material with which the articles 
in question are prepared, any affinity in the process employed in 
manufacturing them, the fact that the production of one can 
extend from the slight extension of the business of the other, the 
habits and notions of the customers of the two, and the uses made 
of the article afford indicia of more or less cogency for determining 
whether the customers of the defendant’s goods are likely to mis- 
take them for those of the plaintiffs. Direct evidence establishing 
the fact that such impression was created in the past in the minds 
of certain persona is also of value. The inference to be drawn 
from all the circumstances should not be speculative, but probable. ”” 


(9) 15 B.P.C. 105. 

(10) C. S. No. 159 of 1909 Madron High Coort. 

(11) Thonuu Bear 4" Sons (India) \. Prayajg Ndraim, A.I.B. 1936 
AU. 7. 
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Accossories.— In the case of accessories it is comparatively 
easy to establish a definite affinity between the goods in question to 
warrant an injunction, although the goods may belong to different 
classes. Injunction was thus granted in Kodak, Ld, v. London 
Stot'coscopic and Photographic Co., Ld.,^’‘ restraining the defendants 
from selling films of their own manufacture as Kodak film, although 
it was contended that the expression denoted merely films foi' 
Kodak cameras. But, in Ncostyle Manufacturing Co., Ld. v. 
Ellam’s Duplicator Co.,^^ where the plaintiffs, carrying on busi- 
ness in duplicating machines and accessories for use therewith, 
sought to restrain the defendants from passing-off ink, paper, and 
stationery under the name “Neostylc” an injunction was refused. 
It was held that, although the word “Neostyle” had. become 
identified in England with the plaintiffs’ duplicating machines 
thej' had never had any exclusive right to the use of the word in 
connection with duplicator accessories. It is thus possible that a 
trade mark distinctive for a particular machine may be descriptive 
when applied to its accessories. 

niark must distingfuish the plaintiff's goods. — The nature of 
the mark is of primary consideration in determining the plaintiff’s 
title to a trade mark. It is now well settled that if the mark is 
inherently distinctive it is not necessary to establish that the mark 
has acquired wide reputation. The mere fact that the plaintiff is the 
first and continuous user will entitle him to exclusive owhershij> 
of the mark.^® * On the other hand, if the mark is prima facie non- 
distinctive a claim to exclusive ownership will not generally be 
sustained, notwithstanding that the plaintiff was the first user, 
as such mark is not adapted to distinguish the plaintiff ’s goods 
from similar goods of other manufacture. In exceptional eases a 
plaintiff may, however, succeed in proving to the court that his 
mark, though prima fade non-distinctive, has in fact become dis- 
tinctive of his goods. The ease with which this can be done will 
depend to a great extent upon the nature of the mark. It may, 
therefore, be useful to consider here what marks are prima fade 
non-distinctive and how such marks may, in spite of their primary 
non-distinctive character, acquire a secondary distinctive character 
in connexion with the goods of a particular manufacturer. This 
topic is discussed at some length in the following sections. 


(12) 20 B.P.O. 337. 

(13) 21 B.P.C'. 186, 369. See also Gledhai # Sons, Ld. v. British 
Perforated Toilet Taper Co., 28 B.P.C. 714. 

(13-a) Subject to right of honest concurrent user by another. 
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Mark descriptive of the goods. — A tnade mark which is 
prima facie descriptive of an article or its composition or its mode 
of manufacture must be open to the trade and cannot be claimed 
for exclusive use by any one trader. In Singer Manuftacturing Co. 
T. Loog^* Lord Selborne said: “The reputation acquired 'by 
machines of a particular form or construction is one thing; the 
reputation of the plaintiff as manufacturer is another. If the 
defendant has no right under colour of the former to invade the 
latter, neither have the plaintifb any rights under colours of the 
latter to claim (in effect) a monopoly of the former.” Thus, in 
Liebig's Extract of Meat Co. (Limited) v. Hanbury^'^ where both 
the plaintiff and the defendants were making the preparation 
according to Liebig’s recipe and selling them as “Liebig’s Extract 
of Meat” injunction was refused by Wood, V. C., on the ground 
that the process of manufacture had long been published and 
employed, and that the name had sometime past been in common 
use as descriptive of the artidle prepared according to this pro- 
cess. In Browne v. Freeman'* injunction was likewise refused, 
the court observing, that though the plaintiff could have originally 
acquired exclusive right to the use of the word “Chlorodyne” 
when the product was first introduced by him in the market, the 
name had become the name of the article. Similarly, the words 
“linoleum” for floor cloth,*^ “malted food” for food,^* “gripe 
water’* for medicine,** “wet or dry*’ for abrasives,*® and *maga- 
zine of fiction’,®’ were held to be merely descriptive of the goods. 

On the other hand in Singer Manufacturing Co. v. James 
Spence & Co.,** and Singer Manufacturing Co. v. British Empire 
Manufacturing Co., Ld.,** it was held that the term “Singer 


(14) 18 Gh. D. 395; 8 App. Cas. 15. 

(15) 17 L.T.N.S. 298 (1867); Seb. Dig. p. 171. 

(16) (No. 1) Seb. Dig. p. 134; (No. 2) Seb. Dig. p. 253. 

(17) Linoleum Manufacturing Co. y. Naim, 7 Ch.D. 834 ; 47 L.J.Gh. 

430. 

(18) HorUae’s MeHted Milk Co. v. SummershUt, 34 B.P.C. 63. 

(19) Woodward Ld. v. Boulton Macro Ld., 32 B.P.C. 173. 

(20) Minnesota Mining and Manufacturing Co.’s AppUeation, 41 B. 
P.C. -237. 

(21) WiUiams Stevens Ld. y. Cassell Co., Ld., 30 B.P.C. 199. See 
also Mathieson v. Sir Isaao Pitman 4" Sons, Ld., 47 B.P.C. 541 where the 
words, *'How to appeal against your rates," forming the- title' of the book 
were held to be deseriptiTe of the contents of the book. . 

(22) 10 B.P.C. 297. 

(23) 20 B.P.C. 313. 
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machines ” had come to mean to the public, machines made by the 
Singer Manufacturing Co., and not machines made according to 
any particular type or pattern known as the Singer system . So 
also, in Bechatein v. Barker and Barker^^ the court held that the 
expl^ession ‘‘Bechstein Model” indicated that the piano was made 
by the firm of Bechstein and not pianos made according to any 
particular model. In Daimler Motor Co. (1904) Ld. v. London 
Dainder Co., Ld.^^ the Court of Appeal decided that the name, 
Daimler, had become distinctive, although originally it denoted 
merely a system on which motor cars worked. In Roe {A.V.) S’ 
Co., Ld. V. Aircraft Disposal Co., Ld.,^ the plaintiffs had re^s- 
tered the word “Avro” for aeroplanes, but during the war aero- 
planeil according to the plaintiffs* design known as “Avro 504-K” 
had been made by other manufacturers and supplied to Govern- 
ment. It was contended that the name ”Avro” was in the circum- 
stances not distinctive, b\it indicated only a certain type of aero- 
planes, irrespective of the manufacturer. Interlocutory injunc- 
tion was, however,. issued restraining the defendants from passing 
off machines not manufactured by the plaintiffis, under the name 
“Avro”, but the defendants were not restrained from selling 
aeroplanes of other makers made according to the above dc.sign 
under the names “Avro type” or *‘Type Avro.” 

The expression “Lawson Tait Bedstead” was held to have 
acquired a secondary meaning in connection with bedsteads manu- 
factured by the applicants though made according to a pattern 
originally approved by the physician Lawson Tait.* 

The following words also were held to have no direct reference 
to the quality or nature of the goods: “Regimental” for 
cigarettes,® “National” for cash registers.'* 

Laudatory words. — ^Words which are merely laudatory can- 
not be appropriated as trade marks, e.g., “Superior”, “superfine”,® 


(24) 27 B.P.C. 484. 

(25) 24 B.P.C. 379. ' 

(1) 87 B.P.C. 249. 

(2) AppUeation of TVhitfleWa Bedsteads Ld., 26 B.P.C. 657. See 
also Vaotmm OH Oo., Ld. v. Gooek and Tarrant, 27 B.P.C. 76. 

(3) Imperial Tohaooo COi {of Oreat Britain and Ireland) Ld. v. De 
FasgudU ^ Co.-, 35 B.P.C. 185. 

(4) National Cash Begister Co. *s Application for a trade mark, 34 B. 
P.C. 354. 

(5) Braham v. Bustard, 1 H. & M. 447. 
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“Nourishing",* 
“ Charm’ V 


“Best", “Perfection”,^ “classic”,® “Victor”,^ 


Marks descriptive of design. — name which denotes only a 
particular type or pattern of a machine or article and not the 
machine or article sold by the plaintiff cannot be protected. In 
Harrison, McGregor & Co.’s Trade Mark case,^^ Mr. Justice 
Kekewich held that the plaintiffs had used the word “Albion” only 
to denote a design and not a trade mark and that the mark should, 
therefore, be expunged from the Register, but, by agreement an 
order was only made for the limitation of the registration to the 
specified goods. In M'^inser Co., Ld. v. Armstrong & Co,,^- the 
plaintiff company had registered a design for interesting sewer 
traps or interceptors, and were selling the same as “Winser inter- 
ceptors.”' After the registration had expired the defendants 
began selling other interceptors of a similar design, under the name 
“Winser interceptors.” The plaintiffs’ action to restrain the 
defendants from using this name was dismissed. Byrne, J., said: 
“If a man registers a new design, and gives the article made in 
accordance with that design a name, that name describes the article'. 
In this particular trade there are intercepting traps already known 
and identified by the name of the inventor, or of the persons who 
first introduced them, such as Buchan’s, Beale’s and Weaver’s traps. 
A man having invented a new design or trap, and given it a name, 
may present the name to the public as part of what he docs. So 
long as; he is protected by registration lie, and he alone, can make 
in accordance with the design so registered, and the public are 
warned by the impression of the word “Registered” and the 
number that they must not make that article, which is an article 
belonging to the person who has so registered it. When the regis- 
tration has expired, the article, whatever it is, becomes common 
property and anybody can make it. They must not, of course. 


(6) Baggett v. FineOater, L.B. 17 £q. 29. 

(7) Joseph Crosfield # Sons, Ld,’s Application, 26 B.P.G. 837. 

C8) Sharpe (W.N.) Ld. v. Solomon Bros. Ld., .32 B.P.C. 1.5. 

(9) Massaehiuetts Saw Works* Application, 35 B.P.G. 137. 

(10) Keystone Knitting Mills Ld.’s Trade mark, 45 B.P.G. 193, 421. 

(11) 7 B.P.G. 25. 

(12) 16 B.P.G. 167. The word “Prophylactic” was held to bo deo^ 
criptive of a particnlar shape and make of tooth brush and not distinetivs, 
Cordes ▼. Addis 4" ^dn, 40 B.P.G. 133. The word “console” was held to 
be in common nse in the gramophone trade as indicating a design with parti- 
cular characteristics, The S. M. T. Gramophone Co., Ld. v. Itonik 
Gramophone Ld., 48 B.P.G. 309. 
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make the article and represent it to be an article of the plaintiffs" 
makCi or as being an article sold by the plaintiffs ; in other words, 
they must not, although they are entitled to make the articles, 
represent to the public that the goods they so make are goods made 
and 'sold by the other person, formerly the registered owners."" 

Descriptive of quality. — symbol which by trade usage 
has come to denote quality and nothing else (such as, for instance, 
the hammer inark in the cutlery trade and the ‘ ‘ XX " " and ‘ ‘ XXX " ’ 
marks in the brewing trade) cannot be appropriated by a parti- 
cular manufacturer as a trade mark any more than a common 
adjective denoting quality can be so appropriated.""^-^ Where a 
mark merely signifies the quality of an article and not the article 
sold by the plaintiff the mark cannot be considered as the trade 
mark of the plaintiff, even though he may be the first to use it in 
the market.^* Thus, in Barlow v. Gobindram^"^ the plaintiffs' claim 
for the use of the number 9000 as a trade mark for distinguishing 
their cloth was rejected on the ground that it was only a quality 
mark. In Vadilal Sakalchand v. & Co./'* Mr. Justice 

Batty observed that the mere fact that a mark was designed 
by a person does not entitle him to the exclusive use of that mark . 
Such a mark may be a mere quality mark, indicating the reputation 
of the goods irrespective of the reputation of the sellei*. Every 
trader being entitled, if not bound, to state truthfully the quality 
of the goods he sells, no one trader can restrain any other from 
exercising that right by a mark truthfully indicating quality . ' ‘ To 
give an exclusive right"’, said his Lordship, ‘‘there must be some- 
thing further. The mark must amount to a representation that 
the quality is wholly or in part due to, and guaranteed by, some 
persons concerned in, or connected with, the origin or histoiy of 
the goods. In such cases the public are invited to rely on the repu- 
tation of the persons denoted, and no other person can, without 
their authority, make such representation. " " 

M efLningr may be different to the public and the trade. — 

Sometimes a word may convey a different meaning to the public 
from what it has to the trade. In such cases, the Courts will con- 
sider only the meaning of the word as generally understood by 


(13) Lawrence, L. J., in Nicholson 4" Sons Ld. *s Application, 48 R. 
P.O. at p. 246. 

(14) BaUi V. Fleming, 3 Cal. 417, Markby, J. 

(15) 24 Cal. 364. 

(16) 7 Bom.L.R. 272; 30 Bom. 61. 

24 . 
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ordinary purchasers. So, in Singer Manufuctwring Co. v. British 
Empire Manufacturing Co., Ld.,^^ Kekewich, J.> observed: “It is 
said that this is not advertised as a “Singer” machine, but only as 
a machine according to the latest improved “Singer system”. It 
is said that that is known in the trade, which seems to have been 
admitted in another case, but it is perfectly clear that among the 
oardinary purchasers of sewing machines, that is to say, among 
the thousands who buy and sell them, that there is no such thing 
known as the “Singer system” ; what persons know is the “Singer” 
machine; and what persons want to buy is the “Singer” machine; 
and to tell them it is on the “Singer system” tells them nothing.” 
So, in Ford v. Foster^'^ it was held that to the public the word 
“Eureka”, as applied to shirts, had become distinctive of the 
plaintiff’s goods, though to the trade it was merely descrip- 
tive of a particular pattern. On the other hand, it is possible 
that a word may convey a distinctive meaning to the 
trade but only a descriptive meaning to the public. The case of 
the Gramophone Company's application^* is illustrative of this 
point. The word gramophone at one time designated a patented 
instrument with disc, as distinguished from cylindrical records. 
The patent expired in 1900, and, thereafter, a number of manu- 
facturers made similar machines and sold them, not as gramo- 
phones, but under various trade names. The applicant company 
alone sold those disc machines under the name gramophones. The 
company, accordingly, claimed exclusive right to use this word for 
disc machines of their manufacture. The finding of the Court 
was that the word “gramophone,” so far from losing its original 
signification, had become popularised, largely owing to the adver- 
tismnents of the plaintiffs themselves, as the name of the particular 
sort of miiide, though among traders, the word while still denoting 
the article, also generally connoted the source of manufacture. 
Begistration was refused of the word “gramophone” as a trade 
mark. Lord Parker said: “On the one hand, distinguishing the 
public from the trade, it is, in my opinion, clear that to the general 
public, the . word “gramophone” now denotes a talking machine 
Mdth disc as opposed to cylindrical records, that is, a particular 
typaof talking machine, and denotes this without any connotation 
of the source of manufacture. ... On the other hand, I think 
it is equally dear that, to the trade generally, the word, while it 
still denotes a talking machine of a particular type, connotes also' 

• ' ■ ■ - — ■ ■ ■ ■ ^ • ■ I ■ —'S 

(17) 20 E.P.C. at p. 319. 

(18) (1872) li.B. 7 Ch. 618. 

(19) 27 E.P.C. 689. . . . 
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the source of numufaeture of such machines. . . . Taking the 
word ‘gframophone’ on its own merits, and as it is used by the 
Applicant company in their application for registration, and 
finding that it is the name! of a particular sort of article, 1 cannot 
see that it is in itself more adapted to distinguish that article when 
made by one person from the same article when made by another 
man than, for example, the word ‘match’ would be adapted to 
distinguish the matches of one manufacturer from the matches of 
another. In itself, therefore, the word ‘ gramophone ’ would be no 
more registrable ior gramophones than the word ‘match’ for 
‘matches’. 

Descriptive words may acquire a secondary signification. — - 

A word or name which is primarily descriptive of the goods may, 
in course of time, lose this ordinary meaning and, by long user, 
acquire a secondary meaning indicating that the goods sold under 
that word or name are not merely goods of that description but 
goods made by a particular manufacturer. In the circumstances, 
any other manufacturer will not be entitled to use the word or 
name to sell his own goods without clearly distinguishing such 
goods from those of the first user. When once it is established 
that the secondaiy meaning of the word or words had become the 
dominant meaning, that is to say, when the mark is understood by 
the public to indicate goods made by the plaintiff and not merely 
to describe the goods, the court will prohibit any other person 
selling his goods under that particiilar mark and, thereby, passing- 
off his goods, as and for, those of the plaintiff. 

Beddaway v. Banham. — The leading authority for this 
principle is the famous Camel hair belting case.*® It may be 

(20) Beddaway v. Banham, 13 B.P.C. 218. For other Beddaway 
eases see Beddaway v. Ahlers, 19 B.P.C. 12; Beddaway # Co., Xd. v. 
Frictionless Engine Packing Co., Ld., 19 B.P.C. 505; Beddaway 4" Co., 
Ld. V. Bobert Stevenson # Brother, Ld., 20 B.P.C.' 276; Beddaway v. 
Smidt 4" Co., 32 Cal. 401. The history of the Beddaway rases is discussed 
in Beddaway v. Hartley, 48 B.P.C., at pp. 289 to 297 by Liord Hanworth, 
M. B. Beddaway v. Banham, has been applied or considered in the following 
'Cases: Powell v. Birmingham Vinegar Brewery Co., Ld., (1896) 2 Ch. 54; 
Saxlehtur v. Apollinaris Co., 14 B.P.C. 645; Parsons Bros. 4" ('<>• v. John 
€Hilespie # Co., 15 B.P.C. 57; CetlrOar Clothing Co. v. Maxton and Murray, 
(1899) App. Cas. 326; CMvers 4- Sons v. Chivers # Co., Ld., 17 B.P.C. 
420; Valentine Meat Juice Co. Valentine Extract Co., Ld., 17 B.P.C. 1, 
673; Cash, Ld. v. Cash, 18 B.P.C. 213; 19 B.P.C. 181; Aerators, Ld. v. 
Tamt, 19 B.P.C. 418; Faulder 4- Co., Ld. v. O. 4r O. Bushton, Ld., 20 
B.P.C. 477; Plotekerv. Lucas, 24 B.P.C. 551; Kinnel (Charlee P.) 4- Co., 
Ld. V. Bdllantine 4" Sons, 27 B.P.C. 185; May v. May, .31 B.P.C. 324; 
Ooddard v. The Watford Co-operative Society, Ld., 41 B.P.C. 218; 
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observed, however, that this principle of law had been stated before 
in several earlier cases. As Kekewich, J., observed: “Even the 
language finds a counterpart in many other cases, as 
Seixo V. Provezertde,^'^ But yet the law is so dearly put 
on a simple and intelligent basis, that one necessarily 
makes it the starting point in the consideration of questions 
of this class."** The plaintiff Beddaway, a manufacturer 
of belting had, since 1879^ been selling in England, India 
and other countries, belting manufactured by him as “Camel Hair 
Belting" or “Camel Belting’*, for the purpose of diatingiiiHibing 
it from belting of other manufacturers. The defendant Banham, 
formerly in the employ of Beddaway, commenced to manufacture 
Iwlting from yam of the same description as that used by the 
plaintiffs and sell them as “Camel hair belting”. An. action for 
passing-off was originally launched on the ground that the expres- 
sion “Camel hair belting" was a fancy term. In the course of the 
trial it was proved by the defendants that the material of the 
plaintiffs’ belting consisted largely of genuine camel hair, and 
that, consequently, the trade designation “Camel hair belting" 
was not a fanciful term, as was generally supposed by the public. 
During the trial the correspondence between the defendant firm 
and his Indian agent was filed as evidence which showed fraudulent 
intention of the defendants to steal the reputation of the plaintiffs’ 
belting. The findings of the jury were: (a) that “Camel hair" 
belting meant belting made by the plaintiffs as distinct from 
belting made by other manufacturers, (b) that the defendants’ 
description of their belting as “camel hair” belting was likely to 
mt^ead purchasers and (c) that the defendants had fraudulently 
endeavoured to pass-off their goods for* those of the plaintiffs. On 
these findings, Collins, J., gave a judgment for the plaintiffs and 
granted an injunction. The Court of Appeal reversed this decision 
on the ground that an action for passing-off could only lie where 
the trade name claimed by the plaintiff was a fancy name and not 
where the name was merely a truthful description of the nature 
of the goods, notwithstanding that the use of the name by others 
might lead’ to deception of the public. On appeal, the House of 
Lords reversed the decision of the Court of Appeal and afSrmed 
the original decision of Collins, J. In his very learned judgment 
Lord Herschell laid the law in the following passage: “The 

Havana Cigar and Tobacco Factories, Ld. v. Oddenino, 40 B.P.G,. 229; 
41 B.P.C. 47. 

(21) (1866) L.B. 1 C!h. App. 192. 

(22) Sttsdehner v. ApMinaria f Co., 14 B.P.C., at p. 652. 
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name of a person, or words forming part of the common stock of 
language, may become so far associated with tiie goods of a parti- 
cular manufacturer that it is capable of proof that the use of them 
by themselves without explanation or qualification by another 
manufacturer would deceive a purchaser into the belief that he was 
gettii^ the goods of A when he was really getting the goods of It. 
In a case of this description the mere proof by the plaintiff that 
the defendant was using a name, word, or device which ho had 
adopted to distinguish his goods would not entitle him to any 
relief. He could only obtain it by proving further that the defen- 
dant was using it under such circumstances or in such m.'tfiner as to 
put-off his goods as the goods of the plaintiff. If he could succeed 
in i)roving this, I think, he would, on well-established principles, 
be entitled to an injunction.” Befcrring to the judgment of the 
(Jourt of Appeal his Lordship obseiwed; *‘Tn my opinion the 
doctrine on which the judgment of the (Jourt of Appeal was based, 
that where a manufacturer has used as his trade mark a descriptive 
word, he is never entitled to relief against a person who so uses it 
as to induce in purchasers the belief that they are getting the goods 
of the manufacturer who has theretofore employed it as liis trade 
mark, is not supported by authority and cannot be defended on 
principle. I mn unable to see why a man should be allowed in 
this way more than in any other to deceive purchasers into the 
belief that they are getting what they are not, and thus to filch the 
business of a rival.” 

Smidt v. Beddaway & Co. — Issues substantially identical 
with those in the above case were raised in the Indian case, Smidt 
V. Reddaway S* Co.®* The plaintiffs, F. Reddaway & Co., had 
been selling belting in India for several years under the name 
"Camel hair belting”, and the name had acquired a valuable trade 
reputation in India. The defendants had recently imported 
machine belting of German manufacture which they had placed 
on the market under the name of "Camel hair belting” or 
** Schroder Smidt & Co.’s Camel hair belting”. The correspon- 
dence between the defendants and the manufacturers of this 
belting showed that they were aware of the reputation of the plain- 
tiffs* "Camel hair belting” in the Indian market and that they 
refused to have their belting stamped in a manner which would 
distinguish their belting from Reddaway's belting, as it would be 
then "very difficult if not impossible” to sell their belting. It was 
held that the name "Camel hair belting” had come to mean on 

(23) 32 Cal. 401; 9 C.W.N. 281 (appeal). 
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the Indian market exclusively the plaintiff’ belting. An injunc* 
tion was accordingly granted by Ameer Ali, J., in the nanift 
terms as in Reddaway v. Banham/* and the decision was upheld 
on appeal. 

“Silverpon’' Jam case. — FatUder &• Co,, ljd,v. O. andG. 
Button, Ld.,** is another important case. The p laintiffs were the 
first to manufacture jams in pans made of silver or silver plated 
instead of in copper vessels then usual in the trade, and the jams 
so manufactured were sold as ‘‘silverpan” jams. The defendants 
who were retail grocers began to issue circulars advertising “Silver 
well silver pan Strawberry 10 1|2 d." An action for passing-off 
was successful, although the plaintiffs’ mark was ordered to be 
expunged from the Register. Vice-Chancellor Hall held that the 
name “Silver pan’’ was distinctive of the plaintiffs’ jams and that 
the defendants in their circulars had not sufficiently distinguished 
their jams from those of the plaintiffs. The decision was upheld 
on appeal. Lord Justice Romer said that there was no doubt that 
the term “Silver pan” was originally suggested by reason of the 
plaintiffs’ jam having been boiled or made in silver or silvered 
vessels, but having regard to the fact that the user of this term by 
the plaintiffs in respect to their goods had been for so long a period, 
and had 'been so extensive and exclusive, it had become known as 
distinctive of their goods, and not as being something merely 
descriptive of the goods. 

Boake, Roberts & Co., Ld. v. Wayland & Go.— In 
Boake, A. Roberts S' Co,, Ld. v. Wayland S Co./ the question arose 
whether letters which by themselves were distinctive, but which 
alongside of the full name had a descriptive meaning could be 
protected in an action for passing-off. The plaintiffs were aAlliTip 
potassium metasulphite as “K.M.S.” with the full name kalium 
metasulphite added in brackets. The defendants began selling the 
same s^t as “K.M.S.’’, whereupon the plaintiffs filed an action 
for infringement and passing-off. It was argued on behalf of the 
plaintiffs that the letters “K.M.S,” were used to dia titigniaTi their 
product from potassium metasulphite manufactured by other firms 
and that the letters by themselves were meanin^ess, either to the 
brewing trade where the chemical was largely used or from the 
chemical point of view to the chemist. The defendants contended, 


(24) 13 B.P.O. 218; 4800 A.O. 109. . 

(25) 20 B.P.O. 477. 

(1) 26 B.P.O. 261. 
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on the other hand, that the letters were an abbreviation 

of Kal i n m metasulphite and were thus descriptive of the article, 
kalium being the German word for potassium. Injunction was 
granted by Neville, J., on the ground that the evidence showed 
conclusively that the letters “K.M.S.” were known in the brewing 
trade to indicate the manufacture of the plaintiffs. 

A few more cases may be mentioned in this connection. In 
E'no V. Dunn <5* Co.,® the plaintiff had been selling for several 
years a medicinal preparation in the form of a powder under the 
name “Fruit Salt”. The defendants commenced selling a 
medicinal preparation in the form of tablets under the name 
“Dunn’s fruit salt and potash lozenges”. Injunction was granted 
restraining the defendants from selling any medicinal preparation 
not of the plaintiff’s make, under any title of which “Fruit Salt” 
formed a part, so as to induce the belief that such compound was 
the plaintiff’s fruit salt. In Sir Henry Cochrane v. MacNish and 
Son^ the Privy Council affirmed the finding of the Supreme Court 
of Jamaica that the words “club soda” had at the time of the 
commencement of the action acquired in the trade the meaning of 
soda water made by the plaintiff. In V\cdentine Meat Juice Co. v. 
Valetitine Extract Co., I/d.,* the name “Valentine” was held to 
have become identified with meat juice or meat extract sold by 
the plaintiffs. In Kodak, Ld. v. London Stereoscopic tmd Photo- 
graphic Co., Ld.^ the defendants’ contention that the words 
“Kodak film,” “Brownie film,” etc., were descriptive of films of 
any make which would fit the camera was rejected, and the words 
were held to refer exclusively to the goods of the plaintiffs. In 
Burroughs, Wellcome & Co. v. Thompson and Capper* the word 
‘Tabloid’ was held to have acquired a secondary meaning in 
connection with drugs manufactured by the plaintiffs. In Dunlop 
Pneumatic Tyre Co., Ld. v. Dunlop Motor Co., Ld.,^ it was held 
by the Lord Ordinary that the name “Dunlop” having acquired 
a secondary meaning in connection with the plaintiffs’ goods, and 
the defendants’ business being of a similar nature, the resemblance 
of the trade names was too dose not to lead to confusion and an 

(2) 10 B.P.C. 261. 

(3) 13 B.P.C. 100. 

(4) 17 B.P.C. 673. 

(5) 20 B.P.C. 337.- See also Eastman Photographic MateritOs Co.. 

Ld. y. Qrtffitha Cycle Corporation, Ld. (16 B.P.C. 105), where the defea- 
diuite were restrained from selling ‘'Kodak eycles”. 

(6) 21 B.P.C. 60. 

(7) 28 B.P.C. 688. 
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interdict was accordingly granted. In Havana Cigar and Tobacco 
Factories, Ld. v. Tiffins, (1905), Ld.,^ the Court of Appeal held 
that the term ‘Corona’ had become identified with cigars of the 
plaintiffs’ manufacture, although the word had been used by a 
number of cigar manufacturers to indicate a particular shape. In 
Kinnell & Co., Ld. v. Bailantine and 8ons,^ it was held that the 
name “Horse Shoe” had acquired a secondary meaning in 
connection Avith boilers made by the plaintiffs. In Massam v. 
Thorleij’s Cattle Food Co.,'® Lord Justice James said that 
“Thorley’s Pood for cattle” had never become an article of com- 
merce as distinguished from the particular manufactory from 
which it had proceeded. So also, in The AppUcation of Whitfield's 
Bedsteads, Ld.,^^ the Court said that the name “Lawson Tait” 
had become distinctive of bedsteads of a particular manufacture. 
And, in The Oriental Government Security Life Assurance Co., 
Ld. V. Oriental Assurance Co., Ld.,^^ it was held that the word 
“Oriental” when applied to a Life Assurance Company had 
become identified with the plaintiff company. 

Facts of each case to be considered. — It is seen from the 
above cases that where the facts clearly establish that a particular 
descriptive name or word had lost its ordinary meaning and has 
acquired a secondary signification in connection with the goods of 
a manufacturer the principle of law to be followed is quite clear. 
But it must be emphamzed that in dealing with a question of fact 
each ease must depend upon the facts of that particular case alone. 
“It would be impossible, for instance, to say,” observed Lord 
Halsbury in Reddaway v. Bonham, “that a trader could 
not describe his goods truly by enumerating the parti- 
culars of what they consisted, unless such description was 
calculated to deceive, and make his goods pass as the 
goods of another. What in each case or in each trade, 
will produce the effect intended to be prohibited -is a matter, 

(8) 26 E.P.C. 473. 

(9) 26 B.P.C. 12; 27 E.P.C. 185. 

(10) 6 Ch.D. 674. 

(11) 26 E.P.C. 657. 

(12) 40 Cal. 570, Secondary signification was established in the following 

cases: ^'Brinsmead Pianos’^ Bfinsmead. ^ Sons^ Ld. v. Brinamead, 30 
B.P.C. 493,* ‘'London Olympia Circus’\ Mills v. Chapman, 47 B.P.C. 115; 
“The Brine Baths,” Hasketh Estates, South ports, Ld. v. Droitvsioh Brine 
Baths, Ld.,'S2 B.P.C. 39; “Goddard’s Plate Powder”, Goddard v. The 
Watford Co-operatiue Society, Ld., 41 B.P.C. 218 ; ‘ ‘ Dorman ’s Motor Engines, ’ ’ 
Dorman f Co., Ld. v. Meadows, Ld., (1922) 2 C^. 332. " ’ ^ 

(13) 13 B.P.C. 218. . . . . 
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which must dei)end upon the circumstances of each case, auH the 
peculiarities of each trade. It would be very rash a priori to say 
how far a thing might or might not be described without being 
J amiliar wi th the technology of tlie trade. ’ ’ And Lord Macnaghten 
said; “Ca.ses of this sort must depend upon the particular circum- 
stances. The facts of one case are little or no guide to the determi- 
nation of another.” The nature of a mark, the kind of goods, the 
class of purchaser and the extent of the sale of the goods are some 
of the important factors in deciding whether the mark has acquired 
.secondary signification. 

Difficulty in establishing secondary signification in the case 
of descriptive words. — Although the Camel Hair Belting case 
shows the possibility of an ordinary descriptive teim acquiring 
secondary signification different from its original meaning, such 
instances are of a very exceptional nature. Ordinarily, it would 
be very difficult to establish the fact that a descriptive name or 
word has acquired a new meaning in connection with the goods of a 
particular manufacturer. The difficulty in establishing the acquired 
secondary meaning of an expression which in its primary sense is 
descriptive would depend to a large extent upon the amount of 
descriptiveness of the expression. “The more simple the 
phraseology, the more like it is to a mere description of the article 
sold, the greater becomes the difficulty of proof.”’* Or, as Vice- 
Chancellor Wood said in Young v. iffoende’® “the more ridiculous 
a trade mark is, the better it is.” This difficulty in establishing 
the alleged secondary signification has been well emphasized 
in a number of trade mark ca.scs. It will be seen from these 
decisions that the couiis are generally very reluctant to come to 
the conclusion that an ordinary descriptive word had lost ite 
original meanin g and had become distinctive of the goods of a 
particular manufacturer. The burden of proving that particular 
words have acquired secondary signification lies on the pcr.son 
alleging it.’® But “if the proof establishes the fact the legal 


(14) per Lord Halsbury in Beddaway v. Banham, 13 R.P.C. 218, 
( 1896) A.C. 199, 210 . ‘ ‘ A distinctive invented or fancy word has a much wider 
scope for colourable imitation than a word primarily descriptive, especially if 
the latter be one in common English use'' per Astbury, J., in Imperial 
Tobacco Co. (of Great Britova 4r Ireland) Ld. v. De Pasquali, 35 B.P.C. at 
p. 195. 

(15) Seb. Dig., p. 114. 

(16) The Cellular Clothing Co. v. Maxton 4r Murray, 16 R.P.O. 397; 
Smidt V. Beddaway d* Oo., 9 O.W.K. 281; 32 Cal. 401. 
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cousequencc appears to follow.” Where the word is descriptive 
the fact that the plaintiff happens to be the only person who had 
been using the word for any length of time is not enough to make 
the mark distinctive. The plaintiff will have to show that there 
had been an intimate association of the word or mark with his 
goods so that in the trade the word or mark had come to denote 
exclusively his goods as distinguished from similar goods sold by 
other manufacturers. A few leading illustrative cases where the 
alleged secondary signification was not established are mentioned 
below. 

The Cellular dotiMag case. — ^The question was fully discussed 
l)y the House of Lords in The CeUvldr Clothing Go. v. Maxton and 
Murray . The plaintiffs were the manufacturers of a special kind 
of fabric so woven as to permit, while retaining its warmth, free 
perspiration of the skin. Such fabric was sold under the name 
“Cellular” which name had never been before applied to clothing 
or any textile fabric. The defendants, a firm of shirt makers 
issued pattern books to their customers upon one of which they 
had stamped the words “Cellular” in block letters with their 
initials “M. & M. ” stamped on the outside of the book. It was 
shown that certain persons to whom the book was supplied ordered 
“Cellular” goods but did not expect to get the goods of any parti- 
cular maker. The plaintiffs averred that the name “cellular” in 
the market meant exclusively their goods and claimed an injunc- 
tion to restrain the defendants from using this word on cloth or 
or clothing not manufacturexi by the plaintiffs. It was contended 
on behalf of the defendants that the goods described by them as 
“Cellular”, were in point of fact “cellular”, and that, as it was 
an appropriate word describing the quality of the cloth, it had not 
been and could not be monopolised by any manufacturer. 
Injunction was refused. 

Lord Chancellor Ilalsbury pointed out that in “dealing with 
a name which is properly descriptive of the article the burden is 
very great to show that by reason of your using that name, des- 
criptive of the article you are selling, you are affecting to sell the 
goods of somebody else.” “Certainly the Camel Hair Belting Case 
may be an example of what, under ordinary circumstances, it would 
be very difScult to establish ; but it was established there. But 
here the word ‘cellular’ as a description is applicable; some of the 
documents and all the advertisements imint out how appropriate 

(17) 16 B.P.C. ‘397 (H.L.) ; 1899 A.C. 326. 
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and accurate that mode of description is to the article sold. It 
cannot be denied, therefore, under those circumstances, that it 
was for the appellants to establish, if they could, that an ordinary 
word in the English language, properly applicable to the subject- 
matter of the sale, was one which had so acqnhud a technical and 
secondary meaning, differing from its natural meaning, that it could 
be excluded from the use of every one else. That is the proposition 

the Pursuers had to make out It seems to me that 

the Pursuers have failed in establishing this initial fact, and if 
they have failed in that they have failed altogether, because that 
cuts out the root of a claim to a remedy.’’ Lord Shand said that 
the “utmost difficulty should be put in the way of any one who 
seeks to adopt and use exclusively as his own a merely descriptive 
term.’’ Referring to Reddaway v. Bmiham"' his Lordship 
observed: “Of that case I shall only say that it no doubt shows it 
is possible where a descriptive name had been used to prove that 
so general, I should rather say so universal — has been the use of 
it as to give it a secondary meaning, and so to confer on tlie person 
Who has so used it a right to its exclusive use, or, at all events, to 
such a use that others employing it must qualify their use by some 
distinguishing characteristic. But T confess I have always thought 
— and I still think — that it should be made almost impossible for 
any one to obtain the exclusive right to tlie use of a word or term 
which is in ordinary use in our language, and which is descriptive 
only ; and, indeed, were it not for the decision in Reddaway *s case, I 
should say this should be made altogether impossible.’’ Lord Davoy 
also used substantially similar language: “As has been more than 
once said, particularly by Lord Justice Pry in the case Siegert 
V. Findlater^^ a man who takes upon himiself to prove that words, 
which are merely descriptive or expressive of the quality of the 
goods, have acquired the secondary sense to which I have referred, 
assumes a much greater burden, and indeed a burden which it is 
not impossible, but at the same time extremely difficult to discharge 
— a much greater burden than that of a man who undertakes to 
prove the same thing of a word not significant and not descriptive, 
but what has been compendiously called a fanej' word.’’ 

Chivers ft Sons v. Chivers ft Co., Ld. — In Chivers & Sons v. 
Chivers & Co., the plaintiffs who were manufacturers of jam 


(18) 13 B.P.G. 218. 

(19) L.B. 7 Ch.D. 801. 
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and jelly sought an injunction to restrain the defendants who were 
also manufacturers of jam and jelly from using the word “Chivers” 
as descriptive of the table jelly manufactured oa* sold by the 
defendants. The action was dismissed with costs. Referring to 
the Camel Hair Belting ease, Farwcll, J., said: “the gist of it, as 
decided in Bedidaway v . Bmiham is that you take out of the diction- 
ary of the English language, for the purpose of a particular trade, 
a word which bears a primary signification, and you attach to that 
word in the dictionary a secondary signification. To say that can 
be done at all is, I agree with Lord Shand, a very great step. But 
when you have once the finding of a jury, as you have in 
Reddaway’s case, that it had in fact been done with those words, 
it seems to me that the law follows as a matter of course . The real 
difficulty is the finding of fact.” The test as to whether a des- 
criptive word had acquired a secondary signification or not was 
stated in the following passage: “It seems to me that, in order 
that the plaintiffs may succeed, they must have called a body of 
witnesses, who would have said: “when I saw that packet the 
word ‘Chivers’ on it told me at once, whatever the rest of it may 
be, whatever the colours may be, whatever the other statements may 
be, that that was the jelly manufactured by the plaintiff ‘Chivers’ 
and nobody else.” That is the meaning of saying that the word 
^‘Chivers” has obtained, as applied to jelly, a secondary meaning 
in the English language, so that the primary meaning is excluded.” 
His Lordship observed that he thought that the case was an “auda- 
cious attempt (if it is not an advertisement) to obtain a monopoly 
in the name of ‘Chivers’.” 

Slip-on Case. — The law was discussed at length by Lord 
Parker in Burberrys v. J. C. Cording &r Co., Ld.*^ This was an 
action to restrain the defendants from using the word “Slip-on” 
for coats and overcoats, the plaintiffs alleging that the word had 
acquired secondary signification. There was no ease of actual 
deception or intent to defraud and the plaintiffs based their case 
at the trial entirely on probability of deception. It was contended 
on behalf of the defendants that the plaintiffs had always used 
the term in conneetion with the name ‘Burberry’ and that the term 
was descriptive of a kind of loose overcoat. The action was dis- 
miss^ with costs. Lord Parker said that the degree of readiness 
with which the court would infer the probability of deception would 
depend upon whether the word or name is prima facie in the nature 
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of a fancy word or name, or whether it is descriptive of the article 
in respect of which it is used. “It is dso important for the same 
purpose to consider its historj’, the nature of its use hy the i>erson 
who seeks the injunction, and the extent to which it is or has been 
used by others. If the word or name is prima facie descriptive 
or be in general use, the difficulty of establishing the probability of 
deception is greatly increased.” “It is of course a truism to state 
that unfair dealing of any sort ought to be restrained by Courts 
of justice, but there is another principle, and one equally important, 
namely, that everybody dealing in an article of commerce, is enti- 
tled to use any words which are or have become current in tho 
English language as denoting or describing that article, provided 
he can do so without deceiving the public to another’s injury.”’ 
Referring to the facts of the case the learned jucbie said : “The word 
‘Slip-on’ was a known word in the English language long before 
the plaintiffs used it at all. Though not in very general use, it was 
used by a considerable number of tailors and their customers as 
denoting or describing a coat of a particular cut. The word possi- 
bly now denotes generally not only the cut but also the material 
of the article to which it is applied. This is probably in the main 
due to what the plaintiffs have done, but it .still denotes primaril.y 
a particular kind of coat which it is open for any one to make. 
It is generally associated with the plaintiff firm because the plain- 
tiff firm is by far the most celebrated manufacturer of coats of the 
sort. If other traders wish to meet the popular demand for the 
kind of article primarily denoted by the word “Slip-on” they 
are at liberty to do so, and to grant an injunction restraining them 
from using the term by which the article is known, would, unless 
there is strong evidence that such use would be calculated to 
deceive by reason of some secondary meaning of the word, be in 
my opinion an undue interference with the trade and tend towards 
establishing a monopoly.”. 

Other cases. — few other cases may be mentioned where 
the alleged secondary meaning of the word was held, to be not 
established. In Symington & Co. v. Footman Pretty & Co.,** 
where the plaintiffs were selling corsets under the name ‘guaranteed 
corsets’ with a guarantee for twelve months, the term was held to 
be descriptive of the terms of sale . In Carnage Ld. v . Randall Ld.,** 
the plaintiffs who were the first to stamp their shoes “ Shetland” 
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(the name of a famous cyclist) failed to obtain an injunction as 
secondary signification had not been established. In Hommel v. 
Bauer & Co.,** the word “Haemotogen" was ordered to be expung- 
ed from the register and an action for passing off was dismissed. 
In Randall Ld. v. Bradley & Son** the term “American shoes” 
was held to be descriptive of shoes made after American models. 
In Ripley v. Griffiths^ the plaintiff who was selling laundry blue 
in oval blocks or cakes and had extensively advertised the articles 
as “Ripley’s oval blue” and as ‘Oval blue’ sought to restrain the 
defendant from selling laundry blue in similar blocks and under 
similar name but failed. In Fels v. Christopher Thomas and Bros., 
Ld.,* the name “Fels-Naptha” for soap in which naptha was an 
important ingredient of the soap was held to be descriptive, 
although the plaintiffs’ soap was the only soap of the kind for two 
years and was frequently designated by that name. Injunction 
was also refused on the same ground in Fels v. Stephenson Bros., 
Ld.,* against the use of the words “Rock Oil Naptha soap”, and 
in Fels v. Hedley & Co., Ld.,* against the use of the words “Lady 
bird Naptha soap”. So also, in Aerators Ld. v. ToUit* injunction 
to restrain the defendant from registering a company, under the 
name of “Automatic Aerators Patents, Ld.,” was refused. This 
decision was followed' in British Vaenmm Cleaner Co., Ld. v. New 
Vacuum Cleaner Co., Ld.,* where the words “Vacuum cleaner” 
were held to be descriptive of the class of machine used by both the 
plaintiffs and the defendants. Secondary signification was not 
established in respect of the words, “Post Office Directory” in 
Kelly v. Byles,* “White Viennese Band” in Wurm v. Webster & 
Girling,* “Flaked oatmeal” in Pwrsoms Bros. & Go. v. CKllespie S' 
Co.;* “Gripe water” in Woodward Ld. v. Boulton Macro Ld.,** 
^‘Malted Milk” in Horlick's Malted MUk Co. v. Swnmerskill;** 

(24) 22 B.P.C. 43. 

(25) 24 R.P.C. 657, 773. 

(1) 19 B.P.C. 590. 

(2) 21 B.P.C. 85. 

(3) 20 B.P.C. 443; 21 B.P.C. 89. 

(4) 20 B.P.C. 437; 21 B.P.C. 91. 

(5) 19 B.P.C. 418. 

(6) 24 B.P.C. 641. 
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(8) 21 B.P.C. 373. 
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“White jelly ciystals’’ in Wiftite Tomkins & Courage Ld, Vr 
United Confectionery Co., Ld.;^^ “Castle albums’^ in Schove v. 
Schmincke;^^ “Wine cart'’ in Edward Young & Co., LA. v. 
Grierson, Oldham & Co., Ld.f^ “Chequerboard” for fencing in 
T, S* C* Associated Industries Ld. v. Victoria Wagon Works Ld.^^ 
In William Stevens Ld. v. Cassell & Co., LA.^^ the plaintilfs, who 
were publishers of “The magazine of Fiction”, sought to restrain 
the defendants from adopting to their publication the title ‘ ‘ Cassell's 
magazine of fiction and Popular Jjiterature.” Injunction was 
refused by Neville, J., who said: “It is undoubtedly a matter of 
importance to protect a trader from any unfair attempt to take 
advantage of his reputation, but it is, I think ecjually important 
to protect all his Majesty's subjects in their right to use the King’s 
English and the law will not recognize a monopoly of English 
words of common import.” This case was followed in Bidgtmy Co. 
V. Hutchinson^’^ where the court held that the word ‘Adventure' 
was descriptive of the contents of the plaintiffs' magazine. 

Distinctiveness nmy depend, upon kind of article on which 
the miark is applied.— Whether a m^ark is descriptive of the 
quality of the goods may, sometimes, depend upon the nature of 
the goods on which the mark is affixed. A mark may thus be 
regarded as distinctive for one class of goods but as descriptive 
when applied to a different class of goods. This was pointed out 
clearly by Neville, J., in Henry Thome & Co., Ld. v. Eugen 
Smidow,^^ Ld. The plaintiffs, who had for many years sold a 

(12) .31 B.P.C. 430. 

(1.3) 33 Ch.D. 546 (1886). 

(14) 41 B.P.C. 548. 

(15) 48 B.P.C. 148. 

(16) 30 B.P.C. 199. 

(17) 40 B.P.C. 335. 

(18) 29 B.P.C. 440. In Goodall ^ Sons, Ld. v. Waddinglon, Ld., 
41 B.P.C. 465, 658, Sarjant, L.J., said; “If the plaintiffs had an ace of 
spades registered with regard to cotton goods, or with regard to i*ube sugar 
or something of that sort, then, no doubt, the taking by tlie defendants of 
•an ace of spades and making use of that in connection with their goods 
would be almost certainly ivn infringement of the plaintiffs' trade mark, 
tind it would almost certainly also give rise to an action for passing-olf. 
But we have to deal with playing cards, where by the custom of the trade, 
the ace of spades is a card in which a specially elaborate pictorial charac- 
ter is used by the makers of the cards and, therefore, w’e have to consider 
whether there is sufficient distinction between the defendants' design and 
the plaintiffs' design, as designs of the same article". The term “Hot 
point" was held to be descriptive for irons but distinctive for other elec- 
trical appliances. Hot point JElectric Heating Co.^.^ application, 
38 B.P.C. 63. 
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l>articulai’ brand of cocoa under the name “Health”, brought an 
action for infringement and passing-off against the defendants who 
commenced selling a kind of cocoa under the name “Health and 
Strength.” The action was dismis.scd. The learned Judge said: 
“I can conceive a case in which “Health might be upheld as a 
trade mark. Supposing a x>erson had introduced a fishing rod on 
the market and called it “Health fishing rod”, one might say that 
there was some remote bearing on the quality of the article, the- 
suggestion being that those who used the fishing rod would find 
themselves in better health than if they did not do so; but the- 
connection between the word used to denote the fishing rod and its 
ordinary meaning is so slight, that I could imagine a case in which 
tile court may come to the conclusion that the word “Health” had 
become distinctive of a make of fishing rods, and that other persons- 
ought not to be entitled to use a word, which they were exceedingly 
unlikely to introduce for themselves unless they wanted to interfere 
with the trade of the owner of the trade mark, and would allow the 
trade mark in such a case to stand. I do not say that would be the 
result, but I can imagine it. But when it comes to the same word 
used in connection with an article of diet, I think we are confronted 
by a totall.v different set of circumstances, and I must say, not 
to put it too high, that it seems to me that a person who sought to- 
prove that . . . the word “Health” in connection with an article 
of diet, was only descriptive of his particular manufacture, would 
have an exceedingly difficult task before him. ’ ’ The learned 
Judge also pointed out that the nature of the commendatory word 
should also be considered in deciding such cases. Thus, although 
the word “Health” is commendatory in connection with certain- 
articles, its commendatory character is not applicable to such a 
wide class of articles as other commendatory epithets might be. 
“For instance, ‘good' or ‘perfect’ or words of that kind, would 
be applicable, as far as one can see, to any article that might be 
manufactured; whereas ‘health’ or ‘health-giving’ would not 
be applicable to a very large number of manufactured articles.” 

Disttactiveness not necessarily incompatible with desmrip- 
tiveness. — ^Where the plaintiff establishes that his mark had 
acquired a secondary meaning among a substantial portion of the 
public, the fact that it is still understood in its primary descriptive- 
sense by a few people will not deprive him of his exclusive right to 
use the mark. In the Perfection case,** I^ord Justice Fletcher 


(19) Crovfield, (Joteph) 4" Sana Ld.’a Application, 26 B.P.G. 837. 




VL] 


Law op Pabsing-opp. 


201 


Moulton aaid: “Much of the argument before us on the part of 
the opponents and the Board of Trade was based on an assumption 
that there is a natural and innate antagonism between distinctive 
and descriptive as applied to words, and that if you can show that 
a word is descriptive you have proved that it cannot be distinctive. 
To my mind this is a fallacy. Descriptive names may l>e distinc- 
tive, and vice verm. . . . There is therefore no natural or 
iiecessaiy iiicompatability between distinctiveness and descriptive* 
ness ill the case of words used as trade marks. The question 
whether a word is, or is capable of becoming distinctive of the 
goods of a particular maker, is a question of fact and is not deter- 
mined by its being or not being descriptive.’' So also, in the “Slip- 
on” case,^® Parker J., said that he did not agree with the argument 
that a word cannot be at the same time both descriptive and 
distinctive. But, as his Lordship pointed out, the fact that a word 
has retained its prima facie descriptive signification increases tiu* 
difficulty of proving that it is distinctive of the goods of any 
particular manufacturer. 

Again, a trade mark may indicate not only the origin of the; 
goods, Imt their quality as well. The mere fact that on account ot . 
the enormous sales of a manufacturer’s goods his mark has also bi*- 
come indicative of quality, is not of itself sufficient to debar him from 
protection and make his mark the common proi>erty of the trade. 
In Andrew & Co.,Ld., v. Kuehnrich;^^ Lord Justice Buckley, said: 
“1 have no doubt that the marks in question were used as quality 
marks, but that does not necessarily exclude user as a Trade Mark. 
A man may indicate his best quality by one Trade Mark ; his second 
quality by another Trade Mark, and so on. A mark does not 
necessarily cease to be a trade mark, because it conveys also some- 
thing further, namely, that the goods indicated as being goods of 
a particular maker are goods of that maker of a particular kind. 
Thus in Nichciison Sona Ld.*s Applicationf^^ it was held that the 
firm had been using the triangle mark for the purpose of indicating 
to customers, that the beer in the casks upon which that mark 
appeared was beer of a certain quality which had been brewed by 
them, and that the mark was their trade mark and not merely a 
cellar or handling mark. 


(20) Burherrys v. J . C. Cording 4' Co., Ld., 26 R.P.C. 693. 

(21) 30 R.P.C. at p. 695. 

(22) 48 R.P.C. 227; 49 R.P.C. 88; 1932 A.C. 130 {Bass, Ratcliff 
Gretton, Ld. v. Nicholson 4' Sons, Ld.)\ 
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In the converse cose a word whioh was originally distinctive 
may, in course of time, acquire in addition a descriptive meaning. 
Such a word will also be entitled to protection provided the word 
has not become publici juris and is still understood in its original 
distinctive sense by a majority of people. So, in Ford v. Foster, 
where the word “Eureka" as applied to shirts originally designated 
exclusively the goods of the plaintiff but later ceased to have such 
exclusive denotation, it was held that the plaintiff was still entitled 
to relief. Lord Justice Mellish said that “the test must be whether 
the use of it by other person is still calculated to deceive the public, 
whether it may still have the effect of inducing the public to buy 
goods not made by the original owner of the trade mark as if they 
were his goods." This rule of law is well illustrated by a recent 
passing-off case. In Havana Cigar and Tobacco Factories, Ld. v. 
Oddenino,^* the plaintiffs, a well-known firm of tobacco manu- 
facturers, had for several years been manufacturing cigars under 
a brand “La corona” commonly known as “Corona". Some 
thirty years before the commencement of the action the plaintiffs 
had introduced a new size name, “Coronas" and cigar of the 
Corona brand size and shape became known as “La Coronas" or 
“Corona Coronas". The size name “Corona" was subsequently 
adopted by other tobacco manufacturers to designate cigars of a 
particular size and shape, but cigars of similar size and shape 
were also sold under size names other than “Corona". It was 
shown that a request for ‘Corona’ cigar was, in the circumstances, 
ambiguous. In granting an injunction Mr. Justice Bussell said: 
“This descriptive meaning has not destroyed or supplanted the 
original meaning. To the majority of the people, the words “a 
corona cigar” mean a cigar of the “lai Corona" brand; but there 
is no doubt that, to a large number of persons the words do not 

indicate brand, but size and shape It would be unlawful in 

reponse to a request for a cigar of the Corona brand, to supply 
without clear explanation, a cigar of the Partagas brand. The 
defendant here claims the right to do this in response to every 
request for “a corona" cigar provided that the cigar supplied be 
of the Corona size and shape. Upon the evidence before me, this 
would result, in the majority of cases, in a cigar not of the Corona 
brand being supplied without clear explanation in response to a 
request for cigar of the Corona brand. In the majority of cases the 
defendant, would, if he exercised the right which he claims, be 


(2.*l) L.E. 7 Ch. App. 616. 

(24) 40 B.P.C. 229; 41 B.P.C. 47. 
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paasing off goods not manu&ctured by the plaintiffs as goods of 
their manufacture.’’ An appeal by the defendant was dis- 
missed, Liord Justice Sarjant remarking that, where the originally 
•exdusiye denotation of an ordinary non-descriptive word mark 
had been extended so as to include some goods which were not of 
the plaintiffs’ make, the onus was on the defendant to show that it 
had entirely lost its original meaning and that no purchaser could 
be deceived by the defendant using the mark. 

Distinctive marks may become public! juris. — mark 
which was originally distinctive may, in course of time, lose this 
distinctive meaning and become descriptive by common use.='* 
This may be due to the negligence of the proprietor in asserting 
his rights, thereby, resulting in successful piracies, or may be due 
to his abandonment of the mark. Such a mark becomes the common 
property of the public. In deciding whether a mark has become 
piiJ)lici juris the first question is, what does the mark denote. I f 
it denotes an article made by the plaintiffs only the defendant can- 
not use it without taking sufficient precaution to prevent 
purchasers from being misled. But, if the mark denotes a parti- 
cular kind of article which any one can make, the mark, though 
-originally distinctive of the goods of a particular manufacturer, 
will have become publid juris, and any one who makes that kind 
■of article may ®dl it by the name by which it is known in the 
trade. The test, whether a mark had become publici juris, which 
was laid down by Lord Justice Hellish in Ford v. Foster,' has 
been quoted with approval in several later cases. The question 
there related to a shirt called the “Eureka” shirt. The Lord 
Justice said: “The question is, has it 'become publici juris. And 
there is no doubt, I think, that a word which was originally a trade 
mark, to the exclusive use of which a particular trader, or his 
successors in trade, may have been entitled, ma.v subsequently 
become publici juris, as in the case which has been cited of Harvey’s 
-sauce. It was admitted that, although that originally had been 
the name of a sauce made by a particular individual, it had become 
pubUci juris, and that all the world were entitled to call the sauce 
they made, “Harvey’s sauce”, if they pleased. Then wlmt is the 
test by which a decision is to be arrived at whether a word which 
was originally a trade mark has become publici jurist I think the 

(25) Wolff 4- Son V. Nopitsch, 17 B.P.O. 321; 18 E.P.O. 27 “Spanish 
graphite” for pencils/; Woodward Ld. y Boulton Macro, Ld., 32 R.P.C. 173 
•(gripe water) . 

(1) L.B. 7 Ch. App. 6ie. 
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tc»t must be whether the use of it by other persons is still calculated 
to deceive the public, whether it may still have the effect of induc- 
ing the public to buy goods not made by the original owner of the 
trade mark as if they were his goods. If the mark has come to be 
so public and in such universal use that nobody can be deceived 
by it, and can be induced from, the use of it to believe that he is 
buying the goods of the original trader, it appears to me, however 
hard to some extent it may appear on the trader, yet practically, 
as the right to a trade mark is simply a right to prevent the trader 
from being cheated by other person’s goods being sold as his goods 
through the fraudulent use of his trade mark, the right to the trado 
mark must be gone.” 

A mark may have become publici juris in one country, although 
still retaining its distinctiveness in other countries. So in the 
National Starch Manufacturing Co. v. Munn’s Patent Maizena 
and Starch Co.,^ the Privy Council held that the invented word 
“Maizena” for flour had become publici juiHs in New South Wales, 
although the mark had Ijeen protected in other countries by legal 
action. Again, it is possible that a word that has become publici 
juris for one class of goods may still remain distinctive for a differ- 
ent class of goods. Descriptive names of new articles or patented 
ai’tieles after the expiration of the patent become generally publici 
juris and cannot be claimed as the exclusive properly of any one 
trader to designate similar goods. 

Secondary melaining! not acquired wlhile there is no com- 
petition. — In order that a word nmy become exclusively associated 
with the goods of a particular manufacturer, there must ibe similar 
goods of other manufacturers in the market. Otherwise it cannot 
be said that the word has acquired a secondary meaning and has- 
become distinctive of the plaintiff’s goods. “No distinction can 
arise from using the name of the class so long as the class consists- 
of only one species, for then the name of the species and the name- 
of the class will bo the same.”* In the Cellular clothing case,* 
Lord Davey said: “Where a man produces or invents, if you please. 


(2) . .11 R.P.C. 281. See also Hudson’s Trade Mark (2), 24 B.P.C. M2: 
(iramophone Co.’s Application, 27 B.P.C. 689; Device of a cat publiet juris 
in the gin trade, Bagots, Hutton 4' Co., Ld.’a Application, 32 B.P.C. 333. 

(3) Pry, L. J., in Siegert v. Findlater, 7 Ch.D. 801; See also- 
Marshall v. Sidebotham, 18 B.P.C. at p. 48, Kekewieh, J. 

(4) The Cellular Clothing Co, v. Maxton 4" Murray, 16 B.P .C. at 
p. 409. 
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A new article and attaches a descriptive name to it — a name w’hieli, 
as the article has not been produced before has, of cour.se not, been 
used in connection with the article — ^and secures for himself either 
the legfd monopoly, or a monopoly in fact of the sale of that article 
for-a certain, time, the evidence of persons who come forward and 
say that the name in question suggests to their minds and is asso- 
ciated by them with the plaintiff’s goods alone is of a very slender 
character for the simple reason that the plaintiff was the only maker 
of the goods during the time that his monopoly lasted, and there- 
fore, there was nothing to compare with it, and anybody who 
wanted the goods had no shop to go to, and no merchant or manu- 
facturer to resort to except the plaintiff. ” So in Parsons Bros. & 
Co. V. QUlespie & Co.,'^ the evidence was hold to be not suffieient 
to show that the word “Flaked Oatmeal” had acquired a secondaiy 
meaning as the evidence related to a period when “nobody except 
the plaintiffs purported to sell goods under that name.” In the 
“Slip-on” case* Lord Parker said “when a witness says that he 
knows that the word “Slip-on” as meaning, not only a particular 
kind of coat, but the coat of a i)artieular manufacturer, it is 
material to know whether he is acquainted with the article as made 
by any one else . If he is not, the word, however it may be associated 
in his mind with the particular manufactxirer, is not really to him 
a distinctive word.” 

Difflenlty in establishing seeondairy meaning where the 
manofactorer’s name is used along with the trade name. — ^Where 
the plaintiff’s name is habitually used along with the trade name 
of his goods it is difficult to establish that the trade name has, by 
itself, become distinctive of his goods. In Horlick’s Malted MUk 
Co. V. BummerskUl' Lord Shaw said: “When a name truly des- 
criptive of an article, has always been associated with the parti- 
cular name of the manufacturer, then a monopolj' of the name of 
the article, apart from the name of the manufacturer is almost 
impossible to acquire; and, accordingly, it is almost impossible to 
succeed in a passing off action, the substantial ground of which 
would be the assumed possession of such a monopoly. ” In iTommel 
V. Bauer <5* the plaintiff was selling a proprietary medicine 
which he called “Hommel’s Haematogen”, and sought to restrain 

(6) 16 B.P.C. 57 (Privy Cooncil). 

(6) Bwrherrya v. Cording 4" tJo., 26 R.P.G. 693. Sec also Britiah 
Vacwm Cleaner Co., Ld. v. Nev Vacuum Cleaner Co., Ld., 24 B.P.C. 641. 

(7) 34 B.P.C. 68. 

(8) 22 B.P.C. 43. 
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the defendants from selling a similar product under the name 
“Haematogen.” The action was dismissed. Vaughan Williams, 
L. J., said that the fact that the bottle containing the medicine 
was marked “Dr. Hommers Ilajmatogen’ ’ seemed to him a 
“most remarkable piece of evidence by the plaintiff himself going 
to show that ‘haematogen’ had not acquired this secondary mean- 
ing exclusively attaching it to Dr. Hommel’s preparation. If it 
had acquired that secondary meaning there would be no need for 
this note at the side describing it as ‘Dr. Hommel’s Haematogen’' 
especially on a bottle which itself calls the preparation ‘Haema- 
togen’.” So also, in the Indian CAse PalU Epm v. Emperor^ the 
Court observed that the general trend of the evidence was that the 
manufacturer’s name was usually mentioned to designate the 
particular brand “Chand” or “Chand Tara” bins and that the 
complainant had therefore no exclusive right in the main features 
of the label. 

It is, however, possible that notwithstanding the use of the 
plaintiff’s name along with the trade name of his goods the latter 
may acquire a secondary meaning. In the Impet'ial T^acco Co., Ld. 
V. de Pmqmli^** Lord Justice Warrington observed; “The fact 
that a manufacturer places his name or uses his name upon or in 
connection with the goods as well as his trade mark does not prevent 
the trade mark from being used for the purpose of indicating that 
they are the goods of the manufacturer and in so saying I am only 
repeating what has already been said by Lord Justice Buckley and 
Lord Justice Farwell in Andrew & Co., Ld. v. Kuehnru^.’*^^ 
And, in Fmdder <5* Co., Ld. v. Rushton, Ld^* Vaughan Williams, 
L.J., said: — “A good deal was said about the name ‘Paulder’ 
always being used in connection with “Silverpan”. As far as 
that is concerned I do not see myself that it in any way militates 
against the conclusion that I have come to as to the identification 
of the word ‘Silverpan’ with Paulder ’s.” 

The following are a few other illustrative cases where it was 
held that the trade names in question had acquired secondary 


f9) A.I.B. 1931 Oadh 277. 

(10) 35 B.P.G. at p. 208. "The fact that the neer of a word or 
mark always oses it in conjnnction with his own name is not conclusive to 
show that the word or mark cannot be claimed as a trade mark or that the 
user has waived his rights in it as a trade mark. " Sir Basil Scott, 0. J., in 
The West End Watek Co. v. The Serna Wateh Co., 36 Bom. 425. 

(11) 30 B.P.O. 677 at pp. 695, 697. 

a2) 20 B.P.O. at p. 408. 



VI.] 


Law op Passino-off. 


20T 


meaning although the names of the plaintiffs had also alwaj's been 
used along with them: — Perrtf v. Truefitt;'^ Braham v. Bustard;^* 
Pord V. Poster Wotherspoon v. Ourrie\’‘-^ Powell v. The 
Birmingham Vinegar Brewery, Co., Ld.,'*’’; Johnston v. Orr 
Eiving;^^ Eno v. Dunn S' Co.;^^ Board and Son v. Thom and 
Cameron, Ld. Cochrane {Sir Henry) v. MacNish and Son-^^ 
Lavergne v. Hooper West End Watch Co. v. Berna Watch 
Co.f^ Reddaway S’ Co., Z/d.’s cases.^* 

Geographical Names. — The considerations which forbid the 
appropriation of descriptive terms as trade marks apply with equal 
force in the case of geographical names. As a general rule the 
right to use as trade description the name of a locality where the 
goods are manufactured or gi'own is a general right to which every 
manufacturer is entitled. A person cannot, therefore, ordinarily 
claim exclusive monopoly in the use of the name of a place and 
thereby restrain other manufacturers dealing in similar goods 
produced in the si^imc area from truthfully applying the same 
geographical designation to their goods. For instance, the name 
‘Ferozabad’ cannot ordinarily be appropriated by one manufac- 
turer in respect of bangles, nor tlie word ‘Benares' in respect of 
silk goods. The interests of the public also demand that such 
restraint in trade should not be permitted. Healthy competition 
will, otherwise, be stifled and a manufacturer, merely on the 
strength of being the flrst in the field, would be enabled to prevent 
any subsequent manufacturer doing business in the same place 
from lawfully using the name of the place to describe his goods. 


(13) 0 Boav. 66. 

(14) 1 H. & M. 447. 

(15) L.K. 7 Ch. 616. 

(16) L.B. 5 H.B. 508 (1878). 

(17) (1897) App. Cas. 710. 

(18) (1882) L.B. 7 App. Gas. 210. 

(19) 10 B.P.C. 261. 

(20) 24 B.P.C. 697. 

(21) 13 B.P.C. 100. 

(22) 8 Mad. 149. 

(23) 35 Bom. 425. 

(24) Reddaway ^ Co., Ld. v. Bentham Hemp Spvtmvug Co., 9 B.P.C. 
•503. Beddamay v. BavJMm, 13 B.P.C. 218. Reddaway 4" Co., Ld. t. Alders, 

19 B.P.C. 12. Reddaway 4" Co., Ld. ▼. Robert Stevenson 4“ Brothers, Ld., 

20 B.P.C. 276. Smidt v. Reddaway 4r Co., 32 Cal. 401. Reddaway t. 
Hartley, 48 B.P.C. 283. 
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Secondary sijfnifloation of geographioal names. — ^Notwith- 
.'Standing the above general rule, cases may arise, where a geogra- 
phical name becomes capable of exclusive appropriation by a 
particular manufacturer. A name which is primarily indicative 
of a place may by extensive user lose this ordinary meaning- and 
acquire a secondary meaning in connection with the goods of a 
particular manufacturer. No other person can then use this name 
on goods other than those made by the first manufacturer in a 
manner calculated to deceive the public. In such eases the 
geographical name has come to identify the goods of one particular 
person and the use of the same name by another manufacturer or 
seller on other goods without properly distinguishing the same 
from those of the former would constitute a fraud on the public. 
The plaintiff can therefore, legitimately insist that the manu- 
facturers who followed him should take such reasonable precautions 
in using the geographical name as will prevent them from fraudu- 
lently diverting the plaintiff’s custom and stealing the benefit of 
his reputation. Whether a certain gec^raphical name has 
acquired a secondary meaning in connection with the goods of a 
person will depend upon the facts of the particular ease. But 
where the fact is established the plaintiff wiU be entitled to prevent 
passing-off by others. It may be pointed out that, even where a 
geographical name has become distinctive of the plaintiff’s goods, 
others will not generally be restrained from using the name of the 
place per se. All that the plaintiff is entitled to is that other 
competitors shall not use the same name in a manner which is 
calculated to mislead the purchaser. Whether a defendant has 
used the geographical name with such differentiae as will distin- 
guish his goods from those of the plaintiff will again depend upon 
the facts of each ease. 27ie Glenfield Starch case*’^ may be taken 
as an illustration where the Oourt was of opinion that the use of 
the word ‘Glenfield’ for starch by the defendant, was likely to 
create confusion in the market with the plaintiff’s goods, notwith- 
standing that the defendant’s own name had' also been placed on 
his packets. Injunction was granted restraining the use of the 
word “Glenfield” upon labels on starch not manufactured by the 
plaintiff. But the more common form of injunction is the one 
ordered by the Court in Seixo v. Provezende.^ The defendant is 
not absolutely prohibited from using the geographical name, but 

(26) Wotherspom v. Currie, L.B. 5 H.L. 508; 42 L.J.Oi. 130. 

(1) (1860) L.B. 1 Ch App. 192; 14 W.B. 357. See App. XIX tar 

form of injunction. 
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may use it on his goods provided he takes reasonable precautions 
to prevent probability of deception. A few leading cases on this 
point are discussed below. 

In McAndreiv v. Bassett,- the plaintiffs who were large 
manufacturers of liquorice sold the same stamped with the w'ord 
■“Anatolia” which was the name of the tract of the country wherein 
liquorice root was largely grown. Injiinetion w’as granted re-strain- 
ing the defendant from u.sing the name “Anatolia ” on liquorice not 
of the plaintiffs’ manufacture. It was field that the Avord 
“Anatolia” was not indicative of the origin of the liquorice and 
that the plaintiffs had acquired an exclusive right to the use of 
this word for liquorice. 

In Seixo v. Provezende,^ the plaintiff, a Portuguese Avine 
merchant, had a vine yard known as the Quina dc Seixo in a 
district in Oporto, called Seixo. The wine was sold in casks 
stamxied with a erown and eagle and the word “seixo”, from Avhich 
his Avine cAme to be knoAvn in the London market as “Crown Seixo” 
wines. The defendant, had also a vine yard in the Seixo district 
and he put his Avines on the London Market in casks which wrere 
stamped with a crown and the words “Seixo de Cima”. It was 
contended that the plaintiff had no right to the monopoly of the 
term “Seixo”, and that the defendant had as much right to use it 
as the plaintiff. Injunction was, nevertheless, granted by Wood, 
V.C., restraining the defendant from using the eroAvn and the 
Avord “Seixo”, or any other marks, in a manner likely to cause his 
Avines to be mistaken for the “CroAvn Seixo” wine. But the 
injunction was not to extend to the absolute prohibition of the 
term “Seixo”, but only to its use in a manner Avithout clearly 
distinguishing the defendant’s Avine from the “CroAvn Seixo” wine 
sold by the plaintiff. This form of the injunction was confirmed 
on appeal by Lord Chancellor Cranworth and has been adopted 
in several later cases. 

In Lee v. Haley* the plaintiffs were coal merchants trading 
as “The Guinea Coal Co.,” while the defendant, a former manager 
of the plaintifBs’ business, set up independent business as the “Pall 
Mall Guinea Coid Co.,” at Beaufort Buildings, Strand, and after- 
wards removed to 46, Pall MMl. There was eAridence of deception 
of some of the customers of the plaintiffs. Injunction was granted 

(2) 4 De G.J. & S. 380; 33 L.J.Ch. 661; (1864). 

(3) (1866) L.B. 1 Cai. 102; 14 W.R. 357. 

(4) L.B. 5 Ch. 155; 18 W.B. 242. 

27 
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and confirmed on appeal. Giffard, L. J., said : “It has been strongly 
ui^ed here that if this injunction is sustained the defendant’s 
trade will be stopped, but that is not so; his trade will not be 
stopped in the least, he will only be restrained from selling under 
this particular name. He may sell in Pall Mall coals at a guinea 
per ton to his heart’s content; the only thing he may not do is to 
use a name which is calculated to induce customera to come to him 
under the supposition that they are going to the plaintiffs.” 

In Siegert v. Findlater^ the plaintiff commenced manu- 
facturing in 1830, at Angostura, in Venezuela, a fluid which he 
termed “Aromatic Bitters”. The fluid came to be generally 
known as “Angostura Bitters”. In 1870, one .Dr. Meinhard com- 
menced manufacturing at this place a similar medical preparation 
and, sold them as “Angostura Bitters”. The labels were marked 
“Angostura Bitters” prepared by Teodoro Meinliard, Ciudad 
Bolivar, formerly Angostura”. The successors in business of 
Dr. Siegert who had, in 1875, removed their business to Port of 
Spain in Trinidad adopted the term “Angostura Bitters” for 
the first time and brought an action to restrain the infringement 
by the English agents of Dr. Meinhard. It was held by Pry, J., 
that Meinhard ’s conduct was calculated to deceive, and that, 
although the plaintiff was not entitled to the exclusive use of the 
term “Angostura”, an injunction should be granted restraining 
the defendant from using the word “Angostura”, or the words 
“Angostura Bitters” in a manner calculated to deceive. 

Qlenfield Starch case. — The question of secondary signifi- 
cation of geographical names was discussed at length in the well- 
known Olenfield Starch case.^ The plaintiffs were making starcli 
originally at Glenfidd. They later moved to another place, and 
had been selling for more than twenty years starch made there as 
“Glenfield; Patent double refined powder starch”. The article 
became well-known as “Glenfield Starch”. The defendant with 
fraudulent motive obtained i>ossession of a small plot of ground at 
Gflenfidd, and began to make starch there. This was sold in 
imekets which were marked, “The Boyal Palace double refined 
patent 'powder starch, Carrie & Co., starch and flour manu- 
facturers, Glenfield the name “Glenfield” app^ring in large and 
prominent letters. It was contended tfiat no person can acquire 


(5) (1878) 7 dh.D. 801; ^b. Dig., p. 3ff0. 

(6) Woiherspoon ▼. Cwrrie, L.B.. 5 H.L. 8M>8; 42 L.J.Ch. 130. 
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exclusive monopoly in the name of a place so as to prevent other 
manufactiirers carrying on business in the same place from 
putting the name of the place on the articles produced there. 
Injunction was, however, granted by Malins, V. C., restraining 
the defendant from using the word ‘Glenfleld’ in connection with 
his starch. On appeal the injunction was dissolved, but, on fur- 
ther appeal, the House of Lords restored the judgment of Malins, 
V. C. Ill his learned judgment Lord Chancellor Hatherley 
observed: ‘‘There was nothing whatever to give particular cele- 
brity to the name of Glenfleld so connected with a starch manu- 
factory, beyond the fact that the appellants had manufactured an 
article known by that name and having a very large sale under 
that name. . . . That being so, it appears to me that the respondent, 
if he was an honest manufacturer setting up in business, would 
take great care, and all the more because he was setting up business 
in a place where “Glenfleld Starch’’ had been manufactured and 
sold, to disconnect his name with any name which had become 
exclusively a designation of an article manufactured by the 
appellants.” Lord Chelmsford said: “I am satisfled by the 
evidence that the respondent’s object in getting possession of a 
small piece of standing ground, I may call it, at Glenfleld, was for 
the purpose of commencing operation by acquiring a right to 
mention Glenfleld in his advertisements, and that he followed this 
up by trying how near he could come to a deceiving resemblance 
of the appellants’ labels, and be safe from a chjirge of piracy. By 
prominent mention of Glenfleld in his labels, and by the. repre- 
sentation of his agent, he succeeded in passing off the starch as 
“Glenfleld starch” and it appears by the evidence that he has 
succeeded in drawing off from the appellants a great number of 
their customers.” And Lord Westbury observed: “I take it to be 
clear from the evidence that long antecedently to the operations of 
the Respondent, the word “Glenfleld” had acquired a secondary 
signifleation or meaning in connection with a particular manu- 
facture; in short, it had become the trade denomination of the 
starch made by the appellants. It was wholly taken out of its 
ordinary meaning, and in connection with starch had acquired 
that peculiar secondary signifleation to which I have referred. The 
word “Glenfleld,” therefore, as a denomination of starch, had 
become the property of the appellants. It was their right and 
title in connection with the starch. Now the question is, has that 
property been invaded by the rei^ondent. I take the whole pro- 
ceedings of the respondent from the beginning to .the end to be 
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nothing in the world more than a contrivance for the purpose of 
getting the word “Glenfield” associated with his manufacture. I 
have no doubt, therefore, that this case comes vrithin the principle 
on which the jurisdiction is founded, the principle being to prevent 
a party from fraudulently availing himself of the trade marh of 
another which has already obtained currency and value in the 
market, by whatever means he may devise for the purpose, pro- 
vided the means are devised in order to give him a colourable title 
to the use of the word, and provided it be shown from the manner 
in which he has employed those means that his object was from the 
beginning to invade the property of the apptellants. ” 

The Stone Ale case. — Montgomery v. Thompson^ is a similar 
case. The plaintiffs (Respondents in the House of Lords) and their 
predecessors had been manufacturing ale at Stone for over 100 
years and their ales had long been knowui in the trade as '‘Stone 
ales” and their brewery which was the only one for many years 
was known as ‘‘Stone brewery.” The defendant, Thomas Montgo- 
mery, a publican at Liverpool who had been selling the plaintiffs’ 
‘‘Stone ale” at his place of business, subsequently built a brewery 
at Stone and proposed to call it ‘‘Stone Brewery” or ‘‘Montgo- 
mery’s Stone Brewery” and to sell ale made there as ‘‘Stone ales.” 
It was pleaded in defence that the reason for building the brewery 
nt Stone was due to the excellent quality of the wiater there. 
Injunction was granted by Chitty, J., and it was held by both the 
Court of Appeal and the House of Lords that the injunction was 
rightly granted. Lord Herschell said : “ I do not think the principle 
•on which the Court ought to act in such a case as the present is 
open to doubt. The respondents are entitled to ask that a rival 
manufacturer shall be prevented from selling his ale under such a 
designation as to deceive the public into the belief that they are 
•obtaining the ale of the respondents, and he ought not the less 
to be. restrained from doing so, because the practical effect of such 
restraint may be much the same as if the persons seeking the 
injunction had a right of property in a particular name. It 
■appears to me to be idle to argue in opposition to the injunction 
that it is against the public interest to permit a monopoly of the 
use Qf the name of a town for trade purpose^ when the only effect 
•of allowing its use by the i>erson and for the purpose sought to be 
restrained, would be to deceive the public.” Lord ■ Macnaghten 


(7) 8 B;P.O. 881. (H.L.). 
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said: “It is not the first time in these cases that water has got an 
honest man into trouble and then failed him at the pinch. Neither 
Mr. Justice Chitty, nor the learned Lord Justices could be- 
persuaded that the appellant wajs attracted to Stone by the peculiar 
virtue and chemical properties of water. They thought he went 
there simply with the object of stealing the plaintiff’s trade, and 
in the hope of reaping where he had not sown. They were satisfied 
jthat he meant to make a fraudulent use of the term * ‘stone ales” 
and that he could not pcii 3 sibly use that term honestly.” And, 
Lord Hannen said: ‘‘The appeal to this House is based on the 
contention that the word ‘‘Stone” in connection with ale or beer, 
is merely used by the appellant in a geographical sense, as indi- 
cating that the ale or beer is manufactured at that place, and that 
any one is entitled to use it in that sense provided he does not use 
it so as to inducei the belief that his goods arc the goods of manu- 
facturei’s previously established at Stone. The principle contended 
for l)y the appellant may be admitted as correct but in considering 
what may induce purchasers to believe that the appellant’s goods 
are the goods of the respondents, all the circumstances of the case 
must be taken into account. Here the evidence has satisfied Justice 
(vhitty and the Court of Appeal, and, I think, ought to satisfy your 
Lordships, that the respondents’ goods had acquired by long usage 
the name of ‘‘Stone ale” and ‘‘Stone ales”, that that name does 
not merely convey the idea that the beer was manufactured at 
Stone, but that it was ale of the respondenlp’ manufacture. The 
appellant is undoubtedly entitled to brew ale at Stone, and to 
indicate that it was manufactured there, but there are various 
means of stating that fact without using the name which has now 
become the designation of the respondents’ ale.” 

Worcester Royal PoreelauL Oo., Ld. v. Locke & Co. — The 

‘‘Stone ale” case was followed in Worcester Royal PorceiUnn Co.^ 
Ld. v. Locke & Co.^ The original factory of China and porcelain 
known as “Worcester” or “Worcester China” was founded at 
Worcester in 1751. Thereafter, one or two other firms manufacturing 
“Worcester” were started in the same place. Since 1889, the 
plaintiffs who claimed to be the successors of all these firms* had 
been the only manufacturers of “Worcester.” In 1897, the defen- 
dants started a new factory at this place and commenced selling 
“Worcester China”. It was shown that there were no special 
natural advantages at Worcester for the manufacture of China 


(8) 19 R.P.C. 479. 
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and that pioductions of the makes were not limited to any parti- 
cular design. It was held that the word “Worcester” as applied 
to China and porcelain had acquired a secondary meaning as 
denoting the goods made by the plaintiffs at one or other of their 
factories to the exclusion of all other manufacturers of China and 
that the plaintiffs were not. disentitled to relief by reason of the fact 
that some of their goods were described as “Royal Worcester” or 
“Graingers’ Worcester China”. Although no actual case of fraud 
was proved injunction was granted on the ground that the defen- 
dants’ action was calculated to deceive the public. 

Saxlehner v. Apollinoris Co. — In Saxlehner v. ApoUinaris 
■Co.,^ the defendants were the sole importers, under a contract 
with the plaintiff, of Hungarian bitter water obtained from the 
plaintiff’s spring known as “Hunyadi Janos”. This water came 
to be popularly known in England under the name “Hunyadi” 
or “Hunyadi Janos”. After the termination of the contract the 
defendant company began selling under the name “Apenta” 
another Hungarian bitter water said to be obtained from a spring 
in the neighbourhood of the plaintiff’s. The label used with this 
water was different in eolour from that adopted for the old 
■"Hunyadi”, but the name “Hunyadi” appeared conspicuously in 
several places. The plaintiff, thereupon, brought an action for 
passing-off and consequential relief. It was held that the word 
^^Iunyadi” had acquired a secondary signification in England for 
Hungarian bitter water, notwithstanding that the name might 
have a geographical meaning in Hungary* as alleged by the 
defendants, and that the plaintiff was, therefore, entitled to an 
injunction, 

The following geographical names have been held to be 
distinctive in respect of the goods with which they were used : — 

“Bodega” for wines;’" “Eldestino” for cigar "Reading” 
for biscuits;’* “Yorkshire” for sauce;’® “Magnolia” for 
metal bearings;’^ “ApoUinaris” for mineral water;’® “Oswego” 

(8) 14 E.P.O. 646. 

(10) Bodega Co. (Limited) and Jtiviere v. Owens, 7 B.P.G. 81. 

(11) Pinto r. Trott, 8 B.P.C. 173; Pinto v. Badman, 8 B.P.G. 181. 

(12) Huntley and Palmer v. Reading Biscuit Co,, Ld., 10 B.P.G. 277. 

(13) Powell V. The Birmingham Vinegar Brewery Co., Ld., 12 B,P.C. ^86; 
13 B.P.G. 235; 14 B.P.G. 720. 

(14) Magnolia Metal Co.'s Trade Marks, 14 B.P.G. 265, 621. 

(15) Application of the Actien Oesellsehaft ApoUinaris Bruunen 
Vormala Oeorg Kreueberg, 24 B.P.G. 436. 
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for com flour, (Oswego being the name of a place in the United 
States where the applicants’ factories were situated) 
“Chartreuse” for liqueur;*^ “London” for candles in the Morocco 
market;^* “California” syrup of fige for medicinal preparation;** 
“Itala” for motor cars;*® “Crystal Palace” for Are works;” 
“Karlsbader Wasser” for Karlsbad waters;” “Berna” for motor 
cars;** and “Tyne brand” for canned flsh, fish and meat pastes.” 

On the other hand, injunction was refused in the following 
cases as secondarj’’ signification was not established in respect of 
the geographical names: — Rugby Portland Cement Co., Ld. v. 
Rugby and Newbold Portland Cement Co,, Ld.-^'^ Grand Hotel 
Co., of Caledonia Springs, Ld. v. Wilson-,^ Ilopton Wood Stone 
Firms, Ld. v . Gething f WJiitstable Oyster Fishery Co. v . Ilayling 
Fisheries, Ld.^ 

Classification of geographical names. — Geographical names 
which are used as trade descriptions may be classified \inder the 
following headings: — 

(1) Names which have been accepted by common usage as 
devoid of any geographical meaning and are merely descriptive 
of the goods. These are common to the trade and cannot acquire 
secondary meaning, e.g., German silver, Eau de Cologne, Indian 
ink, Portland cement, Prussian blue. 

(2) Names which have lost their geographical meaning and 
have acquired a secondary signification in connection with the 
business of a particular, manufacturer. The defendant cannot in 
these cases plead in defence that his manufactory is situ- 
ated in the place, the name of which he is using. This exclusive 

(16) Application of National Starch Co., 25 K.P.O. 802. 

(17) Tiey v. Lecouturier, 25 R.P.C. 265. 

(18) Pricers Patent Candle Co., Ld. v. Offston and Tennant, Ld., 
26 R.P.C. 797. 

(19) Application of California Fig Syrup Co., 26 R.P.C. 436, 846. 

(20) Itala Fahhrica Automihili’s Application, 27 R.P.C. 493. 

(21) Brock 4* Co.*s, Crystal Palace Fireworks, Ld. v. Pain 4 Sons, 
^28 R.P.C. 461, 697.* 

(22) Application of the Community of the City of Karlstad, 
29 R.P.C. 162. 

(23) Berna Commercial Motors,^ Ijd.^s Application, 32 R.P.C. 113. 

(24) Shield Ice and Cold Storage Co.^s Application, 40 R.P.C. 197. 

(25) 8 R.P.C. 241; 9 R.P.C. 46. 

(1) 21 R.P.C. 117. . 

(2) 27 R.P.C. 605. 

(3) 18 R.P.C. 434. 
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right of the plaintiff to use the name of the place is not lost even 
after ho moves his business to a place outside that locality. Exam- 
ples of some decided cases dealing with this class of geographical 
names have already been discussed. 

(3) Nanies which still retain their primary geogra- 
phical signification. Such names when used as trade des- 
criptions ser>'e to indicate to the public the locality from 
which the goods come and shall not, therefore, be used on 
goods which are not actually made in the locality.* Geographical 
names belonging to this class cannot be claimed by any .single 
trader exclusively to describe his goods on the plea that he was 
the first so to u.sc the name. So, in the Anatolia liquorice oase,^ 
Wood. V.C., observed. “It is not like the case, which I put 
myself, of there being some district which is the only district from 
which a well-knowii wine such as “Burgundy” is imported, and 
the ficst importer calls it “Burgundy.” Although, he may have 
stamped “Burgundy” on his corks for twenty years, he could not 
prevent anybody else from calling a wine produced in Burgundy 
by the name of the place from which it was imported.” False- 
indications of origin are offences under the Merchandise Marks 
Act and are dealt with in Chapter XI. 

Geographical names of natural products. — ^A person whO' 
owns and controls exclusively the source of a natural product, such 
as a spring of mineral water, is entitled to the sole use of the name 
of the source to describe the product obtained from it. In the 
example given, no other person will be allowed to use the name of 
the spring on mineral water not obtained from this place. Indeed, 
this limitation applies against the owner himself of the spring in 
question. The mark in this case distinguishes the water from 
the spring, in whosoever hands the spring may be. If, therefore,, 
the spring gets dry or is sold to another or when the production of 
water is no longer remunerative, the original owner of the spring 
will not be allowed to continue the use of the name of the spring 
on other mineral waters.* So, in a case where the proprietors of 
the well-known Apollinaris spring in Germany applied to register 
the word “Apollinaris” in respeet of mineral water, the applicants 
were, required to give an undertaking not to use the mark except 
in respect of water from the applicants’ property at Neunhar 

(4) See Chap. XI. 

(5) McAndrew ▼. Baeeett, 3.3 L.J.Gh. 561. 

(6) Sach false trade deseriptioa would constitute an offence under the- 
Merchandise Marks Act. 
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where the ApoUinaris springs were situate, or in the neighbour- 
hood thereof.^ Again, mining companies operating in the .same 
area generally adopt names having reference to the geographical 
name of that area coupled with some distinguishing words.® The 
mere use of the geographical name as part of their trade names, 
may not, in these cases, be calculated to cause confusion in the 
minds of the public. A few illustrative cases are given below: — 

In Whitstable Oyster Fishery Co. v. Hayling Fisjieries, Ld.,'‘ 
it was held that the term “Whitstable oysters” indicated a certain 
class of oysters recognisable by the trade, and that oj-sters 
answering to that description and cultivated by the defendant at 
Whistable could be properly described as Whitstable oysters. The 
decision was affirmed on appeal. Lord Justice Collins pointed out 
that in the case of a “natural product coming from and dcscril)ed 
by reference to a particular district” the difficulty in proving 
secondarj^ signification is even greater than in the case of other 
descriptive marlgs,’" “particularly where the whole district from 
which the jirodnct comes is not in the exclusive ownershi]) of the 
person who seeks to attach to it the secondary signification.” In 
Grand Hotel Co. of Caledonia Springs Ld. v. Wilson^^ the 8i>rings 
ornied by the plaintiffs were called “Caledonia springs” and the 
locality was also known by that name. The defendant tapped two 
springs on adjoining land which yielded water of the same quality 
as that from the plaintiffs’ springs. It was held by the Privy 
Council that the plaintiffs did not have an exclusive right 
to the use of the word “Caledonia” in connection with 
these waters and that the defendants were entitled to indicate 
the local source of the waters sold by them. In the 
Rugby Portland Cement Co., Ld. v. Rugby and Newbold 
Portland Cement Co., Ld.,^^ it was held that the expression “Rugby 
Poi’tland cement” was well known in the trade to describe the 
cement made from the stratum of blue lias limestone existing in 
the neighbourhood of Rugby and that there was consequently no 
misrepresentation by the defendants. It was similarly held in 


(7) Actien Oesellachaft ApoUinaris Brunnen’s Application, 24 B.P.C. 

436. 

(8) Tiff on Minin ff and Finance Corporation Ld. v. South Tiff on Mining- 
Co., Ld., 48 B.P.C. 526. 

(9) 18 B.P.C. 434. 

(10) Cellular Clothing Co. v. Maxton 4 ' Murray, 16 B.P.C. 397. 

(11) 21 B.P.C. 117. 

(12) 8 B.P.C. 241; 9 B.P.C. 46 (C.A.). 

2H 
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Hopton Wood Stone Firms Ld. v. Gething^* that the name 
“Hopton wood” and “Hopton stone” denoted the character and 
the quality of the stone (mly. 

In Braham v. Beachim^* the plaintiff, who was the owner or 
lessee of practically all the collieries within the parish of Iladitock, 
was carrying on business as “The Badstock Coal Company.” The 
defendants also commenced to do similar business under the same 
name though they were not entitled to raise coal within the parish 
of Badstock, nor in any part of the district in which the seams of 
the Badstock coal existed. The plaintiff then changed the name 
to “The Countess Waldegrave’s Badstock Collieries,” whereupon 
the defendants adopted the name “The Badstock Colliery Pro- 
prietors.” It was held that the defendants were not entitled to 
call themselves “The Badstock Colliery Proprietors” since the 
designation indicated to the public that they were selling coal 
obtained in Badstock which was not true. Mr. Justice Prj' said: 
“The fact that a vein of Badstock coal runs out of parisli of Bad- 
stock does not entitle all workers of it to describe themselves as 
Badstock Colliery Proprietors. The genus includes the species 
and by using name of Badstock Coal Proprietors defendants re- 
presented themselves as selling coals of plaintiff and others which 
come under description Badstock Coal.” An injunction was 
granted, but it was not to apply if the defendants became owners 
or lessees of any colliery in the Badstock parish . After the decision 
in the above case the defendants acquired a collieiy, though not 
in Badstock, and carried on business under the style “The Badstock 
•Coal and Waggon Co., Colliery Proprietors, Badstock, Somerset.” 
Motion by plaintiffs to commit the defendants for breach of the 
Injunction was refused,** as the court was of opinion that the name 
complained of, indicated no more than that the defendants’ place 
of business was located at Badstock, which they were entitled to 
state. 

An injunction of a restricted nature was granted also in 
Bewlay & Co. v. Hughes.^^ Although the word “liindigul” was 
held to have a^uired a secondary signification in respect of the 
plaintiff’s cigars, the order was not to prevent the defendant from 
describing any cigars sold by him, which were made from 
^‘Diiidigul” tobacco, as being so made. 

(13) (1910) 27 E.P.O. 606. 

(14) (1878) 7 Ch.D. 848; Seb. Dig., p. 365 (S.C.). 

(15) Braham v. BeaeMm (2), (1878) 7 Ch.D. 848;^ S^. Dig.) p. 388 

<Pry,J.). 

(16) (1898) 15 B.P.C. 290. 



. VL] 


Law of Passinck)fp. 


219 


One otass of plaintiff’s goods passed off for another. — Where 
a plaintiff uses different trade marks to distinguish articles of 
different grades manufactured by him a person shall not sell an 
inferior article of the plaintiff’s manufacture as one of superior 
quality. In such cases a fraud is committed on the public who 
may be induced to buy the inferior for the superior article. At 
the same time an injury to the plaintiff’s trade is caused as such 
acts are likely to lead to unjust destruction of confidence that the 
public have in the quality of the plaintiff’s goods. The law was 
stated in Spalding and Bros, v . Ganmge Ld.,^'' by Lord Parker thus : 
'■'The proposition that no one has a right to represent his goods as 
the goods of somebody else, must I think, as has been assumed in 
this case, involve as a corollary the further proposition, that no 
one, who has in his hands the goods of another of a particular class 
or quality, has a right to represent these goods to be the goods of 

that other of a different quality or belong to a different ehvss 

A cannot, without infringing the rights of B, represent goods which 
are not B's goods or B*s goods of particular class or quality to 
be B’s goods or B*s goods of that particular class or quality.” 
So, in Teacher v. Levy^* an inquiry as to damages was ordered and 
an injunction was granted restraining the defendants from selling 
inferior whisky of the plaintiffs’ manufacture as the latter’s whisky 
of special quality, known as ‘‘Teachers’ Highland Cream Whisky.” 
And, in Jameson 'S’ Son, Ld. v. ClarTte'^ the defendant was res- 
trained from selling the plaintiffs’ three years old whisky as their 
seven years old one. In Palestine Wine and Trading Go., Lid. v. 
Cohen & Co.,*'' the defendants bought the genuine brandy of the 
plaintiffs’ manufacture and sold them after dilution, as the plain- 
tiffs’ brandy. Injunction was granted with costs. In Westinghouse 
Brake and Sa-xby Signal Co., Ld. v. The Varsity Eliminator Co., 
Ld.,*' the defendants’ rectifier was built up of genuine Westing- 
house parts, but the number of such parts was less than that built 
into a genuine rectifier of the plaintiffs. It was alleged that the 
altered rectifier was of inferior construction and its sale would 
injure the plaintiffs’ reputation. An injunction was granted. 

(17) (1915) 32 R.P.C. at p. 284; 84 L.J.Ch. 449; .31 T.L.B. .328 
H.L.). 

(18) (1905) 23 R.P.C. 117. 

(19) , (1902) 19. R.P.C. 265. See also Champagne neidniech et eie v. 

^hottd'Ta^ (1926) 43 R.P.C. ■ 101, where injunction was granted 

irestraixiiiig the sale of wine of the quality prepared for eontinental con- 
sumption (Dry monopole) as wine prepared for ron«»:imption in Englrind. 

(20) 23 R.P.C. 568. 

(21) 52 R.P.C. 295. ^ . 
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On the other hand, action was dismissed with costs in Paquin 
Ld, V . John Barker & Co., Ld.,^* where the defendants advertised’, 
for sale “exclusive original Paquin models” of the plaintiffs’ at a 
“mere fraction of the original. cost.” The coat complained of hacT 
been originally made and sold by the plaintiffs to an American 
firm who had it copied. The coat was sent back to England by the 
American firm and was subsequently purchased by the defendants. 

Where the plaintiff alleges that his inferior goods have been 
passed off as of a superior class of his goods he must prove the 
existence of the two classes of goods and their reputation.^ In 
the words of Warrington, J., he must “be able to define the goods: 
for which the incriminated goods are passed off.”** 

Side of second-hand goods. — ^The passing-off may consist in 
selling, or offering for sale, second-hand goods of the plaintiff’s 
manufacture as and for his new goods. In such cases there would 
obviously be serious risk of loss of reputation to the plaintiff’s, 
goods and consequent diminution in their sales as the second-hand 
goods cannot be expected to give the same saitisfaction as the new 
articles. Where second-hand goods are offered for sale the defend- 
ant must indicate sufficiently the nature of the goods, so that an 
ordinary purchaser may not be misled into buying them, believing 
them to be the new goods. Otherwise, an injunction will be- 
granted. Thus, in CHllette Safety Razor Co. v. Franks*'^ and in 
Gillette Safety Razor Co. v. Diamond Edge, Ld.,' the defendants, 
in the actions were restrained from selling re-sharpened used 
gillette blades as the genuine blades. In Richards v. Williamson^ 
the defendant purchased as old iron, the lock plates of the con- 
demned or worn out guns of the plaintiff, and made them up into- 
fire arms allowing the plaintiff’s trade mark to remain on the lock 


(22) (1934) SI R.P.G. 431. 

(23) Runt, Boope, Teage 4' v. Ehrmann Bros., (1910) 2 Ch. 198; 

103 L.T. 91; 27 B.P.C. 512; Dunbar v. Holland- Bombay Trading Co.,. 
12 S.L.B. 129; Harris v. Warren 4' Phillips, (1918) 35 B.P.C. 217f 

87 L.J.Ch. 491; 119 L.T. 217. 

(24) Hunt, Boope, Teage 4' v. Ehrmann Bros., (1910) 2 Ch. 198; 
103 L.T. 91; 27 B.P.C. 512. 

(25) (1924) 40 T.L.B. 606; 41 B.P.C. 499. 

(1) (1926) 43 B.P.C. 310. See also Spalding (A.O.) 4 " Bros. t. 
d.W. Oamage Ld., (1913) 31 T.L.B. 328 ; 30 B.P.C. 388 where the defea-^ 
dants bought the plaiutiffe’ ^orb baUe’ which had been sold to a waste rubber 
dealer and advertised them for re-sale. 

(2) (1874) 22 W.B. 766; Seb. Dig., p. 264. 
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plates and levers^ so as to induce the public to lielieve that the fire 
Arms were manufactured by the plaintiff. Injunction was granted. 

Where it is alleged that the defendant had been passing off 
second-hand articles of the plaintiff it will be material to consider 
the nature of the locality, of the shop, and of the goods sold. As 
Mr. Justice Maugham pointed out in a recent case* there are shops 
which deal only in second-hand jewellery Avhcrc the purchaser would 
be a fool if he thought that when he asked for a gold necklace or 
chain he was going to get a new- one. The sjime thing applies with 
regard to many other articles such as motor ears, books, etc. Where 
the goods are jumbled up with other goods in the shop window and 
are offered for sale at considerably reduced prices, an ordinaiy 
purchaser, without specifying new articles, cannot expect that lie 
would get a new article. An action for passing off was, thus, dis- 
missed with costs in The General Electric Co., Ld. v. Pryce's 
Stores* where the court held that the nature of the defendants’ 
business was such that the inference might be drawn that the 
defendants’ purchasers expected to receive only second-hand lamps. 

Quality of the defendant’s goods immaterial. — ^It is immaterial 

that the goods passed off are equal to, identical or superior to the 
plaintiff’s goods. For, it is the mark that sells the goods and any 
inference of the purchaser as to their quality is from the association 
of the mark with the goods. Brides, in most cases the ordinary 
purchaser does not compare the two goods or test their quality. 
The buyer of an article is the best judge of his interests and it 
must be presumed that, when- he asks for an article of a particular 
make or manufacture, it is, because, that make has given him 
satisfaction or he expects it to do so. Thus, it is possible that the 
customer would have bought the plaintiff’s article, notwithstanding, 
that it is no better than the defendant’s. And, with the idea of 
purchasing an article of the plaintiff’s make he should not be misled 
into buying the article of a different make by reason of the similarity 
of the marks on the two articles. The question is not whether the 
other article would serve his purpose equally well. As was said by 
an American judge, “If a man wants an article of oak, and gets 
an article of deal, and pays an oak price, it is no answer to say that 
deal would do as well.’’ Thus, in the early case Slofeld v. Payne,® 
although the finding of the jury was that the hones sold by the 

(3) The General Electric- Co., Ld. v. Fryee’s Stores, 50 S.P.C. 232. 

(4) 50 B.P.O. 232. 

(5) (1833) 4 B. & Ad. 410; 110 E.B. 509; Seb. Dig., p. 24. 
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defendants were not inferior to the plaintiff’s, it was held that the 
plaintiff was entitled to damages. In The Glenfield Starch case*^ 
it was contended by the defendant that there was no reason in the 
world why he should take the name of the plaintiff, as the starch 
manufactured by him was superior to that of the plaintiff’s manu- 
facture. The Lord Chancellor, however, dismissed the plea with 
the significant observation, “Well, then, one naturally asks, why 
should he do anything to lead people to suppose that his name is 
to be in any way associated with Glenfield or this inferior article 
with his.” In The Chartreuse case'’ Lord Shaw similarly remarked, 
“whether the business and efforts of Lecouturier’s assignees work- 
ing in the old locality, have succeeded in producing a liqueur as 
good or better, appears to me to be irrelevant.” In Yokes Ld. v. 
Evans and Marble Ardi Motor Supplies, Ld.,^ the plaintiffs had 
been selling motor car windscreen wipers with the words “Yokes 
Folberth.” These were manufactured for them by an English 
company under an agreement which prohibited the company from 
making such wipers to persons other than the plaintiffs; but the 
manufacturers wrongfully sold a number of such wipers to the 
defendants. The articles were in every respect identical with the 
plaintiffs’ article and contained the same inscriptions on them. 
It was held that the wipers complained of were spurious, as they 
were not selected or marketed by the plaintiffs, and that the sale 
thereof by the defendants constituted actionable passing off. 

Where the defendant’s goods are not inferior, there can 
obviously be no injury to the plaintiff's reputation and he cannot 
claim any special damage on that account. 

Sabstitution. of goods. — Substitution is one of the common 
methods by which goods of one person are passed off as and for the 
goods of another. Thus, in Kodak, Ld. v. London Stereoscopic 
and Photographic Co., Ld.,* the defendants had supplied to cus- 
tomers rolls. of films not of the plaintiffs’ manufacture in response 
to written and verbal orders for ‘ ‘ Kodak films ” and Brownie films ’ ’ ; 


(6) Wotherspom y. Cwnie, (1872) L.E. 5 H.L. 508; 27 L.T. 393. 
See also Pouull v. The Birmingham Vinegar Brewery Co., Ld., (1897) A.G. 
710; J4 B.P.O. 720; Saxlehner y. Apollinaris Co., (1897) 1 Ch. 893; 
14 B.P.C. 645. 

(7) Bey v. Leeouturier, (1910) A.C. 262; 27 B.P.C. 268. 

(8) (1931) 49 B.P.C. 140. See also Catterson d’ Sons, Ld. v. Anglo 
Foreign Monufaetwring Co., Ld., (1910) 28 B.P.O. 74. 

(9) (1903) 19 T.L.B. 297; 20 B.P.C. 337. See aim Feareon Bros, 

y. Valentine 4’ Co., (1917) 34 B.P.C. 267. ■ ■ 
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in Burroughs^ Wellcome & Co, v. Thompscni and Capper^^^ the 
defendants had been supplying drugs not of the plaintiffs' nuxnu- 
factiire in response to orders and prescriptions for the plaintilfs^ 
‘tabloids” drugs; and, in Minimax Ld. v. Moffat^^ the defendant 
sold •• minimax refills of his make for the plaintiff's miiiimax 
fire extinguishers. Cases of this kind are, generally, cases of 
fraud and, therefore, injunction will be ordinai’ily gi’anled. 
Where passing off by substitution is alleged by the plaintiff, he 
must show, that the defendant was clearly informed of what the 
customer wanted,^* that the trade description or name of the goods 
ordered represented exclusively the plaintiff's goods, and that tlio 
goods which were not of the plaintiff's manufacture were sub- 
stituted fraudulently.^’ 

The defendant is liable, ordinarily, for passing off in eas(»s of 
fraudulent substitution by his servants in the ordinary course of 
their employment, although such substitution may be committed 
without his knowledge and in some cases even against his orders.^^ It 
is immaterial that there was no intention to deceive^® the public 
or that the sales were small.^® Injunction may not, howewer, be 
issued where the court is satisfied that the defendant had taken 
all reasonable precautions to prevent the occurrence of the act 


(10) (1904) 1 Ch. 736; 21 B.P.G. 69. See also Parozone Co., Ld. v. 

aihson, (1904) 21 E.P.O. 317; Kerfoot v. Cooper Ld., (1908) 

25 E.P.C. 508; Havana Cigar and Tobacco Factories Ld. v. Tiffin Ld., (1909) 

26 7?.P.C. 473; Cusenier Fils, ^c. v. Gaiety Bars and Restaurant Co., Ld,,. 
(1902) 19 R.P.O. 337; Goddard v. Watford Co-operative Society, Ld., (1924) 
41 R.P.C. 218. 

(11) (1935) 52 B.P.C. 340. 

(12) Peters Ld. t. Domestic Inventions Co., (1908) 25 B.P.C. 387. 

It is not the duty of the purchaser to examine and satisfy that the goods 
supplied wore the goods which he asked for. ‘‘If a man riuik(?a a repre- 
sentation it is no aimwer at all for him to say: reliance had not been 

placed upon the representation, but if duo examination had been made by 
the person to whom the representation was made, he would not have been 
deceived.’ Peterson, J., in Pearson Bros. v. Valentine ^ Co., (1917) 
34 B.P.C. 267. 

(13) Godfrey Phillips Ld. v. Russell, (1909) 26 B.P.C. 834, where 
the action was dismissed as the defendant had never sold any tobacco other 
than the plaintiffs ’,i when asked for 'Grand cut.’ 

(14) Grierson, Oldham 4- Co.. Ld. v. Birmingham Hotel and lus- 

taurnnt . Co., Ld., (1901) 18 B.P.C. 158; Monro v. Hunter, (1901) 

21 B.P.C. 296; Bovril Ld. v. Bodega Co., Ld., (1916) 33 B.P.C. 153; 
Havana Cigar and Tobacco Factories, Ld. v. Tiffin, (1909) 26 B.P.C. 473. 
See Master and Servant, Ohapt. XL. 

(15) 0.2’., Ld. V. Gumming Co,, (1914) 32 B.P.C. 69. 

(10) Parozone Co., Ld. y. Gibson, 21 B.P.C. 317. 
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complained of,” or where only a few isolated sales had occurred 
due to the ignorance or inadvertence of the defendants’ servants 
■and there was no reasonable apprehension of any future injury to 
the plaintiffs’ business.” 

Substitution may not in ceii:ain cases amount to passing' off. 
For instance, when a customer asks for a particular article and that 
article is not in stock a trader may explain that the goods asked 
for are not in stock and may offer other goods in substitution. In 
these circumstances the trader cannot be accused of any unfair 
act. “If 4 orders from B specified goods and then B sends differ- 
ent goods a cause of action arises in A. With that we are not here 
concerned. If A keeps the goods and does not return them, it 
may be either that he keeps them believing that they are what they 
are not, or because he is satisfied with them. In a passing off 
action, if the plaintiff relies' upon evidence that goods, other than 
the plaintiff’s goods, were sent and were not returned, he must go 
on to prove that the purchaser retained them believing them to be 
what they are not.”^* Lever Bros., Ld. v. Mashro’ Equitable 
Pioneers Society, Ld.,^ is an illustrative case. In that case a 
co-operative society in supplying a list of orders from a regular 
customer supplied their own soap instead of the plaintiffs’ soap 
which was not stocked by the Society. They did so in the belief 
that if the customer could not get the soap he asked for he would 
prefer to get the substituted soap rather than to get no soap at all. 
An action for passing off was dismissed. The rule was explained 
by Lord Justice Moulton in the following passage: “The person 
whose goods you order has nothing to do with the fulfilment of that 
order. If with the consent of the purchaser other goods are sup- 
plied instead, he has got no right to complain. His rights arise 
from the deception of the customer, that passing off on the 

(17) Hontgomerie 4" Co., Ld. v. Young Bros., (1004) 21 B.P.O. 285; 
Lever Bros., Ld. v. Mashro’ Equitable Pioneers Soeiely, lA., (1912) 
106 L.T. 472; 29 B.P.C. 225 (C.A.). 

(18) Leahy, Kelly and Leahy v. Glover, (1893) 10 B.P.C. 141; 
Butter 4" Co. v. Smith, (1901) 18 B.P.C. 49; Carr 4 Sons v. Crisp 4r Co., Ld., 
(1902) 19 B.P.C. 497; Montgomerie # Co., Ld, v. Young Bros., (1904) 
21 B.P.C. 285; Moseley 4 Sons, Ld. v. Nathan 4 Co., 23 B.P.C. 345; 
KodaJc Ld. y. GrenviOe, (1008) 124 L.T.J. 458 ; 25 B.P.O. 416; Burherrys 
V. Watkinson, (1906) 23 B.P.C. 141; Armstrong OUer Co., Ld. y. Patent 
Axle-box 4 Foundry Co., Ld., (lOlO) 27 B.P.O. 302 ; 0. T. Ld. y. Cumminff 
4 Co., (1914) 32 B.P.C. 69. 

(19) "Pot BneUe^, L. J., in Lever Bros., Ld. v. Masbiv* Bquttabte 
Pioneers Society, Ld., aiid BenjanAn Brookes 4 Co., Yd. y; Masbro* Equitable 
Pioneers Society Ld., (1012) 106 L.T. 472 ; 29 B.P.O. 225. 

(20) loc. cit. 
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customer goods which he thinks are goods of the plaintiff, when, in 
fact, they are not. Substitution may, therefore, be perfectly 
innocent, or it may be perfectly guilty ; but the test whether it is 
innocent or guilty is not the mere fact of substitution, but whether 
nr not it comes within the definition of what is passing off, which 
has 'been laid down so often in the courts.” 

The circumstances under which substitution will or will not 
amount to passing-off were summed up by Eve, J., as follows: — 
“When the customer asks for a particular article and that article 
is not in stock, the honest tradesman, of course, explains to him 
that it is not in stock and offers his own goods in substitution. If 
he does that honestly in a way which conveys the whole matter to 
the mind of the customer, he need be under no fear of a motion to 
commit or attach being successful against him. If, on the other 
hand, he doe^i it in this way, that he wraps up the article and 
mumbles something to himself and hands it to the pui*ehaser, 
then ... of course, the court has no hesitation in saying that 
there was not a fair opportunity given to the purchaser to choose 
between the two rival articles, and that the purchaser was more or 
less rushed into buying, instead of what he asked for, something 
he did not intend to buy.”*^ 

Area of reputation of trade marks and trade names. — In 

deciding whether a trade mark has acquired secondary signifi- 
cation the extent to which the said mark or name has already 
been used forms an important factor for consideration. It is 
obvious that where the user has been short, spasmodic or limited 
to small local areas the mark cannot have acquired any reputation. 
But what the test should be in such cases it is impossible to define 
a priori. This will depend on the facts of each case. The nature 
of the mark and the goods on which it is applied will have to be 
taken into consideration. In such cases the plaintiff will be 
required to show that the area over which his mark has acquired a 
secondary signification is as large as possible. So, in the 
Perfection case,** Lord Fletcher Moulton, L.J., said that the fact 
that the words “Perfection Soap” had acquired a secondary 
meaning over half of England would have influenced him greatly if 


(21) Kerfoot v. Cooper, Ld., (1908) 25 R.P.C, ttt p. 510. 

(22) CroafUld {Joseph) and Sons Ld.’8 Application, (1910) 1 Ch. 130: 
<1909) 26 B.P.C. 837 (O.A.). 

29 
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the words had been less objectionable. The reported cases do not 
appear to show any uniformity of rule on this question. Thus 
from the judgment of Lord Shand in The Cellular Clothing caoe^* 
it would appear that where secondary signification is claimed for 
a descriptive word the extent of the user must be ‘universal.’ -His 
Lordship said that if a plaintiff could prove that his mark which 
is primarily' descriptive had acquired a distinctive meaning in 
connection with his goods in a number of southern counties of 
England where his goods had been sold under that name the fact 
“would surely never entitle the plaintiff to have an injunction in 
every part of England.” The same rule was applied by 
PaTAvell, J., in Chivers & Sons v. Chivers & Co,. Ld.,^* where His 
Lordship said: “It appears to me that the issue thrown upon the 
plaintiff in a case of this sort is to prove that the world has come to 
knovT that particular article associated with his name as meaning 
his manufacture, and that only. When I say “the world” I am 
using another phrase similar to that used by Lord Shand. I dO' 
not, of course, mean every human being in the Kingdom, but I 
mean all persons whom it in any way concerns. ... In order to 
give ‘Chivers’ jelly’ that secondary signification which the 
plaintiflis desire to attach to it and not to make it mean simply a 
jelly made by a person of the name of Chivers, th^ must, in my 
judgment, show first of all that that user has been locally universal 
at any rate in the sense that it extends in any locality over the area 
in which the defendant traded. . . . Speaking for myself, I 
should never find the fact to be that the word had obtained that 
secondary signification unless it was proved to my satisfaction that 
the use had been locally universal in the sense I have attached to it — 
universal in point of space.” Accordii^ to His Lordship “the 
universality really must be co-extensive at any rate with England 
and Wales. It is obvious that this ruling goes too far. For, it 
will be impossible to establidi such ‘universal user’ in most cases. 
As Kekewich, J., said “in no trade, or none but the very largest 


(23) CeOviar ClofMng Co, ▼. 2Iaxton 4" ^wrray, (1809) A.G. 326; 
16 B.P.G. at p. 408. 

(24) (1900) 17 B.P.G. at p. 420. 

'(25) See Thome (Henry) 4 Co., Ld. v. Eugen Sandow and Sandow, Ld., 
(1012) 106 L.T. 026 $ 29 B.P.G. at p. 453; Star CyeXe Co., Ld, y. Franken- 
hurgs, (1007) 24 B.P.G. 405; Crotfleld and Sons Ld.*s Applieation, (1000) 
1 Ch. 130; 26 B.P.G. 837; Lea Ld.*e AppUeation, (1912) 2 Gh. 32; 
29 B.P.G. 165; (1918) 1 Gh. 446; 30 B.P.G. 216; CaseOla 4 Co.*e 

Application (Diamine), (1010) 2 Gh. 240 ; 27 B.P.G. 4B3; W. 4 C. Du Croe 
Ld.*t AppUeation, (1912) A.G. 624; 29 B.P.G. 65; 30 B.P.G. 660. 
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trades, is any one man’s goods known throughout the kingdom.” 
According to him it would therefore be sufficient if the plaintiff 
establishes that his mark had become distinctive even within a 
limited area.^ Vaughan Williams, L. J., was also of this view. In 

the Silverpan Jam case* His Lordship observed : — ‘ ‘I quite agree 

that it is necessary that the plaintiffs should identify this word 
‘Silverpan’ with their firm ‘Faulders’. It is quite plain that it is 

neeessarj' to show that identification! is recognised within the 

district in which the defendants, whose user of the word is com- 
plained of, carry on business. But this does not mean that there 
must be proof that the word ‘silverpan’ is recognised by every 
one in the district. In my judgment it is sufficient if there is, as 
there seems to be in this ease, a user in the district of the name of 
‘Silverpan’ exclusively in connection with the plaintiffs’ firm 
coupled with a large user of the word ‘Silverpan’ exclusively by 
Faulders throughout a large portion of Lancashire.” 

In the case of names of business premises or hotels the plaintiff 
will be entitled to relief though the reputation of the business may 
be merely of local character. The defendant cannot start similar 
business in that area and adopt a name which may cause confusion 
to the public and consequent damage to the plaintiff. The injunc- 
tion will, however, in such cases be limited to the particular areas.* 

The question of area of reputation is of special, importance in 
a large country like India. The point was raised in Smidt v. 
B&ddaway S' Co* It was urged that the evidence showed that the 
secondary signification acquired by the words ‘‘Camel hair belt- 
ing” was confined to Calcutta and Cawnpore, and that it was 
necessary to show that the term had acquired secondary meaning 
over the whole of India. But Melean, C. J., said that the second- 
ary meaning need not be universal all over India and that it was 
sufficient to show that the term signified the plaintiffs’ belting in 
the Indian market. In TTno/ni DaiwMuBna v. HoundaTd 
Dmodkhana,* Tekchand and Currie, JJ., observed that it would be 
difficult to define exactly over what area repute of an article diould 
extend before it can be held that the said repute is locally universal. 

(1) Paine 4- Co. t. Danien and Sone* Breweries, Ld., (1893) 
2 Ch. 567; 10 B.P.C. at p. 78. 

(2) Faidder 4" Co., Ld. v. 0. 4" Bashton, Ltd; (1903) 19 T.L.B. 452; 
20 B.P.O. 477 (O.A.). 

(3) The Clock, Ld. v. The Clock Bouse Botel, Ld., (1935) 52 B.P.C. 386. 

(4) (1905) 82 Gal. 401; 9 O.W.K. 281. 

(5) (1930) 12 Lab. 224; A.I.B. 1930 Lab. 999. 
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Their Lordships pointed out that in this country industry is not 
well-developed and the art of advertisement is still in its infancy 
so that the repute of any article will not easily spread over a wide 
ai'ca. In their Lordships’ opinion injunction should therefore be 
granted where it is found that many customers local and mofussil 
are likely to be misled. 

Name of patented articles. — It has long been recognised under 
the common law that on the expiration of a patent the patentee 
has thrown open to the public the right to use the name by which 
the patented article was known,® The fact that the patent was 
invalid or was actually revoked makes no difference. This rule of 
law has been explained by Lord Hersehell as follows: — "Where a 
patentee attaches a particular name to the production he patents 
that name becomes common property as description of the patented 
article. It possesses, indeed, no other name. That name would 
necessarily be applied to it by all persons desiring to purchase that 
article. It is not descriptive of the production of a particular 
manufacturer, but| of the article itself, by whomsoever it is manu- 
factured. Indeed there is no presumption that the patentee will 
manufacture it, even during the term of the patent; more often 
than not, patented articles are manufactured by other persons by 
the licence of the patentee.”^ The fact that the name had hitherto 
been used solely by the plaintiff does not entitle him to the exclu- 
sive monopoly of the name. The name in such cases becomes 
identified with the goods, not primarily because they are plaintiff’s 
goods, but because, he alone as patentee can make and sell them; 
and, as already pointed out, so long as there is only one maker 
there can be no secondary meaning in the name. "Until some 
other person is making the same article and is at liberty to call it 
by the same name, there can be no right acquired by the exclusive 
use of the name, as showing that the manufacture of one person 
is indicated by it and not the manufacture of another.”* Further, 
as was explained by the Hersehell Committee, "a patentee obtains 
the patent upon the condition that at the expiration of the term of 

(6) Per GozenS'Hardy in Edge # Sons, Ld, v. Niccolls and Sons, Ld.s 
(1911) 1 Gh. 5; 28 B.P.G. at p. 61. That this rule appears to be based 
upon obsolete conditions and is a source of embarrassment to traders is 
the yiew taken by the Goschen Gommittee who accordingly recommend a 
reyision of statutory law so as not to depriye thd trader of the benefit of his 
research and adyertising. 

(7) Eeddasoay v. Banham, (1896) A.G. 199; 13 R.P.G. 218. 

(8) Per Fry, J., in the Lvnolewm Manufaotwvng Co* y. Naim, (1878) 
7 Gh.D. 834. 
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his monopoly, the public shall have the right to manufacture and use 
it ; and if the only name by which it is known is that which the pro- 
prietor has registered as a trade mark, it would certainly seem 
inconsistent with the right thus intended to be conferred on the 
public, if everyone, except the original patentee, were prevented 
from calling it or selling it by that name which alone it bears. " 
Thus, in Wheeler and Wilson Manufacturing Co. v. Shakespear'^ 
the court refused to pass an order restraining the defendant from 
using the words “Wheeler and Wilson” on the ground that they 
described a machine manufactured according to the plaintiffs’ 
patent which had expired. James, V. C., said: — “A man cannot 
prolong his monopoly by saying ‘I have got a trade mark in the 
name of a thing which was the subject of the patent’.” The 
Linoleum Manufacturing Company v. is another illus- 

trative case. The plaintiffs were the assignees of a patent for a 
species of floor cloth. The cloth manufactured according to the 
patent was termed “Linoleum floor cloth” or “Linoleum.” After 
the patent had expired the same kind of cloth was manufactiired 
by the defendant and was described by him as “Linoleum floor 
cloth.” Thereupon, the plaintiffs moved for an injunction to res- 
train the defendant from using the word “Linoleum” on cloth not 
manufactured by the plaintiffs. Injunction was refused. Fry, J., 
said: — “This word ‘Linoleum’ directly and primarily means a 
solidified oil. It only secondarily means the manufacture of the 
plaintiffs and has that meanii^ only so long as the plaintiffs are 
the sole manufacturers. In my opinion, it would be extremely 
difficult for a person who had been by right of some monopoly the 
sole manufactiirer of a new article and has given a new name to 
the new article meaning that new article and nothing more, to 
claim that the name is to be attributed to his manufacture alone 
after his competitors are at liberty to make the same article.” 
This principle of law is now well settled and is embodied in section 
6 (1) of the English Trade Marks Act, 1919.*^ Registration of 


(9) (1870) 39 L.J.Cih. 36. “I look with great jealousy at any 
attempt by a patentee to prolong the monopoly given to him by the patent 
after it has expired." per Fletcher Moulton, L.J., in Dental llanufactwring 
Co., Ld. V. de Trey ^ Co., (1918) 3 K.B. 76 at 84; 29 B.P.C. at p. 623. 
See also Freeflkin Bros. y. Sharpe Bros., Ld., (1899) 16 B.P.C. 205. 

(10) (1878) 7 Ch.D. 834; 47 L.J.Ch. 430 ; 26 W.B. 463. See also 
Palmer's Tm., (1883) 24 GhJ>. 504; Native Owmo Co. v. Sewage Uamra 
Co., (1889) 4 T.L.B. 372 ; 8 B.P.C. 125; Formalin Hygienic Co.'s AppU- 
cation, (1900) 17 B.P.C. 486. 

(11) The same principle applies to a word which is the only practicable 
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trade marks has been, refused in several cases to names by which 
the new patented articles were known during the period of mono- 
poly of the patentee.^* 

Name of natural prodiuot obtained according to a patented) 
process. — ^Although the name used by the imtentee to describe 
the new article becomes common to the trade after the expiration 
of the patent, the name cannot ihe used during the life of the patent 
by other manufacturers to describe similar articles not manufactur- 
ed by the patentee or his licensee. For, as the public associate the 
name with a particular kind of goods which can be manufactured 
during this period only by the patentee the use of the name on 
other goods would be calculated to deceive the public. This res- 
triction does not, however, apply where the name is used to des- 
cribe a natural product. If a person discovers a natural product 
and takes a patent for preparing the same, the name fixed upon 
by the patentee to designate the natural product may be used by 
others to describe it, even during the life time of the said patent, 
provided the product is the same but obtained by a totally differ- 
ent process or from a totally different natural source so that there 
is no infringement of the patent. So, in the early case Young v. 
Macrae^^ where the plaintiffs were the owners of a patent for the 
distillation of parafidn oil and the defendant commenced to sell 
another oil under the name ‘Paraffin oil’ or ‘American Paraffin 
oil’ injunction to restrain the defendant from using those names 
was refused. 

Name may acqioire secimdaTy signification after the expira- 
tion of the patent. — The former x>atentee can, however, show that 
the name by which his article was known during the existence of 
the patent ceased to be so used after the expiration of the patent 
and had, thereafter, become exclusively associated with goods of 
his manufacture. In such cases he will be entitled to restrain 
others from using the same to describe similar goods. Boake, A. 


name or deaeription of a chemical eubstance. No one can acquire a monopoly 
in respect of it. See section 6 (2) of the English Trade Marks Act, 1919. 

. (12) See Wineer 4" Co., Ld. y. Armstrong 4 Co., (1899) 16 B.P.G. 167 ; 
FormaUn Hygienic Co., Ld.'a Application, (1900) 17 B.P.C. 486; Oestetner’a 
Trade Mark, (1907) 2 Ch. 478; 24 B.P.C. 545; (1908) 1 Ch. 518; 
25 B.P.C. 156; (C.A .) ; British Vaewm Cleaner Co., Ld. y. The New Vaonum 
Cleaner Co., Ld., (1927) 2 Ch. 312; 24 B.P.C. 641; Bowden Wire, Ld. y. 
Bowden Brake Co., Ld. (No. 2), (1913) 30 B.P.C. 609; Moore*a Modem 
Method Ld.*a Application, (1918) 36 B.P.C. 6. 

(13) (1862) 9 Jur.N.S. 322; (1862) Seb. Dig., p. 114. 
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Roberts S’ Co., Ld. v. Wayland <5* Co.,^* is an instance of this type 
in which the plaintiffs succeeded in establishing that the letters 
'‘K,M.S.’' had acquired! secondary meaning in connection with 
their potassium metasulphite after the patent for preparing this 
compound had expired. The labels and get-up which have become 
distinctive of the patentee’s goods when the patent was in force 
will also be protected against fraudulent imitation. “The public 
may have acquired confidence in that particular label, and that 
confidence may have given a value to it which the patentees may 
be entitled to have protected after the expiration of their patent.”** 

Name of new goods. — ^The same considerations discussed 
above in the case of patented articles apply where a mamifacturer 
uses a name to designate a new article he has introduced into the 
market. “If a person makes an article not patented, and gives it 
a certain name by which the article comes to be known in the market, 
any one in the market, any one who can make the same kind of 
article can call it by the name by which it is known if he can, in 
fact, do so without passing his goods off for those of the original 
maker.”*® “The same thing in principle must apply,” said Lord 
Davey in the CeUular Clothing ciflwe,**^ “where a man has not taken 
out a patent as in the present case, but has a virtual monopoly 
because other manufacturers, although they are entitled to do so, 
have not in fact commenced to make the article. He brings the article 
before the world, he gives it a name descriptive of the article ; all 
the world may make the article and all the world may tell the 
public what article it is they make, and for that purpose they may 
prima fade use the name by which the article is known in the 
market.” Again, as Fry, J., said, “the person who produces a 
new article, and is the sole maker of it, has the greatest difficulty 
(if it is not an impossibility) in claiming the name of that article 
us his own, because, Tintil somebody else produces the same article, 

(14) (1909) 26 B.P.C. 251. See also Norton Company's AppU- 
oation, (1919) 36 B.P.C. 153; Edison Storage Battery Co. v. Britannia 
Batteris, Ld., (1931) 48 B.P.C. 350. 

(15) Per Wood, V.C., in Edelsten v. Viole, 68 E.B. 1194; 
1 £q. Bep. 413; (1853) Seb. Dig., p. 64. 

(16) Per Lindley, L. J., quoted by Lord Davey in Powell v. The 
Birmingham Vinegar Brewery Co., Ld., (1897) A.C. 710; 14 B.P.C. at 
p. 732. 

(17) The Cellvdar Clothing Co. v. Maxton # Murray, (1899) A.C. 326; 
16 B.P.C. at p. 409. “That which is the only name of a thing cannot, 
it seems to me, be a fancy word with regard to it. The word 'spade’ des- 
cribes the thing; you can never tahe the word ‘spade’ and call it a fancy word 
for the thing.’’ Per Pry, L.J., in Waterman v. Ayres, (1888) 39 Ch.D. 29. 
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there is nothing to distinguish it from.”'^ So, where the defend- 
ants prepared an extract of meat in accordance with Liebig’s 
recipe and described it as “Liebig’s extract of meat” the 
plaintiffs who were selling “Liebig’s extract of meat” failed to 
get an injunction.’* And, in Daivis & Co., Ld. v. Striholt & 
registration of the word “Bokol” was ordered to be expunged from 
the register, as the Norwegian word was the only appropriate 
designation of the kind of foreign beer imported into England, 
where it was previously unknown and without a name. 

The original inventor of a new manufacture is alone entitled 
to designate such manufacture as ‘the original’ and if he has been 
so designating his manufacture an injunction will be granted to 
restrain a rival manufacturer from applying the designation to 
his goods.*’ 

Goods mamufactured according to secret recipe. — ^“If a name 
under which goods are sold indicates the process by which they are 
manufactured rather than the manufacturer who puts them on the 
market, that manufacturer cannot, if he has not the exclusive 
right to manufacture according to the process, prevent a rival in 
trade, who is entitled to manufacture according to the process, 
from applying to goods so manufactured the name by which they 
are known in the market. ’ ’** In order, however, to entitle the defend- 
ant to use the name of the new article introduced by the plaintiff 
it is e^ential that the article sold by the former should be identical 
with that hitherto sold by the plaintiff. It is not enough to show 
that it is very like it. So that if the plaintiff has been manu- 
facturing the article according to a secret recipe, as long as he is 
the sole possessor of the secret, “he is ex necessitate the sole person, 
who, physically, can make the goods.”** And, so long as the 
defendant does not know the recipe of the plaintiff it would be 
impossible to say that the two goods are the same. In Powdl v. 

(18) Siegert ▼. Findlater, (1878) 7 Ch.D. 801. 

(19) The Liebig’s Extract of Meat Co., Ld. v. Hanbury, (1867) 
17 L.T.N.S. 298; Seb. Dig., p. 171. Seo also James v. James, (1872) 
L.B. 13 Eq. 421; Massam v. Thorley’s Cattle Food Co., (1880); 

14 Gh.D. 748; Parsons Bros. #• Co. v. John GiUespie # Co., (1898) A.C. 239; 

15 B.P.C. 57; Fels ▼. Christopher Thomas 4 " Bros., Ld., (1903) 
21 B‘.P.C. 85. 

(20) (1888) 59 L.T. 854 ; 6 B.P.C. 207. 

(21) Cocks V. Chandler, (1871), L.B. 11 Eq. 446. 

(22) Walker ^ Sons, Ld. v. Kego (No. 2), (1921) 38 B.P.C. p. 3S 
(Lord Hunter). 

(23) Per Lord Davey in Powell t. The Birmingham Vinegar Brewery 
Co., Ld., (1897) A.C. 710; 14 B.P.C. at p. 725. 
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The Birmingham Vinegar^Brewery Company, the defendants 
could not show that they h!ad obtained the secret recipe of the plain- 
tiff’s manufacture. Lord Davey, said; '‘The appellants do not 
pretend that they have discovered the respondent’s secret, or that 
theit goods are made according to the same recipe. . . . The appel- 
lants, therefore are misrepresenting the character of their goods 
when they call them 'Yorkshire Relish'. They are not, in fact, 
'Yorkshire Relish’, though I will assume they closely resemble that 
compound .... So long as the respondent can sucx»ecd in keei)ing 
his secret he is, in fact, the sole manufacturer of 'Yorkshire Relisit’ 
in the market, and the appellants' act of selling their goods as 
'Yorkshire Relish', when they are not 'Yorkshire Relish’ as a fact, 
is at once a fraud ui)on the public, and at the same time, amounts, 
in my opinion, to a misrepresentation that the goods arc the goods 
of which the respondent is the sole manufacturer.” 

Colourable imitation. — The spurious mark complained of may 
be either an exact or substantial copy of the genuine trade mark,^*''* 
or an imitation done in a manner which is likely to cause the 
spurious mark to be mistaken for the genuine one. Cases of the 
first type do not present any difficulty, as the onus of showing that 
the counterfeit mark is not calculated to deceive the public is cast 
on the defendant. Such instances of direct misrepresentation are, 
however, rare. The common type of misrepresentation consists in 
imitating the plaintiff’s mark in such manner that the differences 
between the genuine and the spurious marks are merely colourable. 
(Jreat difficulty is often experienced in deciding cases where a 
defendant devises his mark with the intention to imitate the 
plaintiff’s mark as closely as possible and still keep within the law. 
In such cases the defendant deliberately introduces apparent diffe- 
rences with a view to be able to show to the court, if called upon to 
do so, that his mark is different from that of the plaintiff, while at 
the same time he retains such of the essential characteristics of the 
original mark as would enable him to pass off his goods for those ot 
the plaintiff. In the language used by Lord Blackburn in 
Johnston 6 Co. v. Orr Ewing & Co.,^ the differences are such 


(24) (1897) A.C. 710; 14 R.P.C. 720. See also Eey v. Lecoutwrier^ 
(1910) A.C. 262; 27 R.P.C. 208; Walker 4r Sons, Ld. v. Kego, (No. 2), 
(1921) 38 R.P.C. 31. 

(25) See for instance Ford v. Foster, 7 Ch. 616 (1872) ; B. v. Dwndas, 

6 Cox. 380. I 

(1) (1882) L.R. 7 App. Cas. 219; quoted and followed by the Privy 

Council in Somerville v. Schemhri, (1887) 12 A.C. 453; 4 R.P.C. 179. 

. SO 
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''which might prevent persons from being deceived,” hut not such 
"as to prevent its being likely that they might be deceived.” 
Diversity of opinion as to whether or not the imitation is a colour* 
able one is, therefore, often likely to arise in cases of this sort. 

Standard of compiariaon. — ^It is impossible to lay down any 
general role as to the amount of resemblance which will make the 
defendant’s mark a colourable imitation of that of the plaintiff. In 
order to entitle a party to relief it is by no means necessary that 
there should be absolute identity. "What degree of resemblance 
is necessary, is, from the nature of things, a matter incapable of 
definition a priori. All that courts of justice can do, is to say, that 
no trader can adopt a trade mark so resembling that of a rival as 
that ordinary purchasers purchasing with ordinary caution are 
likely to be misled.”* In Swadeshi MUls Co. v. Juggi LcA 
Kanudapat Cotton Spinning and Weaving Mdls Co., Ld.,‘ the court 
observed : — "No general rule can be laid down as to what is or is 
not a mere colourable variation. All that can be done is to ascertain 
in every case as it occurs whether there is such a i*cscmblance as to 
deceive a purchaser using ordinary caution. ” The principle of the 
law is perfectly dear, namely, that a person cannot pass off goods 
of one trader as and for the goods of another.* If any difiiculty 
arises, it is as to the application of that law to the particular facts 
of the case before the court. The question whether the defendant’s 
mark is a colourable imitation of the plaintiff’s mark is a question 
of fact and the decision will depend on the surrounding circum- 
stances of each case. "Cases of this sort” said Lord Macnaghten 
in the House of Lords in the Camel Hair Bdting case* "must 
depend upon their own particular circumstances. The facts of one 
case are little or no guide to the determination of another.” And 
Lord Watson remarked in Johnston v. Orr Etoing*: "How can 
observations of Judges upon other and quite different facts bear 


(2) Per Cranworth, L.C., in Seixo v. Frovasende, L.B. (1866) 
1 Cau 192. 

(3) A.Z.B. 1927. AU. 81. 

(4) *‘The law has been settled from the year books downwards that a 
man has no rig'ht to trade under false colours and to sdl his goods as another’s,’* 
Lord Langdale in Knott v. Morgan, (1836) 48 E.B. 610: 2 Keen 213. 

(5) Beddaway ▼. Banham, (1896) A.C. 199; 13 B.P.C. 218. 
See also Gamage, Ld. v. BandaU, Ld., (1899) 16 B.P.C. 186, (Collins, L.J.); 
Havana Cigar and Tobaeoo Factories, Ld. v. Oddenmo (1924) 1 Cb. 179; 
41 B.P.C. 47. 

(6) (1882) L.B. 7 App. Caa. 219. 
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upon the present case, in which the only question is what is the 
result of the evidence.” “Two cases are seldom exactly parallel, 
and therefore decided cases are of little value in determining the 
question whether the goods manufactured by the defendant are likely 
to be mistaken for those of the plaintiff.’’^ Every case is thus an 
authority for the proposition that it actually decides and it is 
impossible from the nature of the things to find a decided case the 
facts of which are exactly similar to those of the particular case 
before the court for decision. An examination of the decided cases, 
nevertheless, brings out prominently certain general principles 
enunciated by the courts from time to time, which may be applied 
to the facts of any particular case under consideration. It is now 
well settled, for instance, that in order to constitute a colourable 
imitation it is not necessary that the plaintiff’s mark should be 
copied in every particular. It is enough for the plaintiff to show 
that the representations employed by the defendant bear such close 
resemblance to his mark as to be reasonably calculated to deceive 
the public. The infringement need not be an absolute and literal 
copy, but it must be such a similarity as the court would hold, in 
all the circumstances, to be calculated to deceive.* Such general 
considerations as are important in determining the question of 
colourable imitation are discussed in the following sections. 

Net impression to be considered. — ^In finding out whether 
there is colourable imitation one must not look only at the differences 
or at the resemblances between the two marks but compare the two 
marks fairly and then come to a decision.® Each dissimilarity or 
resemblance must not be taken by itself and a conclusion b^ed 
thereon.^® “If the dissimilarity is so small, and the common 


(7) Per Niamatttllah, J., in Thomas Bear and Sons (India) v. Prayag 
Marain, A.I.E. 1935 All. 7. 

(8) Tatem ^ Co., (1915), Ld. v. Gawnont Co., Ld., (1917) .14 E.P.C. at 

p. 188. [Cozens-Hardjr]. See aiso Eastern Asiatic Match Co., Ld. v. Kem- 
mendine Match Co., Ld., A.I.E. 1931 Eang. 213; Nagendra Nath Saha v. 
Emperor, 57 Cal. 1153; A.I.E. 1930 Cal. 274; Sassoon v. 1 Bom.L.E. 

291; Badische Aniline and Soda Fahrik v. Maneokji Shapwji Kdtrak, 
17 l^m. 584; Emperor v. Tapidas Dvrlahdas, (1907) 9 Bom.Ii.B. 732. 

(9) Lord Bindley in Schweppes, Ld. v. Gibbens, (1905) 22 E.P.C. at 
p. 607. See also. Lever v. Goodwin, (1887) 36 Cli.D. 1; 4 E.P.C. at 505. 

(10) In Coleman ^ Co., Ld. v. Stephen Smith #• Co., (1911) 2 Ch. 572; 
29 E.P.C. at p. 88, Cozens-Hardy, M.E., said: *‘Mr. Buekmaster tried to 
induce us to say that taking all the labels off and holding up these two bottles 
of “Wincamis” and "Lranco”, that there can be no doubt that the one is like 
the other and the one is an imitation of the other. That is entirely fallacious. 
You must look at the thing as a whole. You must look at the bottles with all 
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features are so numerous, that the two as a whole are similar, the 
dissimilarity goes for nothing. Therefore in each ease it is a 
question of degree and it is the totality of impression which is likely 
to be left in the mind of a probable purchaser that has to be 
considered. Minor details or non-essential points of difference 
between the marks are not important, provided the main idea is the 
same.‘* As Lord Halsbury said in Schweppes, Ld. v. Gibbens,^* 

‘ ‘ The whole question in these cases is whether the thing — ^taken in its 
entirety, looking at the whole thing — is such that in the ordinary 
course of things a person with reasonable apprehension and proper 
eyesight would be deceived.” It is thus quite possible that the 
defendant’s label is a colourable imitation of the plaintiff’s 
label, although no part of one is a copy of the other. In Jones v. 
Hdlltoorth,^^ Kekewieh, J., said: “If you take the points of simi- 
larity in detail, it is often not very difficult — sometimes it is 
extremely easy — ^to show that in all those points of similarity the 
defendant is perfectly right and has played the part of an innocent 
man. That applies directly to this case. No one contends that the 
defendants are not entitled to manufacture and sell polishing 
cloths ; nobody contends that they are not entitled to manufacture 
and sell polishing cloths of certain sizes, or to impress thereon by 
printing or otherwise certain words. . . . All those things are 
perfectly common to the trade ; every one of them may be done with 
perfect innocence. But, by an inductive process, one may come to 
this conclusion, that every one of those perfectly innocent things 

the labels on them, and not confine your attention to one of the labels only". 
See Imperial Tobacco Co., Ld. v. Atlantic Tobacco Co., A.I.B. 1925 CaL 220; 
40 G.L.J. 230; Chetarpal Sharma v. Jagannath Das, 44 All. 608; A.I.B. 
1922 All. 178. 

(11) Per Lindley, L.J., in Christiansen’s Tm., .3 B.P.C. 54. See 
Imperial Tobacco Co,, Ld. v. Atlantic^ Tobacco Co., A.I.B. 1925 Cal. 220; 
40 C.L.J. 230, Bichard Crispin 4" Co.’s Application, (1917) 2 Ch. 267; 
34 B.P.C. 349. 

(12) See Hoohham v. Pottage (1872) L.B. 8 Ch. 91; Seb. Dig. p. 236; 
Glenny v. Smith, 62 E.B. 701; 2 Drew & Sm. 476; Seb. Dig., p. 144; Bayer 
V. Baird, (1898) 15 B.P.C. 615. 

(13) (1905) 22 B.P.C. at p. 607. See also Williams Co, t. Bronrdey 
4- Co., Ld., (1909) 26 B.P.C. 765; Dixon # Son, Ld. v. George Biehardson 
4r Co., Ld., 50 B.P.C. 365; "one most have regard to the net impression, the 
main idea left on the mind by a casual look," Bryant and Hay, Ld. ▼. United 
Hatch Industries, Ld., (1933) 50 B.P.C. at p. 18 (Clanson, J.) . 

(14) Badische Aniline and Soda Fabrik v. Haneckji Shapurji Katrak, 
17 Bom. 584; Barlow v. Gobindram, 24 Cal. 364; 1 C.W.N. 281; Swadeshi 
Hitts Co. y. JnggUal Kanudapat Cotton Spinning and Weaving Hitts, Co.^ 
Ld., 49 All. 92; A.I.B. 1927 All. 81. 

(15) (1897) 14 B.P.C. at p. 234. 
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when combined in a series may produce something which is the 
reverse of innocent.” Comparison must be made as when both 
marks are fairly used in the ordinary course of trade, and the 
effects of wear and tear and other surrounding circumstances should 
be taken into consideration.*® 

Identity of features in the two marks not essential. — In Seixo 
V. Provezende,^’’ Lord Chancellor Cranworth said: “In order to 
entitle a party to relief it is by no means necessary that there should 
be absolute identity. . . . If a purchaser, looking at the article 
offered to him, would naturally be led, from the mark impressed on 
it, to suppose it to be the production of the rival manufacturer, and 
would purchase it in that belief, the court considers the use of such 
a mark to be fraudulent.” And, in Abbott v. The linkers’ and 
Confectioners’ Tea Association, Ld.’^ Hatherley, L.C., said: 
“Though no one particular mark is exactly imitated, the combi- 
nation is very similar and is likely to deceive.” All the circum- 
stances of the case will have to be taken into consideration before 
the court arrives at any decision on the quesition of colourable 
imitation. “The points of similarity between the two marks and 
the essential points of difference between them miist be given due 
weight and the conclusion must be arrived at on a consideration of 
the colour, shape, form and design of the two marks.”'® The ratio 
decidendi is whetheu the defendant’s mark is calculated to deceive 
the public. In the Upper Assam Tea Co. v. Herbert &■ Co.^^ both 
the plaintiffs and the defendants had registered a trade mark 
consisting of an elephant, the former for tea and the latter for 
coffee. Injunction was granted by Cotton, L.J., who said: . “I 
think there is here sufficient similarity. I do not say that the 
plaintiffs can claim all elephant marks, but one looks only at those 
particular elephant marlra, and although there is the difference of 
the elephant in the defendants’ mark turning his head in a most 

(16) Lyndon's Tm., (1896) 2 Ch. 137; 3 B.P.C. 102; Haines Batchelor 
4" Co.'s Tm., (1888) 5 B.P.C. 669; Bosing's Application, (1878) 54 L.J.Ch. 
975 (C.A,). 

(17) (1866) L.B. 1 Ch. 192; 14 W.E. 357. 

(18) W.N. (1872) p.. 31; Seb. Dig. p. 226. 

(19) Per Iqbal Ahmad, J., in Thomas Bear and Sons (India) v. 
Prayag Narain, A.I.E. 1935 All. 7; 57 All. 510. 

(20) (1889) 7 B.P.C. 183. See also for instance, Herbert Whitworth, 
Ld. V. Jamnadas Nemiehand .Mehta, A.I.B. 1928 Bom. 227; 52 Bom. 228, 
and Danish Dairies MHk Export v. Murlidhar ^ Co., 26 S.L.B. 51; A.I.B. 
1932 Sind 84: Cf. Anonyms Dubonnet's Application, (1915) 32 B.P.C. 
241, where it was held that the distinctions between the pictures of the cats 
were obvious, and registration was allowed; Bagots Hutton Co.'s, AppU- 
cation, (1916) 2 Ch. 103; 32 B.P.C. 333. 
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coDvenient way, yet I do not think that that, and the ^act that the 
plaintiffs’ elephant is in profile, are sufficient to prevent this mark 
used by tlie defendants from being passed off as the plaintiffs’. Of 
course, where one person imitates another’s mark, he never takes it 
absolutely in all points — ^if so there is no question — ^but there is 
always a similarity and dissimilarity in order that he may say ‘if 
you look at' the marks carefully you will see such a difference that 
you cannot be deceived’.” So also, in Nemi Chand v. TToZloce.®* 
Sir Francis Maclean, O.J., said: ‘‘No doubt if the two pieces of 
cloth are placed side by side and carefully examined, certain diffe- 
rences are obvious. But the general resemblance is very marked 
— ^the practical identity of heading, the green and the black and 
silver labels and the number of yards marked almost identically as 
on Dewhursts’ goods, with the little dots within the figures.” 

Comparison of marks side by side not the test of similarity. — 
It is not enough for the defendant to say that when the two marks 
are compared together a wide difference may be noticed. ‘‘As is 
well-known the rule in regard to infringements is not to take the 
two documents and put them side by side, because that is not what 
a man does who goes to buy. He sees one at one time and one at 
another, and carries more or less imperfectly in his mind the one 
that he has first seen, and he is, generally speaking, not in a position 
to make anything like an accurate comparison of the two.”*® ‘‘It 
would be a mistake to suppose,” said Lord Cranworth, ‘‘that the 
resemblance must be such as would deceive persons who should see 
the two marks placed side by side. The rule so restricted would be 
of no practical value.”®® Sai^ant, J., observed: — ‘‘The question is 
not whether, if a person is looking at the two trade marks side by 
aide there would be a possibility of confusion. The question is 
whether the person who sees the proposed trade mark in the absence 
of the other trade mark, and in view only of his general recollection 
of what the nature of the other trade mark was, would be liable to 
be deceived and to think that the trade mark before him is the same 
as the other, of which he has a general recollection.”*® Similarly, 


(21) 11 C.W.N. 537. See also Sassoon v. Mills, 1 Bom.L.B. 291. 

(22) Per Ghitly, J., in Melaohrino ▼. Melaehrmo, (1887) 4 B.P.O. at 
p. 223. See also Nemi Chand ▼. Wallace, 11 C.W.N. 537; Barlow t. 
Gohindram, 24 Cal. 364; 1 C.W.N. 281; Birmingham Small Arms Co., Ld. y. 
Wehb 4" Co., (1900) 24 B.P.C. 27. Dixon 4 Son, Ld. y. Oeorge BUhardson 
4 Co., Ld., (1933) 50 B.P.C. 365. 

(23) Seixo r. Proveeende, (1866) L.B. 1 Ch. 192. 

(24) Sandow Ld.*s Application, (1914) 30 L.T. 894; 81 B.P.C. 196. 
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Coutts-Trotter, C.J., and Bamesam, J., observed: ‘'One has got 
to see whether an ignorant purchaser is going to be in the position 
of the court having the two things side iby side and examine them 
critically. The purchaser probably trusts to his recollection of one 
or a description of it that has been given him, or seeing it in the 
shop window, goes to the person selling the infringement, who 
ex hypothesi does not give him the two, the genuine one and the 
infringement to choose from.”*® 

Observation by the Herschell Committee. — The matter was 
fully considered by Lord Herschell ’s Committee who proposed 
certain rules of comparison. The Committee observed: “Two 
marks, when placed side by side may exhibit many and various 
differences, yet the main idea left on the mind by both may be the 
same ; so that a person acquainted with a mark first registered, and 
not having the two side by side for comparison might well be 
deceived, if the goods were allowed to be impressed with the second 
mark, into a belief that he was dealing with goods which bore the 
same mark as that with which he was acquainted. Take, for example, 
a mark representing a game of football; another mark may show 
players in a different dress, and in very different positions, and yet 
the idea conveyed by each might be simply a game of football. It 
would be too muck to expect that persons dealing with trade- 
marked goods, and relying, as they frequently do, upon marks, 
should be able to remember the exact details of the marks upon the 
goods with which they are in the habit of dealing. . . . We would 
suggest that when the question arises whether a mark applied for 
bears such resemblance to one on the Register as to be calculated, to 
deceive, it should be determined by considering what is the leading 
characteristic of each. The one might contain many, even most, 
of the same elements as the other and yet the leading, or it may be 
the only, impression left on the mind might be very different; 
whilst, on the other hand, a critical comparison of the two marks 
might disclose numerous points of difference, and yet the idea which 
would remain with any person seeing them apart at different times 
might be the same.*' 

Speoiial attention to be paid to the leading features. — Thus> 
the adoption of a single leading characteristic of the plaintiff’s mark 


See also De Long Hooh and Eye Co. v. Neroey Bros., Ld., (1911) 29 B.F.O. 
p. 58. 

(26) Ehrahim Cwrrtm ^ Bone ▼. Abdvlla Baheh, 65 M.L.J. 617; 
A.I.B. 1934 Mad. 826. 
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limy constitute an infringement.^ But which feature is a leading 
characteristic of the plaintiff’s mark is a question of fact which wiU 
depend on the circumstances of each case. In Madhavji Dharamsey 
Manufacturing Co., Ld. v. Central India Spinning, etc., Co., Ld.,^ 
the court observed that when a combination of devices go 
to form a trade mark of a particular article, the question 
as to what the dominant feature of the trade mark is, is 
a question of evidence depending upon which device has caught the 
attention of the buyers and has come to be associated with the goods 
of the manufacturer. It was held in that case that as the plaintiff's 
goods were identified in the market by a number forming part of 
his mark, to copy that number was an infringement and that it 
made no difference that the infringer adopted a different drawing 
or picture along with the number. 

Buie by Byrne, J. — The proper method of trying the issue 
in these cases was laid down by Byrne, J., in the following 
passage: “In coming to a conclusion upon such an issue, which 
is one of fact, I think that where the case depends upon what is 
called ‘get-up’ or ‘dressing’ of the goods, there are certain leading 
points which ought to be borne in mind in all cases, whatever 
special circumstances may attach to and require consideration in 
any particular case ; and, first, it must always be kept in mind that 
the actual issue is, not whether or not the Judge or the members 
of the Jury determining it would, or would not, have been person- 
ally deceived, but whether or not, after hearing the evidence, com- 
paring the articles, and having had all the similarities and dis- 
similarities pointed out, the true conclusion is that the ordinary 
average customer of the retail dealers is likely to be deceived.”® 

Resemblance in non-essential matters. — The similarity must 
be in the points which a customer would look out to see whose 
manufacture he was buying.* Where the resemblance between 
the marks of the plaintiff and the defendant is limited to a few 


(1) See Balfour 4r Co. v. Kilbwm Co., (1862) 1 Hyde, 270; Owmness 

V. Ullmer, (1847) 10 L.T.O.S. 127; Seb. Dig., p. 46. WMluorfh 

Ld. T. JamnadM, 52 Bom. 228; Bryant and May, Ld. v. United Match 
Industries, Ld., (1933) 50 B.P.C. 12. 

(2) 41 Bom. 49. 

(3) Clark v. Sharp, (1898) 15 R.P.C. 141. 

(4) Blackwell \. Crabb, (1867) 30 L.J.Ch. 504; Seb. Dig., p. 163. 
Injunction was refused notwitlutanding general resemblance between ilie two 
labels on the ground that the name of the manufacturer to which a customer 
would look to discover the Identity was conspicuously different.^ 
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non-esseiLtial or minor details, the courts may not consider that the 
defendants’ mark is likely to cause deception of the public. Thus, 
in Schiverdtfeger S' Co. v. Hart Publishing Company Ld.,^ the 
plaintiffs’ mark for picture post cards consisted of a heart-shaped 
design with the initials ** E.A.S. ” in the centre while the defendants’ 
mark had in the comer a heart, in the centre or wnich were printed 
in very small type a letter and a number. The design of the 
heart used by the plaintiffs was somewhat different from the 
defendants’ design, being considerably broader than it was long, 
while the defendants’ ilesign was the conventional shape of a lieart. 
It was held that the characteristic feature of the plaintiffs’ trade 
mark was the initials and not the design of the heart and that 
there was no likelihood of deception. So also, in Marsh cdl v. 
Sidebotham^ it was held that the distinguisliing feature of the 
plaintiff’s mark was the letters *‘I.X.fi.” and as this feature 
was absent in the defendant’s mark the action was dismissed. 

Addition of maker’s name may not distinguish the goods. — 

Where the name of the manufacturer is always used along with a 
trade name or mark on his goods it may be difficult to show that 
the trade name or mark by itself distinguishes his goods. The 
name of the maker may, in such cases, constitute the leading feature 
by which the purchasers distinguish his goods from other similar 
goods, and a rival trader may then be able to distinguish his goods 
by the mere addition of his name prominently along with the trade 
name or mark complained of.^ On the other hand, it is possible that 
notwithstanding the addition of the maker’s name the trade 
name of the goods may be regarded by the public as the prominent 
feature which distinguishes his goods from other similar goods. 
The mere addition of a rival manufacturer’s name to the trade 
name or mark used by the plaintiff on his goods will not, in such 
eases, be sufficient to distinguish the goods of the former from the 
plaintiff’s goods. The cases of “Glenfield 'Starch,”* “Two 

(5) (1912) 29B.P.G. 236. See Clark v. Sharp (1898) 15 E.P.C. 141; 
Tatem 4" Co., .(1915) Ld. v. Oaumont Company, Ld., (1917) 34 B.P.C..181. 

(6) (1900) 18 B.P.C. 43. See also Smith’s Potato Crisps, Ld. v. 
Paige’s Potato Crisps, Ld., (1928) 45 B.P.C. 132; Dixon 4" Son, Ld, v. 
•iieorge Biehardson 4“ Co., Ld., (1933) 50 B.P.C. 365. 

(7) See for instance Beard v. Turner, (1865) 13 L.T. (N.S.) 746; 
Seb. Dig., p. 147; Blackwell v. Crahh, (1867) 36 L.J.Ch. 504, Seb. Dig., 
p. 163; Jewshury and Brown v. Andrew 4’ Atkinson Ormerod Brothers, 
(1910) . 28 B.P.C. 293; 'Eommel v. Bauer 4' Co., (1904) 21 T.L.B. 80; 
:22 B.P.C. 43. 

(8) Wotherspoon t. Cwrrie, (1878) L.E. 5 H.L. 508. 
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Elephants,”* “Yorkshire Relish,”*® “Cat and barrel”** and 
“Camel Hair Belting”** are well-known instances of this type/ 
where, notwithstanding the fact that the defendant’s name appeared 
prominently along with the trade name or mark on the goods an 
action for passing-off was successful. As Vice-Chancellor Hall 
said: “The whole point is, that if the primary word has acquired 
with certain persons a secondary meaning of a special manu- 
facture, then it is not enough merely to put the name of somebody 
else in front of it. It must be distinguished in such a way that 
it will not be likely to deceive.”** In considering a question of 
this sort the probability of the name of the manufacturer being 
dropped or not used by the trade in course of time will be a material 
factor. “It is true” said Lindley, L.J., in Reddaway & Co., Ld. 
V. Bentham Hemp Spinning Co.,** ® “ that the defendants call their 
belting ‘Bentham ’s’, and the Plaintiffs call theirs ‘Reddaway ’s’, but 
in commerce these words are soon dropped; ordinary purchasers 
do not know of them; and if it be true that ‘Camel Hair Belting’’ 
denotes belting made by the Plaintiffs, then belting made by the 
Defendants will soon be known by the same short name, and may 
then be easily mistaken for the belting inade by the Plaintiffs”. 

No colourable imitatioa where features copied are common 
to the trade. — ^Where the resemblance between the marks is 

(9) Johnston v. Orr-Ewing, (1882) L.B. 7 App. Cas. 219. 

(10) Powell V. The Birmingham Vinegar Brewery Co,, Ld., (1897> 
A.C. 710. 

(11) Boord 4' Son v. Thom and Cameron, Ld., (1907) 24 B.P.C. 697.. 

(12) Beddaway ^ Co. ▼. Bentham Hemp Spinning Co., (1892) 

2 Q.B. 639: 9 B.P.C. 503; Beddaway v. Banham, (1896) A.C. 199; 

13 B.P.C. 218; Beddaway ^ Co., Ld. v. Frictionless Engine Packing, 
Co., Ld., (1902) 19 B.P.C. 505; Smidt {John) v. Beddaway 4r Co., 
32 Cal. 401; Beddaway # Co., Ld. v. Bobert Stevenson 4 - Brother, Ld., 
(1903) 20 B.P.C. 276. ^*TYie evidence is abundanjt to show that Beddaway’s 
camel hair belting would be indicated even under the term ^'Lechat’s camel 
hair belting^' Lord Han worth, M.B., Beddaway 4r Co., Ld. v. Hartley, (1931)- 
48 B.P.C. 283. See also Singer Mawfactwrivig Co. v. Wilson, (1877) 

3 App, Cas. 376; Siegert v. Findlater, (1878) 7 Ch. D. 801; Perry v. 

Truefltt, (1842) 49 E.B. 749; 6 Beav. 66; Braham v. Bustard, (1863) 
71 E.B. 195. 1 H. & M. 447; Ford v. Foster, (1872) L.B. 7 Ch. 616r 
Bose V. Loftus, (1878) 47 L.J.(}h. 576; Eno v. Dumn 4r Co., (1893) 
9 T.L.B. 376; 10 B.P.C. 261; Cochrane (Sir Henry) v. McNish ^ Son,. 
(1896) A.C. 225; 13 B.P.C. 100; Daniel and Arter v. Whitehouse and Everall, 
(1898) 1 Ch. 685: 16 B.P.C. 71; Burberrys v. Baper 4r Pulleyn, (1909) 
100 L.T. 895. 23 B.P.C. 170; Universal Winding Co. v. Hatteraley 

{George) Sons, Ld., (1915) 32 B.P.C. 479. 

(13) Faulder # Co., Ld. v. O. and G. Bushton, Ld., (1903) 19 T.L.B* 
452r (C.A.) 20 B.P.C. at p. 489. 

(13.a) 9 B.P.C. 503. 
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entirely or mainly in those particulars that are common to the 
trade in sense that they are . open to the trade, such resemblance 

will not constitute colourable imitation. “It is no doubt impor- 
tant,” said Farwell, L.J., “to protect fair trading but it is at 
least as important to prevent the acquisition of a monopoly in 
matters that are common to every one.”^* “The right to a trade 
mark,” said Lord Cranworth, “is the exclusive right to use it for 
the purpose of indicating where and by whom, at what manufactory 
the article to which it was affixed was manufactured.”*® If a 
person uses something that is common to the trade he is using that 
which is not distinctive of his goods and he cannot obviously claim 
exclusive monopoly of the same. So, Lord Selborne said: — “If 
the defendant has a right to make and sell, in competition with 
the plaintiffis, he must also have a right to say that he does so,, 
and to employ for that purpose the terminology common to the 
trade, provided always that he does this in a fair, distinct, and 
unequivocal way.”** Where, therefore, a plaintiff’s trade mark 
includes features common to the trade, he will have to show that 
the alleged infringement is in respect of the distinctive features ot 
his mark. In Payton & Go., Ld. v. Snelling Lampard & Co., Ld.,^- 
Lindley, M.R. said that where the resemblance is confined to 
features which are common to the trade the plaintiff “must make 
out not that the defendant’s (goods) are like his by reason of those 
features which are common to them and other people, but he 
must make out that the defendant’s (goods) are like his by reason 
of something i>eculiar to him, and by reason of the defendant 
having adopted some mark, or device, or label, or something of 
that kind, which distinguishes the plaintiff’s from other goods 

(14) Wmiarna Co. v. BromOey #• Co., Ld., (1909) 26 B.P.C. 774. 

(15) Leather Cloth Co., (Limited) v. American Leather Cloth Co.,. 
(Limited), (186.5) 11 H.L.C. at p. 533; 11 E.B. 1435. 

(16) Singer Memafaetwrihg Co. v. Loog, (1882) 8 App. Gas. 15. 

(17) (1899) 16 T.L.B. 56; 17 B.P.C. 48, at p. 52. “If he 
(plaintiff) takes a colour and a shape 'which are common to the trade the only 
distincti've feature is that which he has added to the common colour and 
common shape, and unless he can establish that there is in the added matter 
such a similarity as is calculated to deceive, I think he must fail. ’ 
Cozens-Hardy, MJS., in Williams Oo. v. Bronnley 4" tJo., Ld., (1909) 
26 B.P.C. at p. 771; See also Hennessy # Co. v. Dompe, (1902) 19 B.P.C. 
333; Imperial Tobacco Co., Ld., (of Great Britain and Ireland), Ld. ▼. 
Pwmen 4- Co., 21 B.P.C. 598; Cdeman 4r Co., Ld. v. Stephen Smith 4" Co., 
(1911) 2 Ch. 572 ; 29 B.P.C. 81; Bagots, Hutton 4 Co. Ld.’a AppUeation, 
(1916) 2 Ch. 103; 32 B.P.C. 333; Bichard Crispin 4 Co.*s Application, 
(1917) 2 Ch. 267; 34 B.P.C. 349. Smith’s Potato Crisps, Ld. v. Paige’s 
Potato Crisps, Ld., (1928) 45 B.P.C. 132. 
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which have, like his, the features common to the trade. Unless he 
brings his case up to that he fails.’* In a later passage his 
Lordship observed: '‘The evidence is very strong that one tin 
may be mistaken for the other; very likely; but why? Because of 
the features common to them and common to all.” In that ca^ it 
was held that red, blue and green enamelled tins for coffee were 
common to the trade. Other examples of features held to be 
common to the trade are : — ^Yellow labels for mustard,^* red bands 
for cigars,’* dome-topped maroon coloured tins for shaving soap,*® 
ox cart in connection with port wine,*’ the numeral ‘9’ for 
cigarettes,** the word ‘star’ and the device of a star in the tobacco 
trade,** picture of the ‘Duchess of Devonshire’ by Gainsborough in 
the hat and millinery trade,*^ device of a milkmaid in the butter 
trade,*® ‘Tower’ for tea,* pictorial representation of ace of spades 
for playing cards,* the crescent and star for bins in India,® device 
of a eat for gin,® “console” in the gramophone trade.® 

Test of infringement where some of the features copied are 
common to the trade. — ^Where the plaintiff’s mark consists of a 


(18) Farrows’ Trade Marks, (1890) 63 L.T. 233 ; 7 B.P.O. 260. 

(19) Imperial Tohacco Co. {of Great Britain and Ireland'), Ld, v. 
Purnell ^ Co., (1904) 21 B.P.C. 368, S98. 

(20) Williams # Co. v. Bronnley 4" Co., Ld., (1909) 26 B.P.C. 481, 765. 
See also Jamieson 4r Co. v. Jamieson, (1898) 14 T.L.B. 160: 15 B.P.C. 169; 
Paokham ^ Co., Ld. v. Sturgess ^ Co., (1898) 15 B.P.C. 669;' Payton # Co., 
Ld. V. Titus Ward #• Co., Ld., (1899) 17 B.P.C. 58; King # Co., Ld. v. 
GUlard 4" Co., Ld., (1905) 2 Ch. 7; 21 B.P.C. 589; Schweppes, Ld. v. 
iMbbens, (1905) 22 B.P.C. 113, 601; Perry 4" Co., Ld., v. Hessin 4" Co., 
(1912) 56 Sol. Jo. 572 : 29 B.P.C. 509; Hutchinson’s Application, (1924) 
41 B.P.C. 538; Clark v. Sharp, (1898) 15 B.P.C. 141. 

(21) Edward Hoang 4" Co., Ld, v. Grierson Oldham 4" Co., Ld., (1924) 
41 B.P.C. 548. 

(22) Ardath Tobacco Co., Ld. v. Sandorides, Ld., 42 B.P.C. 50. 

(23) Oalldher Ld.’s AppUcation, (1925) 42 B.P.C. 215. 

(24) Louise 4" Co., Ld. v. Gainsborough, (1902) 87 L.T. 591; 
20 B.P.C. 61. 

(25) Angto-Swiee Condensed MUk Co.’s Trade Mark, (1903), 20 B.P.C. 

509. 

(1) Great Tower Street Tea Co. v. Smith, (1889) 5 T.L.B. 238; 
6 B.P.C. 165. 

(2) OoodtOl 4r Son, Ld. v. Waddington, Ld., (1924) 41 B.P.C. 658, 
(8) Patti Bam v. Emperor, 8 C.W.N. 827: A.I.B. 1931 Ondh 277. 
(4) Bagots, Hutton 4" Co. Ld.’s AppUcation, (1916) 2 Ch. 103; 

32: B.P.C. 333. 

' (5) The S.M.T. Qramaphone Co., Ld. v. Itonia Gramophones, Ld., 
(1931) 48 B.P.C. 309. 
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combination of a get-up common to the trade and a distinctive 
feature, then, what the court will consider is “not whether the 
defendants’ get-up is like the plaintiffs’ as regards the common 
features, but whether that which specially distinguishes the 
plaintiffs* has been taken by the defendants.’’® In such cases the 
features that are common to the trade must be eliminated and it 
must then be seen whether there is a sufficient distinction between 
the two marks in that which is left,^ as the monopoly to which the 
plaintiff is entitled is limited to the distinguishing features of his 
mark. Indeed, as Kekewieh, J., observed, a man “ might properly 
and with perfect honesty copy that which was common to the 
trade” and that “as long as he does not copy that which is a 
peculiarity of the trade mark which is said to be infringed lie is 
not only outmde the law but he is i>erfeetly honest.”* In Faqir 
Chicmd V. Emperor^ the plaintiffs’ get-up for hair dye consisted in 
addition to features which were common to the trade the design of 
a horse which was held to be distinctive of their goods. The defen- 
dants adopted in their get-up along with features common to the 
trade a design of a horse with a rider. The two designs were in 
different colours. It was held that the defendants’ get-uj) was 
calculated to deceive though the complainant firm could not claim 
a trade mark in the general get-up. Addison, J., added, however, 
that “it is open to the petitioners to change the designation from a 
horse to something else and that is all that the complainant firm 
desires.” In these cases it is important to consider “whether 
there is or is not some essential point of difference or of 
resemblance, which overcomes or establishes the effect of other 
points of resemblance; how much of the matter complained of is 

(6) Payton 4- Co., Ld. v. Titus Ward # Co., Ld., (1899) 17 R.P.C. 
at p. 03 per Lindley, M.B. See also Kenneasy 4 Co. v. Dompe, (1902) 
19 B.P.C. 333; Imperial Tobacco Co., Ld. v. Atlantic Tobacco Co., A.I.B. 
1925 Cal. 220; 40 C.L.J. 230. 

(7) Smith’s Potato Crisps, Ld. v. Paige’s Potato Crisps, Ld., (1928) 
45 B.P.C. at p. 151, Lawrence, L.J., Sampshire 4 Co., (1927) Ld. v. Oenerai 
Kaputine Syndicate, Ld., (1930) 47 B.P.C. 437; Bryant and May, Ld. v. 
United Match Industries, Ld., (1933) 50 B.P.C. 12; Murphy’s Tm., (1890) 
7 B.P.C. 163. 

(8) Alaska Packers’ Association v. Crooks 4 Co., (1901) 18 B.P.C. 129. 
“If competitorB in a partienlu' market do no more than follow the fashion 
of the market, and do not in any way seek to induce customers to buy their 
goods as being those of their rivals, I cannot judicially find fault with, them 
because they adopt' styles, shapes, sizes and colours which are common to the 
trade.” Bubbuck 4 Son., Ld. v. Brown Sons, 4 Co., (1900) 17 B.P.C. 154. 
(Kekewieh, J.)- 

(9) A.I.b! 19.34 Lab. 687; 16 Lah. 114. 
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common to the world, how much to the trade in similar articles^ 
and how much to the trade in speeiflc commodity, colour, shape, 
form, originality of arrangement, device and design.”^** 

Imitation cumulative. — trader may acquire by user an 
exclusive right of monopoly in respect of a combination of two 
or more matters which by themselves are absolutely common to the 
trade.”** As Eve, J., said: ”A man may have used characteristics 
or factors, in no single one of which he could claim a monopoly, 
but which, in combination, create a result in which he can claim 
a monopoly when once it is proved that it is distinctive as identi- 
fying his goods.”** It will be, however, very difficult to establish 
such proof of distinctiveness in the case of a combination mark, 
eveiy one feature of which is common to the trfide.*® 

In judging whether a combination mark is distinctive or not, 
it is wrong *‘to dissect the mark, and to show that each of its 
component parts is not distinctive in itself, and then as a result of 
this process to conclude that the mark as a whole is not distinc- 
tive.”*^ Each imitation is cumulative and a number of such may 
amount to colourable imitation. “One must bear in mind the 
points of resemblance and the points of dissimilarity, attaching 
fair weight and importance to all, but remembering that the 
ultimate solution is to be arrived at, not by adding up or comparing 
the results of sudi matters, but by judging the general effect of the 
respective wholes. A man may be entitled to use every single 
dissected item of the whole, and any of such items, and yet be 
disentitled to use the whole; being the items arranged in a parti- 
cular form or manner.”** So in an early case,** Vice-Chancellor 
Wood, referring to the decision in Knott v. Morgan,” said : “The 
words conveyance company, the green omnibus, etc., were held 
sufficient together to entitle the plaintiffs to an injunction. The 
defendant might have had those words painted on a yellow omnibus 
without objection, and so of the other resemblances ; the wrong lay 
in their accumulation, not in any one of them alone.” 

(10) Clark v. Sharp, (1898) 15 B.P.C. 141. 

(11) WHUtttiu Co. T. Brownley 4" (1909) 26 B.P.G. 486, 

NeriUe, J. 

(12) Smith's Potato Crisps, Ld. t. Paige's Potato Crisps, Ld., 
45 B.P.G. &t p. 46. 

(IS) Williams # Co. ▼. Bronnley 4 Co., Ld., (1909) 26 B.P.C, 486. 

(14) Diamond, T. Motor Car Co.'s Application, (1921) 2 Oh. 583: 
38 B.F.C. at p. 380 (LawBon, J.). 

(15) Clark v. Sharp, (1898) 15 B.P.G. 146 (Byrae, J.). 

(16) "Woollam v. Batdlxff, (1863) 71 B.B. 118: 1 SE. A hC* 259. 

(17) (1836) 48 E.B. 610: 2 Keen 213. 
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In Lever v. Goodwin,'^ Lord Justice Cotton observed: — “The 
defendants’ cont^tion was this: 'There is no trade mark in 
'Self-washing’ or ‘Self-washer’; there is no monopoly in this 
parchment paper; there is no monopoly in the spaced printing; 
then why should I be restrained in carrying on business from using 
those things as to which the plaintiffs cannot claim any monopoly 
whatever?’ That was an obvious fallacy. There may be no 
monopoly at all in the individual things separated, but if the whole 
are so joined together as to attempt to pass off, and to have the 
effect of passing-off the defendants’ soap as the plaintiffs’, then, 
although, the plaintiffs have no monopoly either in ‘Self-washing’ 
or ‘Self - washer, ’ or in the parchment paper, or in the spaced 
painting, yet if those things, in which they have no sole right, are 
so combined by the defendants as to pass-off the defendants’ goods 
as the plaintiffs’, then the defendants have brought themselves 
within the old common law doctrine in respect of which equity 
will give to the aggrieved party an injunction in order 
to restrain the defendant from passing-off his goods as 
those of the plaintiff.’’ Parker & Smith v. Satchwell 
& Co., Ld,,^* is another illustrative case. The defendants had 
in that case deliberately copied the show card used by the 
plaintiffs for mounting their hair comb for purposes of sale. Lord 
Alverstone, M.R., said: “It is no question at all of adopting 
something common to the trade — either colours, or ladies heads, or 
anything of that tind — ^but it is taking the identical arrangement 
of hair, shape of heads, and position of hands, and copying them.’’ 

It is thus seen that, where a manufacturer has been using a 
trade mark in which the leading features are common to the trade, 
it behoves other manufacturers desiring to use the same features 
in their trade marks to be careful in selecting their marks so that 
there may be no likdihood of confusion of their goods with the 
goods of the first manufacturer.**’ 

Kaind given by the piablSc to the plaintiff’s goods.— The 
actual physical resemblance between the two marks may not be the 
sole question for consideration in deciding whether the defendant’s 
mark is calculated to deceive. It may sometimes happen that a 

(18) (1887) 36 CJh.D. 1; 4 E.P.C. 505. See also Jones v. Hallworfh, 
14 E.P.C. at p. 234, (Kekowich, J.); Uunday v. Carey, (1905) 
22 E.P.C. 273; Clark v. Sharp, (1898) 15 E.P.C. 141. 

(19) (1900) 17 E.P.C. 713, C.A. 

(20) Payton 4" Co., Ld. v. Snelling, Zampard 4' Co., Ld., (1899) A.C. 
303; 17 E.P.C. 48; Eomer, L.J., see also Cordes v. Addis 4 Son, (1923) 
40 E.P.C. 133, (Eve, J.). 
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trade name may get attached exclusively to the goods of a parti- 
cular manufacturer by the general public on their own initiative. 
As Lord Moulton said: ^‘Many a trade mark has been taken by 
accident; some peculiarity of the get-up of the goods has been 
fixed upon by public fancy. Goods have been known by some 
appellation borrowed from such get-up, and things which were 
never intended to be trade marks have become so in fact. ’ Where 
the plaintiff’s trade mark had caused his goods to obtain celebrity 
under a name descriptive of the trade mark the defendant will not 
be permitted to adopt a trade mark which is likely to cause the 
public to attribute the same name as that under which the plain- 
tiff’s goods are known. In Seixo v. Provezemde,^^ Lord Cranworth 
said: ’‘If the goods of a manufacturer have from the mark or 
device he has used, become known in the market by a particular 
name, I think that the adoption by a rival trader of any mark 
which will cause his goods to bear the same name in the market 
may be as much a violation of the rights of that rival as the actual 
copy of his device.” In the above case the plaintiff’s mark con- 
sisted of a crown and the word “Seixo” and his wine came to be 
known as “Crown Seixo” wine and the defendants were restrained 
frmn using a crown and “Seixo” or any other mark likely to 
cause their wine to be mistaken for “Crown Seixo” Avine although 
the two marks showed considerable differences. 

In Johnston v. Orr-Eunng^* the plaintfflFs’ labels were of a 
triangular shape bearing in green and gold colours the device of 
two elephants with a drooping cloth or banner suspended between 
them. The plaintiff had been exporting Turkey red yam to 
Bombay under these labels and their yarn came to be known as 
“Bhe Hathi” or “two elephants” yam in the local market. The 
defendant also used for the same class of goods a label also con- 
taining two elephants holding a suspended banner, the figure 
being, however, differently arranged. Injunction was granted. 
Lord Selbome said: — “Although the mere appearance of these two 
marks could not lead any one to mistake one for the other, it might 
easily happen that they might both be taken by the natives of Aden 
or India, unable to read and understand the English language as 
equally symbolical of the plaintiff’s goods. To such persons or at 
least to many of them, even if they took notice of the differences 


(21) Trans. Inst. Pat. Agents, XXIV, p. 47. 

(22) (1866) I.Ch. 192. 

(23) (1882) 7 App. Cas. 219. 
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between the two labels, it might probably appear that these were 
only differences of ornamentation, posture and other accessories, 
leaving the distinctive and characteristic symbol substantially 
unchanged. Such variations might not unreasonably be supposed 
to have been made by the owners of the plaintiff's trade mai‘k 
themselves for reasons of their own.” 

In Anglo Svnss Condensed MUk Co. v. Metoalf'^^ the plaintiffs 
had registered and used a trade mark consisting of the fuU length 
figure of a woman with a pail upon her head and another in her 
hand with the words “Milk Maid Brand” for milk, cocoa, coffee, 
condensed milk and other articles. The condensed milk was 
generally called and ordered as “Milkmaid” or “Milkmaid brand,” 
but it was also frequently inqiiired for and ordered under the 
name of “Dairymaid” Swiss milk. The defendant subsequently 
registered a half-length figtirc of Jii dairymaid or milkmaid in con- 
junction with the word “Dairymaid” for the same class of goods. 
Injunction was granted -restraining the defendant from vising his 
mark upon condensed milk, coffee, cocoa, etc., and the defendant s 
registration was ordered to be confined to goods other than the 
above. Mr. Justice Kay observed: “It is quite true neither 
the words ‘Milkmaid’ or ‘Dairymaid’ are any part of the plaintiffs’ 
trade mark. Those words ‘Milkmaid’ and ‘Dair.maid’ were names 
which the public, looking at the trade mark, affixed to this parti- 
cular kind of milk ; and it grew into such a habit that numbers of 

persons commonly applied for and ordered this aitielo under 

the name of ‘Dairymaid’ brand or ‘Dairymaid’ milk It is 

very likely that the tradesman who buys it to sell again knows per- 
fectly the distinction between that and the plaintiffs’ manufacture 
but is it or is it not calculated to deceive people who know the 
plaintiffs’ manufacture by the term ‘Dairymaid’s brand,’ and who 
go to a retail shop and inquire for it in that way? I have not the 
faintest doubt about it.” 

A similar thing occurred in Barker^s Trade Mark oosc.*® A 
firm of distillers (Grant and Sons) had registered as a trade mark 
for cherry brandy a picture representing two huntsmen on horse- 
back. The words “Sportsman’s special quality” were printed 
upon the design below their name. The cherry brandy became 
widely known as “Huntsman’s” and as “Sportsman’s” brandy. 
Barker and Son, another firm of distillers, registered as their trade 

(24) (1888) 31 Ch.D. 454 ; 3 B.P.C. 28. 

(25) 53 L.T. (N.S.) 23. 

32 
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mark the picture of a huntsman surrounded by hounds, 
the words “Huntsman’s cherry brandy” being printed 
on the design. Motion to expunge the latter trade mark was 
granted by Kay, J. In Wilkinson v. Griffith Bros. & Co.,^ the 
plaintiffs had been exporting French polish to Bombay under a 
label on which two medals were printed in red and their polish 
came to be known in that market under the brand name ”Lal 
chap” meaning red stamp. The defendants were consequently 
restrained from using a label with two red medals. In Taylor v. 
Vimsami Chetty^ the court hdd that the plaintiff’s shirting came 
to be known in the Madras market as “katti” or “talwar” goods 
from their trade mark which consisted of five ‘talwars’ or swords 
and restrained the defendants from using the device of five talwars 
as part of their trade mark. In Boord & Son v. Thom & 
Cmneron, Ld.,^ it was held that the defendants’ device consisting of 
a cat and barrel, though not resembling the device used by the 
plaintiffs, still constituted an infringement of the plaintiffs’ mark, 
as their gin had become known in the market as cat and barrel 
brand. And, in Fakir Mahomed v. Emperor, although the com- 
plainant’s mark consisting of a crown differed considerably from 
the fez mark used by the accused, the court accepted the com- 
plainant ’s contention that as his mark had, by long user, come to 
be known in the market as ‘topee’ mark the defendants’ mark 
which was also known as ‘Topi’ or ‘Turkish Topi’ mark was cal- 
culated to deceive. 

In the following cases the plaintiffs could not establish that 
their goods were known under the names which were descriptive of 
their trade marks: — Coioie Bros. & Co. v. Herbert f Totem & Co. 
(1915), Ld. V. Oaumont Co., Ld.,* Malumiar & Co. v. Finlay 

(1) (1891) 8 B.P.C.370. See also Huxley’s Application, (1924) 

41 B.P.C. 423, “Ship brand.” 

(2) 6 Mad. 108. 

(3) (1907) 24 B.P.C. 697. See also Boord 4" Son v. Huddart, 
(1903) 89 L.T. 718; 21 B.P.C. 149. Registration of a device of a cat 
for gin was however allowed in - Bogota Hutton 4" Co., Ld. ’a Application, 
(1916) 2 Ch. 103; 32 B.P.C. 333. 

(4) A.I.B. 1929 Bang. 322. 

(5) (1897) 14 B.P.C. 436. See also Lever Bros., Ld. v. Bedingfield, 
(1898) 80 L.T. 100; 16 B.P.C. 3. 

(6) (1917) 84 B.P.C. 181. See also Price’s Patent Candle Co., Ld. 
V. Jeyea’ Sanitary Compounds Co., Ld., (1901) 19 B.P.C. 17; In the matter 
of Trade Mark “Pup,” (1933) 50 B.P.C. 198, registration was allowed as 
the opponents, the Gramophone Co., Ld., failed to show that their maik 
consisting of a dog listening to sounds from a gramophone was referred to or 
recognised by the public as a “pup” or “puppy” mark. 
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Fleming & Co.;'* Mohamed Noordin v. Abdul Kareem & Co.f 
Malayan Tobacco Distributors, Ld. v. United Kingdom Tobacco Co., 
Ld.* 

.Ifome 8Ugg6St6d by the trade. — ^In Emperor v. BcdcauUah 
Mallik,*^ a case decided under the Indian Merchandise Marks Act, 
the question arose as to how far, in fact, the law allows a man to 
appropriate as his own, a name which is suggested by his trade. 
The complainants had been selling fish hooks stamped with a device 
'Consisting of a representation of two fishes crossed with their heads 
and tails bent up while the defendant also used a representation of 
a fii^ with a head and tail- turned upwards as a trade mark on 
their fish hooks. Although the two marks were dissimilar it was 
contended that the complainants’ fish hooks had come to be known 
\inder the name “Mash” or “fish brand” and that the defendant’s 
trade mark was consequently calculated to deceive. It was held 
that, where the public had chosen a name for their own use such 
as “Mash Marka” or “Fish mark,” the fact could not prevent other 
persons from using on fish hooks marks containing representations 
of fishes. Ghose and Stephen, JJ., said: “In the present case as 
put forward by the respondent, the public had chosen a name for 
their own use; and, if the difference between the two kinds of 
fish hooks is noticeable enough to make the public care to dis- 
tinguish between them, the difference between one fish and two 
fish is marked enough to afford a very simple method of 

distinction A picture of a fish can hardly be held to be 

descriptive of a fish hook Wc do not think that the fact that 

the mark was known as ‘mash marks’ can be held to prevent others 
from applying a mark to fish hooks, which may be generally known 

by the same term The essential feature of the design is, in 

our opinion, too common and too apt for application to fish hooks, 
for a name used on it to reasonably calculated to mislead.” 

Confusion between word marks. — ^A word mark may be used 
orally as well as in writing. In considering the probability of 
confusion between two such marks one must therefore “judge of 
them both by their look and their sound. “Two marks may be 


(7) 7 B. 169; A.I.R. 1929 Bang. 345. 

(8) A.I.B. 1981 P.C. 272. 

(9) 66 M.L.J. 588; A.I.B. 1934 P.C. 167. 

(10) SI ObI. 411. 

(11) Lord Parker in Pianotist Co., Ld.*s Application, (1906> 
23 B.P.C. 774. 
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calculated to deceive either by appealing to the eye or to the ear, 
or by one appealing to the eye, and one to the ear.’”* Thus, in 
The Red Star oaae,“ the trade mark consisting of the words “Red 
Star,” for glass, was removed from the Register on l^he ground of 
prior registration of the picture of a star for glass. Kay, L. J., 
said that “although one appeals to the eye and the other to the 
ear, they would so nearly resemble as to be calculated to deceive.” 
Two words may appear to be similar to the eye though when pro- 
nounced they may be quite dissimilar in sound. Registration was 
thns refused of the German word “Schicht” for soap, on the 
ground that to the eye the word showed such close similarity to 
the word “sunlight” as to be calculated to deceive.’* In eases of 
this type the proper test is not to compare the two marks visually 
side by side but to consider whether in the case of an average prtr- 
chaser confusion is likely to result from seeing the second mark 
sometime after having seen the first. The probability of confusion 
between the words in the ease of hastily placed orders will also have 
to be considered. 

In many cases the phonetic similarity of the two words may 
be more important than the aspect of the words to the eye . If the 
two word marks have substantially the same sound the Court will 
consider that confusion is likely to arise although the marks may 
be dissimilar in appearance. Thus, the word “Kokoko” was held 
to be not sufficiently dissimilar to “Coco” to be distinctive, Kay, J., 
observing that the two words were “almost of the same sound and 
might be very easily confused and mistaken when people are 
talking to one another.’”* The test in these cases is whether the 
phonetic similarity is such that if an order be placed verbally or 
by telephone it will create a confusion in the mind of a person who 
receives the one commodity when he asks for the other.’* It is 


(12) Sodete Anonffme des Verreriea de {' EtoHe’s Tm., (1894) 2 (Hi. 26; 
11 E.P.C. at p. 146 (Liadley, L. J.). 

(1.3) Sodete Anonyme des Verreriea de V EtoUe'a Tm., (1893) 10 B.P.C. 
436; (1894) 1 (Jh. 61 O.A. (1894) 2 Ch. 26; 11 B.P.C. 142. The 

opponent’s goods were known as 'Star glass’ from the d^ce of the star. 

(14) Georg Sehieht ActiengeaeUschaft’a Application, (1912) 28 T.L.B. 
.375; 29 B.P.C. 483. See also Oxo Ld. v. King, (1917) 34 B.P.C. 165 
(‘Oxot’ and 'Ctaco’). 

(15) Jaekaon Co.'a Tm., (1889) 6 B.P.C. 80; 60 L.T. 93. 

(16) Magdalena Seewritiea, Ld.’s Application, (1931) 48 B.P.C. at 
p. 487. 
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immaterial that there are dissimilarities in the get-up of the two 
goods. ; 

The probability of confusion is less where the two marks are 
ordinary words in common use, each conveying a definite idea, 
than in the case of an invented word. Thus, in Thomas A. Smith 
Ld.’s Applicaiion^^ registration of the word “Limit” as a trade 
mark in respect of collars and shirts was opposed by the owners of 
tlie trade mark ‘ * Summit ” in respect of similar goods. Registration 
wa,s allowed by Neville, J., who said: “I do not think that so 
far as the meaning of the words is concerned, a reference to the 
one would in the least have such an impression in the mind of the 
reader as to make him mistake the other for it.” 

Rule for comparing word marks. — The rule for comparing 
two word marks has been expressed by Lordi Johnston thus: “I 
think wc arc not bound to scan the words as we would in a question 
of comparatio literarum. It is not a matter for microscopic 
inspection, but to be taken from the general and even casual point 
of view of a customer walking into the shop.”** The totality of 
the impression produced by the two marks must be considered. 
As Farwell, J., said in a recent case,*® “I do not think it is right 
to take a part of the word and compare it with a part of the other 
word ; one word must be considered as a whole and compared with 
another word as a whole. In my judgment it is quite wrong to 
take a portion of the word and say that, because that portion of 
the word differs from the corresponding portion of the word in the 
other case, there is no sufiicient similarity to cause confusion. 
There may be two words which in their component parts are widely 
different but which, when read or spoken together, do represent 
somethii^ which is so similar as to lead inevitably to confusion. 
I think it is a dangerous method to adopt to divide the word up 
and seek to diati-ngnish a portion of it from a portion of the other 
word.” The natural or ordinary pronunciation should be con- 

(17) Bale and Church Ld. v. Sutton Parsons and Sutton, (1934) 
51 B.P.C. 129. 

(18) (1913) 30 a.P.C. 363. In Fitchetts Ld. v. Louhet # Co., Ld., 
(1919) 36 B.P.C. 296, Sarjant, J., said that “Bito” was a word with a 
definite and distinct slang meaning of right or satisfactory while “Lito” 
had no meaning. See also Society of Motor Manufacturers and Traders Ld. 
V. Motor Manufacturers’ and Traders’ Mutual Insurance Co., Ld., 
(1925) Ch. 675 ; 42 B.P.C. 307. 

(19) Tokalon Ld. v. Davidson # Co., (1914) 31 B.P.C. at p. 136. 

(20) William Bailey {Birmingham) Ld.’s Application, (1936) 
32 B.P.C. at pp. 161, 152. 
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sidered, and any similarity which may be noticed by “torturing^ 
the English language and English pronunciation” should be 
discarded.” 

Where the suffix of the two word marks is a common one the 
earlier portion of the word is the natural and necessary mark of 
distinction*^'* and the plaintiff cannot claim a monopoly of the com- 
mon suffix. So, in Fitchetts Ld. v. Louibet & Go., Ld.,** Sarjant, 
L. J., said^ “It seems to me quite inadmissible that the regis- 
tration of "Lito” should prevent the registration amongst other 
things, another dissyllabic word ending in 'ito,' whether it is an 
invented word such as ‘Brighto,’ ‘Nighto,’ ‘Slighto,* ‘Tighto,’ 
‘Mighto,’ or any other combination with the termination ‘ighto’ — a 
common termination especially at the present day — and a pre- 
ceding letter or letters.” 

Word Marks held to be similar. — ^It has been held that con- 
fusion is likely between the words “Onsoria” and “Anzora,”** 
“ApoUinis” and “Apollinari,”” “Emollio” and “Emolline,”** 
“Kokoko” and “Coco,”^ “Demotic” and “Demon,”* “El Devino” 
and “El Destino,”* “Stafford” and “Trafford,"* “Savoline” and 
“Savonol,”® “St. Ives” and “St. Ivel,”* “Securine” and 
“Seccotine,”*^ “Tablones” and “Tabloids”,* “Murrilo” and 


(21) Fitchetts Ld. v. Loubet # Co., Ld., (1919) 36 B.P.C. at p. 303 
(Harjant, J.)« See also observations of Bomer, L. J., in Goodwin v. Ivory 
Soap Co., (1901) 18 R.P.C. at p. 392, 

(21-a) Facsimile Letter Printing Co., Ld. v. Facsimile Typewriting Co., 
(1912) 29 R.P.C. 557. 

C22) (1919) 36 R.P.C. at p. 303. See also Fox ^ Co.’s Application, 

(1920) 37 R.P.C; 37; Bale and Church, Ld. v. Sutton Parsons 4^ Sutton 
and Astrah Products, (1934) 51 R.P.C. at p. 144 (Maugham^ J.). ''The test 
of infringement where the trade mark has a descriptive element is the same 
as the test where it has no descriptive element, except so far as the descriptive 
element is itself common to the trade.” 

(23) Lewis v. Vine and Vine’s Perfumery Co., (1914) 31 R.P.C. 12. 

(24) Apollinaris Co. v. Herrfeldt, (1887) 4 T.L.R. 9; 4 R.P.C. 478. 

(25) Grossmith’s Tm., (1889) 60 L.T. 612; 6 R.P.C. 180. 

(1) Jackson Co.’s Trade Mark, (1889) 60 L.T. 93; 6 R.P.C. 80. 

(2) Slcusenger v. Feltham 4“ Co., (1889) 5 T.L.R. 365; 6 R.P.C. 531. 

.(3) Pinto V. Trott, (1891) 8 R.P.C. 173. 

(4) Smith and Wellstood v. Carron Co., (1896) 13 R.P.C. 108. 

(5) Field Ld. v. Wagel Syndicate Ld., (1900) 1 Oh. 651; 17 R.P.C. 266. 

(6) Aplin and Barrett v. Bichards, (1903) 20 R.P.C. 799. 

(7) McCaw, Stevenson and Orr, Ld. v. Wckols # Co., (1903) 
21 R.P.C. 15. 

(8) CapsvJoid Co. Ld.’s Application, (1906) 23 R.P.C. 782. 
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“Muralo,”® “Murad" and “Muratti,"*® “Stateroom” and “State 
Express, “Oxot” and “Oxo,”“ “Camay” and “Cameo,”*® 
“Cocoatina” and “Cacaotina,”** “Steelpen’s Blue black" and 
“Stephens’ Blue Black,”** “Starch gloss” and “Starch glaze,”** 
“American syrup of figs” and “California Syrup of figs,””^ 
“Preia” and “Pry,”** “Egall” and “Bgrol,** “Galaxy” and 
“Glaxo,”*® “Zykol” and “Zeekol,”** “Malagole” and “Mallat,”** 
“Victor” and “Victory,”®* “Germocea” and “Germolene” or 
“Homocea,”** “Nuvol” and “Nujol,”** “Hemvo” and “Harvo,”* 
“Vino” or “Vyno” and “'Harvino,”* “Bolivar” and “Molivar,”* 
“Amata” and “Amami,”^ “Red Knight” and “Silent Knight,”* 
“Brick” and “Brico,”® “Coalite” and “Ucolite,”* “Pine-ette” 


(9) ilwalo Co. V. Taylor, (1910) 27 E.P.C. 261. 

(10) Mwratti Sons # Co. v., Mwrad, Ld., (1911) 28 B.P.C. 497. 

(11) United Kingdom Tobacco Co. *8 Application, (1912) 29 R.P.C. 489. 

(12) Oxo Ld. V. King, (1917) 34 B.P.C. 166. 

(13) O. Proctor and Gamble Co. v. Pugaley Dingman 4r Co., Ld.. (1929) 
46 B.P.C. 421. 

(14) Schweitzer v. AtTcim, (1868) 19 L.T. 6; 37 L.J.Ch. 847. 

(15) Stephens v. Peeli (1867) 16 L.T. (N.S.) 145. 

(16) Ascough v. Johnson 4" Co., (1887) 3 T.L.B. 735. 

(17) California Fig Syrup Co. v-. Taylor *s Drug Co., Ld., (1897) 

14 B.P:C. 564; 13 T.L.B. 348. . 

(18) AM, Freia Chocolade FabriMs Application, (1924) 41 B.P.C. 653. 

(19) Egg Products Ld.^s Application, (1922) 39 B.P.C. 155. 

(20) Smithes Application, (1923) 40 R.P.C. 77. 

(21) Brown 4' Co^s Application, (1921) 38 B.P.C. 15. 

(22) Hmks, Wells 4‘ Co. ^sf Application, (1916) 33 B.P.C. 281. 

(23) Massachusetts Saw Works’ Application, (1918) 35 R.P.C. 137. 

(24) Taylor’s Drug Co. Ld.’s Application, (1923) 2 Ch. 174; 40 R.P.C. 

193. 

(25) McDowell’s Application, (1926) 43 B.P.C. 313 at p. 330; 
44 R.P.O. 335; (1927) A.C. 632. See also Savage’s Application, (1927) 
44 R.P.C. 1, where ‘‘Nuvola’^ was held to be too close to ‘‘Nujol.” 

(1) Memming’a Application, (1924) 41 B.P.C. 672. 

(2) Wheatley, Akeroyd 4r Co. Ld.’s Application, (1920) 37 R.P.C. 137. 

(3) E. Middlemas and P. J.' Wood {Trading as Walters ^ Co.) v. 
Motiver Co., Ld., (1921) 38 B.P.C. 97. 

(4) Prichard 4* Constance (Wholesale), Ld, v. Amata, Ld., 
(1924) 42 B.P.C. 63. 

(5) Forth and Clyde and Swnnyside Iron Companies, Ld. v. William 
Hugg 4^ Co., Ld., (1928) 45 B.P.C. 382. 

(6) Hans Lawritzen’s Application, (1931) 48 B.P.C. 392. 

(7) Magdalena Secwrities Ld.’s Application, (1931) 48 B.P.C. 477. 
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and “Pine-exx,”* “Kleenoff” and “Kleenup,”* “Erector” and 
“Erectiko,”« “Otto DU Bagh” and “Otto Dil Bagar,”^^ 
“"Motricine” and “Motorine.”” 

IMforks held to be not similar. — On the other hand it was held 
that confusion was not likely to arise between the words 
“Bmolliolorum” and “Molliscorium,”^®-’* “ Triticumina ” and 
“Triticine,”“ “Vincalis” and “Wincamis,”** “Ivory” and 

“Ivy,”” “Neostyle” and “Cyclostyle,”** “Cocosoline” and 
“ Cottolene,”** “Lanco” and Lancashire,”*® “Neola” and 

“Pianola,”** “AquRstite” and “Aequascutum,”** “Colonial” and 
“Colonol,”** “Carvino” and “Wincamis,”** “Limit” and 
“Summit,”** “Herogen” and “Gerogen,”* “Mendit” and 
“Mendine,”* “Swankie” and “Swan,”® “Lavroma” and 

“Lavona” or “Lovona,”* “Anchola” and “ Anchovette, ”* 

(8) Dixon V. Taylor and Cowells {Trading as the Pine-exx Liquid and 
Disinfectant Soap Co.,) (1933) 50 B.P.C. 405. 

(9) Bale and Church, Ld. v. Sutton Parsons Sutton, and Astrah, 
Products. (1934) 51 B.P.C. 129. 

(10) William Bailey {Birmingham) Ld.’s Application, (1935) 
52 B.P.C. 136. 

(11) Anglo Indian Drug and Chemical Co. v. Sugandha Perfumery Co., 
Statesman, 27th March^ 1936. 

(12) Compagnie Industrielle Des Petroles* Application, (1907) 
2 Ch. 435; 24 B.P.C. 585. 

(13-14) Talbotts Tm., (1894) 63 L.J.Ch. 264; 70 L.T. 119; 11 B.P.C. 77. 

(15) Meaby ^ Co., Ld. v. Triticine, Ld., (1897) 14 T.L.B. 42; 

15 B.P.C. 1. 

(16) Coleman 4" Co., Ld. v. Brown 4r Co., (1899) 16 B.P.C. 619. 

(17) Goodwin v. Ivory Soap Co., (1901) 18 B.P.C. 389. 

(18) Neostyle Manufacturing Co., Ld.^s Tm., (1903) 20 B.P.C. 329 
at p. 803. 

(19) Fairbanh Co, v. Cocos Butter Manufacturing Co., 20 T.L.B. 53; 
21 B.P.C. 23. 

(20) Beddaway 4* Co., Ld. v. Irwell and Eastern Rubber Co., Ld., 
(1906) 23 B.P.C. 621; (1907) 24 B.P.C. 603. 

(21) Pianotist Co., Ld.^s Application, (1906) 23 B.P.C. 774. 

(22) Aquascutum v. Cohen 4* Wilks, (1909) 26 B.P.C. 651. 

(23) St. Mungo Manufacturing Co. v. Viper and Recovering Co., 
(1910) 27 B.P.C. 420. 

(24) Coleman # Co,, Ld. v. Stephen Smith 4 Co., Ld., (1911) 2 Ch. 572; 
28 B.P.C. 645; (C.A.) 29 B.P.C. 81. 

(25) Smith {Thomas, A.) Ld.*s Application, (1913) 30 B.P.C. 363. 

(1) British Drug Mouses, Ld.*s Tm., (1912) 107 L.T. 756: 30 B.P.C. 73. 

(2) Coombe v. 'Mendit, Ld., (1913) 136 L.T. Jo. 86: 30 B.P.C. 709. 

(3) Crookes Tm., (1914) 110 L.T. 474; 31 B.P.C. 79. 

(4) Tokaton, Ld. ▼. Davidson 4 Co., (1915) 32 B.P.C. 133. 

(5) Waide 4 Co: Ld.^s Application, (1916) 33 B.P.C. 320. 
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"'Regimient*’ and ‘‘Regimental/'* “Rito" and “Y-to" or “Lito,"^ 
‘‘Motrate" and “Filtrate,*’* “Aqnatite” and “ Aqnaturn, ’ *® 
‘^Cream o’ the north*’ and “Northern cream, “Tripcastroid’' 
and “Castrol,”^’ “Farris cycles’* and ‘‘Paiiycycle,”'*-* “Ernalde” 
and “Nilde.”“ 

Claes of purchasers — ^Not manufacturers or middlemen. — 

The class of purchasers who should be considered in deciding the 
question of probability of deception has been discussed in several 
cases. The fact that the manufacturers of similar goods or the 
middleman to whom the defendant sells his goods are not deceived 
by the mark is of no importance, if the mark is likely to deceive the 
ultimate purchasers. “The way in which the Court deals with 
these cases” said Romill3% M.R., in an early case, “is not to see 
whether the manufacturers themselves would distinguish them, but 
whether the public, who may be more easily misled Avould probably 
be deceived.”^^ In Singer Manufacturing Co, v. Loog^^ Loid 


De 


(6) Imperial Tobacco Co,, {of Great Britain and Ireland) Ld. v. 
rasquali 4- Co., (1918) 2 Ch. 207; 35 E.P.(\ 185. 

(7) Fiichetts Ld. v. Louhet 4* hd., (1919) 30 R.P .C. 290. 

(8) Fox 4' Co.*s Appli’Cation, (1920) 37 R.P.C. 37. 

(9) Cohen*s Tm., (1922) 39 R.P.C. 33. 

(10) Hutchmsbn^s Application, (1924) 41 R.P.C. 538. 

(11) London Lubricants Ld.^s Application, (1925) 42 R.P.C. 264. 

(12) Lines Bros, Ld. v. Farris 4r Co., (1926) 43 R.P.C. 64. 

(13) Societe La Perfumerie Nilde v. Ernalde Ld., (1929) 46 R.P.(J. 45.». 

(14) Shrvmpton v. Laight, (1854) 52 E.R. 65; 18 Beav. 164. See also 

Lever v. Goodwin, (1887) 36 Ch. D. 1; 4 R.P.C. 492. ''It is not sufficient 
to show that those who are in the trade knew the facts, but the question is 
what the public knew’' (Lindley, L.J.), Wood v. Butler {Wood's Tm.), 
(1886) 3 R.P.C. 81; Hubbuclc 4r Ld. v. (William) Brown Sons 4r Co., 
(1900) 17 R.P.C. 645; Sykes v. Sykes, (1824) 107 E.R. 834; 3 B. & Cr. 541; 
Edge v. Johnson, (1892) 9 R.P.C. 134; Powell v. The Birmingham Vinegar 
Brewery Co,, Ld., (1897) A.C. 710; 12 R.P.C. 496; Singer Manufacturing 
Co. V. Loog, (1879) 8 App. Cas. 15; Eeddaway 4r Co., Ld. v. Frictionless 
Engine Packing Co., Ld., (1902) 19 R.P.C. at p. 512; Edge 4^ Sons, Ld. v. 
Nicoolls 4 Son.s, Ld., (1911) A.C. 693; 28 R.P.C. 582; Salam v. 

UamiduUah, 166 P.W.R. 1912; Macdonald 4' Co. v. Holland 4‘ Moss, 
10 S.L.R. 176; 41 I.C. 539. 

(15) (1879) 8 App. Cas. 15. In Edelsten v. Edelsten, (18^) / 

& Sm. 186; 46 E.R. 72 Lord West bury said that the plaintiff will he 
deprived of his remedy in equity "even if it be sho^ by the defendant that 
all the persons who brought from him goods bearing the plaintiff s trade 
mark were well aware that they were not of the plaintiff’s manuf^ture. If 
the goods are so supplied by the defendant for the purpose of being sold 
•again in the market, the injury to the plaintiff is sufficient. ’ ’ 

33 
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Blackburn observed : “It is well settled that wh^ any one adopted 
a mark so closely resembling the trade mark of the plaintiff’s that 
it would likely be mistaken for it, and put it on his goods and sold 
them, knowing that, though the persons to whom he sold them were 
well aware that they are not of the plaintiff’s make, yet when they 
are meant to be sold to others who would see only the trade mark, and 
were likely to be deceived by its resemblance to that of the plaintiff, 
he might be properly found to have fraudulently and knowingly 
sold the goods as and for the plaintiff’s.” The reason is clear. 
“The law is intended to reach,” said Kekewich, J., “and many 
authorities show that it does reach, not only those who themselves 
deceive, but also those who enable others to deceive the purchasing 
public.”*® The whole gist of the complaint is thus whether the 
defendant had sold “a weapon calculated to be used fraudulently 
by the middlemen.”*^ Bowen, L.J., said: “It is an injury to take 
a name understood in the trade as connoting a particular maker, 
and to sell goods under it which are not of that maker’s make ; and 
it is an injury none the less because the immediate vendee is not 
deceived. If the probable and natural result is that the immediate 
vendee, though not deceived himself, will use the name so as tO' 
deceive others — ^his ulterior vendees — it is an injury to take the 
name and use it in that way, and it is a fraud in equity if it is known 
by the person who takes it that that will be the ultimate and 
probable result.*® 

Effect on ultimate purdbaeer to be considered. — ^The 
?‘atio decidendi in every case of alleged colourable imitation is thus 
whether the goods are likely to deceive the ultimate purchaser.** 
So, in Orr-Emng & Co. v. Johnston & Go.?^ it was held that, 
notwithstanding that the English purchasers and Indian dealers 


(16) Saxlehner v. Apailinaris Co., (1897) 1 Ch. 893; 14 B.P.C. at 
p. 6M. ''It has been long ago pointed out in decided cases that it is not 
upon a mala mens towards the first purchaser that the decision of these cases- 
rests.” (Lord Heatherley) Wotherspoon v. Currie, (1872) L.B. 5 H.L. 
at p. 517. 

(17) Per Cotton, L.J., in Lever v. Goodwin, (1887) 36 Ch. D. 1;: 
4 B.P.C. 492. 

.(18) Barlow J Jones v. Johnson Jabes 4- Co., (1890) 7 B.P.C. 395. 

(19) Wylam v. Clarice, (1876) W.N. 68; Edge v. Johnson, (1892)- 
9 B.P.C. 134; Johnston v. Orr Ewing, (1882) 7 App. Cas. 219; Paokham- 
^ Co., Ld. T. Sturgess 4" Co., (1898) 15 B.P.C. 669; Edge 4" Sons, Ld. v. 
NicoolU 4- Sons, Ld., 27 B.P.C. 671; (1911) A.C. 693 ; 28 B.P.C. 53, 582^ 
Jones Bros., Ld. ▼. Anglo Amerioan Optical Co., (1912) 29 B.P.C. 361. 

(20) (1882) 13 Ch.D. 434, 7 App. Cas. 219. 
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were not likely to be deceived the plaintiff was entitled to relief as 
the defendant’s mark was calculated to deceive the ultimate 
purchasers in India. The reason is obvious. Persons in the trade 
may not generally be deceived by the imitation. As Parran, J., 
observed: “The actual manufacturer, who pirates the trade 
mark, rarely, if ever deceives any one. The persons who, in the first 
instance, purchase from him know that they are purchasing an 
article with a questionable trade mark. It may pass through many 
hands before the ultimate unwary purchaser is made a victim.”** 
The immediate purchaser or middleman may thus often be a 
consenting party to the passing-off. 

The proposition is, however, not eonfined to eases of fraud, but 
is of a more general nature. “No man is permitted to rise any 
mark, sign or symbol, device or other means whereby, without 
making a false representation himself to a purchaser who purchases 
from him, he enables such purchaser to tell a lie or to make a false 
representation to somebody else who is the ultimate customer.”*® 
Or, as Buckley, L.J., expressed it: “This again is the law — that if 
A does not deceive B but puts into B ’s possession an article which 
will assist B to deceive C, then there will be an injunction granted 
to restrain A from so dealing.”** So, a defendant cannot escape 
liability by showing that he had instructed his shopmen to inform 
the retail dealers of the spurious nature of the mark, since there is 
no certainty that such information would be passed on to purchasers 
buying subsequently from those retail dealers.** 

Not experts in the trade. — It is also now well settled that in 
passing-off cases “the probability of misleading, not experts or 
persons who know the real facts, but ordinary or unwary customei’s, 
is the mischief to be guarded against.”** It is not sufficient to 
show that persons knowing the secrets of the trade may not be 

(21) Manocleji Petit Manufacturing Co., Ld. v. The Mahalaxmi 
Spinning and Weaving Co,, Ld., 10 Bom. 617. See also Abdul Kareetn 
Sahib V. Abdtd Kareem Sahib, A.I.E. 1931 Mad. 461. 

(22) Per liOiA Macnaghten, in Beddaway V . Banham; (1898) A.C. 199; 
13 E.P.C. 218. 

(23) Brinsmead and Sons, Ld. v. Brinsmead, (1913) 29 T.L.E. 706; 
.30 E.P.C. 493 at p. 511. 

(24) See Chappell v. Davidson, (1855) 69 E.E. 719; (1856) 2 K. & J. 123. 

(25) Lindley, L.J., in PoweU v. The Birmingham Vinegar Brewery 
Co., Ld., (1896) 2 Ch. 54 at p. 68; 13 E.P.C. at p. 250; Nemi Chand v. 
Wedlace, 11 C.WJT. 537; Abdulla Ally Mohammed v. Mohamad EbraMm ^ Co., 
157 I.C. 902. 
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deceived. In the “Singer” case^ Lord O'Hagen said: “I think 
we should be cautions in holding that, although a person of intelli- 
gence and observant habits might, in a case like this, by exercising 
reasonable vigilance, escape misleading, there should be no 
restricting interference to prevent others from being misled. ’ It 
is a question of degree — of more or less ; there can be no rigid rule, 
and the special facts must be considered in every instance.” This 
point was decided as early as 1824 in Sykes v. Sykes, ‘ and has 
been recognised ever since. For instance, in Spicer Bros, Ld. v. 
Spalding and Hodge, Ld.,^ Joyce, J., said: “To experts the paper 
sold under the name of ‘British Dominion Bond’ is no doubt 
different from that sold by the plaintiffs under the name of ‘British 
Bond.’ I do not think I could tell the difference, and I certainly 
do not hesitate to say that they are similar, although at the same 
time to an expert who is familiar with paper they are on 
examination different.” 

Unwary purchaser. — -While it may readily be granted that an 
expert in the trade should not be taken as the type of the ciistomer 
to be considered, it must be remarked that the pendulum of judicial 
decisions has often swung to the other extreme. In their anxiety 
to protect the public the Courts have in many cases emphasised that 
the probable purchaser should be taken to be an unwary purchaser. 
Thus, for instance, in Upper Assam Tea Co. v. Herbert & Co.,* 
Stirling, L.J., observed: “It is always to be borne in mind that 
it is the unwary purchaser who has to be protected in these 


(1) Singer Machine Manufacturing Co. v. Wilson, (1877) 3 App. Cas. 
at p. 394. See also Huxley’s Application, (1924) 41 B.P.C. at p. 431. In 
Wood V. Butler, (1886) 32 Ch.D. 247 at p. 260, 3 B.P.C. at p. 90, 
Lindley, L.J., remarked that the “trade itself knew that what was done was 
a juggle, but the public knew nothing about it.” 

(2) (1824) 107 E.B. 834 ; 3 B. & Cr. 541. 

(3) (1915) .32 B.P.C. at p. 59. In Eno v. Dunn, (1893) 9 T.L.B. 376; 
10 B.P.C. at p. 263, Kekowich, J., said: “As to the evidence of the 
ehemists, which diows that they have not been deceived it is not likdy that 
they wo^d be, being intelligent persons, but I repeat that my notion of the 
folly of mankind leads me to suppose that there is a very large element of 
deception in these tablets.” See also Sassoon v. MiUs, 1 Bom.LJt. 291. 

(4) (1889) 7 B.P.C. at p. 185. See also Wotherspoon v. Currie, 
(1872) L.B. 5 H.L. 508 (Irfmd Chelmsford); Singer Manufacturing Co. v. 
Loog, (1882) 8 App. Gas. 15 (Lord Selbome); Alaska Packers’ Association 
T. Crooks 4“ Co., (1899) 16 B.P.C. at p. 507; (Kekewi<di, J.). “The public 
are careless, and it is no use supposing that if they paid a very moderate 
attention to names they would see they were not the same, but only similar. ’ * 
per Jessel, M.B. in The Guardian Fire and Life Assurance Co. v. Guardian and 
General Assurance Co., (1880) 50 L.J.Ch. 263. 
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matters. . . . The question I have got to put to myself, is, is 
there such a distinction between the two that it is impossible that 
an unwary purchaser would not be likely to mistake the one for 
the other." 

The view that the courts should only think of the unwaiy 
purchaser has been subjected to some criticism. For instance, in 
Dunlop Pneumatic Tyre Co., Ld. v. Dunlop Motor Co.,^ Lord 
James said: “It appears to be admitted that an ordinary business 
person would not be misled, but it is alleged that the unwary would. 
Well, of course, there are unwary people in this world, but I think 
that a man who employs his own name in carrying on his business 
hks the right to regard the people whom he may attract as l)eing 
capable of exercising and being in the habit of exercising thought, 
and I cannot differ from the judgment of Lord Low in which he 
says: ‘I do not think that the respondents are liable to have their 
business practically .stopped unless they change their name simply 
because a thoughtless person might unwarrantably jump to the 
conclusion that they were connected with the complainers. ’ Under 
the circumstances. ... I do not think that the average 
citizen .... would be deceived, and I cannot speculate upon the 
degree of unwariness that would induce the confusion necessary to 
support the appellants’ claim.’’* 

Buie la-id down by Bomer, L.J. — The rule was laid down by 
Lord Justice Homer in the following passage in his very instruc- 
tive judgment in Payton <S’ Co., Ld. v . SnelMng, Lampard S' Co., 
Ld.,’’ which received the approbation of Lord Macnaghten in- the 
House of Lords. “It seems to be a sort of popular notion of some 
witnesses" said Romer, L.J., “that in considering whether the 
customers are likely to be deceived, you are to consider the case of 
an ignorant customer who knows nothing about, or very little about 
the subject of the action. That is a great mistake. The kind of 


(5) (1907) A.C. 4.30 at 438; 24 B.P.O. at p. 581. See also Payton 

4- Co., Ld. V. Titus Ward # Co., Ld., (1899) 17 B.P.C. 58; Alaska Packers’ 
Association v. Crooks 4' (1901) 18 R.P.C. 129. 

(6) The term ‘^unwary purchasers^' has been explained by Pollock, 
M.R., thus: “Unwary’" does not, to my mind, mean rash. An unwary 
purchaser does not mean a purchaser who will purchase any card needlessly, 
wholly without reason, and think that any card must be that of the manu- 
facturer whose goods he assumes them to be, but one who may easily overlook 
or disregard features that with more careful examination might be noted; one 
whose observation might bo inexact or cursory.” Goodall and Son, Ld, v. 
Waddwgton, Ld., (1924) 41 K.P.C. at p. 664. 

(7) (1900) 17 R.P.C. 48. 



262 The Law ov Trade & Merchandise Markr in India. [Chap. 

customer that the courts ought to think of in these cases is the 
customer who knows the distinguishing characteristics of the 
plaintiiFs goods, those characteristics which distinguish his goods 
from other goods on the market so far as relates to general charac- 
teristics. The customer must be one who, knowing what is fairly 
common to the trade, knows of the plaintiff’s goods by reason of 
these distinguishing characteristics. If he does not know that he 
is not a customer whose views can properly or will be, regarded 
by this court.”* His Lordship proceeded to say that a customer 
who had very little knowledge of the article except what he was 
accustomed to buy might easily mistake one article for another, and 
yet it might turn out that if he knew the market he mig^t easily 
distinguish the defendants’ article from the plaintiffs’. “A 
customer like that must not be regarded or considered in dealing 
with cases of this class, and I think that plaintiffs in cases of this 
kind are too fond of laying hold of customers of the class I have been 
referring to, persons of an ideal character, who either are 
particularly innocent or too easily deceived.” 

Only persons who are likely to buy the goods to be considered. 

— ^The effect of the above rule, as was pointed out by Kekewich, J,, is 
that in considering probability of deception evidence of persons 
who are either too easUy deceived or who do not know the differ- 
ence between the plaintiff’s goods and other goods in the market 
should be regarded as of no value.* The dass of customers should 

(8) ^‘One must always bear in mind that these courts exist for the 
protection of those m^bers of the public purchasing these goods who articulate 
with reasonable audibility, and who examine what is given them or exercise 
reasonable care in satisfying themselves, when they have received a packet 
of goods, that it is the packet of goods for which they have asked. That 
applies also to persons who walk up Begent street looking for a particular 
shop and end up by going into a different shop. If they have seen an adver- 
tisement of one shop dealing in commodities of this sort, and enter another 
shop which deals in them, it by no means follows that they have been deceived. 
A^^at has happened is that they have forgotten what they read, they have not 
taken the trouble to remember it, or make a note of it, and they make a shot 
at the first shop which they think may have been that of which they have read. 
That is a class of members of the public for the protection of whom the 
courts do not exist." Eve, J., Sodete La Perfumerie NUde v. EmaUde, Ld.t 
(1^29) 46 B.P.C. 463. 

(9) Alaska Packers* Association v. Crooks ^ Co., (1901) 18 B.P.C. at 

p. 137. See also Goodall {Charles) ^ Son, Ld. v. John Waddvngton, Ld., 
(1924) 41 B.P.C. 465. In the case of word marks, the rule was stated thus 
by Eve, J : " The class of person who has to be protected is the person who 

does not know the appearance and may be quite unacquainted with the price 
charged for the ^Bolivar’ cigars, but who has got into his mind that there 
is a brand of cigar with a name ‘Bolivar*, which has a reputation and which 
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be taken to be those who are likely to purchase the goods in 
‘Question. This would depend to some extent upon the article in 
Question and the price'® at which it is sold. For instance, in the 
Pianotist Co., Ld.’s case," Parker, J., said that the test of the 
customer in the case of a costly musical instrument is not the same 
as in the ease af washing soap in a grocer’s shop. And in 
Edge & Sons, Ld. v.i Niccolls &“ Sons, Ld.,^'^ Lord Herschell said: 
"The class of goods which are sold and the circumstances in 
which they are sold, have to be taken into consideration. The 
goods in question are made up in many packets and are chiefly 
purchased over the counter by washerwomen, cottagers and other 

persons in a humble station of life The poor classes who* buy 

this class of goods do not seem to distinguish the goods by the 
label but by the general appearance which the artielcs present." 


he desires to purchase.” M. Middlemas and P. J, Wood (trading as Walters 
4r Co.) V. M Oliver ^ Co., Xd., (1921) 38 B.P.C. at p. 102. ”In all these 
cases which come before the courts the court is proceeding upon the assuTnp< 
tion that customers do retain a normally imperfect recollection of the plaintiif ’s 
trade name and will make mistakes if the defendant’s trade name is similar 
to that of the plaintiff’s”, Bomer, J., in Prichard ^ Constance {Wholesale) ^ 
Ld. V. Amata, Ld., (1925) 42 B.P.C. at p. 71. See also His Lordship’s 
observations in Bale and Church, Ld. v. Sutton, Parsons ^ Sutton, (1934) 
51 B.P.C. 129 at pp. 141, 142; at p. 143 Maugham, L.J., said that ^'Orders 
may be given by people who have only heard of the reputation gained by the 
plaintiff’s goods, without any accurate knowledge as to the trade mark or the 
get-up of the goods in question. ’ ’ In the case of limited companies it is trite 
to say that persons do not always recite the names of the companies at full 
length, Clauson, J., Crystalate Gramophone Record Manufacturing Co., Ld., 
V. British Crystallite Co., Ld., (1934) 51 B.P.C. at p. 320. 

(10) The substantial difference in price between the plaintiffs’ and the 
defendants’ cigarettes and the different character of the tobacco in the two 
cigarettes were some of the grounds on which the court came to the conclusion 
that there was no risk of deception or confusion, in Ardath Tobacco Co,, Ld. 
V. Sandorides, Ld., (1925) 42 B.P.C. 50. 

(11) (1906) 23 B.P.C. 774. See also Cordes v. Addis Son, (1923) 
40 B.P.C. 133; Aquascutwn v. Cohen and Wilks, (1909) 26 B.P.C. 651; 
Buyers of motor cars or motor trucks which are expensive articles are likely 
to buy them only after careful inspection. Diamond T. Motor Car Co.^s 
Application, (1921) 2 Ch. 583; 38 B.P.C. 373. 

(12^ (1911) A.C. 693; 28 B.P.C. 582. ‘^Onc must remember that a 

person who wants a pen may fairly be presumed to be able to read, and he 
is not a person merely governed by the colour and shape of the box without 
reference to what is on the boxes themselves.” Cozens- Hardy, M. B., in 
Perry Co., Ld. v. T. Hessin ^ Co., (1912) 56 Sol. Jo. 572; 29 B.P.C. at 
p. 530. In Malayan Tobacco Distributors, Ld, v. United Kingdom Tobacco 
Co., Ld., 66 M.L.J. 588; A. I. B. 1934 P.C. 167, the Privy Council 
observed: ”The present case is concerned only with sales in the Straits 
Settlements of cheap grades of cigarettes purchased exclusively by Asiatics 
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Should be persmu of average uitelligenoe using ordinaiy 
caution. — The probable purchasers should thus be taken to be 
customers of average intelligence, “persons with reasonable 
apprehension and with proper eyesight,”^® and buying with ordin- 
ary caution.^'* They must be typical of those members of ' the 
public who are likely to buy the goods. The probable purchasers 
must not be persons of “phenomenal ignorance or extraordinarily 
defective inteUigence, or as Lord Justice Bomer put it, not 
“persons of an ideal character w'ho either are particularly innocent 
or too easily deceived.”'" “The court does not sit to protect 
imbeciles” declared Vice-Chancellor Hall “but to protect ordinary 
persons using ordinary common sense. In Henry Thome & 
Co., Ld. V. Eugen Sandow,^^ Neville, J., observed: “You ought 
not to consider what mistakes merely ignorant or thoughtless people 


of whom approximately 80 per cent, are Chinese-speaking and the remainder 
mainly Malay-speaking. Most of these customers are unable to read or 
speak English, though some can recognise English numerals.’’ ‘‘I do not 
think that so .far as persona who deal in the shares of limited companies 
engaged in mining operations are concerned, there would be any fear of persons 
of that kind confusing the name of the Plaintiff Company with the name of 
the Defendant Company.” Bennett, J., Tigon Mining ami Finance Cor- 
poration, Ld, V. South Tigon Mining Co,, Ld,, (1931) 48 B.P.C. 52G. See 
also Tain Bam v. Emperor, A.l.B. 1931 Oudh 277; 8 O.W.N. 827. 

(13) Lord Halsbury in Schweppes, Ld. v. Gibhens, (1905) 22 R.P.C. 
at p. 607. See also Coleman 4' Co,, Ld. v. Stephen Smith 4" Co., (1911) 
2 Ch. 572; 29 R.P.C. 81 at p. 98, Farewell, L. J. 

(14) See Seixo v. Provezende (1896) L.R. 1 Ch. 192; St. Mungo 
Manufacturing Co. v. Viper 4' Becovering Co., (1910) 27 R.P.C. 420. ‘‘By 
an ordinary purchaser I mean a person of ordinary intelligence and endowed 
with the usual senses, amongst them, that of sight, not a blind person or 
one who is exceptionally ignorant or stupid.” Warrington, J., in De Long 
Hook and Eye Co. v. Newey Bros., Ld., (1911) 29 R.P.C. at p. 58. “Ordinary 
observant individual midway perhaps between the one who studies in detail 
that which attracts his attention and the one who perhaps, is too negligent 
to read what is staring him in the face and too indifferent to remember it 
and who goes away with the vague idea but no real recollection of what he has 
seen.” Eve, J., in Goodall 4' Sons, Ld. v, Waddmgton, Ld., (1924) 
41 B.P.O, at p. 471. “Although I am not prepared to attribute to people 
who deal in these commodities an excessive amount of carefulness or good 
sense, at the same time 1 am not going to treat them as devoid of sufficient 
intelligence to distinguish between these two names. ’ ’ Eve, J., in Societe La 
Ferftmerie Nilde v. Emalde, Ld,, (1929) 46 R.P.C. at p. 456. 

(15) Prices Patent Candle Co., Ld. v. Jeyes* Sanitary Compounds Co., 
Ld., (1884) 19 R.P.C. at p. 210, Joyce, J. 

(16) Payton 4" Co., Ld. v. Titus Ward d* Co., (1900) 17 R.P.C. at 
p. 57. 

(17) Beddaway 4* Co., Ld. v. Frictionless Engine Packing Co., Ld., 
(1902) 19 B.P.C. at p. 516. 

(18) (1912)^106 L.T. 926; 29 R.P.C. at p. 453. 
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may make ; it is far more important that fair and honest tradini? 
should not unnecessarily be interfered with than that ever^'’ fool 
in the country should be protected from the consequences of his 
own folly. Therefore, I think you must deal with the ordinary 
man* and woman who should take ordinary care in purchasiiif? what 
goods they require and, if desiring a paiticulai* brand, would take 
ordinary precautions to see that they get it.’'^® The Court is 
thus not bound to interfere where ordinary caution will enable 
the purchasers to distinguish between the plaintiff's and the 
defendant's trade marks.-® 

Even the evidence of a person who had been actually deceived 
may not be, therefore, conclusive. For, probability of deception 
does not mean ^‘the probability of a casual deception of a parti- 
cular individual, but the likelihood of the probable purchasers, or 
of members of the trade or of the public being deceived by the 
use of the word in question. So, in Houghton v. Film Boohing 
Offices, Bennett, J., in dismissing the action, observed: 

“" Just as one swallow does not make a summer so it seems to me 
the fact that three people identify the title with Mr. Stanley' 
Houghton's play does not go sufficiently far to establish that the 
public identifies the title with Mr. Stanley Houghton's play." In 
Civil Service Supply Association v. Dean^^ the plaintiffs opened 
a store for boots and shoes. Shortly after, the defendant, a boot- 
maker, put a sign Civil Service Boot Supply" on his shop which 
was situated in another street. The words ‘‘Civil Service" were 
common to the trade. It was held by Vice-Chancellor Malins that. 


(19) ^'Wlien we speak of a customer, we must, according to the deci- 
sions on the point, deal with ono, or include one, not an expert, or in tlie 
trade, but a man of ordinary intelligence, who goes in not expecting decep- 
tion, and to that extent unwary, but who knows generally the characteristics 
of Hennessy’s label — ^not incautiously looking out for differences from others, 
but treating the label fairly.'' Sir Samuel Walkers, L. G., (Ireland) in 
Hennessey ^ Co. v. Keating, (1908) 1 I.E. 4^1; 25 R.P.O. at p. 131. 

(20) ^^The testimony of individuals who do not take the trouble to 
examine even cursorily and superficially urhat is presented to their view, is 
of no help to the plaintiffs. On the contrary, their admission that the exer,- 
cise of a TniniTnimfi amount of care would have prevented any misapprehension 
on their part, goes a long way to disprove the existence of any real ground 
for the plaintiff's apprehension." Eve, J., in Smith's Potato Crisps, Ld. v. 
Paige ^s Potato Crisps Ld., (1928) 45 R.P.C. at p. 4(5. 

(21) ^n.iighft.Tn^ in T. 4^ Associated Industries, Ld. v. Victoria 
Wagon Works Ld., (1931) 48 R.P.C. at p. 152. 

(22) (1931) 48 R.P.C. at p. 339. 

(23) (1879) L.R. 13 Ch.D. 612. 

• 34 
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notwithstanding the positive testimony of a lady who said that 
she had been deceived, the defendants' use of the trade name was 
not unfair and injunction was refused. And in Smith's Potato 
Crisps, Ld. v. Paige's Potato Crisps, Ld.,^* the action was dismissed 
by Eve, J., on the ground that, although even some persons in the 
trade had failed to recognize the distinction between the plaintilBs’ 
and the defendants’ tins, their failure had been only momentary 
and that the defendants’ goods were clearly distinguishable from 
those of the plaintiffs. The decision was upheld on appeal. 

View by the TTl«^i;a■Tl Courts. — ^In view of the fact that 
a large majority of the people in India are illiterate, the Indian 
conihs have often emphasized that the probable purchaser should be 
regarded as the incautious, ignorant or unwary person.*® In The 
Swadeshi Mills Co. v. Juggilcd Kamalapat and Cotton Spinning 
and Weaving MUXs Co., Ld.,' Meats, C. J., observed: “In con- 
sidering the English authorities we shall have to be extremely care- 
ful always to bear in mind that the percentage of illiteracy in this 
country exceeds 90 per cent, of the population and that English, 
Hindi and Gujrati characters convey nothing to the unlettered. . 
... .In other words the standards differ and education is one of 
the factors. Quite apart from inability to read, we are satisfied 
that most of the illiterates in this country are so untrained as to 
the eye and brain in the reading and understanding of pictures 
that they would be quite unable to point out, for example, the 

(24) (1928) 45 B.P.C. 36, 132. See alee Fitohetts, Ld. v. Lovbet 
^ Co., Ld., (1919) 36 R.P.C. 296; Mathieson v. Sir Isaac Pitman Sons, 
Ld., (1930) 47 B.P.C. 541; Lmdberg Sons, Lit. v. Lettik, Ld., (1932) 
49 B.P.C. at p. 21. 

(25) The Manoekji Petit Manufacturing Co., Ld. v. The MahaUuemi 
Spinning and Weaving Co., 10 Bom. 217; Badische Aniline x. Maneckji 
Shapurji, 17 Bom. 584; Nallaga x. Bangasami, (1895) 1 Weir 556; Nemi- 
chand x. Wallace, 34 Cal. 495; 11 C.W.N. 537; Aswini Kumar Pal x. 
Emperor, 34 C.W.N. 524; Abdul Salam x. Bamididlah, 166 P.W.B. 1912. 
The Swedish Match Co. x. Adamjee Eajee Dawood # Co., Ld., A.I.B. 1927 
Bang. 49; 4 Bang. 381; Steel Bros. ^ Co., Ld. x. Ahmed Ibrahim Bros., 
99 I.C. 723; Herbert Whitworth Ld. x. Jamnadas, 52 Bom. 228; A.I.B. 
1928 Bom. 227; Chwan Swee Bee x. National Carbon Co., A.I.B. 
1930 Bang. 326; Nagendra Nath Saha x. Emperor, A.I.B. 1930 Cal. 274; 
Moolji Sicca ^ Co. x. Bamjan Ali, A.I.B. 1930 Cal. 678; Chetarpal Sharma 
x.^Jagannath Das, A.I.B. 1922 All. 178; 44 All. 608; Kareem x. Kareem, 
A.I.B. 1931 Mad. 461; Mohideen Bawa x. Bigaud Perfume Manufacturers, 
10 Bang. 133; A.I.B. 1932 Bang. 114; FaqirChandx. Emperor; lOLah. 114; 
A.I.B. 1934 Iiah.'687; Macdonald 4" Co. x. Holland and Moss, (1914) 
10 S.L.B. 176; 41 I.C. 639. 

(1) 49 AU. 92; A.I.B. 1927 All. 81; 24 A.L.J. 976. See alao 

Bdlli X. Fleming, 3 Cal. 417 (Garth, C. J.). 
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differepeds in the two coloured lotus pictures of the plaintiffs and 
the defendants, even if put side by side before them, and wholly 
unable to carry the essential characteristics of either of them in 
tJieir mind. They would know nothing more than they wanted a 
cloth" with a red coloured flower gummed or affixed to it." It was, 
however, made clear in the above case that the stiindard to be con- 
sidered is that of a “purchaser using ordinary caution.” As has 
been pointed out already, the standard will no doubt depend upon 
the class of customers who are likely to buy the defendant’s goods. 
So, in Thomas Bear S’ Sons (India) v. Prayag Narain,- 
Niamatullah, J., observed: “Persons who generally use this kind 
of tobaeco are drawn from better class of villagers and men of the 
same position residing in towns. They are mostly Hindus, and 
probably for this reason the inscription on the packets is only in 

Hindi Any one who can read Hindi can at' once find out the 

brand and the name of the manufacturer.” His Lordship said 
that the probable purchasers should be neither those who are devoid 
Of all sense of discrimination, nor persons who are very careful 
observers of things around them. And, in Medumiar S’ Co. v. 
Finlay Fleming & Co.,’' the rule laid down by Lord Justice Homer 
in Payton, Ld. v. SneUing Lampard S’ Co.,® * was quoted and follow- 
ed by CaiT, J. The English authorities are thus followed by the 
courts in India and the probable purchaser is taken to be an average 
person using ordinary caution satisfying the test proposed by 
Homer, L. J. 

It is also well settled that non-deception of middlemen and 
vendors is immaterial and that it is the ultimate purchaser who 
has to be considered in deciding whether the defendant’s mark is 
calculated to deceive.* For instance, in Ahd/ul Knre.em Sahib v. 
Ahd/ul Kareem SaJiib,^ the court observed that “the imitation is 

(2) 57 All. 510; A.I.B. 1935 All. 7. 

(3) 7 Bang. 167; A.I.B. 1929 Bang. .345. See also Byramjee 
Cowasjee v. Vera Somabhai l£otihhai, (1916) 36 I.C. 965 ; 8 L.B.E. 561; 

10 Bur.L.T. 53. 

(3 a) 17 E.P.C. 48, 628. 

(4) See Balfour 4" t’O. KUhurn 4 1 Hyde 270; Steel Bros. 

4 Co., Ld. y. Ahmed Ibrahim Bros., 99 I.C. 723; Nemi Chand v. Wallace, 

11 C.W.N. 537; Madhavji Dharamsey Manufactwing Co., Ld. v. The 
Central India Spinning, Weaving and Manufacturing Co., Ld., 41 Bom. 49; 
■National Bank of India ▼. National Bank of Indore, A.I.B. 1923 Bom. 
119; 24 Bom.L.B. 1181; Sinmal v. Emperor, A.I.B. 1932 Sind 94; 
26 S.L.B. 241; Moolji Sicca 4 Co. v, Jtamjan Ali, A.I.B. 1930 Cal. 678. 

(5) A.I.B. 1931 Mad. 461. See also Sirumal v. Emperor, 26 S.L.B. 241 ; 
A.I.B. 1932 Sind 94. 
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of coarse directed not to deceive the retail vendor, who must know 
the source from which he obtains his stock in trade and whose co- 
operation the defendant had endeavoured to enlist by selling his 
packages at one anna cheaper than those of the plaintiff,” but that 
such non-deception was immaterial. 

Evidence in passing-off action. — It is pointed out in the 
earlier sections that in every passing-off case the plaintiff has first 
to establish his title to the mark by proving that he is the prior 
user, and that the mark in question is inherently distinctive or 
has become as.sociated in the market exclussively in connection with 
his goods. It is also mentioned that while the absence of evi- 
dence that persons have actually been deceived is not fatal to the 
plaintiff’s right of action, the production of a few actual cases of 
deception would be of the utmost importance, especially where the 
court is in doubt as to whether the defendant ’s mark is calculated 
to deceive. Evidence may therefore be given of the presence or 
a])sence of confusion in the past.® Thus, where the marks of the 
plaintiff and the defendant had been used in the market con- 
evirrently for a long period and no case of any mistake or error 
can be established, the natural inference of the court would be 
that the defendant’s mark is not calculated to deceive. It is 
further stated that innocent infringement is no valid defence, but 
where fraudulent intent on the defendant's part is established the 
court will, without further enquiry, generally presume that the 
mark is calculated to deceive. Evidence to show that the defendant 
adopted the mark with the express object of deceiving the public 
will, therefore, be very valuable. Thus, in the Camel Hair Belting 
case,^ the correspondence between the defendant and his agent in 
India showing that the defendant’s goods were stamped for fraudul- 
ent purposes largely influenced the decision of the House of Lords. 
Referring to this correspondence Lord Halsbury said: “The 
writer who doubtless knew what he was doing specially desires 
that the thing which he is ordering should bear no other stamp 
than ‘Camel Hair Belting’ and if he gets that, he adds ‘I think- 
I can take this order from Reddaways,’ My Lords, with this 
letter before them the jury were perfectly right, and that my 

(6) Sutchinson’s Application, (1924) 41 E.P.C. 538; Smith’s Appli- 
cationf (1923) 40 E.P.C. 77; Egg Products Ld:’s Application, (1922) 
39 E.P.C. 1.55; Jones and Campbell Ld.’s Application, (1924) 41 E.P.C. 528. 

(7) Beddaway v. Banham, (1896) A.C. 199; 13 E.P.C. 218. Similar 
correspoadence by the defendant to the German manufaeturers formed part 
of the evidence in JBadisohe AnHine and Soda Eahtik v. Maneokji Shapurjt 
Katrak, 17 Bom. 584; Smidt v. Beddaway 4" Co., 32 Cal. 401. 
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prima facie impression arising from the words being only des- 
criptive of the article sold would have been wrong. The result i.s, 
in my mind, that the proof is satisfactory^, and that one man's 
goods are being sold as if they were the goods of the other. ” But 
even In cases where fraud is shown the plaintiff may succeed in 
satisfying the court that the mark is not calculated to deceive the 
purchasers and evidence may be adduced for this purpose. Again, 
where special damage is alleged the onus is on the plaintiff to prove 
such special damage. 

Witness shall not be asked whether mark is calculated to 
deceive the public. — On the other hand, evidence of so-called 
experts, who say, whether, in their opinion, a customer is or is not 
likely to be deceived is not admissible. This rule is now well setlled 
since the decision of the House of Lords in North Cheshire ami 
Manchester Brewery Co. v. Manchester Brewery Co.^ In that 
case the respondents had carried on business for several years in 
Manchester and elsewhere. The North Cheshire Brewery Co., 
whose brewery was at Macclesfield but who had also been doing 
some business at Manchester, had their trade name registered as 
“North Cheshire and Manchester Brewery Co., Ld.” On motion 
by the plaintiffs, injunction was granted restraining the defen- 
dants from trading under the new name, on the ground that it was 
likely to lead the public to the wrong belief that the two firms had 
amalgamated. Lord Halsbury said: “When one comes to sec that 
the real question is, it is contained in a single sentence — Is this 
name so nearly resembling the name of another firm as to be likely to 
deceive? That is a question upon which evidence, of course, might 
be given, as to whether or not there was another brewery, either 
in the one place or in the other, or whether there were several 
breweries, nearly resembling it in name; what the state of the 
trade was; or whether there was any trade name; all those are 
matters which are proper to be dealt with upon evidence, but upon 
the one question which Your Lordships have to decide, whether 
the one name is so nearly resembling another as to be calculated 
to deceive, I am of opinion that no witness would be entitled to 
say that, and for this reason; that is the very question which Your 
Lordships have to try.”* 


(8) L.B. (1899) A.G. 83. 

(9) This ruling ia followed in the Indian courts, see for instance Nemi 
Chand ▼. Wallace, 11 C.W.N. S37, where Maclean, C. J., observed; “In 
order to arrive at a conclusion as to whether or not one mark is calculated 
to deceive purchasers into' the belief that they are buying the goods of one 
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The same rule was stated in the House of Lords by Lord 
Macnaghten, two years later, in Payton & Co., Ld. v. SneJUng, 
Lampard S' Co., Ld.,^^ thus: “A great deal of the evidence is 
absolutely irrelevant and I do not myself altogether approve of 
the way in which the questions were put to the witnesses. They 
were put in the form of leading questions and the witnesses were 
asked whether a person going into the shop as a customer would be 
likely to be deceived and they said that they thought they would. 
But that is not matter for the witness; it is for the judge. The 
judge, looking at the exhibits before him and also paying due 
attention to the evidence adduced must not surrender his own 
independent judgment to any witness whatever.” 

London General Omnibus Company v. Lavell. — ^Tjord 
Halsbury’s ruling in the North Cheshire Brewery case was dis- 
cus.sed by the Court of Appeal in the London Oenend Omnibus 
Company v. LaveU.^^ In the latter case the defendant had painted 
his bus in imitation of the plaintiffs’ but no evidence of actual or 
probable deception was adduced though it was admitted that the 
defendant’s omnibus had been running in practically the same 
condition for ten years. Farwell, J., after inspecting the two buses 
decided that the general get-up of the defendant’s bus was a close 
imitation of the plaintiffs’ bus and granted an injunction. This 
order was, however, set aside on appeal. Referring to Mr. Justice 


manufacturer when they are not hie goods, we may look at the two> marks in 
question with our own powers of forming an opinion, accompanied by the 
evidence which is given in the case." Nooroodeen Sahib v. Charles Souden, 
33 Mad. 402; Imperial Tobacco Co., Ld. v. Atlantic Tobacco Co., A.I.B. 
1925 Cal. 220; 40 C.L.J. 230. Jamal Noor Mohamed Sait Co. v. Abdul 
Kareem 4r Co., 57 Mad. 600; A.I.B. 1934 Mad. 211. Opinion of experts 
as to whether the goods are calculated to deceive is inadmissible under 
Sec. 45 of the Indian Evidence Act, Macdonald ^ Co. v. Holland ^ Moss, 
(1914) 41 I.C. 539; 10 S.L.R. 175. 

(10) (1901) A.C. 308; 17 B.P.C. at p. 635. See also Alaska 

Packers^ Assodafion v. Crooks 4^ Co., (1899) 16 B.P.C. 503; 18 B.P.C. 129; 
Addley Bourne v. Swan and Edgar, Ld., (1903) 20 B.P.C. 105; Lambert and 
Butler. Ld. v. Goodbody, (1902) 18 T.E.R. 394; Wevngarten Bros. v. 

Charles Bayer 4" Co., (1905) 22 B.P.C. 341; Cropper Minerva Machine Co., 
Ld. V. Cropper Charlton 4 Co., Ld., (1906) 23 B.P.C. 388; Apollinaria Co., 
Ld. V. Duckworth 4 Co., (1906) 22 T.L.B. 744; 23 B.P.C. 540; In re 
Jelley, Son and Jones Application, (1878) 51 L.J.Ch. 639; 46 L.T. 381; 
Coleman 4 Co., Ld. ▼. Stephen Smtth 4 Co., (1911) 2 Ch. 572; 29 B.P.C. 81. 
In Jones Bros., Ld. v. Anglo-American Optical Co., (1912) 29 B.P.C. 361, 
Cozens-Hardy, M. B., said: ^*So far as my eyes enable me to say, and so 
far as it is my duty to judge by that, I can. see no resemblance such as is 
calculated to deceive. " 

(11) (1901) 1 Ch. 135; 18 B.P.C. 74. 
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Farwdl’s judgment, Lord Alverstone, C.J., said: “It seems to me 
to have proceeded upon the theory that the plaintiffs are enti- 

tled to succeed on the simple proving of the colour and design of 
their own omnibus^ and on the learned judge viewing the defend- 
' ant's omnibus and the plaintiffs’ and comparing them togetlicr. 
In my opinion, that is not sufficient evidence to justify a plaintiff 
in obtaining either an injunction or damages . We have no evidence 
as to what is the custom or practice or habit of persons who travel 
byi these omnibuses. We have no evidence as to what have grown 
up to be regarded as the leading features of omnibuses on an^' 
particular route; but we are asked to say that the learned judge 
was right in coming to the conclusion that, because he thought 
that the two omnibuses so resembled one another that they miglit 
be mistaken, that is sufficient evidence to support an injunction 
in an action for deceit. I wish to say, in the first place, that I think 
if any such view were to prevail a very undesirable and erroneou.s 
practice might grow up with reference to the viewing or seeing by 
the judge of the subject-matter of the action or anything relating 
to the subject-matter of the action. I have never heard it said, 
and speaking for myself, I should be very sorry to endorse the 
idea that a learned judge is entitled to put a view in the place of 

evidence Of course it is quite possible that there may be 

cases in which all the circumstances connected with the- dispute 
are of such common knowledge, and are so well known to tlic 
tribunal, that it may be said that no evidence is necessary.’’ The 
learned Chief Justice then referred to Lord Halsbury's ruling and 
observed: “It is said that in the case of the North Cheshire ai^ 
Manchester Brewery Co. v. Manchester Brewery ” the Lord 
Chancellor said he would not have required any evidence in that 
case, and he perhaps, in one respect, went further, and said that 
the particular question could not have been put to the witness, 
because it was a question which the Judge had to decide. But 
I am satisfied, that the Lord Chancellor did not mean to lay down 
any general rule that no evidence that things were calculated to 
deceive was ever to be required. In that case evidence had been 
given, and it was merely, so to speak, the comparison of the two 
names which may be said to speak for themselves. Here, the 
court is obliged to make itself acquainted with, or to make an 
assumption as to, what are the habits of people travelling in omni- 
buses and the matters which are important for their consideration. ’ ’ 
And Vaughan Williams, L. J., added: “The moment you get a 

(ll-a) (1898) 1 Gh. 539; (1899) App. Ga. 83. 
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case in which it is possible to give evidence, and in which such 
evidence would obviously be material and important, one draws 
the very strongest inference from the fact that no such evidence 
is called or tendered.” 

The above judgment has been the subject of some discussion 
in later cases. For instance, in Bourne v. Swan and Edgar, Ld.,^^ 
Hr. Justice Farwell said that the judgment of the Court of Appeal 
reversing his decision in the London Omnibus Company’s ease was 
based on the footing that it was an action for deceit and that the 
judgment had consequently no application to passing-off cases. 
This view is, however, open to some criticism. For, it may be 
noted that, although it was said in that case that there was not 
suiScient evidence “to support an injunction for an action for 
deceit,”'® it is clear from the judgment of the Court of Appeal 
that the case was not treated as merely an action for deceit under 
the Common Law. So, in Hennessy & Co. v. Keating,^* Lord 
Justice Fitzgibbon observed that the judgment of the Court of 
Appeal in the London Omnibus Company’s case would apply to 
cases in which proof of actual deceit was not necessary. His Lord- 
ship proceeded to state the rule in the following passage: “I res- 
pectfully submit that though judges, whether at law or in equity, 
cannot delegate to so-called experts the pronouncement of the only 
authoritative opinion upon the question at issue, parties are enti- 
tled to give and judges are bound to consider, wherever it is 
material, the evidence of those who are better acquainted than they 
are with the cii'cumstances under which the question arises, before 
deciding whether either actual deceit has been proved or whether 
any particular resemblance is likdy to deceive. I do not under- 
stand Lord Alverstone to have decided otherwise.” 

Evidence of faict may be adduced. — Thus while no evidence 
may be necessary where the defendant’s trade mark or name is an 
exact or substantial copy of the plaintiff’s or where the two marks 
or names “speak for themsdves,” in other cases the plaintiff “can- 
not appeal solely to the eye of the judge, and ask him without more 
to compare the two things.”** It is for the plaintiff to prove his 

(12) (1903) 1 C!h. 211; 20 E.P.C. 105. 

(13) Per Lord Alverstone^ C.J., London General Omnibus Company y. 
Lavell, (1901) 1 Ch, 135 at p. 139; 18 B.P.C. 74, but his Lordship pro- 
ceeded to say that, ^Mt is not necessary to show actual deception, because a 
thing may be calculated to deceive, and the plaintiffs may be justified in 
coming to stop the practice before the actual deception has taken place. ’ ’ 

(14) (1908) 25 B.P.C. at p. 138; (1908) 1 I.B. 43. 

(15) Per Cozens-Hardy, M. B., in Perry ^ Co. v. T. Hessin ^ Co., 
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<sase and he will have to establish that the way in which the 
defendant’s goods are put upon the market is such as to enable 
them to be passed off as and for their goods. “It would be very 
rash a priori/* said Lord Halsbury, “to say how far a thing might 
or might not be described without 1)eing familiar with the technology 
of the trade.”*® Much weight will therefore be given to expert 
evidence where such evidence is confined to the facts upon which 
the decision of the court has to be based ; evidence, for example, to 
prove what features are common to the trade, and what additions 
are peculiar to the plaintiff's and the defendant’s articles respec- 
tively, whether the purchasers arc likely to be literate or illiterate, 
ond about the manner in which the goods arc dealt with in the 
market.*^ Evidence as to the practice of the trade may be very 
material in some cases iri order that the court may decide whether 
the mark is calculated to deceive. So in Schweppes, Ld. v. 
Gibbens^^ where the dispute related to the use of certain labels on 


(1912) 29 B.P.C. at p. 528. Soc also Clark v. Sharp, (1898) 16 B.P.C. 141; 
III Birmingham Small Arms Co,, Ld. v. Webh 4" (1907) 24 B.P.C. 27, 

Parker, J., said: ‘‘In coming: to a conclusion of a case of this nature, the 
way it strikes the individual mind of the judge is of importance, and it is also 
important that the judge should have evidence to confirm his impression and 
the conclusion he comes to on the point whether or not he thinks 
on a comparison of the way the letters are used by the rival 
traders having regard to the surrounding circumstances, confusion might 
arise '' In Bose 4' v. Alexander Biddle 4r Co,, Ld., (1914) 

:il B.P.C. 48, Swinfen Eady, L. d*., said: — “Although the judge looks at 
the various exhibits, he has to decide according to the evidence, and is not 
•entitled to decide merely on his own view by looking at the Exhibits. “ 

(16) Beddaway v. Banham; (1896) A.C. 199; 13 B.P.C. 218 (H.L.). 

(17) “I am supposed to be ignorant of the ways of the people who buy 

these things and have to be instructed as to what the get-up would convey to 
them. Warrington, .T., in De Long JIooJc and Bye Co. v. Newey Bros., Ld., 
(1912) 29 B.P.C. p. 60. See also Mitchell v. Henry, (1880) 15 Ch.D. 181; 
lure Worthington, (1880) 14 Ch.D. 8; Tn tc Christiansen, (1886) 

3 B.P.C. 54; Clark v. Sharp, (1898) 15 B.P.C. 141; Prichard 4/ Constance 
(Wholesale), Ld. v. Amata, Ld., (1925) 42 B.P.C. 63; Imperial Tobacco Co., 
Ld. V. Atlantic Tobacco^Co., 40 C.L.J. 230; A.I.B. 1925 Cal. 220; 
Upendra Nath Brahmachari v. Union Drug Co., Ld., 34 C.L.J. 405; A.I.B. 
1926 Cal. 837; Bose 4 Co., Ld. v. Alexander Biddle Co., Ld., (1914) 
31 B.P.C. 48; Farrow^s Tm. case, (1890) 63 L.T. 233; 7 B.P.C. 260. 

(18) (1905) 22 B.P.C. at p. 118. Evidence of experts in the Chemist's 
trade as to the nature of trade that is done by Chemists, wholesale and retail 
was given in Prichard 4 Constance, (Wholesale)^ Ld. v. Amata, Ld., (1925) 
42 B.P.C. 63; evidence qf brokers was admitted in National Bank of India 
V. National Bank of Indore, 24 Bom.L.B. 1181; A.I.B. 1923^ Bom. 119; 
commission to take evidence in South Africa as to the manner in which the 
goods were dealt ^th was allowed in Bose'' 4* Co., Ld. v.- Alexander Biddle 
4- Co., Ld., (1914) 31 B.P.C. 48. 

. 55 
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soda-water bottles Warrington, J., said that in order to appreciate 
the question properly the Court should consider evidence from 
licensed victuallers as to how soda-water is served by them to 
customers. “It seems to me” said His Lordship “that each of 
these cases must be looked at by itself, and the Judge, looking at 
the label or the get-up or device, whatever it may be that is 
complained of, with such assistance as to the practice in the trade 
as he can get from the witnesses, must decide for himself whether 
the article complained of is calculated to deceive or not. ’ ’ 

Rule by Buckley, L. J. as to relevant evidence. — ^The 
rule as to what evidence is admissible in passing-off cases has been 
admirably summed up by Buckley, L. J., in the following passage 
“What the plaintiffs have set out to prove is that the get-up is one 
calculated to deceive. Here let me say what evidence it is 
competent to the plaintiffs to produce for that purpose. What is 
relevant evidence, of course it is relevant to call a person who 
says he was deceived in fact, he went to buy the one and bought 
the other. ... If you cannot do that, you have to prove that the 
article is calculated to deo.eive; then you may call as a witness 
any person who is in a position to say : — ‘I know that market. I am 
acciastomed to hear persons asking for goods in that market, and 
I am able to say that purehasers pay particular regard to the colour 
of this box or the shape of this bottle, or to the existence of a 
particular disc coloured red, or to the fact that there is a picture 
of an elephant, or to any detail to which particular attention can 
be called;’ — in other words you may call any witness to say: ‘I 
know the market, and I know the particular thing by this get-up 
which is what catches the public eye, and that is what they look 
for, and you have repeated that.’ Of course a witness may say 
that. Then he may say that the article in question has obtained 
by usage a name which is a verbal description of some prominent 
characteristic of the get-up, as for instance, if a thing has got an 
elephant upon it, and people ask for elephant blacking, or 
elephant sealing wax, or whatever it may be. . . . All that is 
relevant evidence, and that has to be addressed to the tribunal in 
o^er that the tribunal may form itsi own opinion; but you cannot 
go on and call a witness to say, ‘Lookii^ at that thing it would 
deceive someone, not myself, in this market.* That is not admis- 


(18) Teny f Co., Li. v. Beatim # Co., (1918) 29 B.P.C. at p. 583,- 
56 Sol. Jo. 572. 



VI.] 


Thb Law of Passing-off. 


275 


sible, because it is the very thing which the tribunal has to decide, — 
whether it would deceive other people.” 

Witness may state the effect of the mark on his mind. — 

While a witness shall not be asked whether the mark is likely to 
deceive the public,*® he may be questioned whether he himself would 
be deceived by it. As Earl Lorebum, Lord Chancellor, said: 
“Although it is not competent for a witness to be asked his opinion 
about the conclusion to which the Court is to arrive, namely, 
whether the public generally, or a special class of the public, would 
be likely to be deceived, it is competent to ask him the question 
whether he himself, being in the trade and familiar with the 
subject-matter concerned, would be misled. But it was pointed 
out by Farwell, L. J., in Addley Bourne v. Sirnn and Edwar, Ld.,^^ 
that it would be extremely difficult to get any such evidence. 
“Nobody quite likes to admit that he is so extremely foolish, as in 
many cases he would have to do.” 

Evidence of fraud by a third person inadmissible. — The 

defendant cannot be made responsible for a retailer passing-off the 
defendant’s goods as the goods of the plaintiff, if the defendant 
has done his legal duty in distinguishing his goods from those of 
the plaintiff. The court may not, therefore, allow a witness to be 
asked whether, considering that the get-up of the defendant’s goods 
is similar to the plaintiff’s it would not enable a dishonest 
trader to pass off the one for the other.** Such evidence relating 
to a third party is irrelevant to the point at issue. A charge of 
fraudulent intention, if made, must be made out in the i)erson who 


(20) For instance^ in Henneafty ^ Co, v. Dompe, (1902) 19 R.P.C. 

p. 333, Kekewich, J., declined to allow to be put to the witness the question 
whether the mark was calculated to deceive the public. See Tlarrod^a Ld, 
V. B. Harrod, Ld., (1923) 40 T.L.R. 195; 41 B.P.C. p. 74; 

Macmillan v. Bhrmann, Bros., Ld., (1904) 21 B.P.C. 357. ‘‘You do not 
take the evidence of witnesses as experts as to what they think other people 
would believe or not. It is what they speak of as to themselves.'' Coleman 
4^ Co., Ld. V. Stephen Smith # Co., (1911) 2 Ch. 572; 29 R.P.C. at p. 98 
(Farwell, L.J.). 

(21) Claudius Ash, Sons # Co., Ld. v. Invicta Manufacturing Co. Ld., 
(1912) 29 B.P.C. at p. 476. See also Dimech (William) v. Goffredo 
Alessandro Chretien, A.I.B. 1931. P.C. 15; 61 M.L.J. 334 (P.C.); 
Mohideen Bawa v. Bigaud Perfume Manufactwrers, 10 Bang. 133; A.I.B. 
1932 Bang. 114. 

(22) (1903) 1 Ch. 211; 20 B.P.C. 105. 

(23) See Lord Macnaghten's judgment in Payton 4" Co., Ld. v* 
Snelling, Lampard # Co., Ld., (1901) A.C. 308; 17 B.P.C. at p. 635. 
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is chained and the plaintiff's case cannot be based on the supposed 
fraud of one who is not a party in the suit. So, in Schweppes, Ld. 
V. Gibhens,^* it was contended that a barman might fraudulently 
substitute the defendant’s soda-water bottles for those of the 
plaintiffs, but this argument was summarily rejected by Lord 
Chancellor Halsbury when the case was heard before the House 
of Lords. 

Earlier decisions relevant as evidence only. — It has been held 
that, in considering the complainant's title to the mark judgments 
of courts which are on record, where the same issue had been tried 
and decided, are relevant under See. 13 of the Indian Evidence 
Act as a particular instance in which the right was claimed and 
disputed.*® But it will have to be home in mind that circum- 
stances may have so altered since the earlier decision that a mark 
previously held to be descriptive has subsequently become distinc- 
tive or vice versa. Thus, in the Daimler cases although the word 
'Daimler' was held in the first case^ to be descriptive of a system 
of motors and not to have acquired a secondary meaning, the 
Court of Appeal in the second case* granted an injunction on the 
ground that the word 'Daimler' had in the meantime become 
distinctive of the plaintiffs' motor cars. 

Trap orders. — ^It may often be difficult to get evidence of 
independent witnesses to prove the passing-off of goods by the defen- 
ant. In such cas^ trap orders may be the only method open to a 
plaintiff to establish his case. The plaintiff generally resorts to 
making test purchases through his servants or agents from the defen- 
dant's shop with a view to establish a few cases of passing-off. These 
agents go to the defendant’s shop with the express purpose of 
entrapping him if possible, and obviously, will not, therefore, 
themselves be deceived by the spurious goods supplied. Evidence 
relating to trap orders is, however, admissible and is of value as it 
shows the course of conduct generally adopted by the defendant 
when the plaintiff’s goods are ordered and the effect of such con- 


(24) (1905) 22 B.P.C. 601. 

(25) Pain Bern v. Emperor, A.I.B. 1931 Oudh 277; 8 O.W.K. 827, 
Kisch, J. 

(1) Daimler Motor Car Co., Ld. v. British Motor Traction GO; Ld., 
(1901) 18 B.P.C. 466. 

(2) Daimler Motor Co., (1904), Ld. v. London Daimler Co., Ld., 
(1906) 23 B.P.C. 718; (1907) 24 B.P.C. 379. 
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duct w the minds of the ordinary purchasers using ordinary 
caution. Certain important points must be observed, however, with 
regard to evidence of this nature. “It is now well settled that in 
these cases of trap orders the court must be very careful that plaintiff 
proves his case beyond peradventure.”® As was pointed out 
by Mr. Justice Byrne, it is necessary to remember in dealing with 
such evidence that “when a party goes in who has his mind full of 
catching another one out through the medium of a trap, ho goes with 
his mind full of the kind of answer he expects to get and 
the kind of question he is going to put.”* This is not the case with 
an ordinary purchaser. The plaintiff must, therefore, .satisfy the 
court that the trap orders were fairly set.® The order must be 
placed in clear and unambiguous form and the attention of iierson 
supplying the goods should be expressly drawn to what was being 
asked for.® Written orders should, therefore, be preferred.’’ 
Wlierever practicable, the order must be placed with a person of 
responsibility.® The court may refuse to attach weight to evidence 
of casual transactions where the matter depends upon some ex- 
change of remarks made weeks or months before the trial.® Legal 
proceedings should be taken as quickly as possible after the trap 
order has been effected. Immediately after the trap order the 
defendant must be informed of the intention of the party to 
rely upon what had taken place, so that “warning may be given 
to the defendant that certain transactions are going to be called 
in question before the memory grows dull with reference to such 


(3) C. C. Wakefield #• Co., Ld. v. Bussell, (1930) 47 K.P.C. at p, 477 

(Clauson, J.). See also Wakefield 4" Ld. v. Purser, (1934) 

61 B.P.O. 167. 

(4) Truefitt, Ld, and Jl, P, Trv>efltt v. Edney^ (1903) 20 R.P.C. 321 at 
page 328. 

(5) California Fig Syrup Co. v. Taylor^s Drug Co., Ld., (1897) 
14 B.P.C. 341, 564; Lever Bros., Ld. v. MorShro^ Equitable Pioneers 
Society, Ld., (1912) 106 L.T. 472; 29 B.P.C. 225; The General Electric Co., 
Ld. V. Pryce's Stores, (1933) 60 B.P.O. 232; C. C. Wakefield Co., Ld. y. 
Pwrser, (1934) 51 B.P.O. 167. 

(6) Carr 4r Sons v. Crisp ^ Co., Ld., (1902) 19 B.P.O. 497, Smithes 
Potato Crisps, Ld. v. Paige^s Potato Crisps Ld., (1928) 45 B.P.O. 132; 
Burberrys v. Watkinson, (1906) 23 B.P.O. 141; Fox^s Glacier Mints, Ld. v. 
doblinga, (1932) 49 B.P.O. 352. 

(7) Smith's Potato Crisps, Ld. v. Paige's Potato Crisps, Ld., (1928) 
45 B.P.O. at p. 152, Lawrence, L. J. 

(8) C. C. Wakefield 4^ Co., Ld. v. Board, (1928) 45 B.P.O. 261; Wakefield 
4r Co., Ld. y. Bussell, (1930) 47 B.P.C. 473. 

(9) Byrne, J., in Burroughs, Wellcome 4r Co. v. ThompsoTn 4' Capper, 
(1904) 21 B.P.C. 09. 
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transactions.’”® “If you want the Court to rely upon the testi* 
mony of persons trapping,” said Farwell, J., “when they have 
completed their trap and have got the victim in it, the least they 
can do is to tell him that that is the occasion that they are going 
to give evidence about in Court, so that, then and there, he may be 
able to recall and recover his recollection of the circumstances and 
be ready to give his account in Court, so that the Court should not 
be asked to rely upon the testimony of witnesses for the Plaintiffs on 
the ground that the Defendant cannot possibly remember what took 
place. The defendant must be provided with complete particulars 
immediately after the trap order. “It is essential,” said Lawrence, 
L. J., “in cases of trap orders, that the circumstances should be 
most carefully investigated, the manner in which the goods were 
asked for, the occasion upon which they were asked for, with all 
such particulars which might or might not lead the Court to assume 
that there had been a mistake, rather than fraud.’”* Evidence of 
trap orders may often have to be corroborated by other independ- 
ent evidence, as the court may not attach much weight to the 
evidence of detectives,^* and other interested agents, especially 
when this is contradicted by the ‘honest evidence’ of the defend- 
ant’s servants.** 


(10) Evidence of a trap order was rejected as nothing was said of it until 
after the proceedings had been instituted, C. C, Wakefield 4^ Co., Ld. v. 
Bussell, (1930) 47 R.P.C, 473; C. C. Wakefield 4r Co., Ld. v. Fvrser, (1934) 
^1 B.P.G. 167; Carr 4r Sorts v. Crisp 4r Co., Ld., (1902) 19 B.P.C. p. 602; C. 
<J. Wakefield 4r Co., Ld. v. Board, (1928) 45 B.P.C. 261; Hampshire ^ Co., 
(1927) Ld. V. General Kaputine Syndicate, Ld., (1930) 47 B.P.C. 437. 

(11) Bipley v. Griffiths, (1902) 19 B.P.C. 590 at p. 597. See also Smithes 
Potato Crisps, Ld. v. Paige^s Potato Crisps, Ld., (1928) 45 B.P.C. 132; C. 
€. Wakefield ^ Co., Ld. v. Pwser, (1934) 51 B.P.C. 167. 

(12) Smithes Potato Crisps, Ld. v. Paige ^s Potato Crisps, Ld., (1928) 
45 B.P.C. at p. 152. 

(13) distrust the trap order method of obtaining evidence,” Cun> 

liffe, J., in The Swedish Matoh^ Co. v. Adamjee Hajee Dawood 4‘ Co., Ld., 
4 Bang. 381; A.I.B. 1927 Bang., 49. ^*1 attach no weight to the evidence 

of witnesses who set out on an expedition to entrap as many salesmen as they 
oould in the time at their disposal,” Lawrence, L. J., in Smithes Potato 
Crisps, Ld. v. Paige^s Potato Crisps, Ld., (1928) 45 B.P.C. at pp« 151, 152. 
^^Must be regarded with just a little suspicion,” Clauson, J., in Hampshire ^ 
Co., (1927), Ld. V. General Kaputine Syndicate, Ld., (1930) 47 B.P.C. at 
p. 443. ^'It is a method that instinctively one didikes,” Clauson, J., in C. C. 
Wakefield Co., Ld. v. Bussell, (1930) 47 B.P.C. at p. 476. ”Trap orders 
nre scrutinised by the Courts with some jealousy,” Farwell, J., in C. C. Wake^ 
field Oo., Ld. v. Purser, (1934) 51 B.P.C. at p. 171. 

(14) Montgomerie 4r Co., Ld. v. Young Brothers, (1904) 21 B.P.C. at 
p. 292, (Lord Toung). 
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Iijiiintioii of get-up. — combination of labels or designs 
Arranged' in a novel manner or a distinctive mode of packing may 
be used by a manufacturer to distinguish his goods from similar 
goods of other make. When such get-up acquires by user an 
exclusive reference to his goods in the market a rival manufacturer 
will be restrained from imitating the same. 

One of the earliest cases dealing with imitation of get-up is 
Knott V. Morgan.^’^ The defendants painted their own omnibuses 
exactly like the plaintiffs’ and copied even the livery of their 
servants. Injunction was granted by Lord Langdale, M. R., who 
said: have not the least doubt that the defendant did intend 

to induce the public to believe that the omnibus which he painted 
and appointed, so as to resemble the carriages of the plaintiffs was 

in fact an omnibus belonging to the plaintiffs It is not to be 

said that the plaintiffs have any exclusive right to the words ’ ‘Con- 
veyance Company’ or ‘London Conveyance Company,* or any 
other words ; but they have a right to call upon this Court to restrain 
the defendant from fraudiilcntly using precisely the same words 
and! devices which they have taken for the purpose of distinguish- 
ing their property, and thereby depriving them of the fair profits 
of their business by attracting custom on the false representation 
that carriages, really the defendant’s, belong to and are imdcr the 
management of the plaintiffs.” 

In Lever v. Ooodwin'^' the plaintiffs were selling their “Sun- 
light selfwasher soap” in 12 oz. tablets, w'hich form had not been 
u^ed before. The tablets were put up in wrappers made of 
imitation parchment paper on which certain letter press was 
printed in spaced printing and the defendants began selling their 
‘‘Coodwin self washing soap,” also in 12 oz. tablets, in similar 
wrappers with a similar letter press. An action for passing-off 
was suceessful and an injunction was granted. 

(15) (1835) 2 Keen 213; 48 B.B. 610. Followed: London General 

Omnibus Company v. Turner, (1894) 38 Sol. Jo. 457. See also London 

General Omnibus Co. v. Felton, (1896) 12 T.L.B. 213 and London Boad Car 
Co. Y. Era Omnibus Association, Times^ June 23rd, 1898. 

(16) (1887) 36 Cli.D. 1; 4 B.P.C. 492. Cf. Lever Brothers, Ld. v. 
Bedvngfield, (1898) 80 L.T. 100; 16 B.P.C. 3, where an injunction was 
refused. See also W. # G. Du Cros, Ld. v. Gold, (1912) 29 T.L.B. 163; 
30 B.P.C. 117 (^'Cet-up of motor cabs’’); Day v. Biley and Whittaker, 
(1900) 48 W.B. 556; 17 B.P.C. 517 (use of bottle of similar shape and 
labels and title ^ Black Drink for animal medicines’). 

(17) Injunction was also granted in Jones v. Hallworth, (1897) 
14 B.P.C. 225, where the defendants had imitated the colour, 
border and size of the plaintiffs’ ^^Selvyt” polishing cloth; but 
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Chetarpnl Shamui v. Jaganmtth Das^^ is a similar case. The 
plaintiff who was selling a medicine by the name of “Sudha 
Sindhu” complained that the defendant commenced to sell another 
medicine under the name “Piyus Sindhn” adopting closely the 
get-up used by the plaintiff. In granting an injunction the court 
observed: “No one comparing these two sets of labels can have any 
reasonable doubt that the person, who a year before the commence- 
ment of this action brought the defendant’s label into existence, 
had the plaintiff's labels before him and copied them as accurately 

as he dared to do Inside the outer covering of each of these 

medicines, there are directions and advertisements. They are of the 
usual florid character which are used in patent medicines. But 
]>oint of importance is this, that when the defendant is des- 
cribing aU the virtues which his medicine possesses, we find that 
he is taking in many cases word for word the advertisements which 

the plaintiff had previously drafted years before Two persons 

.sitting down independently to describe coughs, asthma, diarrohoeo, 
etc., would no doubt give generally a similar description but a com- 
parison of the text shows beyond doubt that the defendant copied 
the text of the plaintiff, being careful, however, to make occasional 
transpositions.” 

Pictorial representations. — ^Distinctive pictures and portraits 
are often used as part of the plaintiff’s trade mark or get-up.^* 
Where such pictures have acquired a secondary signification 
fraudulent imitation of them becomes actionable. Thus, in Joy v. 


ef. Jones Bros., Ld. v. Anglo-American Optical Co,, (1912) 29 B.P.G. 1, 
.161, where the plaintiffs ' action waa diamiased. In Briggs (trading 
aa Briggs # Co.) v. Dumn, 4r Co., (1911) 28 B.P.G. 704, the plaintiffs’ 
mark oonaiated of the representation of a pick together with the word 
‘‘Pick” while the defendants advertised their goods by show cards and 
posters on which appeared a pick with the words, ‘‘Bargains, Pick them Out.’’' 
In spite of the defendants’ contention that they had not used the device of 
a pick on the goods themselves and that they used the word ‘Pidc’ as a verb 
in calling attention to their goods an interlocutory injunction was granted. 

(18) 44 AU. 608; A.I.B. 1922 AU. 178. See also Abdul Karevm 
Sahib V. Abdul Kareem Sahib, A.I.B. 1931 Mad. 461; Imperial Tobacco' 
Co., Ld. V. Atlantic Tobacco Co., A.I.B. 1925 Gal. 220; 40 GJi.J. 230. 

(19) ' See, for instance James’ Trade Mark, (1886) 55 li.J.Gh. 95; 
3 B.P.G. 340; Upper Assam Tea Co. v. Herbert #■ Co., 7 B.P.G. 183; 
In re Magnolia Meted Co.’s Trade Marks, (1897) 2 Gh. 371; 14 B.P.G. 205; 
621. Come Bros, d Co. v. Herbert, (1897) 14 B.P.G. 436; Sphincter Grip 
Armoured Hose Co.'s Trade Mark, (1893) 10 B.P.G. 84; Hodigsen and 
Simpson v. Kynoch, Ld., (1898) 15 B.P.G. 465; Bowland v. MisdheU, (1897) 
1 Gh. 71; 14 B.P.G. 37; Jaweila Prasad v. Munna Led Serowjee, 37 Gal. 204; 
Faqir Chand v. Emperor^ A.I.B. 1934, Lah. 687; 16 Lah. 114. 
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Ladl&i^^ the picture of a bear and a lady was held to designate the 
plaintiff’s furs and that of no one else, and in Herbert Whitworth, 
Ld. r. Jemnadas Nemichand Mehta?'^ the picture of a Somali 
horseman and a Somali girl was held to have become distinctive 
of the plaintiffs’ shirtings. The use of pictures of mythological 
persons and Hindu deities as trade marks is common in this 
country.*^ 

Coknir, etc. — The essence of the get-up of the plaintiff’s 
goods may lie in the use of a particular colour. The use of the 
same or a similar get-up in a different colour by a I'ival trader on 
his goods may not then be restrained. Thus in DunhiU v. Bartlett 
and Bickley^^ injunction restraining the defendants from using 
the plaintiff’s mark was limited to the use of the particular colour 
which had become distinctive of the plaintiff’s goods. 

A special type adopted for printing the trade name or 
description may be protected, although the name or description 
may not itself be distinctive.^** 

Get-up does not include useful parts of the article. — It has 
been ruled that the get-up of an article does not include any 
constructional feature that has a value in u.se. A plaintiff cannot 
claim a monopoly of adjuncts of his goods that are merely objects 
of utility as distinguished from capricious additions. “The get-up 
of an article” said Lord Justice Fletcher Moulton in Williams Co. 
V. Bronnlejf & Co., Ld.,-^ “means a capricious addition to the 
article itself, — ^the colour, or shape, it may be, of the wrapper, or 
anything of that kind ; but I strongly object to look at anything, that 
has a valuei in use, as part of the get-up of the article. Anything 
which is in itself useful appears to me rightly to belong to the 
article itself.” In the case cited above the question arose whether 
a monopoly could be claimed in the use of tin lined boxes for soaps. 
The action failed and an appeal was dismissed. 


(20) (1889) 40 Ch. D. 649 ; 6 B.P.C. 138. 

(21) SZ Bom. 228; A.I.E. 1928. Bom. 227. 

(22) See for instance The British American Tobacco Co., Ld. t. 
Mahhoob Buksh, 15 C.W.N. 280, “Sri Durga" and “Jagatdhatri" 
cigarettes). 

(23) (1922) 39 B.P.C. 426. 

(24) Wevngarten Bros, v, Charles Bayer 4' Co., (1905) 92 L.T. 511; 
22 B.P.C. 341. 

(25) (1909) 26 B.P.C. 766 at p. 773. 

36 
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A similar question arose in Edge and Sons Ld. v. NiccoUs 
and Sons, Ld.^ The plaintiffs complained that their “Dolly” blue 
wrapped in a ba(; of cotton from which a stick protruded had 
acquired reputation in the market and that the defendants sold 
other blues in similar bags with a stick protruding therefrom. 
It was admitted that the stick served as a handle enabling the user 
to hold the bag in the washing water without staining the fingers, 
and was as such an article of utility. The judgment of Swinfen 
Eady, J., granting an injunction was reversed by the Court of 
Appeal who held that the stick being a useful part of the article 
could not be regarded as part of the get-up. An appeal to the 
House of Lords, was, however, successful on a different issue. 

The principle underlying the above rule was explained by 
Parwell, L.J., in the following passage: “No man can acquire a 
monopoly of manufacture, except under a patent ; if he makes an 
article and relies solely on its necessary or useful component parts 
to distinguish his make from that of others, he is not entitled to 
complain becaiise others, who make the same article, adopt the same 
shape and form, although they may thereby lead people to 
believe that their articles are those of the plaintiff: he has 
deliberately run the risk of such deception in order to try to obtain a 
monopoly to which he can never be entitled; such an attempt is 
not fair trading from the point of view of his rivals or of the 
public ; it puts his rivals in the disagreeable dilemma of having to 
run the risk of misleading or of giving up the whole of the trade in 
a particular article, and it is a fraud on the public as an attempt to 
establish a monopoly, not for fourteen years as given by a patent, 
but for all time, and not in consideration of any merit but simply 
by lapse of time.”* 

Registered designs are not trade marks. — The enormous 
increase in design piracies in recent years in this country has led 
to enquiries by the commercial community as to whether action 
could be taken to restrain such piracies under the law of unfair 
competition. It may be stated at the outset that legal proceedings 
against infringement of registered designs can be instituted under 
the- Indian Patents and Designs Act* and not under the law of 


(1) (1911) A.C. 698; 27 B.P.C. 671; 28 B.P.C. 53; 682. 

(2) Edge 4‘ Sons, Ld. ▼. Niccolls 4" Sons, Ld., (1911) 1 Ch. 5 at p. 17; 
28 R.P.O. at p. 65. 

(3) Section 53. 
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passing'Olf.'* The distinction between the two branches of law is 
that, while the law of unfair competition is based on the broad 
proposition that no man has a right to pass off his goods as and for 
the goods of another, the law of desigi^ manifestly proceeds on the 
principle that giving to an article of mamifacture certain new and 
original appearances, which arrest and please the eye of the 
purchasers, is an act of service to the public deserving encourage- 
ment by the State. The law of designs, therefore, proposes to secure 
for the registered proprietor all the advantages flowing from his 
inventive effort, but the law makes it clear that the co])yright is 
allowed only for a limited period,® and that at the end of this 
period the design becomes common to the trade. Any member of 
the public is entitled thereafter to copy, sell or u.se the registered 
design for his own purpose, and no charge of unfair competition 
can in these circumstances be made against a rival.® 

Designs may acquire secondary signification. — The distinc- 
tion between a trade mark and a dc.sign was .stated by Sargant, L . 
J., thus : “ A trade mark and a design are two (jnite different things, 
ordinarily speaking. A design forms part of the goods themselves. 
A trade mark is something which is extra, which is added to the 
goods for the purpose of denoting the origin of the goods. 
Although, speaking generally “the same thing is not a trade mark 
and a design” his Lordship pointed out that the two are not 
necessarily mutually exclusive.® So also, Tomlin, J., said : “I am not 
going to say that there may not be cases where a man may form con- 
tainer for goods on the lines of a registered design and use it in such 
a way as to constihite thereby an infringement of trade mark.. It 
is true that a trade mark does not give a man a monopoly in the 
form which is represented in the mark ; on the other hand, it may 
be that the form may be so used as to indicate origin and thereby 
constitute infringement.”® Where, therefore, the plaintiff esta- 

(4) The circumstances under which an unregistered design may be 
protected as a trade mark are discussed in a later section. 

(5) Cop 3 Tight lasts for ftve years from the date of registration and may 
be extended for further periods under Sec. 47 of the Indian Patents and 
Designs Act, 1911. 

(6) See judgment of Byrne, .T., in Winaer Co., Ld. v. Armstrong Co., 
(1899) 16 E.P.C. 167. 

(7) Ooodall (Charles) 4r Son, Ld.. v. John Waddington, Ld., 
<1924) 41 B.P.C. 658 (C.A.) at p. 668. 

(8) See, for instance. United States Flaying Cards Co. ’s Applioation, L.B. 
<1908) 1 Ch, 197. 

(9) Careless, Capel and Leonard v. F. Pilmore-Bedford 4" Sons, (1928) 
45 B.P.C. at p. 216. An action for passing-off and to restrain the defendants 
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blishcs that a particular design had been so used with his goods 
in the market that it serves as a “distinctive signal that the 
goo<h> are the goods of the plaintiff,” a rival trader may 
not be allowed to use it with other goods in a manner 
which would enable him to pass off such goods as the plaintiff’s 
goods. It must be remembered in these cases, as Pollock, M. B., 
pointed out, that “if the action is treated as a passing-off action,^ 
the basis of it must be that the defendants have, by the production 
and sale of their design, i-cpresented that their goods are the goods 
of the plaintiffs; in other words that their design is a colourable 
imitation of the plaintiffs’ trade mark.”*® EUiot <5* Co., Ld. v. 
Hodgson>^ is a typical case where the distinctive shape or con- 
figuration of the plaintiffs’ article had acquired a secondary signi- 
fication. The plaintiffs had acquired reputation in connection 
with bull nosed or flat ended cigars which were the only cigars 
of this style sold, and sought to restrain the defendant from selling 
cigars of similar shape which were not of the plaintiffs’ manu- 
facture. Although the two boxes containing the cigars were 
distinct, the Court observed, that, if the defendant’s cigars were 
taken out of their box and sold they would mislead the purchasers. 
Injunction was accordingly granted, restraining the defendant 
from selling cigars made in the distinctive “shape adopted by the 
plaintiffs, namely, bull nosed or flat ended and cylindrical through- 
out without clearly distinguishing such cigars from the cigars made 
by the plaintiffs.”*® 


from sdling petrol from automobile pumps constructed in the form of a light 
house was unsuccessful. 

(10) Goodall (CJuitlex) and- Son, Ld. v. John Waddington, Ld., (1924) 
41 B.P.C. 658. 

(11) (1902) 19 R.P.C. 618. In Bipleg v. Bandey, (1897) 
14 B.P.G. 591' and 944, it was held that the packets of oval shape in which 
the. plaintiff was selling his laundry blue had acquired secondary signification 
but the action was dismissed on the ground that due diligence to assert his 
rights liad not been shown by the plaintiff. See also Edge 4" Sons, Ld. v. 
NiceoUs #• Sons, Ld., (1911) 1 Ch. 5; 27 R.P.C. 671; (1911) A.C. 693; 
28 B.P.C. 53 and 582. 

(12) A number of decided cases deal with tlie use of bottles moulded 
wi^ the plaintiff’s name or mark. Many of these have been decided under 
the Merchandise Marks Act. In deciding these cases the genmal principles 
of the law of passing-off have been followed. Injunction granted: — Bose v. 
Henley, (1878) 47 L.J.Gh. 577; Seb. Dig., p. 328; AUen v. Biehards, 
26 Sol.J. 658; Thwaites 4" MeEvUly, (1904) 21 B.P.C. 397. Injunc- 

tion refused: — Welch v. Knott, (1857) 70 E.R. 310; 4 K. Sc J. 747; Seb. 
Dig., p. 87; Bose v. Loftus, (1878) 47 L. J.Ch. 576 ; 38 L.T. 409; Barrett v. 
Gomm, 74 L.T. (Journal) 888; Woltey Son v. Morrison, (1904) 21 B.P.C. 63; 
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Where monopoly is claimed in the form or shape of the plain- 
tiff’s goods, it is necessary to see whether the form or shape forms 
a useful part of the article. If so the monopoly claimed cannot 
be allowed as other traders may require the shape for their goods, 
because of its function and without any idea of passing-off. 

Designs on Piece-goods. — ^Designs in the cotton class are 
very numerous and form a group by themselves. They are used 
mainly to please the eye of the purchaser and do not ordinaril.\’ 
indicate the origin of the goods. Such designs cannot therefore 
be generally protected as trade marks. In Narmnal Kkemchand v. 
The Bombay Co., Ld.,'^ the question arose whether a design printed 
on chintz covering the whole body of the goods could constitute a 
trade mark or trade description -within the meaning of the Mer- 
chandise Marks Act. It was pointed out that a design as defined 
under the Indian Patents and Designs Act excluded a 1i*ade mark as 
defined in the Indian Merchandise Marks Act and that in cases of 
infringement of designs a legal remedy did not lie under the 
Merchandise Marks Act. 

Pictorial representation of a registered design may be used 
as a trade mark. — ^Pictorial representation of the registered 
design of an article may be a good trade mark, although the design 
itself had become common to the trade and any member of the 
public could use the design. Thus, in James’ Trade mark Case^* 
the plaintiffs had registered a design for the shape or configuration 
of blocks of black lead, consisting of a short cylinder with a dome- 
shaped top. After the registration had expired they had registered 
a trade mark consisting of the pictorial representation of the dome- 
shaped cakes of black lead with their name and other descriptive 
matter. An action for infringement was brought against the 
defendants who then moved to rectify the Register. It was con- 
tended that the pictorial representation of the article was as much 
descriptive as the name of the article and that as every one could 


Donohoe, Ld. v. Cherry Bros., Ld., (1909) 26 R.P.C. 545; OlpadvoUa t. 
James Wright, 32 C.W.N. 115. 

(13) 8 S.L.B. 39. Msiny complaints have been made regarding 

piracy of well-known British designs on piecegoods in India, some of which 
though very old are still popular. 

(14) (1886) 31 Ch.D. 340; .3 R.P.C. 340. Cf. Hans Lauriteen^s 

Application, (1931) 48 R.P.C. 392 where registration was refused of the 
word brick’’ as a trade mark for boiler water powder, on the ground that 
many articles of commerce are put up in blocks of the shape of bricks, that 
the blocks may be asked for as bricks,” and that the word ” brick” was, 
therefore, descriptive of sneh blocks. ^ ^ 
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make and sell black lead in the shape of dome every one could use 
the picture of black lead in that shape. The plaintiffs, however, 
showed that though the picture represented the article sold, the 
black lead to which it was attached was understood by the trade as 
of the plaintiffs’ manufacture. The trade mark was ordered to be 
expunged from the Register by Pearson, J., but his judgment was 
reversed by the Court of Appeal, on the ground, that^ the mark in 
question was a distinctive device, and that, as it was registered for 
black lead generally, it could be used on black lead of any shape, 
and not, necessarily, only on the dome shaped goods. 

Bassing-off by advertising. — ^An injunction may be granted 
where a person so advertises his goods for sale that, the public are 
likely to be misled from the advertisements into believing that the 
goods offered for sale are those of the plaintiff, when they are not. 
As Kekewieh, J., said in Jay v. Ladler,'^’^ “A man is not entitled 
— whether in trade or out of trade — ^to take that which ^ another 
man’s, and when a man in trade advertises his goods as being the 
goods of another person, he is doing that which is wrong in itself, 
and liable to injunction in this Court.” The same rule applies to 
trade cireulai’s, i)rice lists and catal<^ucs. In Singer Manufacturing 
Co. V. Wilson , where the defendant described in his price lists 
sewing machines, not of the plaintiffs’ manufacture as “Singer 
Machines,” it was held by Jessel, M. R., and the Court of Appeal 
that, in order to constitute an infringement, fraud was not essential 
in cases where the trade name was affixed to the goods, but was 
necessary if the trade name was not placed on the aificle. This 
distinction was, however, not recognised by the House of Lords 
and it was laid down that it was not necessary to aver or prove 
fraud in either case. Lord Chancellor Cairns said: “A repre- 
sentation made by advertisements that the articles sold at a parti- 
cular shop are articles manufactured by A.B ,...must, in 

my opinion, be as injurious in principle, and may possibly be quite 
as injurious in operation, as the same representation made upon 
the articles themselves.” The simple and plain issue is, as was 
stated by Kekewieh, J., in another Singer case^^: “Are the adver- 
tisements issued by the Defendants calculated to deceive intending 


(15) (1888) 40 Ch.D. 649; 6 B.P.G. 136. 

(16) (1877) 3 App. Oas. 376. 

(17) Singer Manufacturing Co, ▼. British Empire Manufacturing Co., 
Ld., (1903) 20 B.P.G. 313. See also Burherrys ▼. Baper and Pulleyn, (1906) 
23 B.P.G. 170; Masson Seeley ^ Co., Ld. v. Emhosotype Manufacturing Co., 
(1924) 41 B.P.G. 160. 
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purchasers of sewing machines into the belief that the machines 
which the Defendants are prepared to sell are manufactured by 
the Plaintiffs, when, in fact, they are not.” 

. In Spalding S' Bros. v. Gantage Ld.,^* the defendants pur- 
chased the old and discarded stock of the plaintiffs’ foot balls which 
were known under the name “Orb” balls and advertised them as 
the “Improved Orb” balls. On complaint by the plaintiffs they 
withdrew this advertisement, and advertised and sold them as 
“Orb” balls. An injunction was granted by Sarjant, J., and an 
enquiry as to damages was ordered. It was held by the Court of 
Appeal that the plaintiffs were not entitled to relief. An appeal 
was, however, allowed, with costs, by the House of Lords, and the 
judgment of Sarjant, J., was restored by them. But, in Anglo- 
Swiss Condensed Milk Company v. Pcfurks, Gwnston, and Tee, Ld.,^° 
where the plaintiffs complained of certain posters and handbills 
of the defendants, an action for passing-off failed as it was held that 
the device alleged to be infringed was common to the trade, and 
that the plaintiffs had no right of user of the mark for the class 
of goods sold by the defendants. 

Discovery Inspection. — The ordinary rules governing 

discovery and inspection as contained in Oi*der XI of the Civil 
Procedure Code apply to passing-off actions. Where the plaintiff 
alleges that the wrongful use of his mark by the defendant had 
deceived diverse persons the defendant is entitled to discovery for 
particulars of the addresses of the persons so deceived.*® Again, 
in cases where an account of profits is directed the defendant may 
be ordered to deliver to the plaintiff a list of the names and 
addresses of customers to whom the spurious goods had been sold.*’ 
Interrogatories may be ordered in respect of mattera which 
arc alleged by the defendant to be common to the trade.** 


(18) (1915) 32 B.P.C. 273; 113 L.T. 198 (H.L.). 

(19) (1903) 20 B.P.C. 509. 

(20) Hwnphriea v. Taylor Drug Co., (1888) 39 Ch.D. 093; 

5 B.P.C. 687; see also Imperial tobacco Co., (of Cheat Britain and Ireland) 
Ld. V, Fumell 4' ^^-9 20 B.P.C. 718. 

(21) Leather Cloth Co. v. Sirsehfeld, (1863) 71 E.B. 129; 1 M. 
295; Powell v. The Birmingham Vinegar Brewery Co., Ld., (1896) 2 Ch. .54; 
14 B.P.C. 1. Discovery may also be ordered in caM of an inquiry as to 
damages, JB. E, Draper (trading as Hubert H»P» Trist ^ Co.) v. Hubert 
S. P. Tritt and Tristbestos Brake Linings, Ld., (1936) 53 B.P.C. 66. 

(22) Perry ^ Co., Ld. v. T. Hessin #• Co., (1910) 28 B.P.C. 108. 
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Before orderin^^ discovery the court will take all the special 
circumstances of the case into consideration. Where the dis- 
covery of the particulars sought by the plaintiff are of such nature 
that the giving of it may be prejudicial to the defendant the court 
may allow only such I’estricted discovery as is absolutely necessary 
for the plaintiff and will protect llie defendant against undue 
inquisition into his affairs by the plaintiff.*® A discovery will, 
therefore, be offered only for legitimate purposes,** and may be 
refused where it would be oppressive. The order may provide 
safeguards as to secrecy in inspection of the books, as, otherwise, 
great harm is likely to be done by the disclosure from the books of 
information having nothing to do with the order for discovery.*® 

I» Howe V. M’Kernan' the defendant continued, after his 
dismissal, to represent himself fraudulently as the plaintiff’s agent 
and sold sewing machines of other manufacture, as and for the 
plaintiff’s machines. The plaintiff sought a discovery of all sewing 
machines sold by the defendant as and for the plaintiff’s, their 
prices, profits, the names of the purchasers and other particulars. 
The defendant refused to answer as he would thereby be disclosing 
the names of his customers and the secrets of his trade. It was 
held that the defendant was bound to answer. In the Imperial 
Tobacco Co., {of Great Britain and India), Ld. v. Purnell & Co.,^ 
the plaintiffs alleged that their cigars had come to be known 
as “Little Bed Band” cigars and “Bed Banders” from their labels 
having a narrow red band. Upon application by the defendants, 
the plaintiffs were ordered to give particulars of the dates when 
the cigars were first known by the respective names, the dates when 
the alleged passing-off took place and the addresses of the 
persons alleged to be deceived by the defendants’ cigars. In a 
recent ease* the plaintiff who had acquired the goodAvill of the 
business of the defendants complained that the latter had restarted 
similar business under a name which was calculated to deceive and 
had continued to solicit their old customers. At the trial the 

(23) Moore v. Craven, (1870) L.R. 7 Ch. 94-ii (Lord Hatherley, C.) . 

(24) Benlfow t. Low, (1880) 16 Ch.D. 93. (Disallowed as the in- 
terrogatory was not for the ordinary purposes of discovery, but was directed 
to ,the details of plaintiff's evidence). 

(25) B, E, Draper {trading as Hubert H. P. Trist Co.) v. Hubert 
H. P. Trist and Triatbestos Brake Lmvngs^ Ld., (1936) 53 R.P.C. 66. 

(1) (1862) 30 Beav. 547; 54 E.R. 1001. 

(2) (1903) 20 R.P.C. 718. 

(3) B. E. Draper (trading as Hubert H. P. Trist ^ Co.) v. Hubert 
U. P. Trist and Tristbestos Brake Linings, Ld., (1936) 53 R.P.C. 66. 
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-defendants consented to judgment, including an inquiry as to 
damag^. An application for discoveiy of the customers solicited 
by| the defendants and of sales made under the wrongful business 
name, was dismissed in the Court of the firat instance on the ground 
that an inquiry as to damages and an account of pi-ofits should be 
distinguished and that the plaintiff must under both inquiries prove 
special damage before a discovery is ordeml. On appeal, it was 
held that when once some damage had been proved the plaintiff 
was entitled to know particulars of the misrepi'csentations made 
by the defendants, and an order for discovery was made subject to 
certain safeguards. 

Tradings names of business. — The trading name of a 
business which has acquired reputation is a valuable asset-* and the 
wrongful assumption by a rival of such business name, or a colour- 
able imitation thereof, woidd be calculated to injure the plaintiff’s 
business. In these cases it is not 'enough for the defendant to show 
that he had adopted a get up for his goods which is different from 
that of the plaintiff’s goods. For, notwithstanding the differences 
between the two labels or packing, the wrongful use of the 
plaintiff’s name may result in orders intended for the plaintiff 
passing to the defendant for compliance. The plaintiff will be 
entitled to protection under the common law and it does not matter 
for purposes of obtaining such relief whether the plaintiff firm has 
been registered or not under the Companies Act. 

Reigistratioa. of names under tihe Indian Companies Act. — 

By. Sec. 11 of the Indian Companies Act of 1913, it is laid down : 
“ (1) A company shall not be registered by a name identical with 
that by which a company in existence is already registered or so 
nearly resembling that naane os to be calcnlaied to deceive, except 
where the company in existence is in the ooxirse of being dissolved 
and signifies its consent in such manner as the Registrar requires. 
(2) If a company, through inadvertence or otherwise, is, without 
such consent as aforesaid, registered by a name identical with that 
by which a company in existence is previously registered, or so 
nearly resembling it as to be calculated to deceive, the first- 
mentioned company may, with the sanction of the Registrasr, 
change its name.” 


(4) “The name is a very important part of the goodwill of the 
buBinesB" Wood, -y-.C., in Chvrton v. Dovglas, (1859) 70 E.B. 385; 
7 W.B. 365; Sob. Dig., p. 96; See also Mrs. Pomeroy, Ld. v. Seale, 
<1907) 24 B.P.C. 177; 23 T.L.B. 170. 

37 
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The wording of the section follows the corresponding section 
(See, 8) of the English Companies (Consolidation) Act of 1908. 
In his note under this section Lord Wrenbury (formerly 
Buckley, L.J.,) points out, (i) that the section merely prevents a 
company from registering as its own, a name that is identical with 
or is a colorable imitation of one already on the register, (ii) that 
it does not prevent registration, if the name sought to be registered 
belongs to an already existing unregistered company and (in) that 
the rights of parties are not affected by registration; in other 
words, that registration by itself confers no right to institute legal 
proceedings for infringement of a registered name. 

It is significant that the above section does not make any 
reference to the nature of the business or class of goods dealt in 
by a registered firm. The section does not therefore allow regis- 
tration of the same name by a subsequent company dealing in an 
entirely different class of goods although such name, if registered, 
would not obviously, be calculated to cause confusion with the 
business name of the first company. Thus, while before regis- 
tration of his business John Smith can restrain his rivals from 
trading under the same name only in respect of the same class of 
goods, after registration under the Companies Act, said John Smith 
can restrain them from trading as a registered company under that 
name in respect of any class of goods. 

Common Law Rights not affected by the Companies Act. — 
While the Companies Act thus places a severe restriction in the 
matter of registration of names by newly formed companies, it does 
not affect in any manner the right of a party to a passing-off action 
in cases of misrepresentation. Non-registration of the business of 
the plaintiff firm is no bar to relief under the common law, A 
leading case on this point is Hendriks v. Montagu.^ The Universal 
Life Assurance Society which had been doing for several years a 
large business in life assurance sought to restrain the defendants 
who were the promoters of the Universe Life Assurance Association, 
Ld., from roistering the proposed name under the Companies Act. 
Injunction was refused by Jessel, M.B., on the ground that the 
plaintiff company was not registered and had consequently no< 
cause of action under the Act. His decision was, however, reversed 
by the Court of Api>eal, who said that equity provides relief to the 
injured party without reference to the Companies Act. An 

(5) (1881) 17 Ch. D. 638. See also Hoby v. Orosvenor Library Co,^ 
Ld., (1880) 28 W.B. .386; Tusaaud v. Tvssaud, (1890) 44 Ch.D. 678. 
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injunction was accordingly granted restraining the defendants 
from applying to the Registrar of Joint Stock Companies for 
registration of the trade name “Universe Life Assurance, Ld,,’’ or 
any other name likdy to mislead the public into the belief that the 
company is the same as the plaintitf company, and from issuing 
circulars or prospectuses or carrying on biisiness under the said 
name. 

The fact that the defendant company has already been 
registered, or that at the time of registration they were entirely 
ignorant of the existence of the plaintiif company, is again no bar 
to the plaintiff’s right to relief.® Thus, in a case^ where an English 
company was registered in a name similar to that of a French 
motor e.ar company, who had no place of business in England, but 
whose goods were often imported by purchasers in England, an 
injunction was granted against the English company, and also 
individually against the seven signatories of the Memorandum of 
As.soeiation. Injunction was similarly granted in Toms & Moore 
V. Merchant Service Guild, Ld.,* where the Imperial Merchant 
Guild, an unincorporated body brought an action restraining the 
defendants, a registered company, from using the name “Merchant 
Service Guild.” 

Sufficient time may in certain cases bo granted to enable the 
defendant company to alter its name in a manner which will avoifl 
confusion among the public.® Injunction may be suspended for a 
reasonable period, and the defendants may have to undertake until 
change of name not to solicit the plaintiffs’ customers without 


(6) Accident Insurance Co., Ld. v. Accident Disease and General 
Insurance Corporation, Ld., (1884) 54 L.J.Ch. 104; 51 L.T. 597; Gurkha 
Association, Simla v. Md. Umar, AJ.B. 1919 Lah. 193; Shallis v. Freeman 
and Stirling Press, Ld., (1931) 48 R.P.C. 370; British Legion v. British 
Legion Club (Street), Ld., (1931) 48 B.P.O. 555; Crystalate Gramophone 
Becord Manufacturing Co., ’Ld. v. British Crystalite Co., Ld., (1934) 
51 R.P.C. 315; Radio Bentos, Ld. v. Rentals, Ld., (1934) 51 B.P.C. 407. 

(7) Panhard et Levassor v. Panhard Levassor Motor Co., Ld., (1901) 
18 R.P.C. 405; (1901) 2 Ch. 513. See also Daimler Motar Car Co., Ld. v. 
British Motor TractiorS Co., Ld., (1901) 18 B.P.C. 465. 

(8) (1908) 25 B.P.C. 474. 

(9) Lloyd^s V. Lloyd^s (Southampton), Ld., (1912) 28 T.L.R. 338; 
29 R.P.C. 433; Poiret v. Jules Poiret, Ld., and A. F. Nash, (1920) 
37 R.P.C. 177; Ewing v. Buttercup Margarine Co., Ld., (1917) 2 Ch. 1; 
34 B.P.C. 232; Woolworth ^ Co., Ld. v. Woolworths (Australasia), Ld.,. 
(1930) 47 B.P.C. 337; British Legion v. British Legion Club (Street), Ld., 
(1931) 48 R.P.C. 555; 47 T.L.R. 571. But this may not be allowed in case 
of fraud, see Harror^s Ld. v. B. Harrod, Ld., (1923) 40 T.L.R. 195; 
41 B.P.C. 74. 
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dearly indicating that they are a new company.’** In the case of 
registered companies non-compliance with certain sections of the 
Companies Act,” or the fact that the company had been only 
recently registered,’* will be no bar to protection under 
common law. 

Basis of relief. — The principles of law discussed in the 
preceding sections with regard to passing-off actions by imitation 
of trade marks and trade names of goods are followed by the 
Courts in cases rdating to infringement of business names. The 
foundation of the action is that a trader will not be allowed to 
misrepresent that his business is the business of another. “It 
should never be forgotten,” said Lord Justice James, in Levy v. 
Walker,'* “that in these cases the sole right to restrain anybodj' 
from using any name he likes in the course of any business he 
chooses to carry on is a right in the nature of a trade mark. That 
is to say, somebody has a right to say, *You must not use a name, 
whether fictitious or real or a description, whether true or not, 
which is intended to represent, or is calculated to represent, to the 
world that your business is my business, and therefore deprive me 
by a fraudulent mis-statement of yours of the profits of the business 
which would otherwise come to me.’ ” 

Btisioiess Names olaBsified. — ^Belief may, therefore, be 
obtained, where a plaintiff establishes that the defendant is 
trading under a name, which is reasonably calculated to cause 
injury to his business by misleading the public. Such business 
names may be classified into three groups : — (a) where the name in 
question is the defendant’s own name, (b) where the name is 
fanciful or inherently distinctive, and (c) where the name is 
descriptive of the plaintiff’s business. In the first class of cases 


(10) (Generally about one to two months. Edison Acoumidators, Ld. 
y.Bdiaon Storage Batteries, Ld., (1929) 46 B.P.G. 432; Edison Storage 
Battery Co. v. Britamua Batteries, Ld., (1931) 48 B.P.G. 350; Crystalate 
Gramophone Beoord Manufaotwring Co., Ld. v. British Crystdlite Co., Ld., 
(1934) 51 B.P.G. 315; Badio Bentals, Ld. v. Benteds, Ld., (1934) 
51 B.P.G. 407; Hasketh Estates, Southport, Ld. t. Drottwieh Brine Baths, 
Ld., (1935) 52 B.P.G. 39. 

- (11) BanddU, Ld. v. British and American Shoe Co., (1902) 2 Gh. 354; 
19 B.P.G. 393; Pearhs, Chauton Tee, Ld. v. Thompson, Talmey f Co., 
(1901) 17 T.L.B. 250, 354; 18 B.P.G. 185; Wright v. Horton f Co., (1887) 
12 App. Gas. 371. . 

(12) Edison Aeeumatators, Ld. v. Edison Storage Batteries, Ld., (1929) 
46 B.P.G. 482. 

(13) (1879) 10 Ch.D. 486. 
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there is prima facie no ground of complaint maintainable at law. 
Every man has a right to trade honestly under his own name, and 
this applies not only to the ease of an individual but also to an 
association of persons. But, even here there may be circumstances 
in which this prima facie right cannot be claimed.i Thus, where a 
defendant by reason of the similarity of his name to the plaintiff’s 
deliberately seeks to obtain fraudulently the trade of the plaintiff 
injunction will be given. Cases of this class are discussed in a 
later section. 

In the second class of cases where the business name which is 
infringed is not the true name of the plaintiff but is a fancy name, 
it will, generally, be easy to get an injunction as the defendant’s 
fraudulent motive will be readily presumed. “Such was the case 
.... of Hendriks v. Montagu,** and such one may say was the 
ease in the North Cheshire and Manchester Brewery Co.'s case**'^ 
where there were already existing companies with certain titles, 
themselves fancy in their origin, not representing anything that 
coixld be called names or representing a title which had existed; 
from the first there had been trade carried on under the names; and 
then a company comes and takes practically the same fancy name 
and seeks to do business. In that class of case the question of fact 
arises — Is the similarity such that there is good ground of 
complaint? Because there will be, either in relation to the business 
a possible taking away of the business from the first company 
through a mistake, or a passing-off of products as the products of 
the one company when they are really the products of the other.’”* 

In cases grouped in the third class where the name is prima 
facie descriptive of the business an exclusive monopoly in the name 
cannot be claimed ordinarily as such names must be open to 
other traders dealing in the same class of goods to describe their 
businesses. Even in these cases, however, the business name will 
be entitled to protection, if it is shown that it had lost its 
descriptive meaning, and has acquired a secondary signification. 

Probability of deception essentinl. — The same considerations 
that determine the probability of deception in relation to trade 
mark or trade name cases apply to infringement of business names. 

(14) (1881) 17 Ch.D. 638. See also Harrod's, Ld. v. B. Earrod, Ld., 
(1923) 40 T.L.B. 105; 41 B.P.G. 74. 

(14-s) (1898) 1 Gh. 539; (1899) App. Gs. 83. 

(15) Per Kennedy, L.J., in Daimler Motor Co., (1904), Ld. v. London 
DomUr Co., Ld., (1907) 24 B.P.G. 379. 
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The Plaintiff’s claim to relief depends solely upon the finding of 
the court whether the name in question is calculated to deceive the 
public. It is not necessary to charge the defendant with fraud,'* 
but if fraudulent intent is shown it would generally be presumed 
that the repre^ntation is calculated to deceive, and the onus is 
then on the defendant to prove that such deception is not probable. 
On the other hand, even if the representation had been honestly 
made it may still be restrained if in the opinion of the court it is 
calculated to mislead the public and cause injury to the plaintiff. 
To quote the words of Lord Halsbury in the Manchester Brewery 
case,” the simple question is, “Is this name so nearly resembling 
the name of another as to be likely to deceive. ’ ’ Or, as Lord Shand 
stated in the same case, “was the taking of the name of the ‘Man- 
chester Brewery Co., Ld., ’ calculated to induce the belief amongst 
the public or the trade that the business which was carried on by 
the respondents is now the business carried on by the new firm?” 

A mere similarity between the two names is not enough. It 
must be shown that what the defendants are threatening, and intend- 
ing to do, would, in all probability, seriously affect the plaintiffs’ 
business.'* The mere fact of liability to misdirection of corres- 
pondence is not sufficient ground for relief. A mere confusion of 
the two names and consequent misdelivery of letters would, no 
doubt, cause annoyance to the plaintiff, but is not actionable under 
the law of passing-off.'* 

In considering whether a business name is calculated to deceive, 
it is usual to consider the probable effect on purchasers of goods. 


(16) "I further agree that it is not neceesary in a case of this kind 
that an improper motive or a fraudulent intention should be made out. Here 
the simple question to be decided is, assuming hona fide on the part of the 
appellants, whether or not use of this particular name is calculated to 
injure another firm which had been using that same name, I believe for a 
period of eight years. Whether this question arises under statute or under 
the common law, the issue which the Court or this House has to decide appears 
to me to be the same ’ ’. Lord Shand in North Cheshire ^ Manchester Brewery 
Co. v. Memchester Brewery Co., (1899) App. Cas. 83. 

(17) North Cheshire and Manchester Brewery Co. v. Manchester 
Brewery Co,, (1899) App. Gas. 83. 

(18) Merchant Banking Co. of London, Ld. v. The Merchants’ Joint 
Btock Bank, (1878) 9 Ch.D. 560; Harrod’s Ld. v. Harrod Ld., (1923) 
40 T.L.B. 195; 41 B.P.C. 74. 

(19) Day v. Brownrigg, (1878) 10 Ch.D. 294; Street v. Union Bank 
of Spain and England^ (1885) 30 Ch.D. 156; Meikle v. WiUiamson, (1909) 
26 B.P.C. 775; Buttons, Ld. v. Buttons Covered, Ld., (1920) 37 B.P.C. 46. 
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Injunction maj also be granted, where it is sho>vn that the name 
is likely! to cause confusion to persons who supply the raw material 
to the plaintiff company for the purpose of manufacture.*® 

Descriptive Names. — ^The nature of the business name in 
question, is an important factor in considering whether the name 
is calculated to deceive. Where the name consists of simple words 
in common use descriptive of the goods sold a monopoly in the 
use of the words cannot be generally claimed. It is not “right 
that a trader by taking words which are not fancy, not uncom- 
mon, but purely descriptive of the nature and extent of the busi- 
ness carried on can claim such a monopoly of the use of those parti- 
cular words as to prevent another trader honestly and apart from 
fraud using those words with an addition, which addition makes 
the words used by the defendant truly and accurately descriptive 
of the goods which the defendant sells.”*’ As Farwell, J., 
observed: “In considerit^ whether a name is calculated to deceive 
it is . . . . material to see what that name is, and if tlie name is 
simply a word in ordinary' use representing a machine or an article 
of commerce, the probability of deception is out of all proportion 
less than it would be in the case of an invented or fancy word, or 
even of the name of a place. The latter may well ])oiut to a parti- 
cular company; the former certainly points prima facie 
to the machine or article.”®* Thus, in a case** where the 
plaintiffs who had adopted the name “American Shoe 
Company” as their trade name sought to restrain the 
defendants from trading under the name “Anglo-American 
Shoe Company” injunction was refused, as the term was 
held to be purely descriptive of the class of goods dealt in by the 
defendants. Pletcher-Moulton, L. J., said: “If a person chooses 
to trade under a name which is highly non-specific, which consists 
of simple words in conunon use in the general language of the 
people, he must take the consequences. For instance, if a person 
who is going to trade in leather calls himself “The Leather 
Company,” he has no right to expect that his neighbours will 
abstain from indicating the business in which they engage by 
proper descriptive titles, even though such titles make use of the 
word ‘Leather.’ ” 

(20) Puttman (S. #• J.) Ld. v. PvUman, (1919) 36 E.P.C. 240. 

(21) Per Coeens-Hardy, M. B., in Randall Ld. v. Bradley ^ Son, 
(1907) 24 B.P.C. 778. 

(22) Aerators, Ld. v. lolUt, (1902) 2 C!h. 319; 19 B.P.C. 418. 

(23) Randan, Ld. v. Bradley f Son, (1907) 24 B.P.C. 773. 
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Under very exceptional circumstances, by a long course of 
usage, a name descriptive of the business of a trader may acquire 
a secondary signification. As Lord Halsbury observed: “It would 
require very strong evidence, indeed, to establish the fact that a 
man who sought, apparently, to monopolise one particular trade, 
and the only proper designation of the trade could restrain another 
man from carrying on business under that name.”®*-* 

Nature of the business to be considered. — ^The nature of the 
business carried on by the two companies is another important 
factor in the consideration of the question of probability of decep- 
tion. Where the objects of the two companies are different it is 
not likely that the public would mistake the one for the other. 
“Mere resemblance of the name would not necessarily be sufficient 
to entitle the Plaintiff Company to relief, if the scope of the opera- 
tions carried on by the two companies was so entirely different, 
that there was no real danger of confusion.’’** To use the language 
of Jessel, M. R. : “If John Brown sells coal, another John Brown 
may sell potatoes, and there is no law that 1 know to prevent him 
from selling his potatoes under the name of John Brown.’’** Thus, 
in Aerators, Ld. v . ToUiP where the plaintiffs commenced an action 
to restrain the defendants from registering a company under the 
name, “Automatic Aerators Ld.,’’ injunction was refused as the 
articles in which the plaintiffs dealt were very different from those 
proposed to be manufactured by the defendants. In Dunlop 
Pneumatic Tyre Co., Ld. v. Dunlop Motar Co., Ld.,^ the plaintiffs, 
a well-known manufacturing firm of motor tyres failed in an action 
to restrain the defendant firm of cycle and motor repairers from 
using “Dunlop” as part of their business name. In Scottish Union 
and National Insurance Co. v. Scottish National Insurance Co., 
Ld.,"^ both the plaintiff and the defendant companies had power to 


(23-a) Electromobile Co., Ld. v. British Electromohile Co., Ld., 
25 B.P.C. at p. 154. 

(24) Woolworth 4r Co., Ld. v. Woolworths (Australasia), Ld., (1930) 
47 E.P.C. at p. 344 (Farwell, L.J.). 

(25) Merchant Banking Co., of London y. The Merchants* Joint Stock 
Bank, (1878) 9 Gh.D. at p. 563. 

<1) (1902) 2 Ch. 319; 19 B.P.C. 418. 

(2) (1907) A.O. 430; 24 B.P.C. 572. 

(3) (1908) 25 B.P.C. 560 ; 26 B.P.C. 105. See also Waring 4r 
GUlow, Ld. y. GUlow 4^ QiUow, Ld., (1910) 33 T.L.B. 389; 33 B.P.C. 173, 
where injunction was refused on the ground that there was no likelihood of 
deception between the business of the plaintiffs who were auctioneers and 
that of the defendants who were house furnishers and decorators. 
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do business in all kinds of insurance; but as a matter of fact the 
plaintiffs' business did not extend to marine insurance, while the 
defendants’ business was confined to this particular line of in- 
surance. Interdict was refused on the ground that there was no 
risk bf injurious competition between the two companies, the classes 
of business actually done by them being entirely distinct . 

On the other hand, for an injunction to be granted it is not 
necessary that the two businesses should be identical ; it is enougli 
if a close similarity is shown. In the National Bank of India v. 
National Bank of Indore* the plaintiffs had been doing extensive 
banking business in India for several years, and besides, were 
importing and selling gold bars stamped witli the name “National 
Bank of India.” The defendant bank was registered having for 
its objects, among other things, banking business, the buying and 
selling of bullion and specie, and the buying, selling and refining 
of metals and manufactured products thereof for commercial pur- 
poses. The defendants contended that their name was not a 
colourable imitation of the plaintiffs’ name, that their bank was 
formed principally with a view to finance merchants carrying on 
business in Indore, in cotton seeds, piece goods and other commodi- 
ties, and that the object of their bminess was th\ts different from 
that of the plaintiffs. Injunction was granted by Mulla, J., who 
observed that, in his opinion, the defendant company had l)een 
formed with the object principally of dealing in gold bars and that, 
although the business might not at the time be large it might sub- 
sequently increase.” 

Where fraudulent intention is shown, as in the above ease, too 
close a similarity between the two businesses will not be insisted 
upon. For example, in Eastman Photographic Materials Co., Ld. v. 
John Griffiths Cycle Corporation, Ld.,^ the Kodak Company who 
were manufacturing cameras suitable for bicycles and appliances 
for fixing the same to bicycles were successful in an action to res- 
train the dei^endants from trading as, “The Kodak Cycle Co., Ld.” 

(4) A.I.B. 1923 Bom. 119; 24 Bom.L.B. 1131. See also Oriental 
Government Security Life Aaawranoe, Co., Ld, v. Oriental Assurance, Co., Ld., 
40 Cal. 570. Crystalate Gramophone Becord Manufacturing Co., Ld. v. 
British Crystalite Co., Ld., (1934) 51 B.P.C. 315, (Plaintiffs aeUing 
electrical accessories while the defendants sold electrical lamps, the possibility 
of plaintiffs extending their activities was taken into consideration.) 

(5) The Standard Bank of South Africa, Ld. v. The Standard Bank, 
Ld., (1909) 25 T.L.B. 420 ; 26 B.P.C. 310 was followed. 

(6) (1898) 15 B.P.C. 105. See also Harrod’s, Ld. v. R. Harrod, Ld., 
(1923) 40 T.L.B. 195; 41 B.P.C. 74. 

. 38 




298 The Law of Trade & Merchandise Marks in India. [Chap. 

Injury to trade reputation actionable. — ^Thus, even in the 
absence of any material injury involving actual pecuniary loss to 
the plaintiff, a defendant may be restrained from using a well-known 
business name of the plaintiff with the object of falsely suggesting 
to the public that his business has some sort of connection with the 
plaintiff’s business. In Walter v. Ashtonf a dealer in cycles 
advertised his goods in a manner which satisfied the court that he 
intended the public to believe that the proprietors of the well-known 
■'The Times” newspaper, were in some way responsibly connected 
with the sale of his “Times Cycles.” It was held that there was a 
reasonable probability of the plaintiffs, the proprietors of “The 
Times, ’ ’ being exposed to litigation on account of such advertisement 
and an interim injunction was, accordingly, granted restraining the 
defendant from representing in any manner that he was carrying 
on business as a department of “The Times, ” or that the proprietors 
of that newspaper were the owners of, or connected with his business. 
In the course of his judgment, Byrne, J., observed: “The principle 
is clear enough. The court does not grant an injunction to restrain 
the use of a man’s name merely because it is liable or calculated to 
do him injury, but if what is being done is calculated to injure 
his property and the probable effect of it will be to expose him to 
a risk or liability, then, if I rightly understand the law, an injunc- 
tion is the proper remedy.” 

In Harrod's Ld. v. R. Harrod, Ld.,^ the plaintiffs, a well- 
known company doing extensive business including a banking 
department sought to restrain the defendant firm of money lenders 
from using a trade name of which “Harrod” formed a part, in a 
manner calculated to deceive. It was contended that, as the plain- 
tiffs were precluded by the Articles of Association from carrying 
on money lending business, there was no probability of competition 
between the two businesses. Injunction was refused by Romer, J., 
but an appeal was allowed, as further evidence showed that actual 
confusion had arisen in some cases in consequence of the use by the 
defendants of the name “B. Harrod, Ld.” In granting an 


(7) (1902) 2 Ch. 282; 71 L.J.Gi. 839. Applied: — Clerk v. Motor Co., 
(1905) Ld. ^ Ford, (1905), 49 Sol. Jo. 418, Referred: — Wertheimer v. Stewart 
Cooper 4r Co., (1906) 23 R.P.C. 481; Dutton Massey Co. {Lwerpool), Ld. 
V. Dutton, Massey 4r Co., (1923) 40 R.P.C. 413; Harrod% Ld. v. B. Harrod, 
Ld., (1923) 40 T.L.R. 196; 41 R.P.C. 74, Society of Motor Manufacturers 
and Traders, Ld. v. Motor Manufacturer's and Traders* Mutual Insurance 
Co,, Ld., (1925) Ch. 675; 42 R.P.C. 307. 

(8) (1923) 40 T.L.R. 195; 41 R.P.C. 74. 
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injiinction Warrington, L. J., said : “I should be very son*y indeed if 
the arm of the court were too short to reach that which I con- 
sider in the result to have been a deliberate attempt to obtain at 
least reputation and advantage from taking this particular name. ’ ’ 
Referring to Walter v. Ashton, Lord Justice Sargant, said; “It 
seems to me it is essential for an action of that sort that there 
should be tangible probability of injury to the property of the 
Plaintiffs, but I think that under the word “property” may well 
be included the trade reputation of the Plaintiffs, and that, if 
tangible injury is shown to the trade reputation® of the Plaintiffs, 
that is enough. I think that Byrne, J., in his decision went on 
too narrow a ground, because he thought that it was necessary, 
in order that the plaintiffs should succeed, that they should show 
there was some probability of their being involved in actual 
pecuniary liability to the customers of the defendants. It seems 
to me it was quite enough for him to have found, as was obviously 
the ease there, that the proceedings of the defendants involved a 
risk or probability of injury to the trade reputation of 
the plaintiffs.” 

Name suggesting amalgamation, agency or succession to 
business. — ^Fraudulent representation may be made by issuing 
deceptive circulars or advertisements or by suggesting 
in any other manner that the defendant company is 
identical with, or in some way connected with the plaintiff firm. 
One of the common foims of misrepresentation is by the adoption 
of a name which would be calculated to lead the public to believe 
that the defendant company is an amalgamation, or an agency, of, 
or otherwise connected with the plaintiff company’s business. Any 
such false representation would amount to passing-off. Fraud is 
not c.ssential in such cases, though most of the reported cases are 
cases of fraudulent representation. Even where the defendant 
company had adopted the name bona fide, and had taken special 
pains to avoid confusion, an injunction may be granted if the name 
of the defendant company is, in fact, calculated to deceive, and 
is likely to caiise damage to the plaintiff’s business.’® In Ewing v. 
Buttercup Margarine Co., Ld.^^ Lord Cozens-Hardy M. R., 


(9) “A company has, as an individual, a reputation and a credit, which, 
is and may be a matter of great value to itself. ’ ’ Farwell, J., in Woolworth 
^ Co., Ld. V. Woolworths (Australasia) Ld., (1930) 47 B.P.C. at p. 345. 

(10) Woolworth 4" Co., Ld. v. Woolworths (Australasia), Ld., (1930) 
47 B.P.C. 337. 

(11) (1917) 2 Ch. 1; 34 B.P.C. 232. 
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observed: “I know of no power, and I can see no principle for 
holding that a trader may not be injured, and seriously injured, 
in his business as a trader by a confusion which will lead people to 
conclude that the defendants are really connected with the plaintiffs 
or a branch of the plaintiff’s business, or in some way mixed uj) 
with them.” And, in North Cheshire S' Manchester Brewery Co. v. 
Manchester Brewery Co.,^* where the defendants acquired 
the North Cheshire Co., and registered themselves as the 
North Cheshire and Manchester Company, Ld., injunction 
was granted by the Court of Appeal, reversing the judg- 
ment of Byrne, J., and their decision was upheld by the 
House of Lords. Lord Halsbury observed in that case 
that “any one who saw the two names together would 
arrive at the conclusion without any doubt at all that the two 
companies both with well-known names, both in partieular neigh- 
bourhood had been amalgamated.” Similarly, in Lloyd’s v. 
Lloyd’s {Southampton) Ld.,'^ an injunction was granted as it was 
held that the business name adopted by the defendant was calculated 
to induce the belief that their business was the business, agency, or 
department of the plaintiffs’ business. 

May suggest old connection, etc. — ^A person may, after 
leaving the service of a well-known firm, start similar business on 
his own account provided he is not barred from doing so by the 
terms of his contract with the late employers. He can then law- 
fully* indicate to the public by advertisement or otherwise, that he 
had been in such employment and he may, in that way, appro- 
priate to himself some of the benefits arising from the reputation 
of his former employers.’'* But in so doing he must take special 
care that it is done in such a way as not to mislead the public into 
thinking that the new business is a continuation of the old busi- 
ness, or that the former connection between the old business and 
the person is stiU existing.’* In Qlenny v. SnUth^* a tradesman 

(12) (1898) 1 C!h. 6.39; (1899) App.Cas. 83. 

(13) (1912) 29 T.L.B. 338; 29 B.P.O. 433. See also Barrod^s Ld. 
T. B. Harrod, Ld., (1923) 40 T.L.B. 195; 41 B.P.C. 74. 

(14) Clark v, Leach, 32 L.eT.Ch. 290; (1862) Seb. Dig., p. 117; 
Hookham v. Pottage, (1872) 8 Oh. 91; Thorley*s Cattle Food Co, ▼. Massam,. 
(1877) 6 Ch.D. 582 Seb. Dig., p. 336. 

(15) Bwrgese v. Burgees, (1853) 43 E.B. 351; 3 De G.M. & G., 896; 
Scott V. Scott, (1866) 16 L.T. (N.S.) 143, Seb. Dig., p. 160; Wheeler ^ 
Wilson Manufacttuing Co, r, Shakespear, (1869) 39 L. J.Oh. 36; Hookham 
Pottage, (1872) L.B. 8 Ob. 91; Seb. Dig., p. 236; Goodman y. Wag, (1892) 
36 Sol. Jo. 830; Van Oppen ^ Co., Ld, y. Van Oppen, (1903) 20 B.P.C. 617» 

(16) (1865) 62 E.B. 701; 2 Drew and Sm. 476; Seb. Dig., p. 144. 
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who hsd been in the employ of a large film put his own name over 
his shop along with the words “from Thresher, Glenny & Co.,” his 
former employers, the word “from” being in small letters. It was 
shown that some persons were actually misled into thinking that 
the Shop was the shop of the former employers. An injunction 
was granted restraining the defendant from using the name of 
the plaintiff firm, in such manner as to mislead the public. In 
Rickett, Cockerell & Co., I/d, v. NevUl” a former manager of the 
coal business of the plaintiff firm set up business on his own account 
under the style “Nevill from Cockerell & Co., Ld.,” and on his 
death his widow continued the business under the same style. 
Injunction was refused and the action was dismissed with cc^ts. 

Injunctions granted. — The following are some illustrative 
cases where injunctions were granted : — Iloby (carrying on business 
as ”The Grosvenor Library) v. Grosvenor Library Co., Ld.;'^ 
Hendriks (for the Universal Life Assurance Society) v. Montayu 
(for the Universe Life Assurance Association) The Accident 
Insurance Co., Ld. v. The Accident Dueuse and General Insurance 
Co., Ld.;*'‘ Madame Tussaud and Son, Ld. v. Louis Tussaud, 
Ld.;^^ National Folding Box and Paper Co. v. National 
Folding Box Co., Ld.;^^ Hodge v. Hodge, Vibb & Co.;’‘^ Pinet et Cie 
V. Maison Pinet, North Cheshire and Manchester Brewery, 

Co. V. Manchester Brewery Co.f^^ Valentine Meat Juice Co. v. 
Valentine Extract Co., Ld.;^ Pearks, Ghmston & Tee, Ld., (carrying 
on business as Tcdmey & Go.) v. Thompson, Tdlmey & Co.\* La 
Societe ATumyme, etc. v. Panhard Levassor Motor Co., Ld.;^ 
H. E. Randall, Ld., (trading as American Shoe Co.) v. Britidi awl 
American Shoe Co.;* International Plasmon, Ld. v. Plasmonade, 


(17) (1904) 21 E.P.O. 394. 

(18) (1880) 28 W.B. 386. 

(19) (1881) 17 C!h.D. 638. 

(20) (1884) 54 L.J.Ch. 104; 51 L.T. .597. 

(21) (1890) 44 Ch.D. 678. 

(22) (1894) 43 W.B. 156. , 

(23) (1896) 40 Sol. Jo. 728. 

(24) (1897) 14 B.P.C. 933 ; 77 L.T. 322. 

(25) (1898) 1 Ch. 539. 

(1) (1900) 17 B.P.C, 673; 83 L.T. 259. 

(2) (1901) 18 B.P.C. 185; 17 T.L.B. 250 at p. 354. 

(3) (1901) 18 B.P.C. 405; (1901) 2 Ch. 513. 

(4) (1902) 19 B.P.C. 393; (1902) 2 Ch. 354. 
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Ld.^ Daimler Motor Co. (1904), Ld. v. London Daimler & Co., 
Ld.;'^ Toms and Moore v. Merchant Service ChiUd, Ld.f Resartvs 
Co. v.i Sartor Besarints Co.;* Standard Bank of South Africa, Ld. 
V. Standard Bank, Ld.f Ouvah Ceylon Estates, Ld. v. Uva 
Ceylon Rubber Estates, Ld.;^° Muratti, Sons & Co., Ld. v. Murad, 
Ld. Kingston, Miller dr Co., Ld. v. Thomas Kington & Co., Ld.;^^ 
Lloyd’s V. Lloyd’s (Southampton), Ld.;^^ Lloyd’s Bank, Ld. v. 
Lloyd’s Investment Trust Co., Ld.;^* Facsimile Letter Printing 
Co., Ld. V. Facsimile Typewriting Co.;’* Teofand & Co., Ld. v. 
Tmfanif’’’ Mmj v. May;'’ Wood v. JlaU;'^ Evnng (trading 
as Buttercup Dairy Co.) v. Buttercup Margarine Co.,Ld.;'* 
Albion Motor Car Co., Ld. v. Albion Carriage and Motor 
Body Works, Ld.;^” Pullman, Ld. v. Pullman;^’ Poiret 
V. Jules Poiret, Ld., and A. F. Nash;^^ Quimaraens & 
Son (trading in succession to Fonseca Monteiro and Guimaraens) 
V. Fonseca and VasconceUos, Ld.;^^ Dutton, Massey dr Co. 
(Liverpool), Ld. v. Dutton Massey & Co., Ld.;** Harrod’s, Ld. v. 
R. Harrod, Ld.;** Rodgers (Joseph) & Sons, Ld. v. W. N. Rodgers 
dr Co.;* Reliance Rubber Co., Ld. v. Reliance Tyre Co., Ld.;* 


(5) (1905) 22 E.P.C. 543. 

(6) (1907) 24 R.P.C. 379. 

(7) (1908) 25 B.P.C. 474. 

(8) (1908) 25 B.P.C. 808. 

(9) (1909) 26 B.P.C. 310; 25 T.L.B. 420. 

(10) (1910) 27 B.P.C. (545 at p. 753; 103 L.T. 416, 

(11) (1911) 28 B.P.C. 497. 

(12) (1912) 29 B.P.C. 289; (1912) 1 Ch. 575. 

(13) (1912) 29 B.P.C. 433; 28 T.L.B. 338. 

(14) (1912) 29 B.P.C. 545 ; 28 T.L.B. 379. 

(15) (1912) 29 B.P.C. 557. 

(16) (1913) 30 B.P.C. 446; 82 L.J.Cb. 490. 

(17) (1914) 31 B.P.C. 324. 

(18) (1915) 33 E.P.C. 16. 

(19) (1917) 34 B.P.C. no, 232; (1917) 2 Ch. 1. 

(20) (1917) 34 E.P.C. 257; 33 T.L.B. 346. 

(21) (1919) 36 B.P.C. 240. 

(22) (1920) 37 E.P.C. 177. 

(23) (1921) 38 B.P.C. 388. 

(24) (1923) 40 B.P.C. 413; 41 E.P.C. 67. 

(25) (1923) 41 B.P.C. 74; 40 T.L.B. 195. 

(1) (1924) 41 B.P.C. 277. 

(2) (1924) 42 B.P.C. 91. 
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Henry Blacklock & Co., Ld. (Publishers of Bradshaw Railway 
Guide) V.: Bradsihaws P-vhlishing Co.;^ Heels v. Stafford Heels, 
Ld.;* HeppeUs, Ld. v. Eppels, Ld.;'' Edison Accunmlators, Ld. v. 
Edison Storage Batteries, Ld.;^ Woolworth & Co., Ld. v. Wool- 
worths {Australasia), Ld.',’’ Madeira House, Co., Ld. v. Madeira 
House {London), Ld.^ C. & A. Modes, Ld. v. Central Purchasing 
Association, Ld.;'^ Edison Storage Battery Co. v. Brittannia 
Batteries, Dd.;^° Radio Rentals, Ld. v. Rentals, Ld.;^' The Clock, 
Ld. V. The Clock House Hotel, Ld.;^^ Oriental- Government 
Security Life Assurance Co., Ld. v. Oriental Assurance, Co., Ld.;^^ 
Haji Anisur Rahmam (trading as Limton Watch Co.) v. 
Ramnath Kapur (trading as Lipton Watch ® 

Injunctioiis refused. — Injunctions wei’e refused in the 
following cases: — London and Provincial Law Insurance Society, 
Ld. V. London and Provincial Joint Stock Assurance Co.;'^* Colonial 
Life As-mrunce Co. v. The Home and Colonial Assurance Co., Ld.;'^ 
London and County Banking Co. v. Capital and Counties Bank;^’^ 
Merchant Banking Co., of London v. The Merchants’ Joint Slock 
Bank;^^ Army and Navy Co-operative Society, Ld. v. The Junior 
Army and Navy Stores, Ld.;'^ Daimler Motor Car Co., Ld. v. 
British Motor Traction Co., Ld.;^^ Aerators, Ld. v. ToUit;^’' British 


(3) (1926) 43 B.P.C. 97. 

(4) (1927) 44 B.P.C. 299. 

(5) (1928) 46 B.P.C. 96. 

(6) (1929) 46 B.P.C. 4.32. 

(7) (1930) 47 B.P.C. 337. 

(8) (1930) 47 B.P.C. 481. 

(9) (1931) 48 B.P.C. 163. 

(10) (1931) 48 B.P.C. 3S0. 

(11) (1934) 51 B.P.C. 407. 

(12) (1935) 52 B.P.C. 386. 

(Itf) (1913) 40 Cal. 570. 

(13-a) Statesman, July 26, 1933. 

(14) (1848) 17 L.J.Ch. 37. 

(15) (1864) 33 Beav. 548; 55 E.B. 482. 

(16) Cited in Merchant Banking Co., of London v. Merchants’ Joint 
Btoek Bank, (1878) 9 Ch.D. 560 at p. 567; Empire Dig., Vol., 43, p. 283. 

(17) (1878) 9 Ch.D. 560. 

(18) Seb. Dig., p. 393. 

(19) (1901) 18 B.P.C. 465 (Begistration of the Daimler Wagon Co., 
Ld., by the defendant) . 

(20) (1902) 19 B.P.C. 418; (1902) 2 Ch. .319. (Begistration of 
*Automatio Aerator Patents, Ld.,’ by the defendants). 
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Vucuum Cleaner Co., Ld. v. New Vacmtm Cleaner Co., Ld.;^' 
National Cash Register Co., Ld. v. Theetnan (carrying on business 
as Cash Register Co.);^^ PUdzker v. Lucas Dunlop Pneumatic 
Tyre Co., Ld. v. Dunlop Motor Co., Ld.;’‘* Randall, Ld. (trading 
as American Shoe Co.) v. Bradley & Sons (trading as Anglo- 
American Shoe Co.) Electromobile Co., Ld. v. British Electro- 
mobile Co., Ld;^ Scottish Union and National Insurance Co. v. 
Scottish National Insurance Co., Ld.;^ Royal Insurance Co., Ld. 
V. Midland Insurance Co., Ld.;^ Meikle (trading as Kelvinside 
Chemical Co.) v. Wdliamson (trading as Kelvendale Chemical 
Co.);* Elliott (trading as the 'Trade Extension Co.’) v. Expansion 
of Trade, Ld.;^ Standard Ideal Co. v. Standard Sanitary Manu- 
facturing Co.f^ John Brinsmead & Sons, Ld. v. Brinsmead;’’ 
Boivden Wire, Ld. v. Bowden Brake Co., Ld.^ Waring and 6iUow, 
Ld. V. OiUow and Gillow, Ld.;^ Baird and Tatlock {London), Ld. v. 
Baird and Tatlock, Ld.;*° Buttons, Ld. v. Buttons Covered, Ld.;^'^ 
Society of Motor Manufacturers and Traders, Ld. v. Motor Manu- 
facturers’ and Traders’ Mutual Insurance Co., Ld.;^^ Tigon Mining 
and Finance Corporastion, Ld. v. South Tigon Mining Co., Ld.;^^ 
Jay’s, Ld. v. Jacobi and Limburg;** The Corporation of the Hall of 
Arts and Sciences (commonly known as the Albert Hall) v. Albert 
Edward IIoll;*^ William Dimech v . Goff redo Alessandro Chretien.*^ 


(21) (1907) 2 Ch. 312; 24 B.P.C. 641. 

(22) (1907) 24 B.P.C. 211. 

(23) (1907) 24 B.P.C. 351. 

(24) (1907) A.C. 430; 24 B.P.C. 572. 

(25) (1907) 24 B.P.C. 637 at p. 773. 

(1) (1907) 24 B.P.C. 688; 25 B.P.C. 149; 97 L.T. 196. 

(2) (1908) 25 B.P.C. 660. 

(3) (1903) 26 B.P.C. 95. 

(4) (1909) 26 B.P.C. 773. 

(5) (1910) 27 B.P.C. 54; 54 Sol. Jo. 101. 

(6) (1910) 27 B.P.C. 789; 103 L.T. 440. 

(7) (1913) 1 Ch. 492 ; 30 B.P.C. 493. 

(8) (1913) 30 B.P.C. 609. 

(9) (1916) 33 B.P.C. 173; 32 T.L.B. 389. 

(10) (1917) 34 B.P.C. 85. 

(11) (1920) 37 B.P.C. 45. 

(12) (1925) C!h. 676; 42 B.P.C. 307, 

(13) (1931) 48 B.P.C. 526. 

(14) (1933) 50 B.P.C. 132 (Defendants Trading as JaysJ. 

(15) (1934) 51 B.P.C. 398. 

(16) A.I.B. 1931 P.C. 15; 61 M.L.J. 334 (P.O.). 
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Use of a Trade name after sale or assignment. — The res- 
pective rights of assignor and assignee of trade marks have ah’eady 
been discussed in Chapter V. The right to use the name of the 
business passes along with the sale or assignment to the purchaser 
or assignee. “Where a pereon carries on business in a particular 
name, which is not his own name, and then sells the goodwill of the 
business, the exclusive right to use the trade name in connection with 
the biisiness. passes with the goodwill to the piu'chaser. In tJic 
absence of any restrictive conditions the vendor has a right to com- 
mence similar business afresh but he wiU, ordinarily, be restrained 
from adopting a trade name which is identical with or a colourable 
imitation of the name of the business lie has sold.’” The ease is, 
however, slightly different where the name concerned is the pei'sonal 
name of the vendor. In these cases the law recognises the inhei*ent 
right of a person to use his own name for honest trading purposes. 
Where, therefore, the trade name is the name of the vendor “tlie 
purchaser cannot, unless there be some bargain to that effect, 
prevent the vendor from continuing to use what is his own name 
for the purpose of carrying on a similar business, notwithstanding 
the assignment of the goodwill. The vendor, however, may by 
express bargain confer on the purchaser of the goodwill the right 
to ca.rry on business under the vendor’s own name and may pre- 
clude himself in like manner from using his own name for business 
purposes.” But even in the absence of such agreement the vendor 
will not be allowed to use his name as the name of the new business 
except for honest trade purposes. Under the garb of using his 
own name he cannot attempt to make a false representation to the 
public that his new business is the same as, or is only a continua- 
tion of, his old business and, thereby, divert to himself the custom 
which might otherwi.se go to the vendee. 

There must be no task of liability on late owner. — It may be 

observed here that where 'the trade name is the personal name of 
the vendor the vendee will not be permitted to use the name simpli- 
citer and without explanation, if such use of the trade name is 
likely to impose on the late owner some personal liability . To 
quote Lord Justice Farwell,^ “The Court no doubt qualifies the 
right which is given under an assignment of goodwill when 
the actual use of the name is not specified, by limiting the user of 


(17) Per Parker, J., in Pomeroy {Mrs.), Ld. v. Scale, (1906) 
24 B.P.C. 177. 

(18) See for instance Wood v. Hall, (1916) 33 B.P.C. 16. 

. 39 
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the name to which the goodwill is annexed so as not to impose a 
personal liability upon the assignor. ”*• 

Partmerships. — On the dissolution of partnership if the 
whole business along with the goodwill pertaining thereto is sold, 
the right to the exclusive use of the trade name passes on to' the 
purchaser. But if the partners divide the assets among themselves, 
each partner has an equal right to the use of the former business 
name, in the absence of any stipulations to the contrary regarding 
the goodwill. Such right is, however, subject to the limitation 
already pointed out, viz., that the name should not be used in such 
a way as to impose any personal liability on any of the late partners. 

Bight to use personal name cannot be conferred without 
goodwill. — ^While a person has a proprietary right in his own 
name and may honestly use, it for his own business in competition 
with a similar business, the right to use his name cannot be assign- 
ed in gross. If the person has never carried on such a business on 
his own account or in partnership with others he cannot by pro- 
moting and registering a company with a title of which his name 
forms a part, confer upon that company the rights which he, as an 
individual, possesses in the use of that name. As Chitty, J., said : 
“A man cannot sell his own name to another for the purpose of 
carrying on a rival trade fraudulently.”*® The courts have, thus, 
*' ‘ recognised a distinction between the case of a man using his own 
name in his business, and that of the creation by him of an arti- 
ficial person or company for which a name has to be chosen ad 
The reason was explained by Stirling, J., in the following 
passage: “The company is proposed to be called “Louis Tussaud, 
Ld.”, and the natural effect of that would be to convey to the 
public the idea that there has been a business carried on under tho 
name of “Louis Tussaud,” and that for some reason or another 
that business so carried on had been handed over to a public 
company. But in point of fact there never has been any business- 
carried on by Louis Tussaud either under his own name, or under- 
any other, nor has there been a business of which he has been the- 
proprietor, and I think that the presumption which ought to be 


. (19) Townsend v. Jarman, (1900) 2 Ch. 698; 17 B.P.C. 649 at p. 663. 
See alflo TAptme-.* v. Shove, (1890) 45 Ch.D.S77; Bwrehen v. WUde, (1900) 
1 Ch. 551. 

(20) Melaahrino ^ Co. v. The Melaehrino Egyptian Cigarette Co., and 
V. Uelaohrino, (1887) 4 S.P.C; 215. 

(21) Per Afltbury, J., in Waring and OiUow, Ld. v. CKttow and Cfittow,. 
Ld., (1916) 33 B.P.C. 173; 82 T.L.B. 389. 
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is that printa facie the object of the defendant in pro- 

moting the proposed company is to induce the world to believe that 
the business intended to be carried on is that of the plaintiff or a 
branch of it.”** 

In these cases it is no defence that the individual whose name 
has been adopted as the trade name of the new company is him- 
self one of its partners, or directors or its manager. In Ma^sam v . 
Thovley’s Cattle Food Co.,~^ Joseph Thorlcy had for many years 
manufactured and sold extensively an article called “ Thorlcy ’s 
Food for Cattle” made according to a secret recipe. After his 
death a company was formed by other persons under the nmnp of 
J. W. Thorley’s Cattle Pood Co., in which J. W. Thorlcy a 
brother of Joseph Thorley had a nominal share. J. W. Thorlej’’ 
who had been employed under Joseph Thorley and knew the seci*et 
of manufacture was employed by the company to conduct their 
business. On action by the executors of Joseph Thorley the defend- 
ant company was restrained from selling the article under the 
name, “Thorley’s Pood for Cattle,” without sufficiently distin- 
guishing it from the article manufactured and sold at the esta- 
blishment of Joseph Thorlcy. In Melachrino & Co. v. Thft 
Melachnno Egyptian Cigarette Co.,^* U. Melachrino, a brother 
of one of the plaintiffs, who had been formerly employed in the 
plaintiffs’ business, entered into an agreement with one Poulides 
to act as manager of the latter’s cigarette business to be carried on 
under the name “The Melachrino Egyptian Cigarette Co.” The 
new firm commenced business in the neighbourhood of plaintiff’s 
business. Injunction was granted restraining defendants from 
carrying on business under the name of Melachrino & Co., or of 
Melachrino. Again, in Tussaud v. Tussaud^ the plaintiffs were 


(22) (1890) Tvssaud v. Tussaud, 44 Ch.D. 678. 

(23) (1880) 14 CauD. 748 ; 28 W.B. 966. Applied Warner v. Warner, 
(1889) 5 T.L.B. 327; 359. 

(24) (1887) 4 B.P.C. 215. See also Teofani 4' Teofani, 

30 B.P.C. 76, 446; (1913) 1 Ch. 191; 109 L.T. 114. 

■ (25) (1890) 44 Ch.D. 678. See also Isaacson v. Thompson, (1871) 

41 L.J.Ch. 101, where the plaintiflP wae trading under the name “Madam 
Louise,” while the defendant used on his shops the names of “Agnes Ellis” 
and “E. Louise” under the pretence that they were his daughters’ names. 
Injunction was refused on the ground of plaintifFs’ delay in bringing action. 
In Sendle ▼. Eigeumbe Bendte 4 Co., Ld., (1890), 63 L.T. 94, J. E. Bendle who 
carried on glass roofing business under the name of ‘’J. Edgeumbe Bendle & 
Co.,” made an assignment for the benefit of his creditors of his business and 
all his property. He subsequently promoted a company of which ho was the 
manager and registered it under the name “J. Edcumbe Bendle 4t Co., Ld.,’* 
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successors in business to the well-known wax work exhibition of 
3Iadam Tussaud while the defendant Louis Tussaud, a wax 
modeller promoted a rival company of which he was to be the 
manager under the name “Louis Tussaud, Ld.”. In granting an 
injunction Stirling, J., said that “the defendant could not either 
for valuable consideration or otherwise confer on another person 
the right to use the name of “Tussaud” in connection with a busi- 
ne'ss, which the defendant had never carried on, and in which the 
defendant had no interest whatever.” This ease was followed in 
Fine Cotton Spinners and Doublers’ Association, Ld. and J. Cask 
S’ Sons, Ld. V. Ilorxvood Cash S' Co., Ld.'' An injunction was 
granted to restrain one John Harwood Cash, formerly the manager 
of Cash & Sons, Ld., a vrell-lmown firm of cotton doublers and 
spinners from registering a rival company under the name ‘ Harwood 
Cash & Co., Ld.,’ for carrying on similar business. Joyce, J., said: 
“The defendant company has no legal right to the name Cash or 
any other name previously belonging to some one else the use of 
which might lead to deception. 1 consider, as the law stands at 
present, that a new company with a title of which the name “A” 
for instance, forms part has not the natural rights that an indivi- 
dual firm with the name of “A” would have. I think, also, that 
such a company, merely by registration, does not acquire and in- 
corporate the individual rights which its promoters may res- 
pectively have had to carry on business in their own names; and, 
further I think that a person of the name of “A” without trans- 
ferring a business and goodwill cannot, by merely authorising the 
promoters of a company to use his name as part of their title, confer 
upon such a company a right to do so as against other people who 
would be damaged thereby. ”* 

npantliorised use of a designation indicating membership of 
Learned Society. — A learned Society which has established a 
reputation has a right to restrain a person from representing him- 
self to be its member when he is not. In such cases it must be 
made out that the designation in question denoted to the. public 
that the person to whom it is applied is a member of the plaintiff 


to*carry on the business of glass roofing. Injunction was granted as the name 
was held to be calculated to deceive. 

fl) (1907) 2 Ch. 384; 24 B.P.O. 533. See also Kingston^ Miller 4" Co., 
V. Thomas Kingston 4r Co., Ld., (1912) 1 Ch. 575; 29 B.P.C. 289; 
^imaraens 4 Son v. Fonseca 4 Vasooncellos, Ld., (1921) 38' B.P.O. 388. 

(2) See also observation of Farwell, in Bandall, Ld. v. Bradley 4 
Son, (1907) 24 B.P.C., p. 780. 
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Society. An illustrative case is that of the Society of Accountants 
and Auditors v . Goodway. ^ The plaintiif Society was incorporated 
in 1885 to provide a central organisation for accountants and 
auditoi^ and it held examinations to encourage a greater degree of 
efficiency in book-keeping. The Society published the “Incor- 
porated Accountants’ Year Book” containing a list of its members, 
and the “Incorporated Accountants’ Journal.” In 1902, a com- 
pany, called the London Association of Accountants, Ld., was- 
formed Avith objects of a similar nature and claimed the right to 
use tile words “Incorporated Accountant” for its members. In 
an action brought by the plaintiff Society it was held that the 
expression “Incorporated Accountant” was not a descriptive temi 
as contended by the defendants but meant a member of the i)lain- 
tiff Society, and that the unauthorised use of the exi)ression by the 
defendants was calculated to deceive the public. In granting an 
injunction Warrington, J., said that it was a matter of pecuniary 
value to the plaintiff Society to have as many members as pos8il)lo, 
that the possession of the status arising from the fact of member- 
ship was an inducement to persons to become members an<l that 
the defendants’ act would redtxee that status and thus tend to 
remove some of the inducement which would actuate people in 
becoming members of the plaintiff Society.^ The above case was 
followed in British Medical Association v. Marsh'^ where an injunc- 
tion was granted to restrain the defendant from selling drugs or 
medical remedies under the description “B.M.A.,” or under a 
name of which these initials formed a part, so as to represent that 
the plaintiffs were in any way connected with the defendant’s 
business. It was held that the initials “B.M.A.” were associated 
in the minds of the public with the plaintiff association, and that 
the acts of the defendant tended to injure the plaintiffs in their 
business both by tending to cause existing members of the Associa- 
tion to leave and by causing qualified medical men not yet members 
of the Association to abstain from joining it. 

Names of oboritable sodetieB. — A charitable society is enti- 
tled to restrain a rival society from using a name which is likely 
to be mistaken for the former, provided it is shown that the simi- 
larity in names would cause pecuniary loss. The Gurkha Aasoeia- 


(3) (1907) 1 Ch. 489 ; 24 B.P.C. 159. 

(4) Society of Accountants in Edinburgh v. Corporation of Accountants^ 
Ld., 20 B. (Scotch) 750. 30 Scottish Law Beporter, 677 followed. 

(5) (1931) 47 T.L.B. 472; 48 B.P.C. 565. 
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lion,® a society registered under Act XXI of 1860, brought an 
action for an injunction restraining the defendants from using 
the name “Gurkha Sabha” for a rival charitable institution, on 
the ground that it was likely to be mistaken and thereby to divert to 
itself the money intended for the plaintiff society. The District 
Judge held that the allegations made in the plaint did not disclose 
any cause of action but on appeal the case was remitted for decision 
on the merits, and it was laid down that there is no distinction in 
the rule applicable to the names of business concerns and charitable 
societies. 

British Legion v. British Legion Club (Street), Ld.,’’ is 
another similar ease. The plaintiff society was formed in 1921, 
for the purpose of promoting the benefit and welfare of ex-service 
men and officers while the defendant company was registered for 
the purpose of a non-political social club. It was held that the 
name “British Legion” had become well known as meaning the 
plaintiff society, that the name of the defendant society was likely 
to cause confusion and that there was a real possibility of con- 
sequent damage to the plaintiff society. In granting an injunc- 
tion, Mr. Justice Parwell observed that, to an ordinary person 
the name of the defendant company would suggest that it was 
either a branch of the plaintiff association, or that it was a club 
in some way connected with or under the supervision of the plaintiff 
association. If, therefore, the defendant company was at any time 
in financial trouble or in some other way of discredit the result 
would be that many of the persons who knew of the existence of 
the defendant club might think that the plaintiff association had 
been very ill-advised and very unfortunate in having any con- 
nection with such a company and that might well tend to prevent 
persons who otherwise would have supported the plaintiff associa- 
tion by subscriptions oi* otherwise from continuing to do so. “In 
appealing as they do to the public and requiring as they do vast 
sums to carry out their objects, it is obvious that they (plaintiff 
Association) must have a clear sheet if they are to appeal success- 
fully, and if the defendant company were to fall on evil days that 
might, although not to a great number of persons, but to a 
eertain number of persons, reflect discredit on the plaintiff Associa- 
tion and might result in damages to that Association.” 

(6) Ourkha Association, Simia ▼. Mahomed Umar, (1919) 51 I.G. 
■905 ; 97 P.W.E. 1919. 

(7) (1931) 47 T.L.B. 571; 48 B.P.C. 555. See also BHtish Medical 
Association v. Marsh, (1931) 48 B.P.C. 566; 47 T.L.B. 472. 
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Bigbt to Trado under one’s own name. — The prima facie 
right of Wery man to compete with another in business and to use 
his own name for this purpose has been recognised from early 
tim^. In the epigrammatic language of Lord Justice Knight 
Bruce, “all the Queen’s subjects have a right, if they will, to 
manufacture and sell pickles and sauces and not the less that their 
fathers have done so before them. All the Queen ’.s subjects liave 
a right to sell these articles in their own names, and not the less 
so, that they bear the same name as their fathers. ’’* In these eases 
a plaintiff cannot claim an exclusive monopoly to the use of his 
personal name for trading purposes on the ground of prior user 
and restrain a subsequent rival of the same name from trading 
under that name. But this apparent exception to the general rule 
is an exception made in the interests of honest trading. The law 
will not allow a person by reason of the similarity of his name to 
that of a well established business to steal the custom and trade 
reputation of the other business, or to pass-off his goods fraudulently 
as the goods of his better known rival. The need for restraining 
such unfair competition has never been questioned. But, whether 
apart from fraud, there are any circumstances \indcr which a 
person may be restrained from honestly trading under his own 
name, was not free from doubt in the past and it is only in recent 
years that it has come to be recognised that fraud is not necessary 
to constitute an actionable wrong in the case of personal names 
also. 

Three distinct stages may be noticed in the evolution of the 
law. In the earlier authorities, e.g., Croft v. it was clearly 

laid down that a person sliall not be allowed to use his own name 
fraudulently for the purpose of deceiving the public. Prom one 
or two of these well-known judgments it wo\ild appear that fraud 
was not considered as an essential requirement for an action of 
this sort, blit nowhere was it thus expressly stated. On the other 
hand, in Turion v . which was decided in 1889, the Court 

of Appeal stated in clear and unambiguous terms that the innocent 
use by a trader of his own name could under no circumstances be 
challenged. Biit this view was finally modified by Reddaway v. 
Banham}'^ and other well-known cases. Here the limitation of the 


(S) Bwrgesa v. Bwrgeas, (1853) 43 E.B. 351; 3 De a.M. te G. 896. 

(9) (1843) 49 E.B. 994 ; 7 Beav. 84. 

(10) (1889) 42 Ch. D. 128. 

(11) (1896) A.C. 199; 13 B.P.C. 218. 
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right to use one’s personal name was carried a definite stage further 
viz., that where a plaintiff’s name has acquired secondary signi- 
fication he is entitled to an injunction, notwithstanding the absence 
of fraud on the part of the defendant. The judgment of Lord 
llerschell in that famous CRse makes it clear that a man may so 
use even his own name in connection with the sale of goods as to 
make a false representation and that a personal name should be 
treated in the same manner as any descriptive word, mark, device, 
or get-up for purposes of protection under the common law. In 
other words, if in fact the use of the personal name by the defendant 
does lead, or is likely to lead to a misrepresentation that the goods 
of the defendant arc the goods of the plaintiff then the defendant 
is not entitled to use his name, though it is his own name and 
though he has not any fraudulent intention. This principle has 
been followed in later cases and forms the basis of law at the 
present time. A number of leading cases are discussed below to 
illustrate the various stages in the historical development of the 
law relating to the use of personal names. 

Croft V. Day. — One of the earliest cases dealing with 
personal names is Croft v. Day*® decided in 1843. The executors 
of the firm “Day and Martin,” well-known blacking manufacturers, 
brought an action against the defendant, a nephew of Day, who 
started a rival business, and who after obtaining the permission 
of one Martin to use his name, sold his blacking with a label 
containing the names “Day & Martin.” Fraud was definitely 
established. In granting an injunction Lord Langdale observed 
that while the defendant was not debarred from carrying on the 
business of a blacking manufacturer honestly and fairly and using 
for this purpose his o^vn ,name or any other name likely to benefit 
him in an honest manner he would be prevented from using it in 
such a way as to deceive and defraud the public and to obtain for 

(12) (1843) 49 E.R. 994; 7 Beav. 84. Referred: — Edelaten v. Vick, 

(1833), 68 E.B. 1194; 11 Hare 78; Burffess v. (1853), 22 L..T.Ch. 676; 

Kodgera v. Nowill, (1853) 43 E.R. 241; 3 I)e G. M. & G. 614; Taylor v. 
Taylor, (1854) 2 Eq. Rep. 290 ; 22 L.T. 271; Leather Cloth Co. v. American 
Leather Cloth Co., (1863) 46 E.R. 868; 4 De G. J. & S. 137; Maxwell v. 
Bogg, (1867) 2 Gh. App. 307; 36 L.J.Ch. 433; Wotherapoon v. Currie, 
(1870) 18 W.R. 562; Cheavin v. Walker, (1877) 37 L.T. 300; Maaaam v. 
Thorley'a Cattle Food Co., (1877) 6 Ch.D. 574; Metzler v. Wood, (1878) 
8 Ch.D. 606; Sendrika v. Montagu, (1881) 44 L.T. 879; Tuaaaud v. 
'Tuaaaud, (1890) 44 Ch.D. 678; Powell v. Birmingham Vinegar Brewery Co., 
Ld., (1896) 2 Ch. 54; Beddaway v. Banham, (1896) App. Gas. 199; 
Valentine Meat Juice Co. v. Valentine Extract Co., Ld., (1900) 83 L.T. 259; 
17 R.P.C. 673. 
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himself, at the expense of the plaintiff an undue and improper 
advantage. 

Holloway v. Holloway. — Holloway v. Holloway^^ is another 
eaijly ease. The plaintiff, who made and sold pills as ‘‘Holloway 
pills and ointment” obtained an injunction restraining his brother 
fi-om selling other pills and ointment as ”11. Holloway’s pills and 
ointment.” It was proved that the defendant had adopted the 
name with fraudulent intention to profit by the similarity between 
the two names. This case was also decided by Ijord Langdale, M.B., 
who observed; “The defendant’s name being Holloway he has a 
right to constitute himself a vendor of Holloway’s pills and 
ointment, and I do not intend to say anything tending to abridge 
any such right. But he has no right to do so with such additions 
to his own name as to deceive the public, and make them believe 
that he is selling the Plaintiff’s pills and ointment.” It is clear 
from this passage that the learned Hlaster of the Rolls, to whom 
we are indebted for the first clear enunciation of the law of 
passing-off” — and the law stands to-day exactly as his liordship 
originally stated it — did not contemplate any distinction between 
the law applicable to the case of a pei’sonal name and any trade 
mark or trade name. 

Burgess v. Burgess. — The next important case is Burgess 
V. Burgess,^^ a “great case” as Lord Halsbury calls it,"’ which has 


(13) (1850) 51 E.E. 81; I.**. Bcav. 209. Referred v. 

Birmingham Vinegar Brewery Co., Ld., (1890) 2 Cli. 54; 12 B.P.O. 490; 
Jamieson 4" Jamieson, (1898) 14 T.L.R. 100; 15 B.P.C. 109; 

Valentine Meat Juice Co, v. Valentine Extract Co., Ld., (1893) 83 E.T. 259; 
17 B.P.C. 1, 073; Bile Bean Manufacturing Co. v. Davidson, (1905) 
22 B.P.C. 553, 23 B.P.C. 725. 

(14) See Perry v. Truefltt, (1842) 6 Beav. 00; 1 L.T. (0.8.) .384. 

(15) (1853) 43 E.B.. 3.51; 3 He G. M. & O. 890. Referred:— 
Massam v. Thorley’s Cattle Food Co., (1880) 14 Ch.D. 748; Turf on v. 
Turton, (1889) 42 Ch.T). 128; Tussaud v. Tussaud, (1890) 44 Ch.D. 078; 
Beddaway v. Banham, (1890) A.C. 199; 13 B.P.C. 218; Jamieson 4- Co. v. 
Jamieson, (1898) 15 B.P.C. 109; 14 T.L.B. 160; Valentine Meat Juice Co. 
V. Falentine Extract Co., Ld., (1900) 83 D.T. 259; 17 B.P.C. 1, 073; 
Warsop V. Warsop, 21 B.P.C. 481; Dunlop Pneumatic Tyre Co., Ld. v. 
Dunlop Motor Co., Ld., (1907) A.C. 430; 24 B.P.C. 572; Brinsmead v. 
Brinsmead, (1913) 30 B.P.C. 137, 493; Teofani 4r Co., Ld. v. Teofani, 
30 B.P.C. 76, 446; (1913) 1 Ch’. 191; 109, L.T. 114; Goddard v. The 
Watford Co-operative Society, Ld., (1924) 41 R.P.C. 218. See also 
FMwood V. Fullwood (No. 1) W.N. 9.3, 185, (1873); (No. 2) 9 Ch.D. 176 
(1878) ; Seb. Dig., p. 367. 

(16) EleetromobBe Co., Ld. v. British Etectromobile Co., Ld., (1907) 
25 B.P.C. 149; 98 L.T. 258. 
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been cited in several of the later judgments. The plaintiff was 
.selling ‘‘Burgess essence of Anchovies,” while the defendant, his 
son, set up a similar business and called his goods by the same name. 
Injunetion was refused on the ground that that term “essence of 
Anchovies” was merely descriptive of the goods and that the 
defendant was entitled to use his own name to sell his “essence of 
Anchovies.” Lord Justice Turner, to whose “accurate and 
masterly summary of the law”” Lord Macnaghten and other 
eminent judges have paid glowing tributes, laid down the law thus: 
“No man can have any right to represent his goods as the goods of 
another person, but in applications of this kind it must be made 
out that the defendant is selling his own goods as the goods of 
another. Where a person is selling goods under a particular name, 
and another person, not having that name, is using it, it may be 
presumed that he so uses it to represent the goods sold by himself 
as the goods of the person whose name he uses; but where the 
defendant sells goods under his own name and it happens that the 
plaintiff has the same name, it does not follow that the defendant 
is selling the goods as the goods of the plaintiff. It is a question 
of evidence in each ease whether there is false representation 
or not.” 

The above judgment clearly emphasizes that a person shall not 
be allowed to represent falsely his goods as the goods of another. 
There is therefore an implied idea that if as a matter of faet it is 
shown that the defendant has been selling his goods as the goods 
of the plaintiff, the former cannot then plead in defence that he 
has been trading only under his own name. Befening to Lord 
Justice Turner’s judgment Lord Herschell observed in Reddaway 
V. Banhatm}* that it “clearly recognises that a man may so use 
even his own name in connection with the sale of goods so as to 
make a false representation.” And, Lord Halsbury observed in 
the same case, “I cannot understand that there is any principle 
of law laid down which would have prevented an injunction, 
although the defendant’s name was Burgess, and although the 
article was described by a descriptive name, which, however, had 
not, as a matter of fact in that case, in the view of the judges, the 
technical signification of being only made by Burgess, the father. ’ 


(17) Ter Lord Macnaghten in Beddaway v. Banham, (1896) A.C. 199; 

13 at p* 233* 

(18) (1896) A.C. 199; 13 B.P.C, 218. 

(19) See also Mtissam v. Thorley^s Cattle Food Co., (1880) 14 Ch.D. 748, 
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Turton v. Torton. — On the other hand, an entirely different 
principle was laid down in Turton v. Turton^ which was decided 
in 1889 . In that case the Court of Appeal observed that, provided 
the name used by a defendant is an accurate statement of actual 
fact, he was not liable for any injury caused to the plaintiff’s busi- 
ness! arising from similarity of the two names. In the view of the 
Court of Appeal the only limitation to a person’s right to the use 
of his name was that a defendant should not have adopted it for a 
fraudulent purpose. The facts of the case were the follow'ing : The 
plaintiffs were the successors in business to Thomas Turton & Sons, 
Ld., while the defendants who had hitherto been trading iinder tlie 
style of ‘John Turton & Co., took his two sons into partnership and 
changed the name of his company to “John Turton & Sons.” 
Apart from the fact that certain letters had been mi.sdclivered, it 
was not shown that the defendants’ use of the name was calculated 
to deceive . Nor was fraudulent intent on the part of the defend- 
ants shown. Injunction was granted by North, J., but his order 
was reversed by the Court of Appeal. 

Lord Esher’s judgment. — ^In his learned judgment, in the 
Court of Appeal, Lord Esher stated that in the absence of fraud a 
person cannot be restrained from using his peisonsl name for 
trading purposes, and that the defendant had not done any- 
thing fraudulently for the purpose of making the use of his name 
look as if his name was the name of the plaintiffs. “In some cases, 
besides using the name, parties have to use, what I think is a happy 
phrase of my brother Cotton’s, ‘garnished that use, ’ that is, they have 
done things ibesides using the name, in order that the use of that 


where Lord Justice James observed: — “Burgess v. Burgess has been very 
much misunderstood if it hius been understood to decide that anybody can 
alwasrs use his own name as a description of an article, whatever may be the 
consequences of it, or whatever may be the motive for doing it, or whatever 
may be the result of it.” See also Brinsmead 4' Sons, Ld. v. Brinsmead, 
(1913) 30 B.P.C. 493. 

(20) (1889) 42 Ch.D. 128, Referred t—TussaiJd v. Tussaud (1890) 
44 Gh.D. 678; Powell v. Birmingham Vinegar Brewery Co., Ld., (1896) 
2 C3i. 54; 12 B.P.C. 496; Eeddaway v. Banham, (1896) A.C. 199; 
13 B.P.C. 218; Bodgers v. Bodgers Simpson, (1906) 23 B.P.C. 297; 
Valentine Meat Juice Co. v. Valentine Extract Co., Ld., (1916) 
17 B.P.C, 1, 673 ; 83 L.T. 259; Brinsmead v. Brinsmead, (1913) 

30 B.P.C. 137, 493; Teofani #• Co., Ld. v. Teofani, (1913) 2 Ch. 546; 
30 B.P.C. 76, 446; Waring and OUlow v. OiUow and OUlow, Ld., (1916) 
32 T.L.B. 389; 33 B.P.C, 173; Bodgers v. W. S. Bodgers 4- Co., (1924) 
41 B.P.C. 277. 
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name might look as if it were being used by the old firm . There is 
nothing of that kind here.” His Lordship then observed: “He 
(defendant) is simply stating that he is carrying on business with 
his two sons as partners. I say that is the accurate and exact truth 
of what he is doing. I will assume for the moment that it is pointed 
out to him what he is doing, that blunders will occur in the business 
and that the results which ai'e complained of will happen. Is there 
anything dishonest, — is there anything wrong morally, in any, even 
in the strictest sense, in a man using his own name, or stating that 
he is carrjdng on business exactly as he is carrjnng it on? Is there 
anything wrong in his continuing to do so, because people make 
blunders, and even, if you please, because they make probable 

blunders ? What is there wrong in what he is doing ? But they 

(idaintiffs) have no right to say that a man may not rightly use his 
own name. I cannot conceive that the law is such . If the law were 
such, the law would be most extraordinary, and, to my mind, most 
unjust, to prevent a man using his o\m name. . . . The 
proposition goes to this length ; that if one man is in business and 
has so carried on his business, that his name has become a value in 
the market, another man must not use his own name. If that other 
man comes and carries on business he must discard his own name 
and take a false name. The proposition seems to me so monstrous, 
that the statement of it carries its own refutation. Therefore, upon 
principle, I should say it is perfectly clear that if all that a man 
does is to carry on the same business, and to state how he is carrying 
it on, that statement being the simple truth, and he does nothing 
more with regard to the respective names, he is doing no wrong. 
He is doing what he has an absolute right by the law of England to 
do, and you cannot restrain a man from doing that which he has 
an absolute right by the law of England to do.” 

Secondary signifloation of personal names. — Turton v. 
Turton^-^ thus enunciated the doctrine that a person had 
a right to trade in his own name, notwithstanding that 
the name was calculated to deceive, provided, however, 
there was no fraud. This proposition of law was best 
expressed by Lord Kyllachy in the Dunlop case.*' “Par as 
the law may have gone in its justifiable anxiety to prevent 
imposition upon the unwary purchaser, and content as it has some- 
times been to pursue that object at the expense of encouraging the 

(20-a) (1889) 42 CSuD. 128. 

(21) Dmdop Pnewnatio Tyre Co., Ld. v. Dvmlop Motor Co., Ld,, (1906) 
23 B.P.G. at p. 770. 
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acquisition of viilual monopolies by traders and companies pre- 
pared to spend largely in systematic advertising and litigation, it 
has never as yet, at least so far as I know, gone the length of 
debarring any merchant or manufacturer from selling his own 
goods under his owti name, unless there lias been, in addition to 
the use of that name, some overt ael or course of conduct plainly 
indicative of fraud — that is to say, of dishonest effort to pass-off 
his own goods as the goods of another.” 

But the above proposition does not represent the correct 
position of law at the present day. TuHon v. Turton has been 
mxieh modified by a number of later decisions which emphasize 
the importance of secondary signification of personal names. The 
result is that the courts nowadays recognize hardly any distinction 
between a personal name and any descriptive word mark. The 
importance of secondary signification in trade mark cases was 
forcibly brought out in the historic judgment of the House of 
Lords in the Camel Hair Belting case.*® The fallacy in the argu- 
ment that equity would not enjoin against telling the truth and that 
a person was, therefore, entitled to u.se his own name for trade pur- 
poses which formed the basis of the judgment in Turton v. Turton 
was shown by Lord Hcrschell who pointed out that in the case of 
a descriptive word which had acquired a secondary meaning the 
use of it would “none the less be a falsehood because in its primary 
sense it may be true.”*® According to his Lordship a personal 
name should bo treated as belonging to the same catcgor>^ as 
descriptive marks. “The name of a person, or words forming part 
of the common stock of language, may become so far associated 
with the goods of a particular maker that it is capable of proof that 
the use of them by themselves, without explanation or qualification 
by another manufacturer^ would deceive a purchaser into the belief 
that he was getting the goods of A, when he was really getting the 
goods of B. In a case of this description the mere proof by the 
plaintiff that the defendant was using a word, name, or device 
which he had adopted to distinguish his goods would not entitle 
him to any relief. He could only obtain it by proving further that 
the defendant was using it under s\ich circumstances or in such 
manner as to put-off his goods as the goods of the plaintiff.” The 
principle thus stated ia that where secondary signification of a 
personal name is proved it is not necessary to show that the defen- 

(22) Beddaway v. Banham, (189«) A.C. 199; 1.3 R.P.O. 218. This 
case was decided in 1896 seven years after Turton v. Turton. 

(23) Per Lord Hersehell Ibid at p. 229. 
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dant had used the name with a fraudulent motive. It is enough 
to show that the defendant’s use of his name, simpliciter and without 
explanation is calculated to lead the public to believe that his 
business is that of the plaintiff. 

Present view. — The above principle of law is now well settled 
and was stated in the Valentine Meat Juice case** by Collins, L.J., 
thus : — ‘ ‘ The action is for passing-off, and the main defence set up 
.... was that the basis of the claim for passing-off was the 
identity of the name of the defendant and the name of 
the plaintiffs ; and that, so long as the defendant used his 
own name, and that was the real source of the deception, 
his position could not be impugned. Now from that pro- 
position I absolutely dissent. If you introduce into it that which 
has been found as a fact in this case .... namely, that the 
name, which does form the basis of the deception, has acquired a 
secondary significance, and means only . . . the juice or extract 
manufactured by the plaintiffs — ^it does not seem to me to matter 
a pin’s point whether the deception arises from the use of a name 
w'hich is, as it happens, the name of the defendant, or whether it 
arises from the use of any other description which, in a sense, may 
be accurate of that which he sells. For, if the thing which he sells 
has come to be known in the market as meaning something made by 
somebody other than himself, it is impossible for him to sell it 
simpliciter by that name, although it be his own, without misleading 
purchasers.” The law was expressed in substantially the same 
language by Lord Halsbury: “Proper names, when they occur, 
are distinctive enough ; although I do not deny that a person might 
be restrained even from using his own name. If in point of user 
a particular thing had become so identified with the proper name 
of a person who carried on business under his own name that he 
could estaiblish, as a matter of fact, that the name had become 
associated with the particular manufacture, I do not deny that 
another person who set up in business under that name, although 
it might be that person’s own proper name, might be restrained 
from carrying on business under that name. But these are aU 
questions of fact.”*® 

Difficult in proving secondazy signifloation of personal 
names. — ^It is clcitUr from the above judgments that the general 

(24) The Valentine Meat Juice Co. ▼. Valentine Bxtraot Co., Ld., 
(1900) 17 E.P.O. at pp. 686, 687 ; 83 L.T. 259. 

(25) EiectromobUe Co., Ld. v. British ElectromoMe Co., Ld., (1907) 
98 L.T. 258; 25 B.P.G. at p. 154. 
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principles of the law of passing-oif are applicable to personal names 
in the same manne r as in the case of other trade marks or names. 
Where, therefore, a defendant has been using his name honestly 
and the plaintiff seeks to restrain him from doing so the plaintiff 
will* have to establish clearly that his name liad acquired secondaiy 
signification and that the defendant’s use of the same name would, 
in the circumstances, be calculated to deceive.* As Lord Justice 
Vaughan Williams observed: “A plaintiff can never complain of 
the user by the defendant of either the plaintiff’s personal name or 
of any other name that he chooses to use for the ijurpose of 
denoting his goods, unless he first establishes that in the market his 
goods have come to be known by that name.”® Whether a personal 
name has acquired secondary signification or not is a question of 
fact and would depend upon the nature of the name,® the class of 
goods and a number of other factors. Such secondary meaning 
would in general be extremely difficult to establish. The burden 
of proving secondary signification lies on the plaintiff and this 
burden is generally very great. But if this fact is established the 
legal consequence follows without exception. A few of the leading 
cases illustrating these general principles are discus.sed bclo\v. 

Jamieson & Co. v . Jamieson. — ^In Jamieson & Co. v. Jamieson* 
the plaintiffs who were manufacturers of harness composition 
failed to get an injunction restraining the defendant from doing 
similar business under his personal name. It was held by the Court 
of Appeal that the get-up of the defendant’s tins was distinct and 
had no similarity to that of the plaintiffs’ goods and that there was 
no passing-off. Lindley, M.R., said: — “When we are asked to 


(1) The form of injunction generally grunted is to restrain the defen- 

dant from carrying on business under the name in question in such manner 
as to be calculated to deceive. See Cash, Ld. v. Cash, (1902) 80 L.T. 211; 
19 R.P.O. 181. See however, et cie v. Maison Louis Pinet, Ld,, (1898) 

1 Ch. 179; 15 R.P.C. 65, where the defendant was restrained absolutely 
from using the name ^ ^ Pinet. ’ ^ This name was not the defendant ’s name, 
but was adopted by him fraudulently for passing-off his goods as the goods 
of the well-lmown French firm. 

(2) Jamieson 4" Co. v. Jamieson, (1898) 14 T.L.R. 100; 15 R.P.O. 
at p. 193. 

(3) **The degree of probability of confusion, arising from people being 
deceived, depends very often upon the nature of the name that is sought to be 
taken.’’ Ibid., per Lord Halsbury. For instance, a surname of rare occur- 
rence may acquire secondary signification with less difficulty than one which 
is common, see Teofani Co,, Ld. v. Teofani, (1913) 2 Ch. 545; 
30 R.P.C. 76, 446. 

(4) (1898) 14 T.L.R. 160; 15 R.P.C. 169. 
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restrain a man who is carrying on business in his own name, we 
must take very great care M'hat Ave are about. The principle 
applicable to the case, I take it, is this: — The court ought not to 
restrain a man from carrying on business in his oAvn name simply 
bticause there are people who are doing the same and who will be 
injured by what he is doing. It would be intolerable if the court 
were to interfere, and to prevent people from carrying on business 
in their own names in rivalry to others of the same name. There 
must be something far more than that, viz., that a person who is 
carrying on business in his OAvn name is doing it in such a way as 
to pass- off his goods as the goods of somebody else. We must not 
lose sight for a moment of the real question which we have to try — 
the question of fact. . . . It is said, because yours may be 
mistaken for ours, you are bound to take extra precautions to 
prcA'cnt yours from being mistaken for ours. I am not aware of 
any ease that goes so far as that.” 

In the same case Vaughan Williams, L.J., obseived: “I do 
not understand that there is any case, or ever has been any case, 
in which it has been laid down that a man, who happens to bear a 
particular name, is debarred from entering into any trade which 
he chooses to enter into, merely, because, there is somebody else of 
the same name who has acquired a great reputation in the manu- 
facture of the particular goods dealt with in this trade .... The 
personal name of the plaintiff only comes into the matter, because 
the plaintiff, by the reputation that he has acquired in the business, 
has really come to denote his goods by his own personal name, just 
as he might denote them by some fancy name that he chose to 
use. . . . I mention this for the purpose of calling attention to 
the fact that a jdaintiff ncA'cr can complain of the user by the defen- 
dant of either the plaintiff’s personal name or of any other name 
that he chooses to use for the purpose of denoting his goods, unless 
he first establishes that in the* market his goods have come to be 
knoAvn by that name. It is not a question as it has been sometimes 
suggested, of the right of the law to restrain a man from using his 
own name. The right and duty of the court always is to restrain 
a man from using a name, that has come to be recognized as the 
name of a particular trader’s goods, for his, the defendant’s, goods 
so as to suggest that the defendant’s goods are the plaintiff’s goods, 
and to pass them off as such.”” 


(6) (1898) 15.B.P.O. at pp. 192, 193; 14 T.L.B. 160. 
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Tho Vialoiiitiiie Meat Juioe case. — In. The Valentine Meat 
Juice Co. v. The Volentine Extract Co., LJ.,^ the plaintiffs were 
selling their well-known meat juice under the name ‘"Valentine” 
while the defendant company was promoted for manufacturing 
an* extract of meat according to the patent of C. It. Valentine. 
Injunction was refused by Stirling, J., on llic ground that fraud 
was not found, although secondary signification of tiie word was 
established. An appeal was successful, and an injiiuctiou was 
granted. Although the Court of Appeal iicld that the name 
‘Valentine’ had been adopted for fraudulent purpose their Lord- 
ships preferred to base their judgment on the broader proposition 
that there was no distinction in law' between the use of a personal 
name and a descriptive expression, if it, in fact, distinguislied the 
goods of the plaintiff. Lord Alvei’stone, M. R., observed that the 
t,est in both case.s was the same, Avhether or not the goods of t he 
defendant had been represented as the goods of the plaintiff. “Of 
course it is more difficult to deal with cases where the name is the 

name of the person, as distinguished from a fancy name 

which has been created for the purpose of the particular goods, 
but I can see no difference in principle between the two eases. 

Cash, Ld. V. Cash.’’ — The plaintiffs as the successors in 
business of J. & J. Cash were manufacturing and selling in Coventry 
“Cash’s frillings” and “Cash’s woven names and initials” which 
were weU known. It was proved that these expressions had acquired 
secondary signification in connection with the plaintiffs’ goods. The 
defendant started similar business at the same place under the name 
of ‘Joseph Cash & Co.’ but did not call his goods “Cash’s frillings,” 
etc. Injunction was, nevertheless, granted by Kekewich, J., res- 
training the defendant from carrying on business as a manufacturer 
or seller of frillings or woven names or initials under the name of 
‘ ‘ .Joseph Cash & Co., ’ ’ or under the name of ‘ ‘ Cash’ ’ and from cariy- 
ing on any such business under any name or in any manner so as to 
mislead the public. The defendant appealed successfully against that 
part of this order that restrained him from carrying on business 


(6) (1901) 17 B.P.C. 1, 673 ; 83 L.T. 259; Considered: MorrM, Ld. v. 
Besain, # Co., 19 B.P.C. 557; Joseph Sodgers # Sons, Ld. v. Joseph Badgers 
Simpson, (1906) 23 B.P.C. 297. Applied: Brinsmead v, Srinsmead, (1913) 
.30 B.P.C. 137, 493. 

(7) See also judgment of Collins, L.J., in this ease. 

(8) J. # J. Cash, Ld. V. Cash, 18 B.P.C. 213; (1902) 19 B.P.C. 181; 
86 L.T. 261; Followed: Badgers (Joseph) Sons, Ld. v. Joseph Badgers 
■Simpson, (1906) 23 B.P.C. 297. 

41 
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under the name of ‘ Cash. * The form of injunction was modified res- 
training the defendant from carrying on the business either in the 
name of ‘Cash’ or under any style in which the name ‘Cash’ appear- 
ed, writhout taking reasonable precautions to distinguish clearly 
the defendant’s business from the business of the plaintiffs. 
Vaughan Williams, L. J., observed: “It may be that a trade is 
of such a nature that the products of the trade will become idmost 
indi.ssolubly connected with the business carried on by a particular 
manufacturer, who, it may be, created the particular trade; but 
still, even though that may be so, and even though such fact is to 
be taken into consideration in an action for an injunction, there 
never has been a case yet in which an order has been made res- 
training a man altogether from carrying on in his own name a 
particular trade.’’ 

Teofani ft Co., Ld. v. TeofsnL — ^In Teofani & Co., Ld. v. 
Teofani^ the plaintiffs were well-known cigarette manufacturers and 
their cigarettes were known as “ Teofani ’s cigarettes;’’ while the 
defendant Athanasium Teofani commenced to seU his cigarettes 
as “A. Teofani’s Non soluk cigarettes.’’ Injunction was granted 
by Warrington, J., restraining the defendant from marking his 
cigarettes with the name “Teofani” without clearly distinguishing 
his goods from the plaintiffs’. An appeal was rejected. It was 
held by the Court of Appeal that the defendant had used the name 
with the fraudulent intent and that a surname which was not in 
common use was registrable as a trade mark. Kennedy, L. J.,. 
stated: “As I understand the law there is nothing to prevent a 
person who is setting up in a trade in which there are already 
others of the same name from using his own name, but alike from 
the legal and from the moral point of view a person is forbidden 
to use his own name in connection with the goods in that business 
in such a way as to represent that the goods are the goods of some- 
body else of the same name . If he does that he is doing that which 
is wrong and which the court, as it seems to me, has consistently 
through a long list of eases refused to allow him to do. He must 
carry on his business under his own name honestly, and he does 
not carry on the business in his own name honestly, if he so uses 
his TiMUft in connection with the business or goods as to lead those 
who deal with him in that business as purchasers, to believe that 
they are goods which are the goods of another trader of the same 
name.” 


(S) (1913) 2 C!h. 649 ; 30 B.P.C. 76, 446. 



VI.] 


The Law of PASSorchOFF. 


323 


Brinsmead & Sons, Ld. v . Brinsmead. — ^In Brinsmead <&* Sons, 
Ld. V. BrinsmeOfd^^ the plaintiffs were a well-known firm of piano 
manufacturers and had put their names in Boman characters on 
their pianos. The defendant Stanley Brinsmead, formerly in the 
employ of the plaintiff firm set up separate business and marked 
his name on his pianos in a distinctive manner. In refusing an 
injunction Warrington, J., observed that, although the defend- 
ant knew that he was deriving some advantage from the similarity 
of his name with the plaintiff company he had not acted fraudu- 
lently.“ The learned judge, following Twrton v. Turton, obser- 
ved, that a defendant was entitled to trade in his own name, even 
if that name was calculated to deceive the public, but this view was 
expressly dissented from by the Court of Appeal.^* Keferring to 
this point Lord Justice Buckley observed: “I think the learned 
ju<^e, with very great respect to him, went wrong in his law. 
Turton, v. Turton, upon the doctrine for which he is iising it, is 
no longer law. Turton v. Turton was qualified by Reddaway v. 
Bmiham.” 

Iaw explained by Buckley, L. J. — The following passage 
taken from his Lordship’s judgment contains a comprehensive 
statement of the law on this point: “The law, as 1 understand it, 
is this: — ^if a man makes a statement which is true, but which 
carries with it a false representation and induces the belief that 
his goods are the plaintiff’s goods, he will be restrained by injunc- 
tion. lie cannot rely on the fact that his statement is literally and 
accurately true, if, notwithstanding its truth, it carries with it a 

false representation.. ,. .Secondly, if it is found that a man’s 

object in doing that which he did was to deceive — ^that he had an 
intention to deceive — ^the Court will be very much more ready to 
infer that his object has been achieved if the facts tend to show 
that that is the case, and to say that his intention to deceive 
ripening into deceit gives ground for an injunction; but it is not 

necessary to prove intention to deceive. If the fact is that the 

act which the defendant is doing does deceive, with the result that 

ao) (1913) 29 T.L.K. 700; 30 R.P.C. 493. 

(11) See also the same learned judge’s observations in Teofani 4" Co., 
Ld. V. Teofani, 30 B.P.C. at p. 90. “It has often been said that a man 
who is carrying on business under a name cannot prevent another person of 
the same name from carrying on his business under his own name. That 
of course is absolutely true, unless, in addition to merely using his own name, 
he does something by way of garnishment of that name.’’ 

(12) The decision of Warrington, J., in this case was, however, upheld 
on other grounds. 
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a man, who intends to be a customer of the plaintiffs, is induced 
by something which the defendant has done to become a customer 
of the defendant instead, even if the defendant has done that 
innocently, yet as soon as he learns that in point of fact that which 
he had no intention of using for the purpose of deceit does create 
deception, then he is doing that which is wrong, and he will be 
restrained from pursuing a course of action the result of which is, 
in point of fact, to take that which is the plaintiffs’ property and 
give it to him, to defraud the plaintiffs’ customers into becoming the 
defendant’s customers. Thirdly, in the application of the princi- 
ples which I have stated, there is, in my opinion, no difference 
whatever where the true statement consists in an accurate state- 
ment of the defendant’s name as distinguished from any other 
true statement of fact, if of course you have evidence that from 
the use of his own name deception results. If a trader takes a 
name which is not his own name, but is that of a rival trader, and 
uses it in his trade, no doubt that is very strong evidence that he 
intends to deceive, and the court will fasten upon that in any ease 
in which it occurs; but if that is not so, if he is simply using his 
own name and it is proved that its use results in deception, he will 
be restrained even from using his own name, without taking such 
steps as will preclude the deo.eption which, by hypothesis, is engen- 
dered by his using his own name . There are many authorities for 
this proposition.” 

The learned Ijord Justice further observed that the defendant 
^‘is perfectly entitled to get such advantage, pecuniary or other- 
wise, as he can from the fact that his name is Brinsmead, that the 
family of Brinsmead are supposed to make pianos well, and that 
if he is a Brinsmead, not being John Brinsmead & Sons, a buyer 
may buy his piano thinking that he will get a good piano. That is 
a perfectly legitimate use of his name. The only illegitimate use 
is, if he so uses it as to convey that he is not himself, but John 
Brinsmead & Sons, or some member of that firm.” 

Goddard v. The Watford Co-operative Sooiety, Ld. — ^In 

OoddaM V. The Watford Co-operaMve Society, Ld.,^^ it was shown 
that the terms “Gtoddard Plate Powder” and “Goddard’s Non- 
mercurial plate powder” had acquired secondary signification, in 
connection with the plaintiffs’ goods. The defendant Society 
claimed the right to seU under the same name a product supplied 
to the™ by one Bosina Goddard. It was established that this Miss 


(13) (1924) 41 B.P.C. 218. 
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Goddard had the right of concurrent user of the above trade des- 
criptions for her plating powder, though only to such a trifling 
extent as not to have prevented the expressions from acquii'ing a 
secondary meaning in connection with the plaintiffs’ powder. It 
was held that the defendants were disentitled to sell plate powder 
not of the plaintiffs’ manufacture as “Goddard Plate Pow'der” 
and injunction was granted. Astbury, J., said: “If you once 
establish, as the plaintiffs have tlono, that ‘Goddard’s plate powder’ 
means the plaintiffs’ powder, it seems to me that the plaintiffs are 
in practically the same position as the owners of very well-known 
name articles Supposing that anyone of the name of Guin- 

ness served up stout ini a bottle with a blue label and called it 
‘Guinness’ Stout’ I should have thought they would be stopped 
without hesitation. The same applies to ‘Colman’s mustard,’ 
‘Lazenby’s Sauce’ and lots of other cases where the original des- 
criptive character of a name, whether it is a surname or not, has 
become obviously and universally distinctive.” His Lordship said 
that the only difference between the case of a descriptive word 
mark and one of a surname is that in the latter case the burden 
of proof “is different from and greater than that of man}’’ other 
originally descriptive expressions. If once it is established that 
the plaintiffs’ goods are known under a particular originally des- 
criptive term which has become distinctive, then it is only a 
question of whether the Defendants have or have not exceeded that 
which they are entitled to do.” 

Rodgers v. Rodgers. — ^Lord Esher’s dictum in Turton v. 
Turton was discussed in a recent case, Joseph Rodgers and Sons, 
Ld. v. W. N. Rodgers & Co.^* The plaintiffs had been carrying 
on business for over 200 years at Sheffield and the word “Rodgers” 
in the cutlery trade had become identified with their goods. The 
defendant firm consisting of three partners, Joseph Muller, Wilfred 
Newbound Rodgers, and Mrs. Manoin, the mother of W.N. Rodgers 
commenced business as manufacturers of cutlery in 1922 in 
Sheffield. The plaintiffs, thereupon, sought for an injunction 
restraining the defendants from carrying on cutlery business 
under the name of W. N. Rodgers & Co., or any name of which 
the word “Rodgers” formed a part, and from marking and selling 
their goods ■with the name “Rodgers.” It was held by Romer, J., 
that the injunction asked for was too wide and a modified form of 
injunction was granted.^* His Lordship said: “I think the law 


(U) (1924) 41 B.P.C. 277. 

(15) See Appendix XIX. 
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can be very simply stated. It is the law of this land that no man 
is entitled to carry on his business in such a way as to represent 
that it is the business of another, or is in any way connected with 
the business of another; that is the first proposition. The second 
proposition is, that no man is entitled so to describe or mark his 
goods as to represent that the goods are the goods of another . To 
the first proposition there is, I myself think, an exception ; a man, 
in my opinion, is entitled to carry on his business in his own name 
so long as he does not do anything more than that to cause con- 
fusion with the business of another, and so long as he does it 
honestly. It is an exception to the rule which has of necessity 
been established. It is impossible to say, because Mr. Joseph 
Sodgers, in the past established a business in cutlery, which has 
now become so successful that his goods are known as “Rodgers” 
cutlery, that no one whose name is Rodgers may embark upon a 
cutlery business if, as I say, he does it honestly, and if he does not 
do ansdihing more to cause confusion than merely carry on business 
in his own name. That is what I think was meant by Lord Justice 
Cotton in the well-known case of Turton v. Tiwrton, where he 
says: 'In my opinion, the court cannot stop a man from carrying 
on his business in his own name, although it may be the name of 
a better known manufacturer, when he does nothing at all in any 
way to try and represent that he is that better known and success- 
ful manufacturer.’ ” “I ventured in the course of the argument 
to give an illustration. A man of the name of Pears is, in my 
opinion, entitled to carry on the business of the manufacture of 
soap, but he is not entitled to sell his soap as “Pears’ soap and, 
he is not entitled so to mark his soap as to lead to the belief that it 
is “Pears’ soap.” The exception to the first rule is, however, an 
exception made in the interests of honest trading; again, it is an 
exception which only authorises the use by a man of his own name; 
it is not an exception which, even in an honest case, entitles a man 
to use something that is not his own name ; that is to say, it does 
not entitle him to use his name in combination with something else, 

such as the words “& Comi>any” To the second rule, to 

which I have referred, I think there is no exception at all ; that is, 
that a.man is not entitled so to describe his goods as to lead to the 
belief that they are the goods of somebody else. It is not necessary 
that there should be an exception to that . It is perfectly legitinuite 
for a man in the cutlery business to carry on business under his 
own name whatever that name may be, but I can see no necessity 
for his marking his cutlery with a name (althoue^ it be hiS own 
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name) which may have the effect of passing-off those goods as the 
goods of the plaintiffs.” 

Other oases. — A few other important cases may be mention- 
ed.* In Massam v. Thorley’s Cattle Food Co.,^^ J. W. Thorley 
was the manager of and had a nominal interest in the defendant 
£rm. It was shown that the name was adopted by the defendants 
for the purpose of passing-off their cattle food for that of the well- 
known plaintiff firm and injunction was accordingly granted. In 
Figden v. Jones^^ it was held that “Fownes’ Gloves” meant the 
plaintiffs” gloves and the defendants who were trading as ”F. and 
A. Fownes” were not entitled to represent their gloves and busi- 
ness as those of the plaintiffs. In Abel MorrdU, Ld. v. Ilessin &• 
Co.,^^ the defendant purchased a small business carried on by one 
Morrall with the object of adopting this name to pass off his needles 
for the well-known needles of the plaintiff firm. Injunction was 
accordingly granted. So also in Rodgers & Sons, Ld. v. Heam- 
shaw,^^ where the defendants bought the business of Rodgers Bros., 
for the purpose of passing off their cutlery for the well-known goods 
of the plaintiff firm injunction was granted. In Pinet et cie v. 
Matson Louis Pinet, Ld.,^ the defendant fraudulently adopted the 
name of the famous French shoe manufacturers for the purpose of 
passing off his shoes, and subsequently sold the business to the 
defendant company. Injunction was granted restraining the 
defendant company from trading under a name of which the word 
Pinet” formed a part. Injunction was also granted in J. Lyons 
& Co., Ld. V. T. Lyons.*^ 

On the other hand, injunction was refused in Chivers and Sons 
V. Chivers Sr Co., Ld.,** where Farwell, J., held that the name 
“Chivers” had not acquired universal secondary signification in 
connection with the plaintiffs’ jelly. In Dunlop Pneumatic Tyre 
Co., Ld. V. Dunlop Motor Co., Ld.,** the well-known manufacturers 


(16) (1880) 14 C!h.D. 748. 

(17) (1905) 22 B.P.C. 417. 

(18) (1902) 19 B.P.C. 557; 20 B.P.C. 429. See also Mappin and 
tyehb, Ld. V. Leapman, (1905) 22 B.P.C. 398; Tonu and Moore v. Merchant 
Service QvM, Ld., (1908) 25 B.P.C. 474. 

(19) (1906) 23 B.P.C. 349. 

(20) (1898) 1 Ch. 179; 15 B.P.C. 65. See edeo (1897) 14 B.P.C. 933. 

(21) (1932) 49 B.P.C. 188. 

(22) (1900) 17 B.P.C. 420. 

(23) 22 B.P.C. 533; 23 B.P.C. 761; (1907) A.C. 430; 24 B.P.C. 572. 
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oi: motor tyres sought unsuccessfully to restrain the defendants, 
a firm doing retail business in repairing motors and igroles from 
carrying on business under that name. So also in the “Haema- 
togen” case®* the plaintiffs who had been selling ‘‘Hommel’s Hae- 
matogen” sought to restrain Hommel & Co., Ld., from selling 
“HommeTs Haematogen.” Injunction was refused by Mr. Justice 
Eve, who obseiwed that the “court will not intervene to prevent 
a man using his own name unless he is so using it as to lead the 
court to the conclusion that he is using it for the fraudulent and 
dishonest purpose of filching improperly the trade of the plaintiff,’' 
and that no such case had been established. In Warsop & Sons, 
Ld. V. Wlorsop®’ the defendant Alfred Warsop, formerly in the 
plaintiffs’ employ commenced to .sell cricket bats stamped with his 
initial and surname. It was held that the markings on the two 
bats were distinct and the action was accordingly dismissed. In 
TJberoi Ld. v. KirpdL Singh'- the plaintiffs did not establish that 
their firm was exclusively known to the public as “Uberoi’’ or 
“Uberoi & Co.” As Uberoi was the name of the caste to which 
both the plaintiffs and the defendant belonged the Court held that 
the claim to restrain the defendant from using the names “Uberoi” 
and “Uberoi and Company” could not be sustained. 

Nune of basiness premises. — ^The name of the business house 
or factory where a person has been carrying on business can lie 
protected in the same manner as his trade name. Where it Is 
shown that the name of a shop or premises has acquired a valuable 
reputation in connection with the plaintiff’s busine.ss, the plaintiff 
is entitled to restrain unauthorized use of the name in a manner 
calculated to deceive the public.® Thus, in The Bodega Co., Ld., 
and Bieviere v. Owens® the plaintiffs who had several houses of 

(24) Aetiengesellachaft Hommel'a Haematogen v. Hommel, (1912) 
29 B.P.C. 378. 8ee also Jay*a Ld. v. Jacohi and Umhurg, (1933) 
50 B.P.C. 132 (defendants trading under the name Jays, one of them having 
acquired by reputation the name Jay) . 

(25) (1904) 21 B.P.C. 481. See also Dewar ^ Sons, Ld. v. Dewar, 
(1900) 17 B.P.C. 341. 

(1) A.I.B. 1920 Lah. 168; 56 I.C. 709. 

(2) See for instance the well-known ''Stone Brewery” case, Montgomery 
V. Thompson, (1891) A.C. 217; 8 B.P.C. 361. 

(3) 7 B.P.C. 31. See also Hudson v. Osborne, (1869) 39 L.J.Ch. 79; 
Seb. Dig., p. 193, where the plaintiffs who were the purchasers of the good- 
will and stock in trade of tiie defendant’s business carried on at "Osboma 
House” were successful in restraining the defendant from styling his new 
establishment “Osborne House;” Bickerhy v. Beay, (1903) 20 BJP.C. 380 
(Crown Works) ; Boussod, Vedadon Co. v. Marchant, (1907) 24 B.P.O. 665; 
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refreshment in various places in the United Kingdom^ the establish- 
ments being called by the name of ''Bodega,” showed that the 
name 'Bodega^ had acquired secondary signification in connection 
with their business. The defendant opened a restaurant in Belfast 
which he called “Bodega.” In granting an injunction Cliatterton, 
V . C., said: “It may be fairly inferi'cd that if a person acquainted 
with 'Bodega’ known by him to be rightly carried on under that 
name, the goods sold in which he had learned to be of high (quality, 
were to find in a locality with which he was unacquainted an esta- 
blishment called a “Bodega” he would assume that it also was 
carried on by the Bodega Company, or by their permission. I find 
a great body of evidence which goes to show that a person seeing 
the name “Bodega” over an establishment would assume that it 
was carried on by the plaintiffs.” “There is another way in which 
this might seriously prejudice the plaintiffs’ rights; namely that 
a person in the habit of frequenting "Bodegas” elsewhere visiting 
such an establishment as' that of defendant, and finding it inferior 
in every respect, probably would not take the trouble of making 
any enquiries as to the ownership of it, and would form an opinion 
that the designation “Bodega” was not to bo relied on as an indi- 
cation of the high character of the establishments carried on under 
that name. This would necessarily mean a serious injury to the 
plaintiffs.” 

In The Clock, Ld, v. The Clock House Hotel, Ld.,^ the plaintiffs 
were the proprietors of a road-house the i)romiuent feature of which 
was a clock on the top of the building. The establishment 
acquired a reputation and was known as “The Clock.” The defen- 
dant company’s hotel was opened about five miles from the plain- 
tiffs’ road-house on land adjoining the same road, and had a clock 
tower on which were written in large letters the words “Hotel 
Clock House.” An injunction was granted but was limited to 
restraining the defendants from using the w'ords comi)lained of 
on their present premises. Mr. Justice Farwell said that “many 
people, knowing of the defendants’ premises would think they were 
connected in some way with or under the same management as the 
plaintiff company; and if either of the premises was to fall upon 

evil days, if either were to commit offences against the law, 

and were to fall into disrepute the result might well be that, the 

(1908) 25 B.P.C. 42 (Goupil Ghillery) ; Pullman Ld. v. Pullman, (1910) 
36 B.P.C. 240 (Westbrook MiUs) . 

(4) (1935) 52 B.P.C. 386. 

* 42 
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public taking the two to be connected, the one that was not in 
fault might suffer for the misfortune of the other.” 

Name must be calculated to deceive. — In these cases the 
plaintiff has to establish that the name of the premises has acquired 
a secondary signification with his business and the adoption of the 
nmne by the defendant would be calculated to deceive the public 
and injure his business. Otherwise, injunction will be refused. 
So, in a case” where it was shown that the defendant had a con- 
current right of user of the name “Castle Brewery” the action was 
dismissed. The reputation of the plaintiff’s premises may be 
merely a local one. The plaintiff will none the less be entitled to 
relief, if in that locality a rival trader adopts a similar name and 
thereby causes confusion and damage ; but in such cases the injunc- 
tion will be limited to that particular locality." A mere probability 
of confusion arising from the similarity of the address is not action- 
able.^ It must be shown that there is a probability of injury to the 
plaintiff’s business. A person may not, therefore, acquire an 
exclusive right in the name of his private house." 

Again, as in other passing-off actions, the nature of the busi- 
ness of the two parties will be an important factor in granting an 
injunction. Nicholson & Co., Ld. v. Buchamm* is an illustrative 
case. A firm of distillers whose principal business was gin were 
the owners of premises known as “Black Swan Distillery” with the 
sign of a black swan exhibited on the front. They were also 
registered owners of a trade mark consisting of the picture of a 
black swan for spirits. The premises were sold separately from 
the goodwill and trade mark of the business. The purchaser of 
the premises, a whisky dealer whose distillery was in Scotland 
continued to call the premises by the old name, the old sign still 


(5) Cooper ^ McLeod v. Madaehan, (1901) 18 B.P.C. 380. 

(6) The Clock, Ld. v. The Cloek Eovae Hotel, Ld., (1936) 52 B.P.C. 386. 

(7) Street v. Union Bank of Spain and England, (1885) 30 Ch.D. 156, 
(similar telegraphic address). ‘'It is settled now beyond all doubt that the 
mere fact that confusion may arise by the use of a name for a person’s house 
similar to that of his neighbour, does not give rise to any cause of action, 
unless it can be i^own that there is resulting damage. The mere fact that a 
person chooses the same name, as, or a name so like the name of, his neigh- 
bour’s house that there is a great deal of inconvenience to that neighbour 
does not in itself give the neighbour a cause of action.” E’arwell, J., in The 
Clock, Ld. V. The Clock House Hotel, Ld., (1935) 52 B.P.C. at pp. 392, 398. 

(8) Day v. Brownrigg, (1878) 10 Ch.D. 294; Seb. Dig., p. 387 
(Ashford Lodge). 

(9) (1902) 19 B.P.C. 321. 
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re mainin g on the premises. Action by the purchasera of the good- 
will and trade mark was unsuccessful on the ground that the use 
of the name of premises and sign by the purchaser thereof was not 
calculated to deceive, the goods dealt in by the latter being of a 
different kind. 

Sole of premises. — The name of a person or firm carrymg on 
business may be carved in stone forming part of the shop or building 
or may be otherwise fixed to it. On removal of the business to another 
site the former person or firm cannot, in the absence of an agreement 
to that effect, compel the new occupier of the premises to erase the 
name from the stone. A question of this nature arose in Townsend 
V. Jamum.^^ In that case Farwell, J., observed: “When the shop 

used for the business of the old firm, was built the name E. 

J. Jarman was carved in stone over the door. Now, if the plaintiff 
was using that name E. J. Jarman as a means of trading other- 
wise than by allowing the carving to remain on the shop he has 
bought, I should certainly think that he was not entitled so to use 

it If a man chooses to sell a house which he has built in sucli 

a form that his name appears on that house, and he takes no 
covenant from the purchaser to alter the building in that respect 
I can see no equity whatever which will afterwards enable him 
so to compel the purchaser. 

Qoupil Gallery oose. — The law was also discussed in 
Bonssod, Valadon & Co. v. Marchant.'^ The plaintitffs’ show 
room in London was known as the “Goupil Gallery, ” and the words 
“Goupil Gallery" were prominently affixed over these premises 
in iron letters. The plaintiffs sold the premises to the defendants, 
and by an agreement gave them for a period of five years the ex- 
clusive right to describe themselves as sole agents to the plaintiff 
company. The agreement did not contain any provision as to the 
use of the title “Goupil Gallery." After the execution of the 
agreement the defendants carried on business on their own account 
and also as selling agents to the plaintiff company and continued to 
use the title the “Goupil Gallery." After the termination of the 
agreement the defendants continued to carry on business at the same 
premises using the title the “Goupil Gallery." The plaintiff 
company started business again on their own account in London 
under the same title, and 'brought an action to restrain the defend- 
ant from using the title. The defendants counter-claimed that 

(10) (1900) 2 Oh. 698; 17 R.P.C. 649. 

(10-a) loc. cit. at pp. 663, 664. 

(11) (1907) 24 E.P.C. 665; 25 R.P.C. 42. 
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they had the right to the exclusive use of the name “Goupil 
Gallery.” The plaintiffs’ claim was rejected by Paricer, J., and 
au appeal was dismissed. It was held that there was no misrepre- 
sentation in the use by the defendants of the word “Gtoupil” and 
tliat the plaintiff company' were not entitled to use the term 
“Goupil Gallery” without distinguishing their business clearly 
from the defendants’ business. Fletcher-Moulton, L. J., said : 
“In selling these premises all such advantage in carrying on busi- 
ness as is due to the notoriety of the premises, under the name by 
which they were known, automatically passes, and is intended to 
pass to the purchaser. I can quite imagine that in many cases that 
is the most valuable part of a goodwill, and I do not think the court 
should hold that a purchaser is in any way going beyond his rights 
if he exploits to the full without misrepresentation, that which I 
might call the goodwill of the locality. Supposing, for instance, 
that the persons who owned the freehold of some noted restaurant, 
like the Cafe’ Royal in Regent Street, were to sell the building. 
Supposing they sold without a covenant that they would not set up 
business in a way which might interfere with the business of a 
restaurant carried on by the purchaser on those premises, the court 
would hesitate to say that the purchaser might not still call it Cafe’ 
Royal, the name by which it was known, the name fixed up on the 
premises, and certainly the very slightest evidence of the concur- 
rence of both parties in this being done would render it hopeless 
for the vendor to seek to restrain the purcharor from obtaining this 
most valuable part of the purchase that he had made.” 

A hotel ordinarily connotes the business carried on by the 
person and the vendor may therefore continue his business under 
the same name at any other place in the absence of the sale of 
goodwill. In Nimm Din v. Sher Baha&ur^^ the lessee rented a 
vacant space, built a hotel on the site, and carried on hotel business 
there for about 27 years under the name “Cambridge Hotel.” 
After the expiration of the tenancy the lessee agreed to accept a 
certain sum '‘for the buildings and gardens of the Cambridge 
Hotel.” They then commenced to carry on hotel business in new 
premises under the style “Cambridge Hotel,” while the lessor 
claimed exclusive right to use this name for hotel business. It 
was held that the name was the property of the lessee and that the 
lessor did not purchase the goodwill of the defendants’ business. 


(12) A.I.B. 1931 Lah. 650; 32 P.T...B. 542. 
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On the other hand, in a case** where the owner had constinicted 
a building for purposes of use as a hotel and had rented them to 
different tenants for the purpose of carrying on business as liotel 
keepers under the name “Amritsar Hotel,” it was held that this 
name was the property of the owner of the building. 

Summary of the law of paasing-off by Kay, L'J. — The several 
aspects of the law of passing off have been admirably summed up in 
logical sequence by Lord Justice Kay in the following passage in liis 
judgment in Powell v. Birmingham Vinegar Brewery Co., Ld .^* : — 

“The law relating to this subject may be stated in a few 
propositions : — (1) It is unlawful for a trader to pass off his gootls as 
the goods of another. (2) Even if this is done innocently it will 
be restrained; Millington v. Fo<c, 3 Mylne and Craig 338. 
(3) A fortiori if done designedly, for that is a fraud. (4) Although 
the first purchaser is not deceived, if the article is so 
delivered to him as to be calculated to deceive a purchaser from 
him, that is illegal; Syken v. Sykes, 3 B. & C. 451. (5) One 

apparent exception is that where a man has been describing 
his goods by his own name, another man having the same name 
cannot be prevented from using it, though this may have tlie effect 
of deceiving purchasers; Burgess v. Burgess, (1853) 3 l)o(i.M. & 
G. 896; Turton v. Turton, (1889) 42 Ch.D. 128. (6) But this 

exception does not go far. A man may so use his own name as to 
infringe the rule of law. “It is a question of evidence in each case 
whether there is false representation or not,” per Turner, L.J., 
Burgess v. Burgess, (1853) 3 De G.M. & G. 905. So he may be 
restrained if he associates another man with him, so that under their 
joint names he may pass off goods as the goods of another person ; 
Croft V. Day, (1843) 7 Beavan, 84; Clayton v. Day, 26 Solicitors’ 
Journal, 43; Melachrino v. The Melachrino Egyptian Cigarette 
Company, (1887) 4 R.P.C. 215. (7) Another apparent exception 

is where a man trading Under a patent had a monopoly for 14 years 
and has given the article a descriptive name, ho cannot when the 
patent has expired prevent another from selling it under that name ; 
Young v. Macros, (1862) 9 Jurist, N. S. 322; Linoleum Co. v. 
Naim, (1878) 7 Ch.D. 834. (8) I am not sure that this would 

be so if the name so used were the name of the patentee, or even a 


(13) Mian Ghulam Nabi, etc. v. Nizam Din. Unreported No. 1248 of 
1906 Chief Court, Pnnjab referred to in Nizam Din v. Sher Bahadwr, A.I.It. 
1931 Lah. 660 ; 32 P.L.B. 642. 

(14) (1896) 2 Ch. 54 at pp. 80, 81; 13 B.P.C. at p. 256. 
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purely fanciful name not descriptive. (9) Certainly where there 
has not been a patent, and an article has been made and sold under 
a fanciful name not descriptive, so that the article as made by one 
person has acquired reputation under that name, another trader 
will not be permitted to use the name for a similar article made 
by him ; lirdham v. B'Ustard, 1 H . & M. 447 ; Cochrane v. MacNish, 
13 B.P.C. 100. (10) In this last proposition there is again a 

limitation. If the first maker has slept upon his rights, or allowed 
the name to be used by others until it has become puhlici juris, this 
court will not interfere." 



CHAPTER VII. 


RELIEF IN PASSING-OP'P ACTIONS. 

A plaintiff who is successful in a passing-off action may claim 
the following reliefs: — (1) Injunction, (2) Delivery up of goods 
and (3) Damages or an account of profit. Of these, the first is the 
most useful to the plaintiff as it prevents effectively the repetition 
of the acts complained of. The principles relating to the 
granting of these reliefs are discussed in this Chapter. A brief 
section is also added dealing with the rules generally followed by 
the courts in awarding costs in trade mark suits. 

(t) Injunction,. 

Specific Belief Act. — The right to injunction in India is 
governed by the provisions of the Indian Specific Relief Act. 
Sec. 52 states that preventive relief is granted at the discretion of 
the Court by injunction, temporary or perpetual. Sec. 53 of the 
Act lays down : — , 

“Temporary injunctions are such as are to continue until a 
specified time, or until the further order of the court. They may 
he granted at amy period of suit, and are regulated by the Code of 
Civil Procedure. 

“A perpetual injunction can only he granted by the decree 
made at the hearing amd upon the merits of the suit ; the defendant 
is thereby perpetually enjoined from the assertion of a right, or 
from the commission of an act, which would be contrary to the 
rights of the plaintiff.” 

Section 54 defines the circumstances when perpetual injunc- 
tions can be granted. The first paragraph lays down that 
“subject to the other provisions contained in, or referred to by, 
this Chapter, a perpetual injunction may be granted to prevent the 
breach of an obligation existing in favour of the applicant, 
whether expressly or by implication.'* The second paragraph 
deals with eases in which obligation arises from contract while the 
third paragraph deals wtih cases where the “defendant invades or 
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thi-eatens to invade the plaintiff’s right to, or enjoyment of 
property.” In the latter class of cases it is stated that .the court 
may grant a perpetual injunction in certain specific categories of 
events. At the end of the third paragraph there is an explanation 
that “for the purposes of this section a trade mark is property” 
and one of the examples under this section refers to the grant of an 
injunction restraining infringement of a trade mark. 

Section 55 deals with mandatory injunctions. 

Section 56 supplements Sec. 54’ and enumerates the cases 
where an injunction cannot be granted.® 

Relief discretionary. — The granting of an injunction whether 
temiwrary or perpetual is a matter which is entirely within the 
discretion of the court. But the discretion is a judicial discretion 
and must be exercised on reasonable grounds and not capriciously. 
As Lord Mansfield oibserved: “Discretion, when applied to a 
Court of law means discretion guided by law. It must be governed 
by rule and not by humour. It must not be arbitrary, vague, and 


(1) See Samkissen v. Vooran Mull, 47 Cal. 733 (Mookerji, J.). 

(2) injunction cannot be granted- — 

(a) to stay a judicial proceeding ponding at the institution of the 
suit in which the injunction is sought, unless such restraint is 
necessary to prevent a multiplicity of proceedings; 

* * « 

(e) to stay proceedings in any criminal matter; 

« * * 

(h) to prevent a continuing breach in which the applicant has 
acquiesced ; 

(i) when equally efficacious relief can certainly be obtained by any 
other usual mode of proceeding except in case of breach of trust; 

(j) when the conduct of the applicant or his agents has been such as 
to disentitle him to the assistance of the Court; 

(k) where the applicant has no personal interest in the matter. 

Illustrations, 

(a) * * * 

(h) A manufactures and sells crucibles, designating them as '^patent 
plumbago-crucibles,” though, in fact, they have never been patented. B 
pirates the designation. A cannot obtain an injunction to restrain the piracy. 

(c) A sells an article called ^Mexican Balm’ stating that it is 
compounded of divers rare essences and has sovereign medicinal qualities. B 
commences^ to sell a similar article to which he gives a name and description 
such as to lead people into the belief that they are buying A ’s Mexican BaluL 
A sues B for an injunction to restrain the sale. B shows that A*s ^Mexican 
Balm’ consists of nothing but scented hog’s lard. A*s use of his description 
is not an honest one and he cannot obtain an injunction.” 
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fanciful, but legal and regular. ’ The principle is well settled, that 
in granting or withholding an injunction, the Courts exercise a 
judicial discretion, and weigh the amount of substantial mischief 
done or threatened to the plaintiff, and compare it with that which 
the injunction, if granted, would inflict upon the defendant.’*^ 
In Tituram Mvkerji v. Cohen^ the Privy Council observed : “ The 

right to an injunction depends in India upon statute and is 
governed by the provisions of the Specific Relief Act. Sec. 52 of 
that Act places the grant of an injunction in the discretion of the 
court* — a discretion to be exercised ot‘ course as the discretion of 
courts always is.’^ 

English authorities generally followed. — The above rule is 
based on the practice of the Chancery Courts in England® where 
the granting of an injunction was always a matter for the discretion 
of the courts and was in general made only where damages could 
give no adequate relief." So in the early case of The Emperor of 


(3) Lord Mansfield in Wilkeses case cited in Harhuns v. Bhairo, (1879) 
5 Cal. 259. See also Bee. 22 of the Act. ^^The jurisdiction to decree specific 
performance is discretionary and the court is not bound to grant such relief 
merely because it is lawful to do so; but the discretion of the court is not 
arbitrary but sound and reasonable, guided by judicial principles and capable 
of correction by a Court of Appeal.^’ 

(4) Shamnugger Jute Factory Co., Ld. v. Bam Narain Chatter jee, 
(1886) 14 Cal. 189. 

(5) (1905) L.B. 32 I. A. 185; 33 Cal. 203; 15 M.L.J. 379. See also 
Suhha Naidu v. Haji Badsha Sahib, (1902) 26 M?wi. 168; 13 M.L.J. 13. 

(6) See, for instance, Laud Mortgage Bank of India v. Ahmedhhoy 
Mabibbhoy, (1883) 8 Bom. 35, where Sarjent, C. J., observed that in 
applying the provisions of Sec. 54 of the Specific Belief Act the court should 
“do well to be guided by the decisions of the Court of Chancery in England, 
which it cannot be doubted are the source from which the above provisions 
have been drawn. In Shamnugger Jute Factory Co., Ld. v. Bam Narain 
Chatter jee, (1886) 14 Cal. 189, the court said: “The granting of injunc- 
tions is now regulated by Secs. 54 and 55 of the Specific Belief Act. But 
those sections have never been understood as introducing new principles of 
law into India, but rather as an attempt, to express in general terms the rules 
acted upon by Courts of Equity in England, and long since introduced in this 
country, not because they were English law, but because they were In 
accordance with equity and good conscience.’^ See also Nusserwanji Merwanjv 
Panday v. Gordon, (1881) 0 Bom. 266; Chunilal Mancharam v. ManishanJear 
Atmaram, (1893) 18 Bom. 616; Ghanasham NUkant v. Moroba Bamchandra 
(1894) 18 ^m. 474; Benode Coomaree Dossee v. Soudaminey Dosaee, (1889) 
16 Cal. 252. 

(7) “The very first principle of injunction law is that you do not 
Obtain injunctions for actionable wrongs for which damages are the proper 
remedy.” London and Blackwall Bailway Co. v. Cross, (1886) 31 Ch.D. 354. 
<Lindley, L.J.). 
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Austria v. Day and Kossuth* Lord Campbell said: “I ftnnmHAr - 
that this court has jurisdiction to protect property from an act 
threatened, which, if completed, would give a right of action. I 
by no means say that in every such case an injunction may be 
demanded as of right, but if the party applying is free from blame, 
and promptly applies for relief, and shows that by the threatened 
wrong his property would be so injured that an action for damages 
would be no adequate redress, the injunction will be granted.” 

When not binding. — There is, however, a slight departure in 
the Indian Specific Belief Act from the general principles followed 
by the Chancery Courts in England in the matter of granting^ 
injunctions.* According to Secs. 54 and 56 the inadequacy of the 
relief in damages is the determining factor for granting an 
injunction by the Indian courts, and the question therefore 
presents itself in a different light from what it does to the English 
courts where injunction is regarded as the prima facie right of the 
injured party.”’ The position was explained by Shephard, C.J., 
in Boyson v. Deane^^ in the following passage:- — “The question 
must be decided with reference to the tests prescribed in Sec. 54 
of the Specific Belief Act. Assuming that the plaintiffs arc 
entitled to compensation, the court may grant a perpetual 
injunction in respect of an invasion of a right to, or enjoyment of, 
property when the invasion is such that pecuniary compensation 
would not afford adequate relief.” . . . “If I may take Martin 
v. Price^* as a statement of English law on the subject I think it 
must be admitted that it is different from the law we have to- 


(8) (1861) 3 De O. F. & J. 217; 45 E.B. 861; Seb. Dig., p. 109. 

(9) Callianji Harjivan v. Narsi Triown, (1894) 18 Bom. 702 at 714. 

(10) See, for instance^ FvUwood ▼. Fullwood, (1878) 9 Gh.D. 178,. 
where iVy, J., said: ^'The injunction is, in my opinion a matter of course, 
if the legal right be proved to exist.^’ In re Aynaley, L.R. 18 Eq. 544,. 
Jessel, M.B., observed ^^that wherever an action can be maintained at law 
and really substantial damages . . . can be recovered at law there the* 
injunction ought to follow in equity.’^ 

(11) (1899) 22 Mad. 251. See also Dhunjibhoy Cowasji Umrigar v. 
Lisboa, (1888) 13 Bom. 252; Ohanasham NUTcant v. Moroba Bamchandra, 
(1894) 18 Bom. 474; Amam Ismail v. Jaganath Jamnadas, (1925) 3 Bang. 
230; A.I.B. 1925 Bang. 387. In Sultan Nawas v. Bustomji, (1896) 
20 Bom. 704, Parsons, J., said: *'That an injunction will only be granted 
where" the invasion of the right or enjoyment is such that pecuniary compen- 
sation would not afford adequate relief is a correct interpretation of See. 54 
of the Specific Belief Act which lays down the law binding on the courts 
in this country. To courts subject to that Act the English decisions cited: 
have no application.” 

(12) (1894) 1 Ch. 270. 
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administer here under Specific Belief Act. ... In Martin v. 
Price, Eekewich, J., having regard among other things, to the term 
for which plaintiff held, gave judgment for £120 and refused an 
injunction. The Court of Appeal held that as the plaintiff had 
sustained material injury he was entitled to an injunction in the 
absence of proof of circumstances depriving him of the prima facie 
right. No reference was made to the test prescribed by the Specific 
Relief Act. According to that decision the rule of English law is 
the converse of the rule prevailing here. There the right to an 
injunction is a prima facie right; here an injunction is not to be 
given when the remedy in damages is considered as adequate. For 
a statement of the law in terms more consonant with that which 
we have to administer I would refer to Lord Westbury’s judgment 
in Jackson v, Duke of NewcastleJ'^ This case decided in 1864, has 
with reference to another point, been disapproved in later cases. 
With regard to that other point the Indian legislature seems to 
have followed it nevertheless, and it may well have been pre.scnt 
to their minds when the Specific Relief Act was being framed.” 

Granting of injunction in passing-off actions. — ^As regards 
passing-off actions, however, the Indian courts have closely followed 
the English law in granting injunctions. An action for passing off 
is regarded as a quia timet action, that is, the Court assists the 
plaintiff because of the fear of probability of injury to his busines.*; 
in the future. The requirements for obtaining an injunction in a 
passing-off action and the circumstances when such relief may be 
granted or refused are set forth in detail in Chapter VI. In 
every case the court must be satisfied that there had been actual or 
threatened^* injury to the plaintiff’s business by the defendant’s 
unfair competition, that there is a reasonable probability that the 
infringement of the plaintiff’s trade mark will be continued or 
repeated,'® and that the apprehended damage will, if it comes, be 
substantial, if not irreparable.'* Injunction will not, therefore, be 
granted where there have been a few isolated instances of passing- 

(13) (1864) 3 Be G. J. & 8. 275 ; 46 E.E. 642. 

(14) “The life of a trade mark depends upon the promptitude with 
which it is vindicated," Johnston v. Orr-Ewing, (1882) 7 App. CJas. 219. 

(15) C. C. Wakefield ^ Co., Ld. v. Purser, (19.34) 51 B.P.C. 167. 
In Samuelson v. Producers Distributing Co., Ld., (1931) 48 B.P.C. 447, an 
injunction was refused but an inquiry as to damages was allowed. 

(16) FletOter v. Bealeg, (1885) 28 Ch.O. 688. See also Shankar Bog 
Chowdhurg v. Cotton, AAJL 1925 Cal. 373 ; 40 C.L.J. 515; Pandurang v. 
Bnyaja, A.I.B. 1925 Nag. 251; 20 N.L.B. 106; Oangahai v. Purehotam 
Atmaram, (1907) 32 Bom. 146. 
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off without any likelihood of the recurrence thereof, or where the 
damage is trivial or remote.” 

The circumstances which would justify the granting or refusal 
of an injunction as the ease may be were clearly set forth by Lord 
Chancellor Herschell in his judgment in the 2-D ease.’® “Where 
it is shown that a trader has been falsely passing-off his goods as 
those of a rival trader the court apprehends that one who has done 
a wrongful act of that description may repeat it, and therefore it 
does not leave the plaintiff to his remedy by an action for damages, 
but by an injunction restrains the defendant from repeating the 
act, in order that if he does repeat it there may be a speedy and 
effectual remedy without the necessity of a fresh action being 
brought. My Lords, when once the reason for an injunction is 
shown to rest upon that basis it seems to me that you must look 
in each case to the circumstances to see whether an injunction 
would be proper. Supposing that the manager of a business has 
been pursuing a wrongful course of this description, and that the 
manager still continues to be the manager, I can understand the 
court saying that in that case an injunction ought to be granted, 
even although the principal himself was ignorant of the fraudulent 
conduct. Supposing, on the other hand, that the manager had 
been dismissed in consequence of the act which he had done (I am 
not saying that that would be necessarily the only test, but it would 
be an element to be tidcen into account), the court might well think 
that under the circumstances it was neither necessary, nor right to 
grant an injunction, because there was no reason to suppose that 
the defendant who had so acted would be in the least likely so to 
act again, or, if, without being dismissed, the manager had ceased 
to be in the employment of the defendant, upon whom there was 
no ground for any imputation or suggestion that he was likely to 
commit the wrongful act, then I can understand the court saying 
that it was not a ease in which an injunction ought to be granted. 
Nor arq those the only elements to be taken into account. In the 
present ease the transaction complained of is an isolated tran- 
saction, which is attributed to a shopman in the employment of the 
defendant, in a single act of sale, led on by the mode in whidi she 
was addressed by the witnesses. She has ceased to be in the defen- 
dant's employment ; and under those circumstances it seems to me 

(17) Armstrong OUer Co., Ld. v. Patent Axlehox and Foundry Co., 
Ld., (1010) 27 B.P.G. 362; Butter ^ Co. v. SnUth, (1901) 18 B.P.O. 49; 
Bamuelson v. Produeera Distributing Co., Ld., (1931) 48 B.P.G. 447. 

(18) Leahy, Keitly ^ Leahy v. Olover, (1893) 10 B.P.G. 141. 


VII.] 


Beuef in Passing-off Actions. 


341 


that it would be, I was going to say monstrous, to enjoin the defen- 
dant from doing acts which there is not the slightest ground for sup- 
posing he is ever likely to do, inasmuch as he has not in this action, 
nor at any time, set up any claim to them, insisted upon any right 
to do them, or done any act which renders it in the least likely that 
in the future he will do them. Now my Lords, under these cir- 
cumstances it appears to me that, assuming the case were cstablisli- 
cd with regard to that one transaction, it does not support the 
claim of the plaintiffs to an injunction as of right against the 
defendant. ’ ’ 

Acquiescence. — Cl. (h) of Sec. 56 of the Specific Relief 
Act lays down that an injunction cannot be granted ‘’to prevent 
a continuing breach in which the applicant has acquiesced.” A 
plaintiff who becomes aware of the infringement of his riglits 
cannot stand by deliberately with the object of encouraging the 
infringer to expend money so that he may ultimately reap the 
benefit of the defendants’ acts. The doctrine of acquiescence may 
be stated thus : Where a person having a right finds that another is 
about to commit or is in the course of committing an act infringing 
on his right and still abstains from asserting his right, which would 
lead to the inference that he is a consenting party to the infringe- 
ment, he cannot afterwards complain of the act. But a mere 
non-interference on the part of the plaintiff is not enough to 
constitute acquiescence. In order to deprive the plaintiff of his legal 
right the acquiescence must amount to a fraud. Where the 
acquiescence is not sufficient to bar entirely the plaintiff’s legal 
right the court may refuse an injunction though it may order 
damages. 

Delay. — Injunction will also be refused where the party seek- 
ing relief has not shown sufficient diligence in prosecuting his claim 
after the infringement of his right had come to his knowledge. 
This doctrine is based on the well-known maxim that equity aids 
the vigilant, and not those who sleep on their rights. Inordinate 
delay in asserting one’s right unless satisfactorily explained will 
thus be a bar to the granting of an injunction.** In India the 

(19) In O. a Varcados v. D. C. McLeod, (1918) 45 P.E. 1919; 
51 I.C. 434, the plaintiff’s suit was dismissed on the ground that he came 
to know of the alleged infringement in 1909 but failed to sue till June, 1914. 
In ASdvl Kareem Sahib v. Abdul Kareem Sahib, A.I.B. 1931 Mad. 461, 
injunction to restrain the defendant from using the words ' ' Kareem beedies ’ ’ 
was not allowed, as the plaintiff abstained from bringing the suit for eight 
years after becoming aware of the infringement of his mark by the defend- 
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period of limitation in a suit for an injunction to restrain the 
infringement of a trade mark is prescribed by Art. 120 of 
Sch. II of the Indian Limitation Act^ as six years from the date 
of infringement, while for a suit for compensation the period of 
limitation is three years.** 

Not granted where equally efficacious remedy is available. — 

Cl. (i) of Sec. 56 of the Specific Relief Act lays down that 
an injunction cannot be granted “when equally efficacious relief 
can certainly be obtained by any other usual mode of proceeding.” 
Thus, an injunction will be refused in cases where the court con- 
siders that relief in the form of damages would be adequate. This 
point has already been dealt with in comparing the Indian law 
with that in England. Whether in a particular case i>ecuniary 
compensation would be as efficacious as an injunction will depend 
upon the facts of the case and the court will consider all the cir- 
cumstance.s in exercising its judicial discretion to granting or 
refusing an injunction. In this connection it may be pointed out 
that Sec. 54 of the Act lays down that an injunction will be the 
proper remedy where there exists no standard for ascertaining the 
actual damage, or where it is probable that pecuniary compensation 
cannot be obtained from the defendant, or where, notwithstanding 
repeated verdicts at law, there would be a multiplicity of judicial 
proceedings owing to the probability of the infringement being 
vexaciously persisted in. 

Condiuct of 1)he plaintiff. — As injimction is an equitable relief 
it is incumbent on the paintiff to come to the court with 
clean hands. The principle is laid down in Cl. (i) of Sec. 56 
of the Specific Belief Act which states that an injunction should 
not be granted where the conduct of the plaintiff has been such as 
to disentitle him to the assistance of the court. “This rule rests 
on the maxjm that ‘he who seeks equity must do equity,' and 
implies that a plaintiff seeking an injunction must come with clean 
hands. With reference to this point, it is laid down in Kerr on 
Injunctions, on the authority of the case therein cited, that a plain- 
tiff, who asks for an injunction, must be able to satisfy the court 
that his own acts and dealings in the matter have been fair and 
honest and free from any taint of fraud or illegality, and that if, in 
his dealings with the person against whon^ he seeks relief, or with 
third parties, he has acted in an unfair or inequitable manner, he 

(20) Aga Mahmood ▼. Edward Telteer, (1903) 2 113. 

(21) Art. 113 of the Limitation Act. 
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cannot have relief.”** Thus, in The Anglo-Swiss Condensed Mdk 
Co. V . The Swiss Corvdiensed MUk Co.,^ the plaintiff, on becoming 
aware that the defendants had received a small consignment of the 
infringing goods, did not take action immediately, but waited for 
the arrival of a lai^er quantity of such goods and then filed a suit 
for passing off. Vice-Chancellor Malins ordered that the 
injunction should not extend to the goods already arrived and 
should be limited to the sale of future consignments only. And, in 
Abdvd Codar v. MoJiamadally,^* where the plaintiff deliberately 
combined the labels of some of his rivals with the object of passing 
off his goods for theirs it was held that he was not entitled to an 
injunction restraining some other person from imitating his label. 

It follows from the above rule that a trade mark containing a 
false claim of patent rights will not be entitled to protection. As 
Jesse], M.R., said: '‘No man can claim a trade mark in a 
falsehood. ’ ’** Again, in the Leather Cloth Case,^ Lord Kingsdown 
observed: “If a trade mark represents an article as protected by 
a patent when in fact it is itot so protected, it seems to me that such 
a statement prima facie amounts to a misrepresentation of an 
important fact, which would disentitle the owner of the trade mark 
to relief in a Court of Equity against &ny one who pirated it.” 
Illustration (b) givmi under Sec. 56 of the Specific Relief Act 
refers to such a case and is based on Morgan v. McAdam.* In 
that case the plaintiffs who sold their crucibles as “Patent 
Plumbago Crucibles” although the crucibles were never the subject 
of a patent, brought an action against the defendants for 
restraining them from selling their crucibles under the same name. 
In refusing an injunction Wood, V.C., said: “All that this court 
has to determine is, has the plaintiff who comes here to seek relief, 
any ground whatever for asking the court to assist him in the 
protection of that right which he sets up? If the court finds it to 
be a right founded upon fraud, the court says it cannot assist a 
person in carrying on a fraud.” Illustration (c) under the same 


(22) Per Subramaaia Iyer, J., in Seeni Cheltiar v. Santhanathan 
CKettxar, (1896) 20 Mad. 58; 6 M.L.J. 281 (F.B.). 

(23) W. N. (1871) 163; Seb. Dig., p. 222. 

(24) (1001) 3 Bom.L.B. 220. 

(25) tJheanin-r. Walleer, (1877) 5 Ch.D., p. 862. 

(1) Leather Cloth Co., Ld. y. American Leather Cloth Co., Ld., (1865) 
U £.B. 1435; 11 H.L.C. 523 ; 35 L.J. Gh. 53. 

(2) (1866) 36 D.J.Ch. 228; 15 L.T. 348; Seb. Dig., p. 159. 
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section is obviously based on the case Perry v. Trmfitt,* in which 
Lord Lsngdale refused to grant an injunction on the ground of 
misrepresentation contained in the plaintiff’s trade circulars and 
show cards as to the composition of the substance sold. 

Temponury or interlooatory injunotions. — ^Temporary injunc- 
tions are granted under Order 39 of the Civil Procedure Code. 
Rule 1 says that where in any suit it is proved (o) “that any 
property in dispute in a suit is in danger of being wasted, damaged 
or alienated by any party to the suit, or w'rongfuUy sold in 
execution of a decree, or (6) that the defendant threatens, or 
intends to remove or dispose of his property with a view to defraud 
his creditors, the court may by order grant a temporary injunction 
to restrain such act ’ ’ until the disposal of the suit or until further 
orders. Rule 2 reads: — 

“(1) In any suit for restraining the defendant from 
committing a breach of contract or other injury of any kind, 
whether compensation is claimed in the suit or not, the plaintiff 
may, at any time after the commencement of the suit, and either 
before or after judgment, apply to the court for a temporary 
injunction to restrain the defendant from committing the breach 
of contract or injury com'plained of, or any breach of contract or 
injury of a like kind arising out of the same contract or relating to 
the same property or right. 

(2) The court may by order grant such injunction, on such 
terms as to the duration of the injunction, keeping an account, 
giving security, or otherwise, as the court thinks fit. ’’ 

Clauses (3) and (4) of Rule 2 relate to breach of an injunc- 
tion. Rules 3 to 5 deal with procedure and Rules 6 to 10 with 
interlocutory orders.* 


(3) (1842) 6 Bear. 66; 49 E.B. 749. 

(4) Clause 3 of Buie 2 says: — 

" In case of disobedieuee of breach of any such terms the court granting 
an injunction may order the property of the person guUty of such disobedience 
or breach to be attached, and may also order such person to be detained in the 
civil prison for a term not exceeding six months, unless in the meantime the 
court directs his release.” 

* Clause 4: — 

“No attachment under this rule shall remain in force for more than 
one year, at the end of which time, if the disobedience or breach continues, the 
property attached may be sold, and out of the proceeds the court .may award 
such compensation as it thinks fit, and shall pay the balance, if any to the 
party entitled thereto.” 
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Prixna facie rigjit to injunction must be shown. — A few of 

the general principles governing the granting of temporaiy 
injunctions may be considered here.® It is clear from the above 
rules that a temporary injunction is merely of a provisional nature 
and does not conclude the rights of the parties in any way. The 
object of an interim injunction is to preserve the property under 
dispute in status quo during the pendency of the suit so that if the 
plaintiff is successful when the case is decided on its merits the 
defendant will have been prevented in the meantime from dealing 
with the property in such a way as to make the suibse(iiieiit 
judgment ineffectual. Temporary injunctions will therefore be 
issued only in very clear cases, and the couit’s discretion in tliis 
matter will be exercised with very great caution.® The plaintiff 
must make out a prima facie case for the interim injunction by 
adducing evidence to show that he will in all probability succeed 
in the action.^ This does not mean, how^ever, that the court should 
examine in detail the facts of the case and anticipate or prejudice 
the verdict which might be pronounced after the hearing of the 

Buie 3 states — 

^‘the court shall in all cases, except where it appears that the object of 
granting the injuhetion would be defeated by the delay, before granting an 
injunction, direct notice of the application for the sanu? to be given to the 
opposite party. ' ^ 

Buie 4 gives power to the court to discharge, vary, or set aside, any cjrdor 
for an injunction on application made by any party (lissatisfied witli such order. 

Buie 5 states that ^^an injunction directed to a Corporation is binding 
not only on the Corporation itself, but also on the members and officers of the 
Corporation whoso personal action it seeks to restrain. ' ’ 

Buies 6 and 7 deal with the power of the court to order an interim sale 
and to pass an order for the detention, preservation or inspection of property, 
while Buie 8 states that an application for an order under the above two rules 
may be made during the pendency of the suit by either party after giving 
notice to the other. 

(5) Apart from the special circumstances which determine whether the 
Court should in its discretion grant an injunction before the hearing of the 
suit, the same general principles must equally apply to the granting of a 
temporary injunction as to a perpetual injunction, and those principles must, 
therefore, be sought in the Specific Belief Act itself. Sarjant, C.J., in 
Nusserwanji Merwanji v. Gordon, (1881) 6 Bom. 266. See also Svibha Naidu 
y. Haji Badsha Sahib, (1902) 26 Mad. 168; 13 M.L.J. 13. 

(6) The court will grant an interlocutory injunction if it can see that 
there} is a probability that plaintiff will succeed at the trial of the action, in 
order to keep things in status quo, Warner v. Warner, (1889) 5 T.L.B. 359 
(Cotton, L.J.). The court will not interfere by interlocutory injunction except 
in strong cases, Motley y. Downman, (1837) 3 My. & Or. 1; 40 £.B. 824. 

(7) Warner v. Warner, (1889) 5 T.L.B. 359 (Cotton, L.J.) ; Colman 
(J. # /.), Ld. V, Farrow Co., (1898) 15 E.P.C. 198. 

• 44 



346 The Law OF Trade & Merchandise Marks m lintiA. [Chap. 

suit.” If fraudulent intention on the part of the defendant is 
shown it will no doubt be easier to obtain an injunction.* Thus, in 
International Plastnon, Ld. v. Plasmonade, Ld.,^^ where it was 
proved that the defendants had deliberately attempted to steal the 
plaintiffs’ trade name an interlocutory injunction was granted. 
But, where there is reasonable doubt about the plaintiff’s legal 
right, or where the evidence adduced by the i>arties shows on the 
face of it that the case is not a fit one for a perpetual injunction, 
the court will refuse to grant a temporary injunetion.^^ For, the 
effect of the injunction in such cases wll be to cause a great injury 
to the defendant if the court finds ultimately that the defendant’s 
claim to the mark is just and lawful. So, where a prima facie case 
of concurrent right is shown by the defendant,*® or where the 
defendant has joint interests*® with the plaintiffs, a temporary 
injunction will not be issued. 

Injury miusll be imminent. — The claim to a temporary 
injunction is based on the ground that unless the defendant is 
restrained forthwith from committing the act complained of 
substantial or irreparable injury may result to the plaintiff before 
the suit is decided on its merits. The plaintiff must, therefore, 
make out a very strong case that there is very reasonable 
probability, though not amounting to an afbsolute certainty, that 
the defendant’s act would materially injure his business and that 
such danger is imminent.*^ He must show that the refusal of the 


(8) Smidt {John) t. Beddaway 4" Co., 32 Cal. 401; 9 C.W.N. 281; 
Vpendra Nath Brahmaehari y. Union Drug Co., Ld., A.I.B. 1926 GaL 837; 
43 G.L.J. 405; Danish Dairies MUk Export ▼. Mvrlidhar 4- Co., A.I.B. 
1932 Sind 84; 26 S.L.B. 51. 

(9) Badde v. Norman, (1872) L.B. 14 Eq. 348; Cdman {J. ^ J.), Ld. 
y. Farrow # Co., (1898) 15 B.P.G. 198. 

(10) (1905) 22 B.P.G. 543. 

(11) Purser y. Brain, (1848) 17 L.J.Gh. 141. See Upper Assam Tea 
Co. y. Herbert 4- Co., (1890) 7 B.P.G. 183; Uoseley 4r Sons, Ld. v. Nathan 
4r Co., 23 B.P.G. 345; Fine Cotton Spinners and Doublers* Association, Ld., 
and J. Cash 4r Sons, Ld. y. Harwood Cash ^ Co., Ld., (1907) 2 Gh. 184; 
24 B.P.G. 533; Fetors, Ld. y. Domestic Inventtons Co. (1908) 25 B.P.G. 387; 
Bosenthal y. Beynolds, (1892) 2 Gh. 301; 9 B.P.G. 189. 

*(12) Oeneral Beversionary Investment Co, y. General Bsversionary Co., 
Ld., Empire Digest, Vol.. 43, p. 332; Hayward Bros., Ld. y. Peakall, (1909) 
26 B.P.G. 89 (Defendant’s daim for concurrent user was not eetaUihhed and 
injunction was granted). 

(13) Adolph Frankau # Co., Ld. v. Pflueger, (1909) 20 B.P.G. 741. 

(14) Earl of Bipon y. Hobart, 3 My. & E. 169; 40 E.B. 65; 

3 L.J.Ch. 45; Bamjas Agarwtda y. Brajo Mohan Singh, (1914) 19 G.W.I7. 887; 
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temporary injunction would inevitably result in the violation of 
his right, and that the anticipated injury would not be adequately 
reparable by damages. But the injury need not be beyond the 
possibility of pecuniary compensation. A temporary injunction 
may be granted where it is shown that the anticipated injury would 
be very large or would be of such extent and frequent occurrence 
that it would be very difl(icult to obtain fair and reasonable redress. 
In extreme eases where it is clearly shown that the defendant is 
committing gross fraud and that he is likely to sell all the spurious 
goods if he is given notice of the motion, a temporary injunction 
may be granted ex parte till the motion comes before the court.^® 

Balxmoe of inconvenience. — ^Where the plaintiff’s claim for 
a temporary injunction is disputed the court will be guided by the 
balance of inconvenience caused to either party in the event of 
success. A temporary injunction will be granted if the court 
finds that, on the one hand, a great injui'y might result to the 
plaintiff by withholding the injunction, while, on the other hand, 
any injury which is likely to be caused to the defendant by the 
injunction can be easily compensated by damages in case he is 
ultimately successful in the suit. For instance, where the plain- 
tiff’s trade is considerable and the defendant’s business is just 
commenced, small or negligible a temporarj' injunction may easily 
be granted.'® So, in Read v. Richardson,^'' although the plaintiffs 
as well as the defendants had registered the trade mark in question, 
interlocutory injunction was granted by the Court of Appeal on 
the ground that, as the defendants had only recently started 
business while the plaintiffs’ business was large, the refusal of a 
temporary injunction would cause great injury to the plaintiffs if 
their claim was upheld on trial. And in R(dli v. Fleming'^^ where 

27 I.C. 244; Attorney-General v. Manchester Corporation, (189.S) 2 Oh. 87; 
Attorney-General y. Nottingham Corporation, (1904) 1 Ch. 673. 

(15) BlaeUock (Henry) ^ Co., M. y. Bradshaw’s Publishing Co., 
(1926) 43 E.P.C. 97. 

(16) Apollinaiis Co. v. Herrfeldt, (1887) 4 E.P.C. 478; Thompson y. 
MUler, (1896) 13 E.P.C. 35; Aplin # Barrett y. Richards, (1903) 20 EJ.C. 
799; Van Oppen Co., Ld. y. Leonard Van Oppen, (1903 ) 20 E.P.C. 617; 
Vpendra Nath Brdhmachari y. Union Drug Co., Ld., A.I.E. 1926 Cal. 837; 
43 C.L.J. 405; Ebrahim Cwrrim ir Sons v. AbdMa Sdheb, A.I.E. 1934 Mad. 
226; 65 M.L.J. 617; Alaska Packers’ Association v. Crooks 4" Co., (1899) 
16 E.P.C. 503; C. A. Modes, Ld. v. Central Purchasing Association, Ld., 
(1931) 48 E.P.C. 163. 

(17) 45 L.T. (N.S.) 64. 

(18) (1898) 3 Cal. 417. See also Ebrahim Currim 4 Sons v. Abdulla 
dokeb, A.I.E. 1934 Mad. 226; 65 M.L.J. 617. 
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iJie defendants agreed to keep an account of their sales until the 
hearing and prayed for the dissolution of the interlocutorj’ 
injunction the court declined to allow the prayer. Garth, C. J., 
observed : “In this particular case I do not think that their keeping 
an account of sales would be a sufficient protection to the plaintiffs, 
because if the defendants were allowed to use these marks in the 
market for several months in order to sell their cloth, they would 
become as well-known in the market as importers and sellers of the 
cloth as the plaintiffs ; and so the very mischief which the injunction 
is intended to guard against would have been effected." Where 
a temporary injunction is granted the court may require the plain- 
tiff to indemnify against any damage which the defendant may 
suffer on that account in the event of the legal right being deter- 
mined in favour of the latter.^* 

A temporary injunction will not, however, be granted where 
the court is of opinion that the injunction will inflict great hard- 
ship on the defendant while no serious loss is likely to be suffered 
by the plaintiff, if the granting of the injunction is left over till 
the decree in the suit is passed. So, where the defendant’s trade 
is large and where the harm done to his business is likely to be 
incalculable by the injunction if he succeeds in the suit the court may 
refuse to grant the interim injunction but may require the defend- 
ant to undertake to keep an account during the pendency of the trial. 
Thus, in Toshimi Boshaka Ka Ska, Ld. v. Dtoarhadds Fatehchand,^'* 
the learned Judge observed: “If I were to issue a temporary 
injunction now I would practically be ruining their (defendants) 
trade, which cannot be compensated in the event of the suit failing- 
But, on the otheP hand, if the plaintiffs continue to sell their grey 
shirtings with their ‘Asahi’ trade mark they will suffer no such 
consequences. If their sales are adversely affected in consequence 
of this competition they can easily be compensated and therefore it 
will be sufficient if, while refusing the temporary injunction, I 
order the defendants to submit accounts of their sales in Court 
once every three months and also give security in the sum of 
Bs. 5,000 to make good any loss which the plaintiffs may be held 
entitled to recover both before and after suit in the event of their 
succeiSding in the suit." 


(19) See, for instance^ Danish Dairies Milk Export v, Murlidhar 4* 
A.I.B. 1932 Sind 84; 26 S.L.B. 61. 

(20) 26 S.L.B. 335. See also Harichand Anand ^ Co. v. Singer Mann- 
factwring Co., A.I.B. 1933 Lah. 1046, where a similar order was passed. 
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The onus is thrown on the plaintiff to show that the incon- 
venience likely to be caused to him by the refusal of the temporary 
injunction outweighs the possible inconvenience to the defendant 
by the granting of tlie injunction, in case the latter ultimately 
succeeds in the action. Where the court is not satisfied that the 
infringement is likely to be recommenced, or where the possible 
injury is small, the court will not grant a temporary injunction . 

Delay fatal to temporary injunction. — The essence of an 
application for interlocutory injunction is that it should be made 
with promptness. Improper delay, though not amounting to 
acquiescence, may often deprive a plaintiff of his right to an inter- 
locutory injunction. Thus, in Yoshimi BosJiaka Ka Sha, Ld. v. 
Dwarkadas Fateiichand,^^ where there was a delay of over three 
years in filing the suit after the discovery of the alleged infringe- 
ment an application for interlocutory injunction wa.s rejected on 
the ground of delay. Interlocutory injunction was similarly 
refused in Yost Typewriter Co., Ld. v. Typewriter Exchange Co.,^^ 
on the ground that the acts complained of had been going on for five 
years to the knowledge of the plaintiffs. But where the defendant’s 
conduct is held to be a gross fraud on the public an interlocutory 
injunction may be granted in spite of a certain amount of delay.®* 

In Vnani Dawakhana v. Hamdard Dawakhana^* the plaintiff 
showed that he had served the defendants with notices in 1918 
calling upon them to discontinue .selling “Sharbat Buh Afza” and 
that the appellant had so desisted but had resumed infringing the 
plaintiff’s trade mark in 1923. It was contended that the plaintiff 
had lost the right to an injunction on account of delay in bringing 
the suit. But it was held that as the plaintiff had instituted the 
suit a few months after the defendants had resumed the manu- 
facture and sale, at any rate, on a considerable scale, of the goods 
complained of, there was not such delay in filing the suit as to 
disentitle the plaintiff to relief. 


(21) (1932) 26 S.L.B. 335. See observations of Cozens-Hardy, M. H., 
in Shcrwell v. ComhiTted Incandescent Mantles Syndicate, Ld., (1907) 
W.N. 211, cited in the above case. 

(22) 19 R.P.C. 422. See also Isaacson v. Thompson, (1872) 41 L.J.Ch. 
101; Fan Oppen dr Oo., Ld. v. Van Oppen, (1903) 20 E.P.C. 617; ISoyal 
fVarrant Holders^ Association v. Slade 4r Co., Ld., (1908) 25 B.P.C. 245. 

(23) OUlette Safety Baeor Co. v. Diamond Edge, Ld., (1926) 
43 E.P.C. 310. 

(24) A.I.E. 1930 Lah. 999. 
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Where the delay is short and satisfactorily explained an inter* 
lucutory injunction may be granted. Thus, in Army cmd Navy 
Co-operative Society, Ld. v. Army Niwy and GivU Service Co- 
operative Society of South Africa, Ld.,*'^ where the plaintiffs moved 
for an interlocutory injunction to restrain the defendants from 
carrying on business under that name, it was held that the delay 
of three months since the incorporation of the company was suffi- 
ciently explained and an interlocutory injunction was granted. 
Buckley, J., (later Lord Wrenbury) said; “The plaintiffs not 
being in a hurry, thought probably the thing would come to nothing, 
and did not take steps at that time; they did not want to rush 
into litigation.” Similarly, in Hayward Bros., Ld. v. Peakdtt,^ 
where delay on the part of the plaintiffs was alleged as defence to 
the motion for an interlocutory injunction it was held that the delay 
was satisfactorily explained and the right of the plaintiffs to relief 
was not barred. And, in C. & A. Modes, Ld. v. Central"Purchasing 
Aiisociation, Ld.,* Humphreys, J., observed that the plaintiffs 
were justified in waiting for three months to see whether the 
defendants* business was going to interfere with theirs and to 
obtain evidence of a few cases of actual deception. 

Dvratioii of the temporary injunction. — temporary in- 
junction may ibe granted until the disposal of the suit or until 
further orders of the court. In the latter case if the injunction 
is not dissolved pending the suit it will come to an end when the 
decree is passed. It has been held that once a suit has been dis- 
missed, the court dismissing it cannot grant a further temporary 
injunction, as the suit is no longer pending before that court.’ But 
if an appeal has been preferred against the decree the appellate 
court may at its discretion grant a fresh temporary injunction.* 

Form of injunetion. — ^Forms of injunctions in some typical 
passing-off actions are given in Appendix XIX. It will be seen 


(25) (1902) 19 B.P.C. 574. See also Kodak, Ld. v. Thomas Illingworth 

4- Co., Ld., (1926) 43 B.P.O. 33. 

(1) (1909) 26 B.P.C. 89. 

(2) (1931) 48 B.P.C. at p. 165. 

(3) Shaikh Koheeooddeen v. Shaikh Ahmad Hossein, (1870) 14 W,B. 384; 
Gosaam Money Pwee Oowr Perahad Singh, (1884) 11 (}al. 146. 

(4) Goaaain Money Puree v. Oowr Perahad Singh, (1884) 11 Gal. 146. 
Temporary injunetion not granted in Chandoo Sibi'a Petition, (1903) 
26 All. 311. 
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that the injunction is generally to restrain the defendant from 
using the plaintiff’s mark or a colourable imitation of the same on 
goods not of the plaintiff’s manufacture, or from otherwise iiassihg 
off his goods as the plaintiff’s.® In the case of a descriptive mark 
which has acquired secondarj* signification the defendant will be 
restrained generally not from using the mark absolutely but only 
from using it in such manner as is calculated to deceive the public. 
In such cases the form of injunction granted by Ijord Chancellor 
Cranworth in Seixo v. Provezewde has been held to be the proper 
form.® The injunction in that case was to restrain the defendant 
from employing any marks or words so contrived as to represent 
or induce the belief that his goods are the goods of the plaintiff or 
otherwise using the plaintiff 's mark tvithmit clearly distinguvihing 
the same from the goods of the plaintiff. In very exceptional cases 
even where a mark is descriptive the court may in view of the 
special circumstances grant an injunction restraining the defendant 
absolutely from using the word or mark.^ It is generally advant- 
ageous to the plaintiff to mention in the statement of claim the exact 
nature of the infringement and the form in which the injunction 
is prayed for. The court will not, however, lay down a course of 
conduct for a defendant.® Where the goods passed off are protected 
by an existing patent the injunction will be limited to the duration 
of the patent.® 

(it) Delivery up of marked goods. 

Besides an injunction, a plaintiff who is successful in a 
passing-off action is entitled to a delivery up of possession of all 
the labels held to be calculated to deceive, and of the spuriously 
marked goods for erasure of the mark, and if erasure is impos.sible, 
for their destruction. 


(5) Seixo V. Frovezeride, (186(5) L.R. 1 Ch. 392. 

(6) (1S66) 1 Ch. 192; See Beddaway v. Banham. (3896) A.C. 199; 
13 B.P.C. 218; Montgomery v. Thompson, (1891) A.C. 217; 8 R.P.C. 361. 

(7) Woiherspoon v. Currie, (1872) 5 H.L. p. 523. 

(8) Kerfoot v. R. A, Cooper, Ld., (1908) 25 R.P.C. 508, (Eve, J.); 
C. ^ A, Modes, Ld. v. Central Purcheising Association, Ld., (1930) 
48 R.P.C. at p. 165 (Humphreys, J.). is not for me sitting here as 
the judge of particular marks and tickets, to say whether the proposed altera- 
tions were or were not reasonable or to decide what exact alterations would 
be necessary to prevent all likelihood of deception.’^ per Grouch, A. J. C., in 
Macdonald 9 Co. v. MoOand 4r Moos, (1914) 10 S.L.R. 175; 41 I.C. 539. 

(9) Parker and Smith v. Satchwetl Co., Ld., (1901) 18 B.P.C. 299; 
45 Sol. Jo. 502. 
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EnuNire of the mark. — Where an order for delivery up is 
made the court will, generally, restrict the order to the erasure of 
the offending mark on the goods to the satisfaction of the plaintiff. 
Thus, in Dent v. Turpin,^° where the defendant had infringed the 
plaintiff’s trade mark “Dent, London” on watches it was held tKat 
without averring special damage the plaintiff might sue for delivery 
up of the falsely marked articles for erasure. In Slazenger & 
Sons V. Feltham & Co.,“ where the defendants had infringed the 
plaintiffs’ trade mark, “The Demon,” by selling racquets exactly 
like the plaintiffs’ with the words “Demotic” stamped where the 
plaintiffs had stamped “The Demon,” the Court of Appeal 
ordered that the racquets need not be destroyed, that the false mark 
“Demotic” should be satisfactorily erased in the presence of the 
plaintiffs or their agent, and that an affidavit should be filed by the 
defendants verifying the number of racquets in their possession on 
which the offending mark was stamped. And, in another case,^‘ a 
deceptive stamp impressed on a cork was ordered by the court to be 
removed from the corks in actual use in bottles. 

In The Swadeshi Mills Co. v. Juggilal Kamalapat Cotton 
Spinning and Weaving Mills Co., Ld.'^^ Mears, C.J., passed orders 
in the following terms: — “In view of the immense quantity of the 
goods in the possession of the defendants, which bear one or more 
of the infringing marks, and of the practical difficulties attendant 
upon requiring these goods to be delivered to an officer of this court 
we (with the consent of the counsel for the plaintiffs) order the 
defendants to remove or erase each and all of the said infringing 
marks from all cloths and individual garments in their possession. 
This work is to be completed by the 17th of July, 1926, on or before 
which date Mr. Kmnalapat and his son Mr. Padampat are to make 
a joint affidavit stating that this has been done and expressing 
their willingness to give the plaintiffs or an officer of this court 
inspection of their goods at their premises should the plaintiffs so 
desire. If this is done, an order for the delivery of the goods for 


(10) (1861> 2 John & H. 139; 70 B.B. 1003. 

(11) (1889) 6 B.P.C. 631; 5 T.L.B. 365. 

(-12) Army 4r Navy Co-operative Society, Ld. v. Army, Navy and Cii^ 
Service Co-operative Society of India, Ld,, (1891) 8 B.P.C. 426. In 
Fonsardin v. Peto, (1863) 55 B.B. 518; 33 Beav. 642^ Bomilly, M.B., held 
that the Tidne ^hich was spnrioasly marked with the plaintiff’s mark could 
on its being recorked be delivered to the applicant who had advanced money 
for the wine in ignorance of the spnriousness of the marks. 

(13) (1926) 49 All. 92. 
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|:he delivery of the goods for the purpose of removal and erasure of 
the offending marks may be avoided. The defendants are to 
deliver within fourteen days to the Segistrai* of this court the 
remaining balance of 2,62,590 coloured lotus flower labels now in 
their possession.’’ 

Delivery up of goods. — The courts will not, therefore, order 
unnecessary destruction of goods.^* But where tlie false marks 
cannot be removed in a satisfactory manner delivery up or 
destruction of the spurious goods will be ordered. In Warwick 
Tyre Co,, Ld. v. New Motor mid Getieral Rtihhrr Co., Ld.,'-' 
Neville, J., held that the defendants’ use of the name 'Warwick' 
in connection with the sale of motor tyres would be culculaled to 
mislead people to believe that such tyres were of the same make 
as the plaintiffs’ well-known '‘Warwick” tyres for cycles and 
motor cycles. An injunction was granted with costs, and an order 
was passed for delivery-up or destruction of the spurious tyres and 
advertisements in the possession of the defendants. In Dunlop 
Rubber Co., Ld. v. A. A. Booth & Co., Ld.,^^ the plaintiffs who 
were manufacturers of "Dunloi)” pneumatic tyres alleged that 
the defendants had imported for sale in England tyres made by 
the French Dunlop Co, Injunction to restrain infringement oF 
trade marks was granted with an order for delivery up or 
^lestruction and an inquiry as to damages. The defendants’ 
application to be allowed to send the infringing tyres to their 
original source as an alternative to delivery-up or destruction was 
refused by Tomlin, J. In Bryant & May, Tjd. v. United Match 
Industries, Ld.,^"^ an order was made for the destruction on oath of 
the labels held to infringe the plaintiffs’ rights. And in Voikes, Ld. 
V. Evans and Marble Arch Motm^ Supplies, Ld.,^^ it was held by 
Parwcll, J., that the successful plaintiffs were entitled to a delivery 
up on oath of the spurious articles in the defendants’ possession. 
IMcs, jdates and other instruments used by the defendant for 


(14) In Herbert Whitworth, Ld. v. Jamnadas Nemichand (1927) 
52 Bom. 228; the court in making an order for delivery up of the infringing 
articles observed that '^the expression ^infringing articles’ applies only to 
so much of a piece as, bears the mark or picture complained of. This would 
involve, I gather cutting about a yard at each end. It does not apply to the 
intervening 38 yards or thereabouts of each piece which has no mark on it.” 
•See also Sirwnal v. Emperor, A.I.B. 1932 Sind 94; 26 S.L.R. 241. 

(15) (1910) 27 R.P.C. 161; (1910) 1 Ch. 248. (Passing-off case). 

(16) (1926) 43 B.P.C. 139. 

C17) (1»33) 60 B.P.C. 12. 

(18) (1932) 49 B.P.C. 140. 

.45 
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counterfeiting the plaintiff’s trade mark may also be forfeited 
or destroyed.’® 

Delay. — ^Although an injunction is granted an order for 
delivery-up may be refused on account of plaintiff’s delay in 
taking action after becoming aware of the infringement.*® 

Bight questioned by Bomer, J. — The right to delivery up in 
passing-off actions has recently been questioned by Bomer, J. In 
lAssen, Ld. v. Mutton,*^ his Lordship made a distinction between 
a trade mark action and a passing-off action and said that in the 
latter case the plaintiff was not entitled to delivery up. The 
learned judge observed : — “I do not know of any common law right 
to an order for delivery up in a passing-off action. . . . The 
plaintiffs have no property in the goods in his (defendant’s) 
possession merely because he has been passing them off as' the 
Plaintiffs’, and they have no property in his labels. They will 
have to be content with an injunction;” and added, “The habit 
is growing up in these passing-off cases to ask for delivery-up of 
the goods. I am perfectly sure it is wrong.” The parties had, 
however, already come to terms and the defendant had delivered 
up to the plaintiffs the labels complained of. Bomer, J., made an 
order for an injunction and an inquiry as to damages only and 
refused an order for delivery up. 

It may be remarked, in this connection, that the right of 
property in an unregistered trade mark has been generally 
recognised under the common law, and that, as Lord Justice Bomer- 
pointed out in Bow v. the Trade Marks Act does not 

“confer any new right of property on the owner of a trade mark;” 
the Act being only “a statutory recognitiim of the law which had 
been previously laid down by the Court of Chancery.” Besides, 
in England an order for delivery up has been made in a number of 
passing-off cases.** In India, where, owing to the absence of 


(19) Special penal provisions are contained in the Merchandise Marks 
Act. See Chapter XI. 

(20) Cotmty Chemicdl Co., Ld. v. Frankenhurg, (1904) 21 B.P.C. 729; 
(delay of six months). 

(21) (1929) 46 B.P.C. 10. 

* (22) (1905) 1 K.B. 592. 

(23) Dent v. Twrpi/n, (1861) 70 E.B. 1003 ; 30 L.J.Ch. 495; 

Wimoiclc Tyre Co., Ld v. New Motor and General Bubher Co., Ld., (1910) 
1 Ch. 248; 27 B.P.C. 161; B. Middlemae and P. J. Wood (iradiing ae 
Walters Co.) v. Moliver # Co., Ld., (1921) 38 B.P.C. 97; Ideal Werhe 
A. G. V. Waiesdon and District Light Supply Co., Ld., (1931) 48 B.P.O- 123;: 
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statute law for registration of trade marks a trade mark owner can 
institute only an action for passing-off in case of infringement of 
his mark, the courts have recognised the plaintiff’s right to a 
delivery up if he succeeds in the action.** 

(iii) Damages or Account of profits. 

Altematiye reltefs — The plaintiff is entitled to elect to take 
an account of profits or an enquiry as to damages.*'^ These are 
alternative reliefs, and the plaintiff can claim only either of them. 
In Lever v. Goodwin^ Lord Justice Cotton observed: — “It is well- 
known that both in trade mark cases and patent cases the plaintiff 
is entitled if he succeeds in getting an injunction, to take either of 
two forms of relief; he may either say, “Now I claim from you the 
damage I have sustained from your wrongful act;’’ or “I claim 
from you the profit which you have made by your wrongful act.’’ 
So, in Slaaenger v. A. O. Spalding & Bros.f^ Neville, J., observed: 
“I think that nowadays tliere is no distinction between an account 
of profits and inquiry as to damages. Where the right to compen- 
sation exists, I think it rests with the plaintiff to elect whether he 
will take one form of relief or take another form of relief.’’ And, 
in a recent case,* Parwell, J., observed: — “Where a plaintiff is 
successful in an action for infringement of trade mark or in 
infringement of a patent or in a passing-off action, he is entitled 
to elect whether he will take an enquiry as to damages or whether 
he will take an account of profits. If he takes an account of profits, 
there is cast upon the defendant the obligation of showing what 
profits, if any, he has made. It may be that the defendant is able 


Yokes, Ld. v. Evans and Marhle Arch Motor Supplies, Ld., (1932) 
49 B.P.C. 140. 

(24) See for instance the following cases where an order for 
delivery up was passed: — The Swadeshi Mills Co. v. JuggUal Kanudapat 
Cotton Spinning and Weaving Mills, Co., lA., (1926) 49 AIL 92; The Swedish 
Match Co. V. Adatnjee Bajee Dawood 4" Ld., (1926) 4 Kang. 381; 
Berbert Whitworth, Ld. v. Jamnadas Nemiehand Mehta, (1927) 62 Bom. 228. 

(25) Wevngarten Bros. v. Charles Bayer 4" Co., (1905) 92 L.T. 511; 
22 B.P.C. 341; SaBay Mahomed Bajee Svlaiman v. S. B. Neogi 4" Go., 
(1931) 10 Bang. 85; A.I.B. 1932 Bang. 56; The Manoekji Petit Manu- 
facturing Co., Ld. V. The Mahaiawmi Spinning and Weaving Co., Ld., (1885) 
10 Bom. 617. Where the plaintiff is one of joint proprietors of the mark 
he is entitled to his share of profits. Dent v. Turpin, (1861) 30 L. J .Ch. 495; 
70 E.B. 1003. 

(1) (1887) 36 Cai.D. 1; 4 B.P.C. 492. 

(2) (1910) 1 Ch. 257; 27 B.P.C. 20. 

(3) B. E. Draper (trading as Buhert B. P. Trist 4- Co.) v. Buhert 
B. Pj Trist and Tristbestos Brake Linings, Ld., (1936) 53 B.P.C. at p. 60. 
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to show that he has in fact made no profit out of what was an 
illegal act and, if so, the plaintiff lias to suffer for it by recovering 
nothing under the inquiry and possibly having to pay the costs of 
the enquiry. On the other hand, the plaintiff can elect, if he 
pleases, to take an inquiry as to damages, that is, an inquiry als to 
the damage which the plaintiff has suffered by reason of the 
wrongful acts of the defendant, and it is in electing to take such 
an inquiry as that, for the plaintiff to show that he has suffered 
some damage.” A plaintiff who originally claims an account 
of profits may give up this claim subsequently at the trial and may 
ask for damages instead.^ 

Nominal damages given where infringement is proved. — ”lf 

a person sells his goods with the intention of deceiving purchasers, 
and of inducing them to believe his goods as the goods of another, 
this is actionable, and entitles the latter to recover nominal damages, 
even though no special damage is proved. This principle was 
established as early as 1833 in Blofeld v. Payne.^ The defendant 
had sold hones which were not of the plaintiff’s manufacture in 
envelopes similar to those of the plaintiff. Lord Denman, C.J., 
told the jury at the trial that “even if the defendant’s hones were 
not inferior, the plaintiff was entitled to some damages, inasmuch 
as his right had been invaded by fraudulent act of the defendant. ’ ’ 
The jury found a verdict for the plaintiff with a farthing damages 
although they found that the defendant’s hones were not inferior 
to the plaintiff’s. This verdict was upheld by the court of King’s 
Bench, Littledale, J., observing: “The act of the defendant was 
a fraud against the plaintiff, and if it occasioned him no specific 
damage, it was still to a certain extent an injury to his right.” 
Where there is no allegation of special damage the plaintiff will be 
entitled to only nominal damages. For instance, in Morison v. 

(4) Juggilal Kamalapat v. The Swadeshi Mitts, Co., Ld., (1928) 
56 I.A. 1; 61 AIL 182; 46 B.P.C. 74. 

(5) Beddaway 4" t. Bentham Hemp Spinning Co., (1892) 

2 Q.B. 639; 9 B.P.C., at p. 508. (Lopes, L.J.). 

(6) (1833) 4 B. & Ad. 410; 110 E.B. 509; 2 L.J.E.B. 68. 

Applied: — Dent v. Turpin, (1861) 70 B.B. 1003 ; 30 L.J.Gh. 495; Leather 
Cloth Co. ▼. Jlirschfleid, (1865) 1 £q. 209; Referred: — Crawshay v. Thompson, 
(1842) 4 Man. & G. 357; 134 E.B. 146; Burgess y. Burgess. (1853) 

3 DeQ. M. &G. 896; 43 E.B. 351; Dixon v. Famous, (1861) 121 E.^ 544; 
30 L.J.Q.B. 137; 3 E. & E. 537; Singer Manufacturing Co. v: Loog, (1882) 
8 App. Caa. 15; Beddaway 4" v. Bentham Hemp Spinning Co., (1802) 
2 Q.B. 639 ; 9 B.P.G. 503; Spending 4- Bros. v. Oamage, Ld., (1013) 
80 B.P.C. 388; (1014) 110 L.T. 530; 31 B.P.C. 125; (1015) 32 B.P.C. 
273; 84 L.J. Ch. 449. 
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Salmon^ the plaintiff was given one farthing damages and in 
Rodgers v . N owtU^ a verdict was found for the plaintiff with forty 
shillings damages. So also, in Pneumatic Rubber Sta^np Co. v. 
Lindner^ forty shillings were awarded as damages, and in 
CvMnier Fils & Co. v. Gaiety Bars and Restaurant Co., Ld.,^^ 
where the defendants were held to have passed off otlier liciueur 
as of the plaintiffs, injunction was ordered with costs and 20 
shillings as damages. 

The same law prevails in tlie Indian courts. In Abdul Salam 
v. Hamidullah^^ the court observ^ed that for damages to be 
recovered for infringement of a trade mark it was not necessary 
that special damages should be proved, and that it was sufficient 
to show that the plaintiff’s right had been invaded, in whicli case, 
some damage, even if only nominal, would bo given. 

Account of profits. — Where an account of the profits is 
ordered, the whole profit made by the defendant by tlie sale of the 
si)uriously marked goods would be awarded as damages. It is 
immaterial that if the infringement had not taken place all the 
profits made by the defendant from the spuriously marked goods 
might not have gone to the plaintiffs. The defendant cannot 
plead that part of the profits was due to the intrinsic value of the 
goixls sold by him and thjit only the remaining poviion was due 
to the use of the spurious mark. As was observed by an American 
Judge, ^ ‘Every consideration of reason, justice, and sound policy 
demands that one who fraudulently uses the trade mark of another 
should not be allowed to shield himself from liability for the profit 
he has made by the use of the trade mark on the plea that it is 
impossible to determine how much o^ the profit is due to the trade 
mark, and how much to the intrinsic value of the commodity. The 
fact that it is impossible to apportion the profit renders it just 
that he should lose the whole. 


(7) (1841) 10 L.J.C.P. 91. 

(8) (1847) 17 L.J.C.P. 52; 136 E.B. 816; 5 C.B. 109. 

(9) (1898) 15 B.P.C. 525. See also Munday v. Carey, (1905) 
22 B.P.C. 273. 

(10) (1902) 19 B.P.C. 357. See I/yons ^ Co., Ld. v. Lyons, (1932) 
49 B.P.C. 188; where £5 damages were awarded. 

(11) (1912) 15 I.C. 116; 166 P.W.B. (1912). See also Near 

Mohamed Sait Co. ▼. AhdvH Kareem Co., (1933) 57 Mad. 600. (Bs. 50 
awarded as damages although no actual instance of confusion was proved). 

(12) Per Crocket, J., in Graham v. Plate. Seb. Dig., p. 208. 
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In Lever v. Goodwin^* it was contended on appeal that the 
account of profits ordered by Mr. Justice Chitty was wrong in 
form and that the account ought to be confined to profits on sales 
to person who actually bought the defendant’s soap believing it 
to be the plaintiffs’. But the Court of Appeal refused to acc'ept 
this argument. Cotton, L. J., said “In my opinion that is 
mistaking the whole gist of this action. The defendants, as I under- 
stand, do not sell anything to retail purchasers; what they sell they 
sell to middlemen, that is to say to purchasers from them as whole- 
.sale merchants, and who are going to sell it retail to persons who 
come and buy one or two or any number of these packets; and the 
complaint against them is this: “you have dressed up your soap 
in such a dress that these middlemen to whom yon sell it. are 
enabled by having that deceptive dress upon it to sell it to the 
ultimate purchasers as the soap of the plaintiffs when it is your 
soap.” In my opinion the whole gist of the complaint against 
them is, “You have sold a weapon calculated to be used fraudulently 
by the middlemen;’’ and the profit for which they must account 
for is the profit which they have made by the sale of soap in that 
fraudulent dress to the middlemen. It is immaterial how the latter 
deal with it. If they find it for their benefit not to use it fraudu- 
lently, but to sell the soap to purchasers from them as Goodwin’s soap 
that cannot affect the question whether the sale by the defendants 
to those middlemen of this soap in a fraudulent dre.ss was a wrongful 
act. It stiU remains a wrongful act because it puts into their 
hands the means of committing a fraud on the plaintiffs by selling 
the soap of the defendants as the soap of the plaintiffs. In my 
opinion, therefore, the account of profits is right as it stands and 
there ought to be no alteration in that respect. ’’ 

Where a decree for account is made the plaintiff is entitled to 
a discovery of the names and addresses of persons to whom the 
defendant had sold the spurious goods.^* 

Not allowed in oaee of short user and small sales. — ^An 
account of profits or an inquiry into damages will not be generally 
allowed where the alleged use of the false mark is only for a short 
period and the sale of the spurious goods is small and negligible. 
As Lord Hanworth, M.B., observed in a recent ease,*” “The court 

(13) (1887) 36 Gh.D. 1; 4 B.P.C. 492. 

(14) Leather Cloth Co., Ld. ▼. Eirechfield, (186.3) 11 W.B. 933; (1865) 
L.B. 1 Eq. 299. 

(15) Samuelton ▼. Producers Distributing Co., Ld., (1932) 1 C3i. 201; 
48 B.P.C. at p. 589. 
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ought not to order an inquirj' as to damages unless it is satisfied 
that there is some question of sufficient importance to justify the 
time of the court and the expenditure on the part of the parties 
which would result.” In McAndrew v. RasseW* an injunction 
waS granted restraining the defendant from selling liquorice 
stamped with the plaintiff’s mark “Anatolia” hut it was held that 
the case was not one in which an account need be directed. In 
Shipwright V. Clements'^ the defendant after assigning his partner- 
ship rights in perfumery business to the plaintiff subsequently 
represented that the old business had been removed to his new 
place of business. Injunction was granted, but owing to the 
smallness of the amount, no account was given. In Rose v. Loftus^* 
the defendant, a manufacturer of lime juice, filled on one occasion 
at the request of the customer, some of the plaintiff’s bottles 
embossed with the plaintiff’s trade mark that had been brought to 
him by the customer. On the defendant undertaking not to 
repeat the act, the court did not order costs or an account of profits. 
In Sanitas Co., Ld. v. Condy,'^” Kekewich, J., refused to order 
damages or an account of profits on the ground that the evidence of 
sale was insufficient to make it worthwhile to order either of these 
I’eliefs. In Rutter & Co. v. Smith'^^ the plaintiff could prove onlj' 
one ease of passing-off in which a person who asked for an ounce 
of the plaintiffs’ “Mitcham” tobacco had been served with another 
tobacco by the defendant’s manager, 'fhe court held that the case 
was too trivial for damages. In Roord mnd Son v. Huddart*^ 
inquiry as to damages wa^ refused on the ground that the defend- 
ant’s sale had been small. In Fram Mnnufacturing Co., Ld. v. 
Eric Morton &■ Co.,^^ damages were not allowed though an 
injunction was granted. In Wakefield. & Co., Ld. v. Purser^ the 

(16) (1864) S.'l L.J.Ch. 561; 4 De O.J. & Sm. 380; 46 E.E. 965; 
(The plaintiff had used the mark only for six weeks) . 

(17) (1871) 19 W.B. 599; Seb. Dig., p. 210. 

(18) X18f8) 47 L.J.Ch. 576; 38 L.T. 409. 

(19) (1887) 4 B.P.C. 530; 56 L.T. 621; See also CroafieU {Joseph) 
4 - Sons V. Caton, (1912) 29 B.P.C. 47. 

(20) (1901) 18 B.P.C. 49. See also John Knight # Sons, Ld. ▼. Crisp 
4" Co., Ld., 21 B.P.C. 670, where no damage was awarded ag there was only 
one instance of passing-off and there was no intention to repeat the act; 
KinneJl 4 Co., Ld. v. BaUantine 4 Sons, (1909) 26 B.P.C. 12 and 27 
B.P.C. 185. 

(21) (1904) 21 B.P.C. 149; 89 L.T. 718. 

(22) (1923) 40 B.P.C. 33. (See also Sodete Franoaise Badio- 

Kleetriqne v. West Centred Wiredess SnppKes, (1928) 45 B.P.C. 276. 

(23) (1934) 51 B.P.C. 167. 
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plaintiffs alleged that in response to two trap orders for their 
Castrol XL the defendants’ employee had supplied an oil which was 
not ‘‘Castrol XL”. Although the court held that an offence had 
been committed no damages were allowed, as the damages said to 
be suffered by the plaintiffs were trifling. 

The same rule is followed in India. In Karam Elahi & Co. v. 
Ahdul Aziz'** the court held that as no special damage was proved 
a decree for compensation should be refused, although an injunction 
was granted. And in Taylor v. Virammi Chetiy** the claim for 
damages was not pressed as the defendants had not effected any 
sales. 

Delay. — The court may refuse to order an account of profits 
or damages in cases where there has been undue delay by the 
plaintiff in taking legal action after the knowledge of the infringe- 
ment. In Ho-ri'hon v. Taylor^ Vice-Chancellor Wood granted an. 
injunction but held that no account of profits before the com- 
mencement of the suit cx)uld be given, on account of the plaintiff’s 
delay of nearly a year. In Beard v. Turner* where the plaintifb 
complained that the defendants were selling needles with a label 
bearing a general resemblance to the plaintiffs’ the same Vice- 
Chancellor held that the injunction asked for could not be granted, 
and that even if the relief could have been granted, the plaintiffs 
liaving neglected to take proceedings for two years after they 
became aware of what the defendant was doing, could have no 
account or costs by reason of that delay . And, in Beddaway &• Co., 
Ld. V. Robert Stevenson and Bros., Ld.,* damages were refused as 
the plaintiffs had neglected to sue for three and a half years after 
becoming aware of the infringement. 

. Abandomnent. — ^Delay may often amount to abandonment. 
Where the infringements are numerous and the owner of the mark 
neglects to take any action the mark may become publici juris. 
The plaintiff will not be entitled to damages or an account of 
profits where the mark is abandoned or has become publici juris. 
Where the defendant raises the plea that the plaintiff had abandoned 


(24) (1909) 4 Ind. Cas. 963; 127 P.L.B. 1909. 

(25) (1882) 6 Mad. 108. 

(1) (1865) 12 L.T.N.S. 339. 

(2) (1865) 13 LiT.N.S. 746. 

(3) (1903) 20 B.P.G. 276. 
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the trade mark or that the mark has become commou to the trade, 
the onus of proof is on the defendant to establish his contention.* 

Acquiescence. — ^Where there is satisfactory evidence of 
acquiescence neither an account of profits nor damages will be 
allowed.^ The owner of a trade mark, after becoming aware of 
the infringement of his mark by the defendant, cannot deliberately 
defer taking legal action and allow tiic sale of the spurious goods 
without hindrance w'ith the expectation that a huger profit may 
thus be eventually obtained from the defendant. Tn Ford \, 
Fo.^ler^ the court held that the plaintiff, not having .been active in 
defending his riglits, and the defendant's business being much 
larger than his, it was impossible to calculate the sales lost to the 
plaintiff by those effected by the defendants, and that the account 
should be limited to i)rofits earned from the commencement of the 
suit. 

Account of profits allowed only after the defendant becomes 
awarei of the plaintiff’s title to the mark. — In Cartivr v. CarliW^ 
it was held that where an injunction was granted, an account of 
profits should also be allowed, notwithstanding that the dehuulant 
was ignorant of the rights, and even of the existence, of the 
plaintiff. Romilly, M. R., said: ‘‘I am of oi)inion that the liability 
to account for the profits is incident to the injunction, and that 
the fact of the defendant not knowing to whom the trade mark 
he copies belongs, does not in the slightest degree affect the right 
of the owner to an injunction and to an account of the profits, as 
soon as he ascertains that it is imitated and used.” But in Moei v. 
Couston,^ the same Master of the Rolls refused to order an account 
of profits and costs, although he granted an injunetion. The 
defendants had in that case purchased and resold in England a 
quantity of the plaintiffs^ Champagne marked as “Moet’s.” The 
plaintiffs filed a suit for injunction and an account whereupon the 
defendants offered to submit to an injunction, each party paying 
its own costs. Romilly, M. R., said: ‘Mf a man buys goods from 
a third party, believing them to be genuine, while in fact they are 
spurious, it is not until he has been told that they are so 


(4) Noor Haki-Maqbul Ilahi v. Wood 4" (1927) 9 I^h. 487; A.I.B. 

1928 Lah. 924. 

(5) Sogg v. MateweU (1867) 2 Ch. Appeal 307, 316. 

(6) (1872) li.B. 7 Ch. 611, 616; 41 L.J.Ch. 682; Seb. Dig., p. 228. 

(7) (1862) 31 Beav, 292; 54 B.B. 1161. 

(8) (1864) 33 Bear. 578 ; 55 E.B. 493. 

. 46 
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that he can be considered to be guilty of any fraud or to be 
liable to render any account.” Cartier v. CarUle'* was soon over- 
ruled by Edelsten v. Eddsten.^^ In that case Lord Chancellor 
Westbury held that, although the plaintiff was entitled to an 
injunction, an account of the profits would only be given in respect 
of any user by the defendant after he had become aware of the 
plaintiff's title. Edelsten v. Edelsten was followed and held to be 
good law in Lever v. Goodwin^^ and in Slazenger v. Spalding 
S- Bros.^^ In the latter case the defendants offered for sale golf 
balls with a black cross similar to the plaintiffs' registered trade 
mark, whereupon the plaintiffs started an action for infringement. 
The defendants immediately offered to submit to an injunction with 
costs and pay £10 as nominal damages. This offer was refused by 
the plaintiffs who claimed that they were entitled to an account. 
It was shown by the defendants that they had acted horn fide, and 
that very few balls were marked and sold with a cross, and that 
immediately after becoming aware of the plaintiffs' ownership of 
the mark they had taken steps to remove the black cross from all 
baUs in stock, to obliterate the reference in their catalogue to bails 
so marked, and to stop the further sale of them. It was held that 
the plaintiffs had no right to compensation either in the form of 
an inquiry as to damages or in the form of an account of profits. 
Neville, J., made the following observation. “Now Edelsten v. 
Edelsten seems to have survived as an authority in text books. . . . 
The precise point appears to have been considered by Sir George 
Jessel in the year 1880, although unfortunately there is but a short 
note of the decision in the Solicitor's Journal,*” but that note is 
quite conclusive on the point. There was an action brought upon 
a registered trade mark, and the question submitted to his Lordship 
there was, whether in the case of an innocent infringement, where 
a perpetual injunction was granted, a right to an account went 

with it The question is whether any right to compensation 

exists. If Edelsten v. Edelsten applied, it does not Having 

(9) (1862) .^1 Beav. 292 ; 54 E.B. 1151. 

(10) (1863) 1 De O.J. & 8. 185; 46 E.B. 72. 

(11) (1887) 4 B.P.C. 492; 36 Ch.D. 1. 

. (12) (1910) 1 Ch. 257; 27 B.P.C. 20. Cf. Senry Heath Ld. v. 

itrederieh Oorringe, Ld,, (1924) 41 B.P.C. 457, where notwithstending tiie 
defendant’ plea of ignorance of the plaintilfs’ title to the registered mark 
Ere, J., said: legal rlg^t has been infringed, and pWma fade the plain- 

tiffs are entitled to damages, which, of course, the plaintiffs take at their 
own risk as to costs.” 

(13) HUen x. Slade, (1880) 24 Sol.J. 290.. 
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regal'd to the decision of Sir George Jessel, and what seems to have 
been the practice up to the present time, I think that Edelsten v. 
Edelsten is still applicable, and that in a case where the infringe- 
ment of a trade mark is made without knowledge of the existence 
of the plaintiff's trade marks, there is not a right to compensation, 
but only a right to an injunction." 

Damages not allowed in case of innocent infringement. — 

The same rule applies to an inquiry as to damages. Since Edelsten 
V . Edelsten it is settled law that an order for inquiry as to damages 
will be made only where there is fraudulent passing-off.'^ A 
defendant who was ignorant of the plaintiff’s title to the mark at 
the time of infringement and ceases to use the mark immediately 
after he becomes aware of the plaintiff’s exclusive ownership is 
not liable for the actual damage suffered by the plaintiff. In such 
eases only an injunction and nominal damages may be ordered. So, 
in Kinnell & Co., Ld. v. Ballantine & Sons'^ the decision of the 
lower court awarding £50 damages was revei'scd on appeal and if 
was held that the plaintiffs were not entitled to any damages as no 
case of actual deception was proved. In that ca.se tlie defendants 
had issued price lists on the front page of which the words ‘ Horse 
Shoe boilers’ appeared; on the plaintiffs' objection the defen- 
dants deleted these words in the price list but refused 
to pay damages. It was shown that the words “Horse 
shoe’’ had acquired secondary signification in connection with the 
plaintiffs’ boilers. An inquiry as to damages was refused also in 
Yokes, Ld. v. Evans amd Marble Arch Motor Supplies, Ld,^^ on 
the ground that the defendants were innocent infringers. Farwell, 
J., said: “In my judgment they (plaintiffs) are not entitled to any 
damages, and for this reason, that being satisfied, as I am, that the 
defendants were perfectly innocent up to 30th of April 1931 , there, 
is no evidence before me whatever to show that either of the defend- 
ants have had any dealings at all with the particular articles since 
that date, and therefore I do not think it would be right for me to 
grant an inquiry as to damages. ’’ 


(14) See Iron-Ox Jtemedy Co., Ld. v. Leeds Indnstrial Co-operative 
JSooiety Ld., (1907) 24 B.P.C. 434. 

(16) (1909) 26 B.P.C. 12; 27 B.P.C. 185. 

(16) (1932) 49 B.P.C. 140 (Passing-off case). See also Champagne 

Heideieeh et e*e t. Sootto # Bishop, (1926) 43 B.P.C. 101, where an 

inquiry as to damages was granted against the fraudulent infringer bnt not 

against the innocent one. 
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On the other hand, in BecJistein v. Barker and Barker^’’ where 
the plaintiffs complained of certain advertisements by the defendants 
offering ‘‘Bechstein” pianos for sale which mark had been regis- 
tered by the plaintiffs, an inquiry as to damages was directed, as 
it was shown that the defendants had dishones:tly attempted to 
IMiss off pianos not of the plaintiffs’ manufacture as of their 
niamifaeturc. 

Special damages to be shown by the plaintiff. — ^Where the 
plaintiff elects to claim an inquiry as to damages the onus lies on 
him to prove that he had suffered special damage by the defen- 
dant’s conduct.^® If the plaintiff fails to show evidence of special 
injury to his trade a decree for compensation may be refused, 
altiumgh the defendant may be restrained from further infringe- 
ment of the mark.^® It is not sufficient to show that there had been 
decrease in the volume of the plaintiff’s business. This may be due 
to other causes. So, Lush, J., said: “It does not follow, because 
there has been a falling-off of business, that the damage is attri- 
iratable to the infringement, and unless the Plaintiffs can prove 
that the manufacture and sale of articles bearing the plaintiffs’ 
mark caused the damage they cannot recover damages or ask for 
an enquiry or an account.’’*® In the Leather Cloth Co. v. 
HirscJifield^^ the plaintiffs obtained an injunction to restrain the 
infringement of their trade mark and an inquiry as to damages, but 
failed to prove special damage. They, however, claimed the 
amount of profits which they would have made if they had sold all 
the goods which the defendant had sold under their mark. In 


(17) (1910) 27 B.P.C. 484. 

(18) Leather Cloth Co. y. Hvrechfield, (1865) 1 Eq. 299. 

cannot order an inquiry as to damages unless there is some evidence of 
damage.” Farwell, X, in Vokes,"Ld. v. Evans and Marble Arch Motor 
Supplies, Li., (1932) 49 B.P.C. at p. 144. 

(19) Karam Elahi 4’ tlo. t. Abdul Azie, (1909) 4 Ind. Gas. 963; 
127 P.L.B. 1909. 

(20) From Manufacturing Co., Ld. v. Eric Morton 4 Co., (1923) 

40 B.P.C. at p. 37. In the recent case of Badio Bentals, Ld. v. Bentdls, 
Ld.j (1934) 51 B.P.C. 407, where a small damage was shown, 

Glauson, J. awarded only 30 guineas as against the plaintiffs’ claim of £200. 
8ee also Bamuelson v. Producers Distributing Co., Ld., (1932) 1 Gh. 201; 
48 B.P.C. 680 where the Court of Appeal held that the plaintiff had not 
established that he had suffered damage beyond the £5 paid into Court by the 
defendants. 

(21) (1865) L.B. 1 Eq. 299. 
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rejecting this claim Wood, V.C., said that the burden lay on the 
plaintiffs to prove special damage by loss of custom or otherwise, 
and that it could not be assumed that the same quantity would have 
been bought of the better goods at the higher price as had been 
bought of the inferior goods at the lower price, and that it could 
not, therefore, be said in the case in question that any special 
ilamage had been suffered. 

The above ease was followed in Alexander & Co. v. Henry 
Referring to Vice-Glianeellor Wood's decision in the 
Leather Cloth Co. v. Hirschfield, Kekewieh, J., said: — ‘‘You must 
not jump to- the conclusion that because an infringer whetlier of a 
patent or any other infringer, has sold a certain number of articles, 
it he had not intervened, therefore, the manufacturer would have 
sold the same number of articles. . . . But if you can find a good 
reason, such as I have suggested in the case of the patentee — ^a 
great demand, pailieularly if it is an unsatisfied demand, and if 
you can find any other good reason for }'our conclusion — a reason 
which would satisfy ordinary persons of experience — then you do 
not presume, but you conclude that the sale of the infringer has 
kept out of the market the same number, or a similar number, of 
articles which would otherwise have been sold by the original 
manufacturer. It is a mere question in each case whether the 
evidence justifies the conclusion or not.'' It is therefore only 
under veiy exceptional circumstances that a plaintiff in a trade 
mark case may claim that the sales made by the defendant would, 
but for the infringement have been effected by the plaintiff himself. 
Thus, in the case cited above, the Official Referee appointed to 
inquire into the actual damage reported that if the defendants 
‘'had not sold such thread, plaintiffs would have sold an equal 
<iuantity of their own thread to meet the demand in Mexico for 
their own thread" and took this factor into consideration in 
assessing damages. 

Account of profits refused, but damages allowed. — In the 

case of Van Zeller v. Mason^ Cattley^ & Co.,^* the plaintiff was 
successful in a passing-off action and was allowed an injunction 
and an inquiry as to damages. But the court held that the 


(22) (1895) 12 B.P.C. 360. See also The Matwckji Petit Manufac- 
turing Co., Ld. V. The Mahalaxmi Spinning and Weaving Co., Ld., (1885) 
10 Bom. 617. 

(23) Alexander 4r Co. v. Henry 4r Co., (1895) 12 R.P.C. 360. 

(24) (1908) 25 B.P.C. 37. 
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plaintiff was not entitled to an account of profits. The facts of 
that case were as follows: — ^The plaintiff was the proprietor of a 
well-known 'V'ineyard in Portugal known as the Quinta de Boriz. 
Originally the vineyard and a wine shipping business (C. N. Kopke 
& Co.,) were in the same hands, but later there was a severance of 
the ownership. The firm of Kopke & Co. continued to be the sole 
purchasers of the whole produce of the vineyard and were selling 
the wine under the brand "Kopke Roriz.” The business of this 
film passed on to the defendant firm who continued for some time 
to take the produce of the Quinta de Boriz. They then ceased to 
take the produce of this vineyard and began to sell lai^ quantities 
of other wines under the mark “Kopke Boriz." An action for 
passing off was successful, and an injunction was granted. On the 
question of compensation, Joyce, J., said: "I think they arc 
entitled, not to an account of profits, but to an inquiry as to 
damages as in the case of Weingarten Bros. v. Charles Bayer & 
Co.,"*® and added, "I do not think it would be right that you 
should have all the profits they have made by the wine that has 
been sold under this title. You are entitled to any inquiry as 
to damages." 

Plaintiff entitied to all damages flowing directly from the 
defendant’s wrongful act. — ^The measure of damages shall not be 
restricted to the decline in sales actually suffered by the plaintiff 
but shall include all loss sustained by the plaintiff as a direct 
consequence of the misrepresentation by the defendants. In 
A. G. Spaldmg & Bros. v. A. W. Gamage, Ld.,^ Lord Justice Eady 
laid down the principles on which damages ought to be assessed in 
the following passage: “The defendants are liable, in my 
opinion, for all loss actually sustained by the plaintiffs, which is 
the natural and direct consequence of the unlawful acts of the 
defendants ; this will include any loss of trade actually suffered by 
the plaintiffs, either directly from the acts complained of, or 
properly attributable to injury to the plaintiffs’ reputation, busi- 
ness, goodwill and trade and business connections caused by the 
acts ccHuplained of ; in other words, such damages as flow direetiy, 
and in the usual course of things, from the wrongful acts, and 
excluding any speculative and unproven damage. See United Horse 
Shoe and NaU Co. v. Stewart, (L.B. 13 App. Gas. 401), 


(25) (1905) 22 B.P.G. 341; 92 L.T. 511. 

(1) (1918) 35, B.P.C. 101. 
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The Argentino (L.B. 13, P.D. 191); Pneumatic Tyre Co., Ld. 
V. Puncture Proof Pneumatic Tyre Co., Ld., (16, R.P.C. 209).” 

Assessing d ama ges. — The loss of profit forms generally the 
substantial ground of the claim for compensation. Instead of 
diminution of profits the claim may occasionally take the form of 
enhancement of loss. In the latter case the plaintiff might not 
have been making any profit or might be working at a loss and the 
defendant’s Avrongful use of his trade mark might result in 
increasing the loss.* The diminution in profits (or enhancement 
of loss) may arise in the following ways: — (1) decrease in the 
amount of goods sold by the plaintiff, (2) i-eduction in prices of 
the goods forced on the plaintiff by the defendant’s act, and (3) 
injury to the plaintiff’s business reputation. Of these, the injurj' 
done to the plaintiff by diminution in sales resulting in decrease in 
estimated profits is the most important. Cases, may, however, 
arise where the other two factors may assume importance. In 
dealing 'with the assessment of damages the element of uncertain 
spcciilation and special, profits must be excluded,* and the damage 
must be shown to be the I'easonable and natural result of the act 
complained of. 

Keductixm. in prices of the plaintiff’s goods. — In cases of 
infringement it generally happens that the defendant is able to 
sell the spurious goods at a price which is often considerably lower 
than the plaintiff’s. This tends directly to affect the sale of the 
plaintiff’s goods and the plaintiff may be forced to reduce the price 
of his goods in order that he may successfully compete with the 
infringer. It is possible that notwithstanding any increase in the 
sales which may thus result, the plaintiff may suffer a net loss. 
Such losses can be directly traced to the infringer’s acts, and are 
recoverable from the infringer as damages. But the reduction of 
prices by the plaintiff may be due to other causes. The fact that 
a trader reduces the price of his goods does not necessarily show 
that, notwithstanding the infringement of his mark in the market, 
the reduction of prices is forced on him by the infringer.* The 
plaintiff may have been influenced by many reasons such as ordinary 
rivalry of trade. “And to jump to the conclusion that, because 

(2) The ManoeJcji Petit Manufactwring Co., Ld. v. The Mahalaxmi 
Spmeihg and Weaving Co., Ld., (1885) 10 Bom. 017. 

(3) Argentino, The L.B., 13 P.D. 191. 

(4) United Eoree Shoe and tfaU Co. t. Stewart 4' (1888) 5 B.P.C. 

200; 13 A.C. 401. 
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H manufacturer has thought fit to reduce his prices, therefore, the 
reduction, that is to say, the difference between the original price 
and the reduced price, is an injury caused to him by the infringer 
to be measured by that difference in money, is really coming to a 
conclusion without premises, ignoring possible and even probable 
Facts which might influence the result.'’® The plaintiff must, 
therefoiic, establish that the fall in price is due not simply to the 
introduction of the defendant’s goods in the market, but to the 
introduction of the goods under false colours.® Only where the 
fa(ds of the case unmistakably indicate that the reduction in price 
was not the result of honest competition but the natural conse- 
quence of the infringement of the plaintiff’s mark will the infringer 
be liable to the loss suffered on this account by the plaintiff. 

In Alexander & Co. v . Henry & Co.,' the court accepted the. 
finding of the Official Referee that in order to prevent themselves 
from being driven out of. the market as a result of the infringe- 
ment the plaintiffs had to reduce their price and ordered damages 
accordingly. *‘It was not simply what was, or at any rate 
might have been (as was pointed out by Lord Macnaghten in the 
Horse Shoe Nail case), a question of honest competition, where a 
man, instead of standing firm, might alter his prices from time to 
time to meet his rivals in trade. These plaintiffs were, according to 
the conclusion of the Referee, which seems to me to be a reasonable 
one, forced to reduce their prices because they were dealing with 
dishonest competitors, with whom they had no reasoimble chance 
in the open market; and, ruined in this way, they made a desparate 
attempt; and that desperate attempt seems to roe to have been, 
whether wise or unwise, the natural consequence of this dishonest}' 
Of those with whom they were engaged.’^ 

In The Manockji Petit Manufacturing Co., Ld. v. The 
Makalaxmi Spinning and Weaving Co., Ld.,^ the plaintiffs alleged 
that in consequence of the sale by the defendants of yam bearing 
marks similar to those upon their goods the plaintiffs were forced 
to reduce their selling price, that the depreciation was beyond the 
amount attributable to the natural fall of market prices and that 


• (5) Per Kekewich, J.. in Alexander A" Co., v. Benry 4" Co., (1896) 
12 B.P.C. at p. 367. 

(6) The Manockji Petit Manufacturing Co., Ld. v. The Mdhdtoxnii 
Spinning and Weaving Co., Ld., (1885) 10 Bom. 617. 

(7) (1895) 12 B.P.C. 367.. 

(8) (1885) 10 Bom. 617. 
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such extra depreciation was the natural and reasonable result of 
the defendants’ wrongful action. It was shown that the plaintiffs’ 
mills were not working at a profit and would have made no profit 
if their yarn had fetched the fair market price ruling at that time. 
It*was held that the extra fall in the prices of the i)laintiffs’ yam 
was attributable to the introduction of the spurious goods by tlie 
defendants and a sum of Rs. 4,110 was allowed as damages. 

Damage to reputation.— It is well established ‘‘that a Court 
of Equity will protect the business reputation enjoyed by any 
person or corporation against tangible risk or probability of injury 
just as it will protect any other proi>erty of such i)erson or 
corporation against any such risk or probability.”® The question 
of damage to reputation was raised in the very first trade mark 
case where relief was given by tlie Common Law Court. In Sykes 
V. Sykes^^ the declaration alleged that “plaintiff enjoyed great 
reputation with the public on account of the good (piality of 

such articles, that the defendant did wrongfully, knowing 

(sic) and fraudulently make a great quantity of shot belts 

and did knowingly and deceitfully sell the said 

articles so made whereby plaintiff was prevented from sell- 

ing a great quantity of shot belts and powder flasks, etc., and greatly 
injured in reputation, the articles so manufactured and sold by the 
defendant being generally inferior to those manufactured by the 
plaintiff.” In Alexander & Co. v. Henry & the question 

arose whether damages can be awarded for the loss of business 
reputation suffered by the i)laintiffs directly as a consequence of 
the infringement. The plaintiffs who carried on extensive business 
as sewing cotton and thread manufacturers at Glasgow were sell- 
ing their ball thread in foreign markets including Mexico. The 
defendants commenced selling similar thread balls but of inferior 
quality with tickets bearing the name and mark which were a 
fraudulent imitation of the plaintiffs’. The court held that there 
\vas passing-off and accordingly granted an injunction. In assess- 
ing the damages the Official Referee took into consideration the 
injury done to the plaintiffs’ business reputation at Mexico apart 
from other losses caused by the defendants’ unlawful conduct < 


(9) Ter Lawrence,, J., in Society of Motor Manufacturers and Traders, 
Ld. V. Motor Manufacturers* and Traders* Mutual Insurance Co., Ld., (1925) 
Ch. 675; 42 B.P.G. at p. 314. 

(10) (1824) 3 B. & G. 541; 107 B.B. 834; 3 L. J.K.B. 46. 

(11) (1895) 12 B.P.G. 360. 

• 47 
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According to him “the defendants by the use of the infringing 
tickets and the sales under them, injured the reputation in Mexico 
of the plaintiffs and the plaintiffs’ genuine thread, and in con- 
sequence of such injury so caused, the defendants were able to sell 
under a ticket known as the Marsland ticket, thread made by them, 
and to compete effectively in Mexico with the plaintiffs. Until 
the injurj' to the plaintiffs’ reputation caused by the use of the 
infringing tickets. Wallers had not been able to compete effectively 
with the plaintiffs in Mexico, and, but for such injury to the 
plaintiffs’ reputation, they would not have been able to compete 
effectively with the plaintiffs in Mexico. ” The finding was accepted 
by Kekewich, J., and the plaintiffs were awarded a sum of £5,000 as 
damages. 

In the above case the reputation which the plaintiffs’ goods 
enjoyed in the market was affected by the fact that the spurious 
goods which replaced the plaintiffs’ goods were definitely inferior 
in quality. Where, the spurious goods arc similar or superior in 
quality to the plaintiffs’ goods the question of injury to reputation 
will not, generally, arise.*® There may, however, be exceptional 
circumstances where, notwithstanding the fact that the defendant’s 
spurious goods are of the same quality as the plaintiff’s, injury may 
be caused to the business reputation of the latter directly as a 
consequence of the defendant’s wrongful action. For instance, 
the infringement may be such as to bring about in the minds of 
retail merchants a loss of confidence in the honesty of the plaintiff, 
and thus a probable loss of customers. In Spalding & Bros. v. 
CUimage, Ld.,'^ the circumstances were of this nature. The plain- 
tiffs manufactured a new kind of balls from rubberised canvas 
which they called ‘orb.’ As these balls were found to be very 
unsatisfactory in use, they subsequently sold all their stock to a 
firm of waste-rubber merchants and manufactured another kind 
of ball which they called “Improved orb.’’ The defendants 
purchased the discarded balls from the waste-rubber merchants, 
and advertised them under the name “Improved orb’’ for sale at 
less than half the price of the original article. The words 
“Improved orb” were later withdrawn and substituted by the 
word “orb. ” An enquiry as to damages being ordered, the plain- 
tiffs claimed damages in respect of their loss of profit on sales of 


(12) See, for instance, Sallay Mahomed Bajee Stdaiman v. Neogi # Co., 
(1931) 10 Bang. 85; A.I.B. 1932 Bang. 56. 

(13) (1918) 35 B.P.C. 101. 
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their “Improved orb” balls and for injury to their reputation > 
occasioned by the advertisement. It was held by the court of 
appeal that the defendants were liable to all damages which were 
the^ direct result of the defendants’ advertisements, and that the 
plaintiffs were entitled to some damages for tlie injury done to 
their reputation by those advertisements. Referring to the 
defendants’ advertisements Bankes, L. J., said: “It is, I think, 
clear that persons who had dealings with the plaintiffs did read 
those advertisements as indicating that the plaintiffs were not 
dealing fairly with their customers. An impression of this kind, 
if generally accepted, would be likely, under some circumstances, 
to cause very considerable damage to a trader and damage which 
it would be difficult to trace or to prove.” It was held that the 
cost of issuing counter-advertisement by the plaintiffs was not the 
proper basis for the as.sessment of damages and the damage was 
assessed at £250. 

Computation of damages. — Damages can rarely be made the 
subject of exact mathematical calculation. In most casc^ it is, and 
must be a matter of opinion. In Thomson & Co. v. Daillif* Lord 
Justice Clerk said: “It is perfectly time that it is not easy to make 
a safe calculation of the exact damage, but that is just what occurs 
in a great many cases. It must be estimated in a reasonable way. 
If it cannot be estimated with exactitude, one must form one’s 
opinion as a juryman would of the damage due upon the whole 
circumstances of the case, and make the best reasonable estimate 
that one can. ’ ’ 

An important rule in assessing damages has been laid down 
recently by the Privy Council in Juggilal Kamalapat v. The 
Swadeshi Mills Co., Ld.^’ .The paintiffs who were dealers in Indian 
cloth succeeded in a passing-off action against the defendants and 
obtained an injunction in respect of their trade marks. They origin- 
ally claimed for an account of profits but at the trial they elected to 


(14) (1897) 24 Rettie, Sesa. Cas. 4th Series at p. 1181 followed in 
Ledger Sons 4" v. James Mnnroe 4 Son, Ld., (1916) 33 B.P.C. 53. 

(15) (1988) 56 I. A. 1; 51 All. 182; 46 B.P.C. 74. That the result 
of an enquiry as to the profits made by the defendant by the unlawful use 
of the mark should be the basis for assessing damages was the view taken 
in the earlier case Madhavji Dharamsey Manufactwring Co., Ld. v. Central 
India Spinning, Weaving and Manufactwring Co., Ld., (1916) 41 Bom. 49; 
this view is no longer correct in view of the decision of the Privy Council in 
Juggitait Kamalapat v. The Swadeshi Milts Co., Ld., (1928) 56 I. A. 1; 
51 All. 182, cited above. 
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«laim damages instead. The plaintiffs assessed their damages at 
Bs. 25,000. Judgment was given to the plaintiffs. As regards the 
assessment of damages the court observed: “This question is not 
free from difficulty. The text books indicate that while in England 
the profits derived from the sale by the defendant of imitated goods 
have been taken to be the measure of damages to which the plaintiff 
is entitled, in America the plaintiff has been awarded the profits 
which he would have realized if he had sold the quantity of goods 
shown to have been sold by the defendant. We are of opinion that 
the profits made by the defendant cannot always be a true criterion 
of damages awardable to a plaintiff. Unless a rival trader com- 
mences his career, as did the defendant, by appropriating the trade 
marks of other firms, there must always be an initial period during 
which the goods have to acquire by their own merit, by advertise- 
ment and “drive” a footing in the market. Goodwill has also to 
be built up. Time and money too are lost through lack of 
experience. ” On these considerations the learned judges proceeded 
to estimate the measure of damages in the following manner. They 
found that the sale account of the defendants’ goods which had 
the pirated mark was Bs. 32,00,828. It was then assumed that of that 
Bs. 32,00,828 worth of goods, the defendants would have sold 40 
per cent., if they had merely trusted to their own cloth without 
the addition of a misleading mark, but 60 per cent, of it should be 
held to be due to the misleading mark. On this basis profit was 
calculated at 9 per cent, of the estimated sales and a judgment for 
this sum (Bs. 1,72,800) was given. On appeal to the Privy Council 
it was held that the assumption made by the Allahabad High Court 
in deducing the estimated sale of the plaintiffs’ goods was far too 
speculative and that there was no justification for a decree founded 
on this calculation. According to their Lordships there was no 
cut and dried rule which could be laid down by a court of law for 
the estimation of damages in a case like this, but in their opinion 
on the figures given, the safer basis on which to work were those 
which showed the falling-off in the plaintiffs’ trade consequent ou 
the introduction of the pirated mark in tbe market. Their Lord- 
ships said: “If it is assumed that the whole of the falling-off was 
due to the use of the pirated mark, that would bring out a figure 
of about Bs. 10,00,000 loss of trade, and taking 9 per cent, profit 
on that amount it gives a figure which, put into pounds sterling, 
would come out at a sum of £4,500. That, however, does not give 
anything for a possible increase of trade and their Lordships think 
that on a rough calculation £500 may be added &r tbat, m^ng 
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£5,000 but as the decree must be in inpees it is equivalent to 
Rs. 67,000. Their Lordships therefore think that that' is in this 
case the proper figure of damages.’”® 

The above ruling was followed in SaUay Mahomed v. Neogi 
S' Co.’^ The plaintiffs succeeded in a passing-off action and asked 
for an account of the profits. But as the defendants had withdrawn 
from the suit and as an accurate account of the profits would not 
be possible under the circumstances, the court decided to award 
damages instead. The learned trial Judge then proceeded to con- 
sider the evidence adduced for the purpose of proving the profits 
made by the defendants by importing and selling the goods wrongly 
bearing the plaintiffs’ mark, and awarded damages upon that basis. 
On appeal, it was held that the assessment of damages was wrong. 
Page, C. J., said that it was open to the plaintiffs either to claim 
an account and prove for this purpose the profits which the 
defendants had made by the passing-off of their goods for the 
plaintiffs’, or to claim the damages which the plaintiffs had actually 
suffered by reason of such passing-off. In his opinion the com- 
putation in the two cases was different. An estimate of damages 
based upon the amount of profits that the defendants had made 
would not be in accordance with law. ‘ ‘ The proper way to approach 
the question as to how much damage the plaintiffs had suffered by 
reason of the infringement of their mark by the defendants is to 
ascertain what profit the plaintiffs would have made if the 
offending articles' had not been put upon the Rangoon market, and 
the best evidence in support of such a claim is evidence of any 
loss of trade that the plaintiffs had suffered during the period in 
which the defendants were importing goods with the “Hans” 
mark on them.” It appeared, however, from the facts of that 
case, that so far from there being a diminution in their sales after 
the period of infringement the plaintiffs’ sales had actually 
increased during that period.’* Nor was there any injury to 


(16) There is obviously a numerical error in this calculation. On the 
basis of computation adopted by their Lordships, 9 per cent, of Bs. 10,00,000 
(estimated loss of trade) is Rs. 90,000; adding the extra £500 (equal to 

6,700) for the possible increase of trade the total figure for damages 
would amount to Bs. 96,700, and not Bs. 67,000 as stated in the judgment of 
their Lordships. 

(17) (1931) A.I.B. 1932 Bang. 56; 10 Rang. 85. 

(18) See also Ledger Som 4' Co^ v. James Munroe 4' Son, Ld., (1916) 
33 B.P.G. 53, where £100 damages were awarded although there was no 
material falling-off in the plaihtiffs' business due to the defendants’ passing- 
off. 
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reputation as it was conceded that the defendants’ goods were 
equal in quality to the goods put by the plaintiffs in the market . 
The court observed; “Nevertheless we are disposed to think that 
there must have been some loss accruing to the plaintiffs by reason 
of the importation by the defendants of the ‘atta’ bearing the 
'Hans’ mark.” A sum of Bs. 1,250 as damages to the plaintiffs 
was considered to be a fair amount in the circumstances and the 
decree of the trial court was varied accordingly. 

The above cases illustrate some of the difficulties met with in 
computing damages in trade mark cases. The general rule may 
be stated as follows : “The damage should be computed on the basis 
of figures for the estimated falling-off in the plaintiff’s trade and 
not on the basis of figures showing the profits made by the defendant, 
as the probable loss of the plaintiff need not necessarily be the 
same figure as that of the profit made by the defendant by the sale 
of the goods complained of.” Where the plaintiff’s sales do not 
show any diminution by the defendant’s infringement of his mark, 
damages may still be awarded by making allowance for a probable 
increase in the sale of the plaintiff’s goods if the spurious goods 
had not been sold and for the injury which may have been caused 
to the plaintiff’s reputation by the defendant’s passing-off. But 
when we come to the actual question of what figure should be fixed 
for the damages, “the question is not easy because the matter is 
very much in the dark.’”® The court has to decide a matter which 
is problematical and so has to use its discretion. We thus get the 
interesting situation that in a case where the plaintiffs themselves 
assessed their damages at Bs. 25,000 the Allahabad High Court 
awarded Bs. 1,72,000 and the Privy Council reduced it to 
Bs. 67,000.®" 

(iv) Costs. 

The rules for awarding costs are laid down in the Civil 
Procedure Code. Sec. 35 provides that the costs of suits shall be 
in the discretion of the court. But the discretion is a judicial 
discretion and must be exercised on fixed principles. The general 
rule is that costs shall follow the event unless the Judge or the 
court, for good cause, orders otherwise. Where a plaintiff succeeds 
in a 'passing-off action, and in no way misconducts himself he is 


■ >(19) > Per Privy Council in Juggilal Kamdlapat v. The Swadeeht MiOa, 
Co., Ld., (1928) 58 1.A. 1; 61 All. 182; A.I.B. 1929 P.a 11; 46 B.P.a 74. 

( 20 ) na. 
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entitled to the coats of the action. It is immaterial that! there was 
no evidence of actual deception, or that the defendant had acted 
innocently and in ignorance of the plaintiff’s rights, or that the 
suit had been filed without previous intimation being given to the 
defendant.*’* But an exception will be made where the party 
successful in the action has establislied his object by means of an 
unnecessary and unreasonable litigation.^® ‘‘If the defendant had 
offered the plaintiffs all they were entitled to,'' said Romilly, M.R., 
“and after that the plaintiffs had proceeded in the suit, I most 
certainly should not have given the plaintiffs a penny of the costs 
incurred after that period, indeed I should have endeavoured to 
make them pay them. ’*24 

In order to escape paying costs of the action the infringer 
must make a complete submission. These include in the case of an 
innocent infringer*® an undertaking to refrain from such passing 
off, not to sell the spurious goods in his possession without removing 
the objectionable marks, to give requisite information to enable 
the plaintiff to stop further infringements and to pay costs of the 
proceedings up to the time of offer.^ In a case where the defend- 
ant refused to publish an apology while giving the undertaking 


(21) Burgess v. Bills, (1858) 26 Beav. 244; 53 E.B. 891; The Collins 
Co. V. Walker, (1859) 7 W.R. 222; Edelstenw, Edelsten, (1863) 46 E.R. 72; 
I Be G. J. & Sm. 185; Twentsche Stoom Bleekery Goor v. Ellinger ^ Co., 
(1877) 26 W.R. 70;vSeb. Dig., p. 351; Chuhh v. Griffiths, (1865) 55 E.R. 843; 
35 Bcav. 127; Seb. Dig., p. 150 (defendant an infant acting in ignorance of 
plaintiff’s rights). 

(22) Bierce v. Franks, (1846) 15 L.J.G 1 . 122; Burgess v. Bately, (1858) 
53 E.B. 894; 26 Beav. 249; Field v. Lewis, Seb. Dig., p. 167; Twentsche 
Stoom Bleekery Goor v. Ellinger 4" Co., (1877) 26 W.R. 70; Seb. Dig., p. 351; 
Upmann v. Forester, (1883) 24 Ch.D. 231. 

(23) Millington v. Fox, (1838) 40 E.B. 956; 3 My. & Cr. 338; Colburn 
V. Simms, (1843) 2 Hare 543; 67 E.R. 224; Bierce v. Franks, (1846) 
15 L.J.Ch. 122; Moet v. Couston, (1864) 33 Beav. 578; 55 E.R. 493; Most 
V. Bickering, (1878) 6 Ch.D.' 770; 8 Ch.D. 372; Barnett v, Leuchars, (1865) 
13 L.T. 495; Seb. Dig., p. 149; Budspn v. Bennett, (1866) 14 L.T.N.S. 698; 
Seb. Dig., p. 154; Upmann v. Elkan, (1871) 7 Ch. App. 130; 
40 L.J.Ch. 475 ; 41 L.J.Cli. 246; Lever Bros., Ld. v. Mashro* Equitable 
Bioneers Society, Ld,, (1912) 106 L.T. 472; 29 B.P.C. 33 and 225. 

(24) Burgess v. Bills, (1858) 53 E.R. 891; 26 Beav. 244; Seb. Dig., 
p. 95. 

(25) In case of fraud costa of the action may be allowed if the plaintiff 
proceeds to trial notwithstanding the defendant’s complete offer to submit. 
Jameson 4r Son, Ld. v. Clarke, (1902) 19 R.P.C. 255 (defendant’s goods 
passed off as. plaintiffs ’ goods of a superior class by fraudulent imitation of 
one of their labels). 

(1) Costs of the suit allowed where the defendant had offered to submit 
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and the plaintiff proceeded with the case an injunction was granted 
•without costs.^ But in Kodak, Ld. v. Thomas lUmgworth & Co., 
Ld.,^ where the defendants gave an undertaking and damages but 
declined to give an apology for publication, and the offer was not 
accepted, Mr. Justice Tomlin held that the plaintiffs were entitled 
to an injunction with costs of the action. 

Costs may be refused to a successful plaintiff because he had 
claimed too much. So, in a case where the plaintiff who was 
entitled only to an injunction had claimed an account of profits to 
which he was not entitled, an injunction was granted but without 
costs.* When a plaintiff succeeds on part of his claim but fails on 
the most important and expensive issues of the case he may be made 
to pay to the defendant the whole costs of the suit. But, if the 
plaintiff substantially succeeds, he is entitled to his costs, though 
ho may not obtain the relief in the exact form in which he asked 
for. And, if a plaintiff is only partially successful and is held not 
entitled to all the reliefs asked for, an apportionment of the co.sts 


to an injunction but declined to pay coats up to the time of offer; — Burgess v. 
mtely, (1858) 20 Beav. 249; 63 E.R. 894; Burgess v. Bills, (1858) 
53 E.B. 891; 26 Beav. 244; The Collins Co. v. Walker. (1859) 7 W.R. 222; 
McAr^drew v. Bassett, (1864) 46 E.R. 965; 4 I)e G. J. & S. 380; Upmann v. 
Elkan, (1871) 7 Ch. App. 130; 40 L.J.Ch, 475 ; 41 L. J.Ch. 246; Eoyal Warrant 
Bolders Association v. Kitson, Ld., (1909) 26 R.P.C. 157. 

(2) Hudson v. Bennett, (1866) 14 L.T. (N.8.) 698. Cf. Tange v. Ward, 
(1869) 21 L*.T. (N.S.) 480, where the defendant’s manager without tho know- 
ledge of the defendant had affixed the plaintiffs’ labels to goods of a third 
party. The defendant offered to give an undertaking refraining from further 
infringements and to pay a certain sum but refuseil to make a public admis- 
sion that he had used the plaintiff’s tickets in order to defraud him. 
Injunction with costs and an enquiry as to damages were allowed. 

(3) (1925) 43 B.P.C. 33, (Plaintiffs proved that several instances of 
passing-off by the defendants had occurred at the Wembley exhibition) . See 
also Henry Clay and Bock 4* Co., Ld. v. Godfrey Phillips, Ld., (1910) 
27 R.P.C. 508. (Defendants’ offer to submit subject to a condition as to 
advertising of the judgment not accepted by plaintiffs. Held that plaintiffs 
were not bound to accept the condition, and injunction and other reliefs were 
granted with costs). 

(4) Most V. Couston, (1864) 33 Beav. 578; 55 E.B. 493; Compagnie 
Laferme v. Hendrickx, Seb. Dig., p. 304; Hipkins 4 Son v. Plant, (1898) 
15 B.P.C. 294; Magnolia Metal Co. v. Atlas Metal Co., (1897) 2 Ch. 371; 
14 B«P.C. 389 (Defendants offered an undertaking to refrain from passing off 
on the second day of tho trial but the plaintiffs proceeded with the case. As 
the plaintiffs were entitled only to an injunction they were given costs up to the 
second day and were ordered to pay the subsequent costs) ; Montgomerie 4 Co., 
Ld. V. Young Brothers, (1903) 20 B.P.C. 781 (Charge of personal fraud 
against defendants not established). See also Calico Printers Association, 
Ld. V. Mukerjee, A.I.B.- 1936 Cal. 493. 
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may be made." So, where both parties advance claims far in eseess 
of their legal rights each party will be made to bear its own. costs. 

A successful defendant may not be awarded the costs of the 
action in case of lack of hona fides on his part.^ If a trader 
imitates another’s trade mark and sails so near the wind as just to 
escape an injunction the court will not give him the costa of the 
action.^ A successful defendant cannot be deprived of the costs 
of the proceedings if the misrepresentation complained of is not 
connected with the issue between himself and the plaintiff.* Where 
a defendant had made an unfounded charge of fraud, ho may not 
be given the costs of the action, even though he may be successful.* 

Costs may be refused to a successful plaintiff on account of 
delay in taking legal proceedings,*® or on the ground that there had 


(5) Hipkins #• Son v. Plant, (1898) 15 H.P.C. 294 (defendant given 
costs of the action so far as it asked for damages or account, and plaintiffs 
the costs of the action so far as it sought relief by way of injunction, such 
costs to be set off); Townsend v. Jarman, (1900) 2 Ch. 698; 17 R.P.C. 649 
(Plaintiff failing on one issue, but otherwise successful, ordered to pay costs 
of such issue, with set off), Wright, Crossley Co.^s Application, (1900) 
2 Oh. 218; 17 R.P.C. 386; Findlater, Mackie, Todd 4' Co. v. (Henry) 
Newman 4" Co., (1902) 19 R.P.C. 235. 

(6) Ainsworth v, Walmsley, (1866) 1 Eq. 518; 35 L.J.Ch. 352; Bass 
V. Dawber, (1869) 19'‘L.T. (N.S.) 626; Edgington v. Edgtngton, (1864) 10 
L.T.N.S. 299; Seb. Big., p. 138; The Leather Cloth Co. v. Lorsont, (1869) 9 
Eq. 345; 39 Li.J.Ch. 86; Bodgers v. Bodgers, (1874) 31 L.T.N.S. 285; 
Kstcowrt V. The Estcourt Hop Essence Co., (1875) 10 Ch. App. 276; 44 L.J.Ch 
223; Bobineau v. Charbonnel, (1876) W.N, 160; Seb. Dig., p. 297, Wylam v. 
Clarke, (1876) W.N. 68; Seb. Dig., p. 292; The Leather Cloth Co., Ld. v. The 
American Leather Cloth Co., Ld., (1865) 11 E.R. 1435; 11 H.L.C. 523; 
Thorneloe v. Hill, (1894) 1 Ch. 569; 11 R.P.C. 61; Meaby 4r Co., Ld. v. 
Triticine, Ld., (Passing-off action dismissed without costs, the defendants 
having kept back material matters) (1898) 15 R.P.C. 1; Warsop 4" Sons, 
Ld., V. Warsop, (wrongful use by defendant of the word ‘registered') (1904) 

21 R.P.C. 481. 

(7) Bass y. Dawber, (1869) 19 L.T. (N.S.) 626; Lambert 4r Butler, Ld. 
V. Goodbody, (1902) 18 T.L.R. 394; 19 R.P.C. 377, Lever Brothers, Ld. y. 
Bedingfleld, (1898) 80 L.T. 100; 16 R.P.C. 3 (defendant having provoked 
the litigation). 

(8) King # Co., Ld. v. Gillard 4' Co., Ld., (1905) 2 Cli. 7; 21 R.P.C. 589; 

22 R.P.C, 327 (False statement by the defendant that his goods had obtained 
certain medals and awards). 

(9) Hargreaves v. Freeman, (1891) 3 Ch. 99; 8 R.P.C. 237. 

(10) Beard v. Turner, (1860) 13 L.T. 746; Seb. Dig., p. 147; Talbot's 
Tm. case, (1894) 63 L.J.Ch. 264; 11 R.P.C. 77 (Application to expunge 
trade mark). 
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been only isolated and trivial instances of passing off/^ or on the 
ground of misrepresentation.^* In such cases the plaintiff may be, 
sometimes, ordered to pay the costs of the action. Separate orders 
as to costs may be made where one of the defendants had infringed 
the mark innocently.^* Costs may not be awarded in full where 
the plaintiff’s case has been overlaid with multiplication of evidence 
or evidence that is of no value for the case.*^ 


(11) John Knight and Sons, Ld, v. Crisp ^ Co*, Ld., (1904) 
21 B.P.C. C70; Lever Bros., Ld. v. Hasbro^ Equitable Pioneers Society, Ld., 
(1912) 106 li.T. 472; 29 B.P.O. 33 & 225 (Passing-oif by inadvertance and 
undertaking offered); American Tobacco Co. v. Guest, (1892) 1 Ch. 630; 
9 B.P.O. 218; Bose v. Loftus, (1878) 47 L.J.Ch. 576; Leahy, Kelly ^ 
Leahy v. Glover, (1893) 10 B.P.O. 141 (single act by servant, since 
discharged; plaintiff ordered to pay costs); Burberry s v. Waikinson, (1906) 
23 B.P.O. 141 (single instance, action dismissed without costs). 

(12) Morgan v. McAdam, (1866) 36 L.J.Oh. 228 (misrepresentation 
that the goods were covered by patent) ; Newman v. Pinto, (1887) 57 L.T. 31; 
4 B.P.O. 508. (Plaintiff carrying on fraudulent trade; action dismissed 
without costs.) 

' (13) Champagne Reidsieck et cie v. Scotto ^ Bishop, (1926) 
43 B.P.O. 101. 

(14) See observations of Kekewich, J., in SaxXehner v. ApoUinaris. Co., 
<1897) 1 Oh. 893; 14 B.P.C. 645; See also Daimler Motor Co., (1904), Ld. 
V. London Daimler Co., Ld,, (1907) 24 B.P.O. 379 (only half the costa of 
the evidence allowed). 




CHAPTER VIII. 


DEFENCES. 

The various forms of defence in a passing-off action have 
already been indicated in Chapter VI. It may, however, bo 
convenient to group together in this Chapter these, and other 
special forms of defence that may be set up in passing-off cases. 
They may be classified as follows : — 

(1) that the plaintiff has no exclusive title to the mark; 

(2) that the plaintiff’s title is qualified by the defendant’s 

right to concurrent user ; 

(3) that the trade mark in question is not valid; 

(4) that the plaintiff has not established any passing-off by 

the defendant; 

(5) that the plaintiff is not entitled to relief on account of 

some personal estoppels, acquiescence, delay or use of 

deceptive marks. 

Denial of plaintiff’s title. — In order to succeed in an 
action for passing-off the plaintiff must first establish his exclusive 
title to the mark in question. Where the plaintiff claims the right 
to the mark by assignment or purchase, the assignment or sale must 
be valid. The essential requirements to constitute a valid transfer 
of a trade mark have already been pointed out in Chapter V. 
Unless the court is satisfied about the plaintiff’s title to the mark 
it may not proceed further in the matter. The very first defence 
which is likely to be set up in passing-off actions will, therefore, be 
to question the plaintiff’s title unless the defendant is satisfied that 
the plaintiff’s title, cannot be safely attacked. In the absence of 
a Registration Act the plaintiff will have to establish his title by 
adducing evidence of prior exclusive user, which, as already pointed 
out, is often a matter of great difficulty in India.^ 


(1) This difficulty is responaible for several vexatious suits in India. 
See Chapter II, where this question is discussed. 
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Oonourrent user. — In exceptional cases it is possible 
that the goods of the plaintiff as well as of the defendant are known 
under the same name in the market. In such cases of honest 
concurrent user the defendant has an equal right with the plaintiff 
to sell his goods under the mark or name in question, and' the 
plaintiff cannot then successfully sue the defendant for passing-off.^ 
The reason is obvious. As Kekewich, J., said: — “In order to 
constitute an actionable wrong — a wrong where a plaintiff com- 
plains of something being done — ^you must find a duty on the part 
of the defendant towards the plaintiff to abstain from doing that 
w’hich is complained of. That seems to me to 'be undoubted law.’’^ 
And, where the defendant proves that he had been honestly using 
the mark concurrently with the plaintiff there cannot be any legal 
duty on the defendant's part to abstain from using the mark in 
connection with his goods, and the plaintiff has therefore nO' 
ground of action. 

Volume of defendant's business immaterial. — ^The right to 
concurrent use is not affected by the relative volumes of business of 
the plaintiff and the defendant. The right of the defendant will be 
recognised although his trade may be small compared with the 
plaintiff’s. Again, a plaintiff cannot complain if his own extensive 
advertisement resulted in bringing more custom to the defendant 
having the right of concurrent user. This i>oint was fully discussed 
in the well-known Dolly blue case* The defendant company bought 
the business of Edge whose blue was known among the retailers as 
“Dolly blue.’’ The plaintiffs who had been selling “Dolly blue" 
brought an action for passing-off. It was shown that the plaintiffs 
as well as the defendants had the right of concurrent user in the 
words “Dolly blue” and that when the plaintiffs commenced business 
the defendant had warned them that their blue was already known 


(2) See for instance Claudius Ash, Sons 4" Co., Ld. v. Inviata Manu- 
facturing Co., Ld., (1912) 28 B.P.G. 597; 29 B.P.C. 465; where the defen- 
dants’ claim to the right of concurrent user of the trade name, "G. Stent”' 
was successful; Godfrey Phillips Sons v. Thos. Ogden Co., Ld., (1895) 
12 B.P.C. 325. 

. (3) Findlater, Mdchie, Todd 4" Co. v. Henry Newman # Co., (1908> 
19 B.P.C. at p. 241. 

(4) Edge 4r Sons, Ld. v. GdOon # Son, (1899) 16 B.P.C. 509; (1900) 
17 B.P.C. 557. See also Godfrey Phillips and Sons. v. Thos. Ogden 4" Co.r 
Ld., (1895) 12 B.P.C. 325: Goddard v. Hyam and Goddard, (19i8> 
35 B.P.C. 21; Goddard ▼. The Watford Co-operative Society, Ld., (1984> 
41 B.P.C. 218. 
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in the market as “Dolly blue.” Injunction was refused by the 
Court of Appeal and this decision was affirmed by the House of 
Lords. It was held that if the effect of the plaintiffs’ large 
advertisements had been to increase the sale of the goods of the 
defendant who was a concurrent user the former could not complain 
of that. Lord Halsbury said: “Although Edge, may, perhaps, and 
I think very likely has had, the larger use of this word, and although 
Edge’s advertisements probably have produced a larger sale not 
only of his own blue but also of Ripley ’s blue, yet the final conclusion 
in my mind is that there has been such efficient user of the name as 
applicable to Ripley’s as well as to Edge’s that it is fatal to tlie 
claim of Edge to maintain a right to the exclusive use of the word.” 

Use must be sufficient. — ^But the concurrent user must be 
sufficient to justify the court to protect the defendant from being 
forced to give up his right in the mark. If the alleged concurrent 
user had been merely trivial or spasmodic, or had been abandoned, 
the defendant’s claim will not be recognised. Daniel and Arter v. 
Whitehonse and Britton'^ is an illustrative case. The plaintiffs were 
selling forks and spoons made of a special alloy under the fancy 
name “Brazilian Silver,” and their trade became very large and 
important. The first defendant Whitchouse commenced at about 
the same time as the plaintiffs to sell the same class of goods under 
the above trade name. At first his trade was substantial but after 
a few years it began to dwindle until it rapidly came down to one 
or two sales a year and finally ceased altogether for at least one 
year. Whitehouse then began to sell his goods under the trade 
name “Brazilian Silver” to Britton whereupon the plaintiffs 
brought an action for passing-off. In granting an injunction 
Mr. Justice Barnes said: “It seems to me that if a trade drops out 
of the use of a party, as it has done in this case out of the defend- 
ants’ use, and while that state of things prevail another gains the 
reputation in the trade for goods made under the particular name, 
and his name is associated with the mark and the mark associated 
with his name, so that all who deal in the goods consider that when 
they see the mark they see goods made by the plaintiff, then the 
original position of the competitor using the same mark has 
practically disappeared.” 

The court would require clear and unambiguous proof of the 
defendant’s honest concurrent user in the same market. In Moclji 


(5) (1898) 1 Ch. 685; 15 B.P.G. 134. 
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Sicca & Co. V. Ramjan AU^ the defendants’ alleged claim for the 
right of concurrent user could not be proved, and injunction was 
accordingly granted. Page, J., said: '*The defendant no doubt 
has sold large quantities of biris since 1919 with the labels Exhibit 
10 and Exhibit 11 and he claims a concurrent right to use those 
labels with the plaintiff’s right to use Exhibit T. I adopt the 
language of Lord Justice James. ’It has been said that one murder 
makes a villain, and millions a hero;’ but I think it would hardly 
do to act on that principle in such matters as this, and to say that 
the extent of a man’s piratical invasions of his neighbour’s rights 
is to convert his piracy into a lawful trade. That ground of 
defence, therefore, in my judgment, fails: Ford v. Foster, (1872) 
7 Ch. 625.’ In no event, however, could the defendant have a 
concurrent right to use Exhibits 10 and 11 for it is conceded that 
in order to establish a concurrent right it was essential for the 
defendant to prove prior user.” 

Right must vest in defendant. — The right to honest concurrent 
user must be that of the defendant and not that of a third party. 
In the latter case the defence could only take the form that the 
mark had become publici juris or common to the trade and that 
the plaintiff could not consequently seek to restrain the defendant 
from using the mark. The plaintiff might then reply that the 
limitation on his exclusive title is only that of concurrent user.^ 
But, where the existence of concurrent user is proved it will 
generally be difficult for the plaintiff to establish that the use of 
his mark by other persons will be calculated to deceive. For, as 
Vaughan Williams, L. J., said: ’’The moment it is admitted that 
the goods of more traders than one are denoted by the same name, 
you have gone a long way towards disi>OBing of the assertion that 
the particular name is understood in the trade to denote the goods 
of the plaintiff, and you have gone a long way to negative the sug- 
gested case of deception charged against the defendant by reason 
of his user of this name.”* 

Partnership mid personal name. — ^The right to concurrent 
user may arise when on dissolution of partnership the goodwill of 
a business is divided. 

(6) A.I.B. 1930 Gal. 678. 

(7) Dent V. Turpin, (1861) 2 John & W. 139; 70 BJt. 1003; 30 L.J.GIU 

495. 

(8) Jamieson 4" Co. v. Jamieson, (1898) 14 T.L.B. 160; 15 B.P.C. at 
p. 193. 
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The circumstances under which a partner may use the trade 
name or mark of the old business along with the other partners 
on dissolution of partnership* and those under which a person may 
honestly use his own name for trade, notwithstanding the exist- 
ence* of other businesses under the same name have already been 
discussed in Chapters V and VI . 

The plaintiff’s miark is not a valid trade mark. — The 
validity of the plaintiff’s mark would often be the most useful point 
of attack for the defendant. The elements that are necessary to 
constitute a valid trade mark have already been discussed in detail 
in Chapters IV and VI. Where the mark is neither inherontiy 
distinctive nor has acquired a secondary signification the plaintiff 
will not be entitled to its exclusive use. Again, a mark wliich was 
originally distinctive might have lost its distinctiveness and become 
publici juris.^^ Such marks are common to tho trade and cannot 
be exclusively claimed by any i)erson. Or, a word may be pni'cly 
descriptive, geographical or laudatory or the infringement may l)e 
limited to matter common to the trade.’* Tho plaintiff’s claim tliat 
his mark is a valid one may thus be disputed by the defendant 
under one or more of these grounds. 

The defendant’s act does not amount to passing-off. — 
The various requirements to constitute an action for passing-off 
have already been discussed at length in Chapter VI. It has been 
pointed out that the court will not interfere unless the defendant’s 
mark is calculated to deceive. A mere trade puff, for instance, is 
not actionable. How far the clement of fraud is essential in a 
passing-off action has been dealt with in detail in that Chapter. 
Although no definite test could be laid down as to whether a i)aifi- 
eular mark is a colourable imitation of another, certain general 
considerations which are likely to influence the court in deciding 
this quesition have been mentioned. Again, it was pointed out 
that while a person has a prima facie right to use his name for 
trade purposes certain restrictions! may be put on him in exercising 

(9) See Chapters V, VT and IX. 

(10) See Chapter VT. 

(11) Wolff V. Nopitsch, (1900) 17 B.P.C. 321; 18 B.P.C. 27 (action 
for passing-off dismissed); Nationdl Starch Manufacturing Co. v. Munn’e 
Patent Maieena and Starch Co,, (1894) A.C. 275; 11 B.P.C. 281; Woodward, 
Ld. T. Boviton Macro, Ld., (1915) 85 L.J.Ch. 27; 32 B.P.C. 173 (action 
for passing-off dismissed but action for infringement of trade mark allowed 
as the mark was distinctive at the time of registration) . 

(12) See Chapters TV and VI. 
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this right. The circumstances under which such restrictions are 
likely to be put were also dealt with. It was also mentioned that 
relief may be refused where there have been only isolated acts of 
passing-ofF.^^ These and other topics discussed in some of the 
foregoing Chapters afford the defendant a number of impoilant 
and useful grounds of defence. 

Master and servant. — An employer is generally liable for the 
acts of his servant.^* Injunction may be granted even in cases 
where the servants had acted contrary to the instructions of the 
master. But where there had not been any actual fraud and the 
passing-off had been accidental or inadvertent on the part of a 
careless shopman, the employer having since taken all reasonable 
precautions to avoid recurrence of such passing-off, an injunction 
may be refused.*® 

Otiier defences. 

Estoppel by conduct. — The rule as to estoppel by conduct 
may be stated as follows : Where a plaintiff finds that in a matter 
concerning his rights the defendant has been acting, acts, or is 
likely to act in a manner, that as a reasonable man he would not 
do if he were cognizant of the real facts, there is a duty cast on the 
plaintiff to apprise the defendant of the real facts and take early 
effective steps to prevent such infringement of the plaintiff’s rights. 
If the plaintiff, however, fails to take such immediate action but 
stands by and' acts in a manner which is calculated to lead the 
defendant to believe that he is not in any manner violating the 
rights of the plaintiff the Court of Equity will not/ interfere if the 
plaintiff complains later of the defendant’s act. The doctrine of 
estoppel by conduct is thus based on the well-known equity maxims 
that he who cornea to equity must do equity and must come with 
clean hands. It may be pointed out that in these cases if the plain- 
tiff has a right to the exclusive use of the mark the court does not 

(13) See Chapter VII, Butter # Co. v. Smith, (1901) 18 B.P.C. 49; 
Burherrya v. Wathinaon, (1906) 23 R.P.C. 141; Armatrong Oiler Co., Ld. v. 
Patent Axlebox and Foundry Co., Ld., (1910) 27 B.P.C. 362; Knight {John) 
4* Sona, Ld., v. Criap 4 Ld., (1904) 21 B.P.C. 670. 

(14) Coppen v. Moore, (1898) 2 Q.B. 300, 306; Chrieraon, Oldham 4r Co., 
lA. T. Birmingham Hotel 4 Boatawrant Co., Ld,, (1901) 18 B.P.C. 158; 
Cuaenier Fila 4c. v. Gaiety Bara, 4c-i Co., Ld., (1902) 19 B.P.C. 357; Havana 
Cigar 4 Tohacoo Factories, Ld. v. Tiffin, (1905) Ld., (1906) 26 B.P.C. 473; 
Bovril, Ld. v. Bodega Co., Ld., (1916) 33 B.P.C. 153. 

(15) Lever Bros., Ld. v. Maahro* Equitable Pioneers Society, Ld., 
(1912) 106 L.T. 472 ; 29 B.P.C. 33, 235; See also Kodak, Ld. v. Grenville, 
(1908) 25 B.P.C. 416. 
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cease to recognise such general rights, but the estoppel will operate 
against the specified person to the extent to which the plaintiff had 
acquiesced, either expressly or impliedly. 

. Test of acquiescence. — In order to prove acquiescence it is 
essential to show that the plaintiff was aware of the violation of his 
rights and that the defendant was deluded by the plaintiff’s act 
into thinking that the infringement was assented to by the plaintiff. 
“There can only be acquiescence” declared Malins, V. C. “where 
there is knowledge. This court never binds parties where there is 
no knowledge.”^® And, Bowen, L. J., said: “In order to make 
out such acquie.sccnce it is necessary for them to establish that the 
plaintiff stood by and knowingly allowed the defendants to proceed 
and to expend money in ignorance of the fact that ho had rights 
and that he meant to assert such rights. ’ The onus of proof lies 
on the defendant alleging acquiescence. Merc knowledge of the 
infringement and delay in taking legal action after the knowledge 
had come to the plaintiff are not by themselves enough. It must 
be shown further that the plaintiff’s conduct was extremely unfair, 
^■'conduct which would shock a man’s conscience.” 

The test of acquiescence was laid down in Willmolt v. liarher'^ 
by Fry, J., in the following passage : “In the first place the plaintiff 
must have made a mistake as to his legal rights. Secondly, the 
plaintiff must have expended some money or must have done some 
act on the faith of his mistaken belief. Thirdly, the defendant, the 
possessor of the legal right, must know of the existence of his own 
right which is inconsistent with the right claimed by the plaintiff. 
If he does not know of it, he is in the same position as the plaintiff 
and the doctrine of acquiescence is founded upon conduct with a 
knowledge of your legal rights. Fourthly, the defendant, the 
pos.sessor of the legal right must know of the plaintiff’s mistaken 
belief of his rights. If he does not, there is nothing which calls 
upon him to assert his own rights. Ijastly, the defendant, the 
possessor of the legal right must have encouraged the plaintiff in 
his expenditure of money or in the other acts which he has done, 
either directly or by abstaining from asserting his legal rights. 
Where all these elements exist, there is fraud of such a nature as 
will entitle the court to restrain the possessor of the legal right 


(16) Weldon t. Dicks, (1878) 10 Ch.D. 247; Scb. Dig., p. 391. 

(17) Proctor v. Bennia, (1887) .36 Ch.D., at p. 761. 

(18) (1880) 15 Ch.D. 96; (1881) 17 Ch.D. 772. 
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from exercising it but in my ju<^ment nothing short of this will 
do.” 

Not applicable in case of fraud. — The doctrine of acquies- 
cence does not therefore apply in cases of fraud. Where the 
defendant is fuUy aware of the legal right of the plaintiff and yet 
deliberately and fraudulently imitates the plaintiff’s mark in order 
to pass off his goods the doctrine of acquiescence will not operate 
in favour of the defendant.’® As Cotton, L. J., said, in Proctor v. 
Bentbis,^ “it is necessary that the person who idleged this lying 
by should have been acting in ignorance of the title of the other 
man, and that the other man should have known that ignorance 
and not mentioned his own title. ’ ’ In Moolji Sicca & Co. v. Ramjan 
AM*^,Page, J., stated thus: “Acquiescence is only a form of 
estoppel, and it is of the essence of acquiescence that the party 
acquiescing should be aware of and by words or conduct should 
represent that he assents to what is a violation of his rights, and that 
the person to whom such representation is made should be ignorant 
of the other party’s rights, and should have been deluded by the 
representation into thinking that his wrongful action was assented 
to by the other party.” ■ 

niustrative cases. — In Hogg v. MaxwelP^ injunction to restrain 
the defendant from using the name “Belgravia” as the title of a 
new magazine was refused on the ground that the plaintiffs had 
received and inserted in some of their publications advertisement 
of the defendant’s forthcoming magazine under the above title at 
a time when they themselves were bringing out their own magazine 
under the same name. In Oldham v. James^^ the claims in respect 
of past infringements of the mark “Lieutenant James’ blistering 
compound” had been compromised between the parties. It was 
held that the estoppel applied only to sales which had already taken 
place and not to future sales even though the spurious goods had 
been bought before the date of the agreement, the reason being that 
it would otherwise involve a continuing fraud on the public. In 
Burgoyne & Co., Ld. v. Godfree & Co.,** the plaintiffs were the 


(19) Mohideen Bawa v. Bigavd Perfume Memufaeturers, A.I.B. 
1082 Bang. 114; 10 Bang. 133. 

(20) (1887) 36 CJh.D. 740. 

(21) A.I.B. 1930 Oal. 678. 

(22) (1867) L.B. 2 Ch.i 316; Seb. Dig., p. 158. 

(23) (1863) 13 Ir.Gh. 303; 14 Ir.Gh. 81; Seb. Dig., p. 117. 

(24) (1905) 22 B.P.C. 168. See alee Bipley, v. Bandey, (1897) 
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owners of the mark “Burgoyne” for wine. The Mrine in the original 
casks bearing that mark had been consigned to them on approval 
and was rejected. It was then sold by the plaintiffs themselves in 
auction on behalf of the growers. An action for passing off was 
brought against the defendants who had bought the wine and sold 
them as “Burgoyne.” It was held that the plaintiffs were not 
entitled to recover any damages from the defendants because the 
“damage which was caused to them was mainly brought about by 
their own lamentable mistake in selling this wine at a public auction 
in a guise from which the trade and everybody else would naturally 
assume that it was their owm wine.” In Coles Proprietory, Ld. v. 
Need-’* the plaintiff company ow’ning a number of stores licensed 
the use of its trade name in a j)articular locality to a retail shop 
owner for the purpose of selling goods supplied by it. Owing to the 
licensors’ inability to supply all the goods the licensee with the 
lineeiLsors’ consent purchased other goods and had been selling them 
under the plaintiffs’ trade name. Subsequently the licence was 
cancelled but the defendant continued to use the trade name. It was 
held by the High Court of Australia that although the plaintiff 
company was prima fneie entitled to the injunction, it was debarred 
by its conduct from an equitable remedy. Tlie decision was reversed 
on appeal to the Privy Council, where their Lordships held that 
' there was no fraud in the original grant of the licence and that 
the continuance of the trade name by the defendant after the ter- 
mination of the licence amounted to imssing . off. On the other 
hand, in Somerlite Ld. v. Brown,^ where the defendant had been 
selling formerly the plaintiffs’ “Somerlite” oil but subsequeptly 
began to sell other oil as “Somerlite” oil with the knowledge but 
without the consent of the plaintiffs, an action for passing-off was 
dismissed. In Lavergne v. Hooper^ the defendant was selling in 
the Madras market brandy imported from the plaintiff firm in 
Prance. The defendant had selected a particular trade mark 
consisting of a Maltese Cross and had asked the plaintiffs to apply 

14 B.P.C. 591, where the action was dismissed owing to the neglect of the 
plaintiff, to assert his rights on three instances of infringement of his mark 
(oral blue) which were brought to his notice and in one of which the infringer 
had expresdy declined to discontinue using the mark. 

(25) (1933) 60 B.P.C. 379; BUe Bean Manufacturing Co., v. 

Davidson, (1906) 23 B.P.C. 725; Ford v. Foster, (1872) L.B. 7 Ch. 611, 
distinguished. 

(1) (1934) 61 B.p.C. 205. 

(2) (1884) 8 Ibd. 149. 
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it to casks of brandy supplied to him. It was clearly understood 
that this mark belonged to the defendant, though the mark had 
been registered in England in the name of the plaintiffs. The 
defendant, under the honest belief that the mark belonged to him, 
and with the tacit approval of such belief by the plaintiffs, had 
extensively advertised the mark. The defendant had also on 
several occasions sold under that mark wines imported from other 
sources, and although the plaintiffs were aware of such sales the 
latter did not take any steps to prevent them. The plaintiffs were 
estopped from denying the defendant’s right to use the mark in 
the Madras market. 

Delay. — ^In case of infringement of a trade mark the period 
of limitation in India to sue for an injunction and for compensation 
is six years and three years, respectively,® from the date of infringe- 
ment; but so long as the infringement continues a fresh cause of 
action arises de die diem.* Merc delay, if within the period 
prescribed by the Indian Limitation Act, is not sufficient to deprive 
a plaintiff in a passing-off action, of his legal right,® to an 
injunction. 

Where the delay in taking legal action after knowledge of the 
infringement is long and unreasonable it may amount to 
acquiescence or abandonment and constitute an estoppel. Even 
in the absence of such estoppel delay may operate adversely to the 
plaintiff. Thus, where there is inordinate delay on the part of the 
plaintiff to take legal proceedings after becoming aware of the 
infringement of his rights and such delay is not satisfactorily 
explained an interlocutory injunction may be refused,® or the 


(3) Articles 120 and 113 respectively of the Indian Limitation Act, 
1008. 

(4) Abdul Salam v. Hamidullah, (1912) 15 I.C. 116; 166 P.W.B. 

. 1012 . 

(5) See the following observations of Fry, J., in Fullwood v. Fullwood, 
(1878) 9 Ch.D., p. 178. ^^The right asserted by the plaintiff in this 

-action is a legal right It is clear that such an action is subject to 

the Statute of Limitations. ... In such a case the injunction is a matter 
of course, if the legal right be proved to exist. In saying that I do not shut 
my eyes to the possible existence in other cases of a purely equitable defence, 
such as acquiescence and the various other equitable defences which may be 
imagined. But lapse of time, unaccompanied by anything else has, in my 
judgpnent, just as much effect, and no more, in barring a suit for an injun(;tipn 
as it has in barring an action for deceit.” 

(6) ”The effect of dday upon an application for interlocutory relief 
is wholly different from its effect, if any, in rdation to final judgment.” 
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damages^ or account may be limited to those arising from infringe- 
ments ^fter filing the bill and may not extend to past infringe- 
ments. Or, an order for delivery up may be refused,® though an 
injunction is granted. Or, again, costs may be refused, even 
thdugh the plaintiff is successful." 

Delay will not be a bar to relief where the infringement had 
been originally committed with fraudulent intent and is 
continuing. In Rodgers v. Rodgers , Lord Justice Hellish said: 
“I do not think that, as a matter of law, the mere fact that the 
mark has been used for a great number of years necessarily affords 
defence. If it was clearly made out that it was originally used for 
the purpose of fraud, and that it has the practical effect of 
deceiving the public, I do not think that the lapse of years would 
prevent the plaintiffs from having a remedy.” 

Where the plaintiff’s delay in taking legal action is relied 
upon by the defendant as his defence it must be shown that such 
delay has prejudiced him materially, as for instance, in the matter 
of producing his evidence before the court. So, Parwell, J., said : — 
“Delay, no doubt, may in some cases be sufficient to prevent an 
applicant from obtaining relief, but so far as I can see the only 
case in which delay ought to have that effect is when the respondent 
has been put to serious disadvantage by the loss of his cAridcnce or 
the like in consequence of the laches of the applicant. . . . 
Unless the action or neglect of an applicant has put the respondent 
at some unfair disadvantage, it appears to me that his laches is 
sufficiently visited by punishment in the way of getting no costs if 
he should succeed.”** 

Delay may be explained. — A certain amount of delay in 
instituting legal proceedings after the discovery of the infringe- 
ment is often unavoidable; and may be satisfactorily explained.*®' 

Tomlin, J., in Jteliance Buhher Co-, Ld. v. Beliance Tyre Co., Ld., (1925^ 
42 R.P.C. at p. 100. See also FMwood v. FiMwood, (1878) L.B. 9 C!h.D. 176. 

(7) Beddaway 4" 'v. Boiert Stevenson 4" Brother, Ld., (1903)- 

20 E.P.C. 276. 

(8) County Chemical Co., Ld. v. Frankenburg, (1904) 21 B.P.C. 722. 

(9) See Addley Bourne’s Application, (1903) 1 Ch. 211; 20 B.P.C. 114, 
Farwell, J. 

(10) (1874) 31 L.T.N.S. 285; Seb. Dig., p. 265. 

(11) Addley Bourne v. Swan and Edgar, Ld., (1903) 1 Ch. 211; 
20 B.P.C. at pp. 114, 115. 

(12) Lee v. Haley, (1869) .39 L. J.Ch. 284; 5 Ch. App. 155; Fvdlwood v. 
Futlwood, (1878) LJt. 9 Ch.D. 176; Bowland v. Mitchell, (1897) 1 Ch. 71; 
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For instance, the plaintiff might find that the sale of the spurious 
goods was small and that there was reasonable cause to believe that 
the infringement would not be repeated. Thus, in Reliance 
Rubber Co., Ld, v. Reliance Tyre Co., Ld.,^^ Mr. Justice Tomlin 
said that the delay between the first complaint and the issue of the 
writ was due to the plaintiffs’ desire to afford the defendants a 
means of retreat and in part to circumstances which the plaintiff 
company could not well control. In Mohideen Bawa v. Rigaud 
Perfume Manufacturers,^* the court said that it was but reasonable 
that some time should elapse for the local representative to get the 
sanction of the head ofiSce in France before he could launch legal 
proceedings in Burma where the infringement took place, and that 
the delay in the circumstances did not disentitle the plaintiffs to 
relief. 

Abandonment. — ^Where there are notorious infringements of 
a person’s trade mark and he neglects to assert his legal rights the 
mark may be held to have been abandoned. The owner of a trade 
mark must not adopt a “sort of Bip Van Winkle policy of going to 
sleep and not watching what his rivals or competitors in the same 
line of business were doing but must always be on the alert to 
see whether his rights are infringed by any of his rivals. He 
should not be standing by while his competitor is building up his 
business and come at a later stage and say that his mark was being 
infringed. The object of this rule is clear from the following 
passage of Eve, J., in his judgment in the Prophylactic case:^* 
‘‘I accept the evidence of any gentleman who comes into the box 
and gives h*is evidence in a way which satisfies me that he is 
speaking the truth when he says that he did not know of the 
existence of a particular element or a particular factor in the goods 
marked by his opponents. But the question is a wider question 
than that : Ought not he to have known? Is he entitled to shut his 


13 B.P.C. 457; 14 B.P.C. 37; Eayward Bros., Ld. y. Peahall, (1909) 
26 B.P.C. 39; Daniel and Arter v. Whitehouse and Britton, (1898) 
1 Gh. 685; 15 B.P.C. 134; Unani Davoahhanay. Hamdard DawaKhana, (1930) 
12 Lah. 224; A.I.B. 1930 Lah. 999; Abdul Kareem Sahib y. Abdul Kareetn 
Sal^b, A.I.B. 1931 Mad. 461; Moolji Sicca. 4" Co. v. Bamjan Ali, A.I.B. 1930 
Cal*. 678; Badio BenUds, Ld. y. Bentdls, Ld.; (1934) 51 B.P.C. 407. 

(13) (1925) 42 B.P.C. at p. 99. 

(14) 10 Bang. 133; A.I.B. 1932 Bang. 114. 

(15) Per Ere, J., in Cordea y. Addis and Son, (1923) 40 B.P.C. at 
p, 142. 

(16) Cordea t. Addia 4r Son, loe. <dt. 
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eyes to everything that is going on around him, and then when his 
rivals h^Ve perhaps built up a very important trade by the user of 
irt'dtfCia which he might have prevented their using had he moved 
in time, come to the court and say: “Now stop them from doing 
it further, because a moment of time has arrived when I have 
awakened to the fact that this is calculated to infringe my rights?” 
Certainly not. He is bound, like everybody else who wishes to stop 
that which he says is an invasion of his rights, to adopt a position 
of aggression at once, and to insist, as soon as the matter is brought 
to his attention, or as soon as, in the opinion of the court, it ought 
to have come to his attention, to take steps to prevent its 
continuance; it would be an unsufferable injustice were the court 
to allow a man to lie by, while his competitors are building up an 
important industry and then to come forward, so soon as the 
importance of the industry has been brought home to his mind, and 
endeavour to take from them that of which they had legitimately 
made use ; every day which they used it satisfying them more and 
more that there was no one who either could or would complain' of 
their so doing. The position might be altogether altered had the 
use of the factor or the element in question been of a secretive or 
surreptitious nature, but, when a man is openly using, as part of 
his business, names or phrases, or other elements, which persons in 
the same trade would be entitled^ if they took steps, to stop him 
from using, he gets in time a right to use them which prevents 
those who could have stopped him at one time from asserting at a 
later stage their right to an injunction.” 

Test of abandonment. — ^But the occurrence of a few 
fraudulent infringements! without the knowledge of the plaintiff 
would not form sufficient ground for demurrer. Nor would the 
copying of a few non-essential features of the mark by a number 
of traders constitute an abandonment of the whole mark. The 
question of abandonment is essentially one of intention and would 
depend upon the circumstances of the case.^' 

In Thomeloe v. HiU^* a firm of watch makers had granted to 
another firm for seven years a licence to put their mark upon 
watches and after expiration of the licence practically ceased them- 
selves to sell or manufacture watches so marked. It was held that 


(17) Mouton 4r Co. v. Boehm, (1884) L.E. 26 (Jh.D. 398; Lavergne v. 
Uooper, (1884) 8 Mad. 149; Eart’a Tm., (1902) 2 Ch. 621; 19 B.P.C. 669. 

(18) (1894) 1 Gh. 569 ; 63 L.J.Oh. 331. 
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the firm lost all right to restrain others from marking their watches 
with the particular mark and could not, therefore, assign any 
such rights. 

The rule was stated by Kekcwich, J., thus^®: — “I do not 
myself see how it is any answer to a man who comes forward' to 
establish a common law trade mark to say that, sometime after 
your character was established and your goods were known, and 
your money, time and ingenuity have been expended, perhaps in 
largo advertisements and otherwise, others began to use it, and so, 
because they began to use it after your rights had been ascertained, 
it is in common use. That seems to me to be an argument which 
contradicts itself in the mere statement. When once appropriation 
has been made, common use becomes impossible; until the person 
entitled to the trade mark allows others to use it so as to forfeit hi.s 
right to appropriate the term, and so the words sink again into 
common use, from which, of course, after that, they cannot be 
revived. But, until something of that kind has happened, it seems 
to me that words once appropriated cannot be said to be words in 
common use, merely because others who, ex concessis on the mere 
statement, are trespassers, have attempted to use those words 
subsequently. ” 

"Where the defendant contends that the trade mark in question 
has been abandoned the onus of proof is on the defendant to 
estalblish the abandonment.®" No particular length of time is 
required for the abandonment of a mark.®® 

Not necessary to prosecute every infringer.— Under certain 
circumstances the plaintiff may be justified in not taking legal steps 
against a particular infringer. Such failure to prosecute the 
infringer may not be construed as an intention to abandon the 
mark or as acquiescence. The plaintiff must be guided by reason 
and good sense in taking legal proceedings against the infringer. 
In many cases the infringer may be impecunious or the infringe*, 
ment may bo small®® or may have stopped so that the plaintiff may 
not think it worth his while to take legal proceedings. In Rowland 

(19) Bipley t. Bandey, (1897) 14 B.P.C. 591. 

(20) Noor llahi-BlaqjM Ildhi v. Wood 4" Co., 9 Lah. 487; A.I.B. 1928 
Lah. 924. 

(21) Lavergne v. Hooper, (1884) 8 Mad. 149; Jagamath 4" Co. v. 
Cresswell, (1913) 40 Cal. 814. 

(22) Daniel and After v. Whitehotue and Britton, (1898) 1 Ch. 685; 
15 B.P.C. 134. (The plaintiffs showed that there was. only sale of a sample, 
lot that was not worth tronUing about.) 
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V. JHcheU^^ the defendant contended that one Hoskins, formerly 
in the employ of the plaintiff had been selling cough tablets under 
the plamtiff’s mark and that as the plaintiff, although cognizant 
of the infringement had not taken any action he had lost his right 
to the mark. The plaintiff explained that he did not think Hoskins 
worth “powder and shot” and that as he had lost sight of him 
after the infringement he came to the conclusion that Hoskins had 
dropped out. In granting an injunction restraining passing off. 
Lord Russell, C.J., okserved: “It cannot be stated as a general 
proposition in respect of a person, irrespective of the character of 
the trade done, and the extent of that trade, irrespective of the 
position and impecuniosity of that person, that the moment it 
comes to the knowledge of a manufacturer tliat somebody has been 
trying to do a fraudulent thing on his part, he is bound to take 
proceedings, or if he does not take proceedings, it is concluded 
against him that he means to acquiesce in the right of tliat other 
person to continue to do as he has been doing.” 

In Moolji Sicca S’ Co. v. Ramjan Ali^* the plaintiff had warned 
the infringer, a petty dealer, and the latter had agreed to dis- 
continue selling the spurious goods and sell only the plaintiffs' 
biris. But in violation of this agreement the defendant passed off 
other goods for the plaintiffs’ on two subsequent occasions and the 
suit was filed within three years after the last infringement. 
Notwithstanding the plaintiffs’ failure to take legal action in the 
earlier cases injunction was granted by Page, J., who observed : “It 
may not be worth while, to spend money on every man of straw 
who comes in your way, and in my opinion it was natural and reason- 
able that the plaintiffs in 1919 having obtained the undertaking 
from the defendant, and finding that the defendant was prepared 
apparently to make good his promise to purchase goods from them, 
should refrain from taking further steps, in the hope that the 
defendant in the future would not violate their rights.” 

Licence. — Where the owner of a trade mark has permitted 
the use of his mark under a licence, an action for passing-off will 
not be maintainable against the licen.see.®® Although under 
common law such licence would not be valid without the transfer 

(23) (1897) 1 (3h. 71; 13 B.P.C. 457; 14 B.P.C. 37. 

(24) A.I.B. 1930 Cal. 678. See also Ahdul Kareem Sahib v. Abdul 
Kareem Sahib, A.I.K. 1931 Mad. 461. 

(25) Kinahan v. Bolton, (1863) 15 Ir.Ch. 75; Seb. Dig., p. 132. 

Plaintiffs who were the proprietors of mark on whiskey obtained an 

injunction as acquiescence was not established. 

60 . 
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of the business, the licence would be regarded as proof of 
acquiescence on the plaintiff’s part and would constitute an 
estoppel. Similarly, a licensee cannot question the validity of the 
trade mark or the validity of its assignment as against the licensor 
in an action claiming royalty.^ 

Oovenants in restraint of trade. — ^Among other estoppels 
which may be raised in defence, mention may be made of covenants 
in restraint of trade. This topic will be discussed in greater detail 
in Chapter IX. In general, it may be said that a covenant in 
restraint of honest competition is void under Sec. 27 of the Indian 
Contract Act. Certain exceptions are, however, provided under 
this Act. Exceptions (2) and (3) dealing with covenants in 
restraint of trade in case of partnership have been repealed and 
re-enacted as Secs. 36 (2) and 55 (3) of the Indian Partnership 
Act. An outgoing partner may bind himself not to carry on a 
competitive business within a specified time or area and such 
agreement will be operative if the restrictions are reasonaible. 
Similar covenants may be made between a buyer and seller of the 
goodwill of a firm. 

Deceptive tisde marks. — ^It is a weU-known legal maxim that 
a right of action does not arise out of fraud. The object of the 
law being to prohibit fraudulent trade it follows that a Court of 
Equity will not protect a trade mark that contains deliberate 
mis-statements or that deceives the public.® Thus, in the early 
case Pidding v. How^ it was shown that the plaintiff had made 
false representations in his advertisements as to the origin, compo- 
sition and value of his tea. In disallowing the injunction Vice- 
Chancellor Shadwcll observed: “It is a clear rule, laid down by 

courts of equity, not to extend their protection to persons whoso 

■■ ■ - — — ■ — - - 

(1) Hannah v. Jagannath ^ Co,, (1914) 19 C.W.N. 1. 

(2) 8ee Sec. 11 of the English Trade Marks Act which provides that 
a deceptive mark shall not be registered and Sec. 35 under which such mark 
may be expunged from the register. A misrepresentation not made till after 
the commencement of the action will not affect plaintiff’s title to relief; — 
Siegert v. Findlater, (1878) 7 Ch.D. 801. See also Perry v. Truefitt (1842) 
49 E.B. 749; 6 Beav. 66; Egteourt v. Estcourt Hop Essertce Co,, (1875) 
10 Ch. App. 276; 44 L.J.Ch. 223 (Misrepresentation as to quality.) 

. (3) Seb. Big., p. 29f In Morgan v. McAdam, (Patent Plumbago 
Crucibles), 36 L.J.Ch. 228, Seb. Dig., p. 159, Wood, V.C. similarly said:— 
^^All that this court has to determine is, has the plaintiff who comes here to 
seek relief, any ground whatever for seeking the court to assist him in the 
protection of that right which he sets upf If the court finds it to be a right 
founded upon fraud, • • • the court says it cannot assist a person in carrying 
on a fraud.” 
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case is not founded on truth.” This rule was fully discussed by 
Mellish, Jj-J-i in Ford v. Foster,* which is still the leading aiitho- 
xity on the point. It was laid down in that case that a false 
representation in respect of a trade mark by its owner furnished 
a vfilid defence at law to an action on the mark, and that where a 
trade mark was used in connection with a fraudulent trade it 
cannot be protected. A few illustrative cases arc discussed below. 

In The Leather Cloth Company case^ the plaintiffs had 
stamped their goods with the words "tanned” and “patented” 
when they were neither tanned nor patented. Injunction was 
granted by Wood, V. C., on the ground that the public were not 
likely to be deceived by such misrepresentations, hut his decision 
was ovenruled by Lord Westbury, C., and by the House of Lords. 
The Lord Chancellor observed: “Where any symbol or label 
claimed as a trade mark is so construed or worded as to make or 
contain a distinct assertion which is false, I think, no property can 
be claimed in it, or in other words the exclusive use of it cannot be 
maintained.” And, in answer to the plaintiffs’ contention that 
the public could not be deceived by the misrepresentation Lord 
Westbury observed: “I cannot receive it as a rule, either of 
morality, or equity, that a plaintiff is not answerable for a 
falsehood, because it may be so gross and palpable as that no one 
is likely to be deceived by it. If there be a wilful false statement, 
I will not stop to inquire whether it be too gross to mislead.” 

In Newman v. Pinto^ the plaintiff’s trade mark contained the 
words. “La Pureza Habana Ramon Romnedo.” It was shown that 
while the cigars were not, in fact, made of Habana tobacco, the 
plaintiff’s label as a whole conveyed a false representation to the 


(1) (1872) L.B. 7 Ch. 611, (Eureka shirts). The plaintiff was not 

disentitled as the misrepresentation in his calling himself a patentee was 
held at most to be collateral. In the following cases also the misrepre- 
sentations were held to be extraneous and not to disentitle the plaintiff to 
protection; Hogg v. Kirby, (1803) .32 E.B. .336; 8 Ves. 215; Seb. Dig., 
p. 5; Chappel v. Sheard, (1855) 69 E.B. 717; 2 K. & J. 117; Chappel v. 
Davidson, (1855) 69 E.B. 719; 2 K. & J. 12.3; Holloway v. Holloway, 
:(3 Beav. 209; 51 E.B. 81. 

(5) The Leather Cloth Co., (Limited) v. American Leather Cloth Co., 
(Limited), (Wood, VtC.), 1 H. & M. 271; (1863) 71 E.B. 118; (Lord 
Westbury), (1863) 46 E.B. 808; 4 De G. J. & S. 137; (House of Lords), 
(1863) 11 E.B. 1435; 11 H.L.C. 623. It was held by the House of Lords 
that tiie defendants’ stamp was not an infringement of the plaintiffs’, but 
even if it had been, the plaintiffs would be disentitled to relief on account of 
the misrepresentations made by them. 

(6) (1887) 67L.T. 31; 4B.P.C. 508. 
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public that the cigars were so made. Injunction and account of 
profits were ordered by Kekewich, J., but his decision was reversed 
by the Court of Appeal on the ground that a plaintiff who was 
engaged in a fraudulent trade could not invoke the aid of the 
court to protect such trade. In Wood, v. Butler'’ the plaintiffs’ 
mark for cigarettes was expunged from the register by the Court 
of Appeal on the ground that the plaintiffs represented cigarettes 
of their manufacture made in London as Russian cigarettes. Lord 
Justice Fry observed : “He who has made the goods has taken upon 
himself to represent two things ; in the first place, that they are not 
his manufacture but somebody clse’s; in the second place, that a 
firm exists which docs not exist at all. It appears to me that the 
plaintiff has by that conduct entirely precluded himself from 
contending in this case that the word is a distinctive word 
or words.” 

In the Bile Bean ease* the plaintiffs were selling “Charles 
Forde’s Bile Beans for Biliousness” and falsely represented in their 
advertisements that they were prepared from an Australian herb 
discovered by Charles Forde, an eminent scientist. The defendant 
commenced selling liver pills under the name “Davidson’s Bile 
Beans.” Interdict was refused on the ground among others that 


(7) (1886) 36 Ch. D. 247; 3 B.P.C. 81. A disclaimer of any 
exclusive right to the word “lllterod" in the trade mark “Edge’s Filtered 
Blue’’ was ordered as the evidence showed that the blue did not go through 
any process of filtration, re. Edge’s Tm., (1891) 8 E.P.C. 207. Plaintiff 
disentitled to relief on account of misrepresentation as to registration of 
mark, Lewis v. Goodbody, (1892) 67 L.T. 194; Use of words 'trade mark’ 
on part only of a registered mark held not calculated to deceive. Sen Sen 
Co. V. Britien, (1899) 1 Ch. 692; 16 E.P.C. 137; Bass, BatcUff and 
Gretton, Ld.% (No. 2) Tm„ (1902) 2 Ch. 579; 19 E.P.C. 529. Eegistration 
of the word “Shamrock’’ by a firm carrying on| business in London, refused 
on opposition by an association for the development of Irish industries on the 
ground that the use of the mark would be calculated to deceive purchasers 
into bdieving that the applicant’s goods were of Irish origin, when, in fact, 
they were not, McGlennon’s application, (1908) 25 T.L.E. 23; 25 E.P.C. 797. 
“Colleen’’ marked on stoves offered for sale in Ireland not calculated to 
induce the belief that the stove was of Irish origin, Jones and Campbell, Ld.’s 
Application, (1924) 41 E.P.C. 523. See also Johnson 4r Son, (Loughborough) 
Ld. V. TV. Buffer #• Co., Ld., (1930) 47 E.P.C. 95, where injunction was 
refused in an action for passing off on the ground that the plaintiff had made 
a nusTepresentation that the trade mark was registered when it was not. The 
trade mark “Norwegian Sardines’’ in respect of canned sardines preserved 
in oil was held to be deceptive and Eegister was accordingly rectified, Concord 
Canning Company’s Trade marie, (1932) 49 E.P.C. 323. 

(8) Bile Bean Manufacturing Co v. Davidson, 22 E.P.C. 553; (1906)' 
23 E.P.C. 725. 
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the complainers’ trade was fraudulent. Lord Stormonth Darling 
observed jthat in such eases of misrepresentation “it does not matter 
that the rival may have been actuated by a motive to secure for 
his own bile beans a certain advantage from the reputation which 
the ’complainers had acquired for theirs by advertisements which 
were as extensive as they were mendacious.” 

In Sen v. Oakes^ the plaintiff imported bicycles from a firm 
in Birmingham and had them stamped as the product of a non- 
existent company, “The Warrior Qj^eles Company, Binningham. ” 
The bicycles were afterwards obtained from another firm at Glasgow 
hut had .stamped on them the name of the same fictitious company. 
A suit to restrain the appellants from importing bicycles under the 
above description from the original Birmingham firm was dismissed 
on the ground that the plaintiff was guilty of misrepresentation 
as to the place o£ origin of the bicycles. Sanderson, C . J . , observed : 
“A party seeking the protection of the court in such a case as this 
must come to the court, as it has been said ‘with clean hands’ 
and even if the plaintiff had established his case to the effect that 
fhe stamping of the bicycles with the Warrior transfer indicated to 
dealers and purchasers that bicycles so stamped were imported, 
and sold by him only or that the word “Warrior” had become 
associated in the market with the plaintiff so that it indicated to 
dealers generally that bicycles bearing the word “Warrior” were 
imported by the plaintiff only, in my judgment it would not bo 
right for the court to grant him injunction or other relief claimed 
for the purpose of protecting his alleged right by reason of the 
misrepresentation of which in my judgment he was guilty.” 

False representations as to patent. — ^Where the word 
“patent” or “patented” is used along with the plaintiff’s mark 
in a manner which conveys or is likely to convey falsely to the 
public that the article is manufactured according to an existing 
patent when it is not,*® such misrepresentation would disentitle the 
plaintiff in a Court of Equity against any one who pirated it.** 
As Jessel, M. B., said : “No man can claim a trade mark in a false- 

(9) (1919) 24 C.W.N. 155; A.I.E. 1920 Cal. 1 (P. B., Sandereon, 
C. J., Woodroffe and Chaudhuri, JJ.). See also Abdul Cadar v. Mahamaddlly, 
(1901) 3 Bom.L.E. 220. 

(10) Misrepresentation as to existing patent, trade mark, or design may 
amovint to a criminal offence under the Indian Merchandise Marks Act. See 
Chapter XI. 

(11) Flavelv. Harrison, (1853) 10 Hare 467; 68 E.E. 1010; 22L.J.Ch. 
866; Seb. Dig., p. 62; Leather Cloth Co. (Limited) v. American Leather 
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hood and it is a falsehood to represent that the patent is still existing 
when it is not.' But where the use of the word 'patent' is not 
deceptive the plaintiff will not be disentitled to relief. The general 
rule is that the misrepresentation must be sufficiently material, and 
must be calculated to deceive the purchaser. "If the word ‘patent' 
be not so used as to indicate the existing protection of a patent, but 
merely as part of the designation of an article known in the market 
by that term," then "nobody is meant to be deceived, or is deceived. 
A patent may have expired fifty years ago, and yet the name of 
patent may have become attached to the article, and !be used in the 
trade as designating it."^® 


Cloth Co. {Limited) (1863) 11 B.R. 1435; 11 H.L.C, 523; Morgan v. 
MoA^m^ {l%Q%) 36 L.J.CIi. 228 (Patent Plumbago Crucibles); Lamplough 
V. Balmer (Royal letters patent for medicines) ; (1867) W.N. 293; Seb. Dig., 
p. 172; Leather Cloth Co. v. Lorsont, (1869) L.R. 9 Eq. 345; Nixey v. Bofey, 
(Black lead) Seb. Dig., p. 206; Huhhuch (Thomas) 4* 

(William) Brown Sons 4' (1900) 17 B.P.C. 638. 

(12) Cheavin v. Walker, (1877) 5 Ch.D. 850. 

(13) Per Lord Kingsdown in the Leather Cloth Co., (Limited) v. The 
American Leather Cloth Co. (Limited), (1863) 11 E.B. 1435; 11 H.L.C. 523; 
Edelsten v. Vick, (1853) 11 Hare 78; 68 E.B. 1194, Seb. Dig., p. 64 (use 
of original labels after expiration of patent). The use of the word ^patent' 
in * 'patent leather,'^ "patent medicine," etc., is obviously not deceptive; 
Marshall v. Boss, (1869) L.B. 8 Eq. 651, (patent thread); Cochrane (Sir 
Henry) v. MoNish 4 Sons, (1896) A.O. 225; 13 B.P.C. 100 (manufactured 
in Ireland by H.M. ’s Boyal Letters Patent) . Use of the words "patent" 
and ' ' patented ’ * held not to amount to more than a collateral misrepresentation^ 
Ferry 4 Co., Ld. v. Hessin 4 Co., (1912) 29 B.P.C. 101. 




CHAPTER IX. 

GOODWILL. 

The conception of goodwill* is not of recent origin though its 
commercial and legal aspects have come into prominence only in 
modern times. It had been known from early times that in certain 
classes of business such as an inn or a retail shop in a thoroughfare 
there was such an unbroken flow of custom even when the business 
had changed hands often that a successor in business was willing 
to pay some money in excess of the value of stock-in-trade and other 
tangible assets he took over from his predceessor. This form of 
intangible asset which could be bought and sold for value was called 
goodwill.* At first the Court of Equity refused to enforce special 
performance of a contract for the sale of goodwill,* but after the 
decision in Datbey v. Whitaker* such contract could be enforced. 
The phenomenon has now become so universal, and the importance 
of an established business reputation and a ready-formed connection 
of customers had come to be so widely recognised that we can 
speak of the goodwill of nearly every profitable modem business 
including some of the learned professions, such as the practice of 
medicine or law. So that, nowadays, in nearly all transactions 
where a business as a going concern is bought or sold an evaluation 
of the goodwill is generally made, apart from other assets. 


(1) See also Chapters V and VI. 

(2) See Llewellyn v. JRutherford, (1875) 10 C.P . 456; 32 L.T. 610; 

Seb. Dig., p. 276; Hitchcock v. Coker, (1837) 6 Ad, & El. 438; 112 E.B. 167; 
Scb. Dig., p. 28; McCormick v. McCubhvn, Seb. Dig., p. 16; Oihhleti v. 

JRead, (1744) 9 Mod. Bep. 459; 88 E.R. 573, Seb. Dig., p. 2; W^al y. 

Hand, (1791) Peake, 105; 170 B.E. 95; Seb. Dig., p. 3; 

(1841) 2 Mont.D. & De. O., 294 on appeal, (1842) 1 Ph. 1^, L.C. ; Bob. 

Dig., p. 34; ItaU v. Barrows, (1863) 4 De G. J. & Sm. 150; 46 E.B. 873; Seb. 
Dig., p. 121. 

(3) Baxter v. Conolly, (1820) 1 Jac. & W. 576; .37 E.R. ^7; ^b. 
Dig., p. 15; Boeon v. Barlow, (1816) 1 Mer. 459 ; 35 E.B. 742; Sob. Dig., 
p. 10; Coslake v. TUI, (1826) 38 E.B. 146; 1 Buss. 376; Seb. Dig., p. 20. 

(4) (1857) 4 Drew. 134; 62 E.B. 52; Seb. Dig., p. 85. 
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Definition. — In spite of such importance attaching to goodwill 
there is no statutory definition of it so far, and the judges them- 
.selves have found it difficult to define.® This difficulty is due to 
the fact that goodwill covers many circumstances such as locality, 
personality, nature of the goods, possession of a recipe, one or more 
of which may preponderate or be absent in any particular ease.® 

One of the earliest definitions of goodwill was that by Lord 
Chancellor Eldon in Cruttwell v. Lye’’ where he described goodwill 
as “nothing more than the probability that the old customers will 
resort to the old place.” It is obvious that this definition is not 
sufficiently broad based. A definition more in keeping with the 
changed conditions of commerce is that of Wood, V. C., (after- 
wards Lord Chancellor Hatherley), in Churton v. Douglas ^: — 
“Goodwill, I apprehend must mean every advantage, every posi- 
tive advantage, if I may so express it, as contrasted with the negative 
advantage of the late partner not carrying on the business himself, 
that has been acquired by the old firm in carrying on its business, 
whether connected with the premises in which the business was 
previously carried on, or with the name of the late firm, or with 
any other matter carrying with it the benefit of the business.” 

In the Inland Revenue Commissioners v. Muller & Co.’s 
Margarine, Ld.,^ Lord Macnaghten said: Goodwill “is the benefit 
and advantage of the good name, reputation and connection of a 
business. It is the attractive force which brings in custom. It 
is the one thing which distinguishes an old-established business 


(5) “Goodwill is a thing rery easy to describe, very difficult to define." 
Lord Macnaghten in Inland Kevenue CommissUmers v. Muller ^ Co.'s 
ilargarine, Ld., (1901) App. Ca. 217. “I am not aware thatj anybody has 
succeeded in ever defining the meaning of the word ‘goodwill’ ". Maugham, 
J., in John Sinclair Ld.’s Tm., (1932) 1 Ch. 598 ; 49 E.P.C. at p. 129. 

(6) See Lord Macnaghten’s judgment in Inland Revenue Commissioners 
V. Muller 4- Co.’s Margarine, Ld., (1901) App. Ca. 217. 

P- «• “Chance or 

probability that custom will be had at a certain place of business, in con- 
sequence of the way in which^ that business has been previously carried on." 
(Lord Langdalc, M. B.) England v. Downs, (1842) 49 E.B. 829; 6 Beav. 269: 
Seb. Dig., p. 37. ' 

(1896) A.C. 7. See also ITtM v. Fearis, (1905) 1 Ch. 466; 74 UJ.Ctu 
27 I^C 4M**^19 ^ W 1* ^ Quoted in MannaA v. Jagannath # Co., 
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from a new business at its first start.” Emphasising the in- 
separability of goodwill from business, Lord Lindley, in the same 
ease, observed: “Goodwill regarded as property has no meaning 
except in connection with some trade, business, or calling. In that 
eoifnection I understand the word to include whatever adds value 
to a business by reason of situation, name and reputation, con- 
nection, introduction to old customers, and agreed absence from 
competition, or any of these things, and there may be others which 
do not occur to me. In this wide sense, goodwill is inseparable 
from the business to which it adds value and, in my judgment, 
exists where the business is carried on. Such business may be 
carried on in one place or country or in several, and if in several 
there may be several businesses, each having a goodwill of its own. ’ 

Another comprehensive definition is that of Judge Story, who 
describes goodwill as “the advantage or benefit which is acquired 
by an establishment beyond the mere value of the capital, stock, 
funds, or property employed therein, in consequence of the general 
public patronage and encouragement which it receives from con- 
stant or habitual customers, on account of its local position or 
common celebrity, or reputation for skill or affluence, or punctuality 
or from other accidental circumstances or neces.sities, or even from 
ancient partialities or prejudices.”*^ 

Property right ini goodwill. — It is clear from: the above 
definitions that goodwill is now universally regarded as a species 
of intangible property.** The right of property in goodwill was 
clearly brought out by Lord Macnaghten in the following passage : 
“Goodwill is bought and sold every day. It may be acquired, I 
think, in any of the different ways in which property is usually 
acquired. When a man has got it he may keep it as his own. He 
may vindicate his exclusive right to it if necessary by process of 
law. He may dispose of it if he will — of course, under the con- 
ditions attaching to property of that nature.”*® 

The conception of property in goodwill has obtained statutory 
recognition in the Indian Partnership Act (Act IX of 1932) . 
Section 14 of the Act reads : — 


(10) Quoted in Biekerby v. Beay, (1903) 20 B.P.C. at p. 388. 

(Byrne, J. ) . 

(11) Story on Partnerdiip. 

(12) Vide, for instance, Holland’s Jurisprudence, pp. 189, 213. 

(13) Inland Bevenue Commiaeionera v. Muller 4" Co.'a Margarine Ld., 
<1901) App. Ca. 217. 
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“Subject to contract between the partners, the property 
of the firm includes all property and rights and interests in property 
originally brought into the stock of the firm, or acquired, by pur- 
chase or otherwise, by or for the firm or for the purposes, and in 
the course of the business of the firm, and includes also the goodwill 
of the business.”^* 

Locality. — Some of the important elements of goodwill may 
now be mentioned. Of these the connection of the goodwill of a 
business with the locality in which it/ is carried on received special 
emphasis in the earlier cases before the Chancery courts.^ The 
attribute of locality is even nowadays an important part of the 
goodwill in certain class of business. So, Lord Lindley said: 
“That in some cases and to some extent goodwill can and must be 
considered as having a distinct locality, is obvious, and was not, in 
fact, disputed. The goodwill, of a public house or of a retail shop 
is an instance. The goodwill of a business usually adds value to 
the land or house in which it is carried on if sold with the business ; 
and so far as the goodwill adds value to land or buildings, the 
goodwill can only be regarded as situate where they are. In such 
a case the goodwill is said to be annexed to them.^® But in most 
of the businesses the emphasis has in modern times shifted to the 
other aspects of goodwill, such as the personality of the head of 
the establishment, the repute of a trade mark, the care and atten- 
tion bestowed on the production and delivery of goods, general 
reliability, and such other reputation as win public favour and 
patronage for the business in question. 

Goodwill and profcBsUm. — ^The existence of a goodwill in a 
trade or profession where the personal character of the owner of 
the business plays a great part was not recognised by the Court 
of Equity in early cases. Thus, for instance, in Bain v. Munro,'^’' 


(14) See also Section 55. 

(15) Cruttwell v. Lye, (1810) 34 E.E. 129; 17 Vos. 335, Seb. Dig., 
p. 8. In Parsons v. Eayward, Seb. Dig., p. 115, Eomilly, M. B., obaerved: 

Although it is true that a house may be of little value in itself, if held at 
rack rent, still it may be of great value as a place for carrying on the busi- 
ness, and there may be a peculiar species of value attached to a particular 
spot wheore a business has for a long time been carried on, and which may be 
an asset of the partnership of very high value.” See also Chissum v. 
Dewes, (1828) 5 Buss. 20; 38 E.B. 938; Seb. Dig., p. 21. 

(16) Inland Bevenue Commissioners v. Mvller 4* Co,^s Margarine, Ld,, 
(1901) A.C. 217. 

(17) (1878) 15 Sc.L.B. 260; Seb. Dig., p. 356. See also Austen v. 
Boys, (1858) 2 De G. & J. 626; 44 E.B. 1133; Seb. Dig., p. 87; Arundell 
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where an action was brought to recover from the widow and exe- 
cutrix of a medical man a sum of money guaranteed by the 
defendant’s husband to the plaintiff, it was held that the goodwill 
of medical practice being personal and consequently not trans- 
missible, the purchase money did not belong to the estate of her 
deceased husband. Lord Curriehill representing the view of the 
majority of the court observed: “There is truly no such thing as 
goodwill in the case of a business carried on by a professional man, 
such as a physician, surgeon, or law agent, whose success depends 

entirely upon his own personal skill His business dies with 

him and the man who comes after him in the district must depend 
for success upon his own exertions.” But, Lord Gifford, who dis- 
sented, stated : “ I think it i,s quite clear that there may be the good- 
will of the practice of a professional man as well as of a trade. . . . 
I see nothing to prevent a medical man bequeathing his practice 
to a friend. ’ ’ 

Opinion has since changed in favour of the view taken by Lord 
Gifford with the result that the rule laid down by the courts in the 
early cases denying goodwill in a profession does no longer hold 
good. It may now be taken as well settled that the sale of the good- 
will of a profession or a busine.ss involving personal skill is per- 
fectly valid in law, provided of course the result of the transmission 
of such goodwill is not to cause deception of the public. 

Trade KEark and Business Name. — ^Under modem conditions 
of trade the most important aspect of the goodwill of a business 
consists in the trade marks or name of the firm. The enormous 
value which the goodwill of a successful trade mark like ‘Kodak’ or 
‘Gold flake’, can fetch will be readily appreciated. Many of the 
questions relating to the goodwill of trade marks and business 
names have already been discussed in the earlier chapter.^* 

Sale of goodwill. — ^It has already been pointed out that 
goodwill is property and is included in the business assets. 
It can therefore be a subject of sale, but as it is 
inseparable from business it has been held that it cannot 


T. Bell, (1883) 52 L.J.Ch. 537; Bozon v. Farlow, (1816) 1 Mer. 450; 
35 E.B. 742; Seb. Dig., p. 10; Farr v. Fearce, (1818) 3 Madd. 74; 
56 E.B. 437; Seb. Dig., p. 13. 

(18) See Chapters V and VI. 
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be sold apart from the business to which it. is attached.*' 
So, in a case" where a partner’s share in the goodwill 
was bequeathed separately, the share in the business having 
been sold to the other partner, it was held by Bomilly, M.B., 
that the goodwill passed with the sale of the business to the other 
partner and not the legatee. His Lordship observed. “The 
goodwill is a valuable and tangible thing in many cases, but it is 
never a tangible thing unless it is connected with the business 
itself, from which it cannot be separated, and I never knew a case 
in which it has been so treated.’’ Again, in the recent case 
Lacteosote, Ld. v. Alberman^^ it was held that the assignment of 
goodwill apart from the manufacturing business was not valid and 
that as the plaintiff did not succeed to the business no goodwill 
passed to him." In recent times, however, there has been a change 
in the view point and it is felt that owing to the conditions under 
which modem business is carried on it ought to be possible to sell 
goodwill apart from some or all the other business assets. In India 
the principle has obtained statutory recognition so far as partner- 
ship is concerned, vide Sec. 55 (1) of the Indian Partnership Act, 
1932, which provides for the sale of goodwill, either separately or 
along with other property of the firm. 

Tnaasfw of goodwill implied in sale of business. — ^In the 
absence of any express stipulations it will be assumed that when a 
business is sold its goodwill also passes with the business to the 
vendee. So, in Shipwright v. Clements*^ where the defendant 
sold to the plaintiff all his interest in the partnership premises and 
effects without specifically referring to the goodwill, Vice- 
Chancellor Malins, held that “the sale of a business is a sale of the 
goodwill. It is not necessary that the word ‘goodwill’ should bo 
mentioned. The defendant sold the business and with it every- 
thing producing profit.’’ Again, in Rickerhy v. Reay** where the 
plaintiff purchased from the executors of the defendant’s father a 

(19) A fortiori where there is no business there is no goodwill to be 
assigned; Fine Cotton Spinnert and Douhlera’ Association, Ld., and J. Cash 
4- Sons, Ld. V. Harwood Cash #■ Co., Ld., (1907) 2 Ch. 184; 24 B.P.C. 533; 
2*«Maud V. Tussavd, (1890) L.B. 44 Ch.D. 678; Kingston, Miller 4 Co., Ld. 
T. Thomas Kingston 4" Co., (1912) 1 Ch. 575; 29 B.P.C. 289. 

. (20) Foh&rtson, v. Quiddington, (1860) 54 E.B. 469; 28 Bear. 529; . 
Beb. Dig., p. 105. 

(21) (1927) 2Ch. 117; 44 B.P.C. 211. 

(22) The same law prevails in India, see Chapter V. 

(23) (1871) 19 W.B. 599; Seb. Dig., p. 210. See also Jennings r. 
Jennings, (1898) 1 Ch. 378; 67 L. J.Ch. 190. 

(24) (1903) 20 B.P.C. 380. 
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business of agricultural machine makers, Byrne, J., held that 
though goodwill was not specifically conveyed by the terms of sale, 
its transfer was implied. His Lordship stated that whenever a 
business is bought as a going concern and not at a break-up price, 
the goodwill including the right to trade name and trade marks 
passes on to the purchaser, whether specifically mentioned or not. 

Where, however, the terms of agreement provide for the 
resumption of a business by its vendor after a specific period, it is 
obvious that the goodwill at the end of the period reverts to the 
original vendor. Thus, in Roger's Trade Mark case,^’^ where the 
Bodega Company sold for a period of ten years the goodwill of 
their whisky business in Glasgow along with the plant, fittings and 
lease of premises, it was held by North, J., that the goodwill in 
question should be restored to the vendor company at the end of 
the period. 

Whether incident to premises or stook-in-trode. — Sometimes 
it happens that on the sale or transfer of a business the purchaser 
leases the old premises for a specified period and then removes his 
business to another site. On the termination of the lease the 
question arises whether the goodwill of the business continues to be 
annexed to the premises or is carried away by the purchaser and 
lessee along with the stock-in-trade and machinery. The answer 
will depend on the original terms of sale, as well as, on the nature 
of the business: “One or more of the elements going to make up 
what is called goodwill may be retained, while others may be parted 
with, and all or every such elements may be disposed of without 
express: mention. The right way to approach the question .... 
is to consider the facts and endeavour to ascertain what rights, if 
any, were acquired by the purchaser and lessee beyond the mere 
right and title to the chattels and premises bought and leased.”^ 

In some cases it may happen that the original goodwill, if any, 
was negligible and that the goodwill of the business at the end of 
the lease was entirely built up by the lessee.* In deciding what 
happens to the goodwill in such cases, the nature of the business 
will have to be taken into account. Where the goodwill is incident 
to the means of production rather than to the place of business, 

(25) (1805) 12 B.P.C. 149. 

(1) Per Byrne, J., in Biekerby v. Beay, (1903) 20 B.P.O. 380 at 
p. 388. The goodwill of a public house ia something apart from the house 
(C!ozens-Hardy, J.) Baglioni v. Cavalli, (1900) 49 W.B. 236; 45 SoL Jo. 78. 

«) Biekerby v, Beay, (1903) 20 B.P.O. 380., 
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as, for insance, a manufacturing business, the goodwill passes on 
with plant and stock to the lessee.* On the other hand, where the 
attribute of locality is the predominant feature, as in the business 
of a hotel or public house,* the goodwill is generally incident to 
the premises and, consequently, passes to the reversioner. By an 
express contract it may, however, pass to the lessee. 

PersoDAl goodwill . — A personal goodwill cannot be trans- 
mitted by assignment or sale. “If an artist or an artisan has 
acquired by his personal skill and ability a reputation which gives 
to his works in the market a higher value than those of other artists 
or artisans, he cannot give any other person the right to affix his 
name or mark to their goods, because he cannot give the right to 
them to practice a fraud upon the public.”® 

For the same reason the goodwill of a business which involves 
the knowledge of a secret process or recipe cannot be validly 
assigned without the secret recipe being conveyed at the same 
time.® These aspects of goodwill have already been discussed in 
Chapter V in connection with the assignment of trade marks. 

Divisibili^ of goodwill. — The goodwill of a business is, in 
most cases, an indivisible whole connected vdth the seat of business. 
Where there is a single seat of business there can be only one good- 
will and a sale of part of it will be obviously meaningless and 
invalid. In the Lacteosote case* it was held that the goodwill 
remained wholly vested in the manufacturer and that, as the latter 
had not ceased to manufacture, the plaintiff’s attempt to sever the 
goodwill into a manufacturing goodwill and a vending goodwill 
was not permissible in law. 

On the other hand, where there are several businesses carried 
on under the same management but the accounts of each of them 

(3) England v. Downs, (1842) 49 E.R. 829; 6 Beav. 269; Morris v. 
Moss, (1855) 25 L.J.Ch. 194; Eickerhy v. Eeay, (1903) 20 R.P.C. 380. 

(4) Llewellyn v. Butherford, (1875) 10 C.P. 456; 32 L.T. (N.S.) 

610; Seb. Big., p. 276: we come to speak of the goodwill of a 

public house, it is obvious that it is a thing which is attached to a localitj.’’ 
(Brett, J«). 

(5) Per Lord Kingsdown, The Leather Cloth Co., Ld. v. The American 
Leather Cloth Co., Ld., (1863) 11 H.L.O. at p. 544. 

(6) Cotton V. GUlard, (1874) 44 L.J.Ch. 90; Seb. Big., p. 267; Bey 

V. Lecoutwrier, (1908) 2 Ch. 715; 25 R.P.C. 265, (1910) A.C. 262; 

27 B.P.O. 268. The existence of a secret recipe was alleged,! but could not 
be proved in Mwnm 4‘ Co.% Application, (1922) 39 R.P.C. 379, and in 
Smith’s trade mark, (1927) 44 R.P.C. 533. 

(7) Lacteosote, Ld. v. Alherman, (1927) 2 Ch. 117; 44 R.P.C. 211. 
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are kept separate, then the goodwill is divisible and trans- 
missible: with each of these separate businesses . 

Vendor may start similar business.— In an early case* Lord 
Eldon observed: "If it had been nothing more than a purchase of 
the goodwill of this trade, the vendor would be at liberty to set 
up the same trade in any other situation.” In Churton v. Douglas^ 
Wood, V. 0., said: "The sale of the goodwill of a business, without 
more, does not imply a contract on the part of the vendor not to 
set up again a similar business himself.” And, in a later case,^® 
James, V. C., observed : "It has been settled that there is no implied 
covenant of any kind in the sale by an individual himself of the 
goodwill of his business.” 

The above rule of law has obtained statutory recognition in 
the Indian Partnership Act, 1932. According to section 55 (2), 
"where the goodwill of a firm is sold after dissolution, a partner 
may carry on a business competing with that of the Iniyer.” 
Section 36 (1) of the Act secures the same right to an outgoing 
partner. 

Coveniaint not to compete in business. — A vendor may, however, 
by express agreement deprive himself of the right to 
compete with the vendee. Such a covenant will ordinarily be 
enforced by the courts unless the restrictions imposed are shown 
to be unreasonable or too oppressive.*’^ In India the above principle 
is embodied in statutory law.*® This question is considered at 
some length in a later section. 

Vendor can state connection with the old business.— ^The 
vendor of the goodwill of a business can state his previous connec- 
tion with the business ho has sold. He can paint on his signboards 
or print on his letter heads, advertisements, circulars etc., "late 
A.B.” Thus, in Clark v. Leach'^ RomiUy, M. R., refused to res- 

(8) ShacMe v. Baker, (1808) 14 Vos. 468; 33 E.R. 600; sob. Dig., 
p. 6. 

(9) (1859) 70 E.B. 385; Johns. 174; Sob. Dig., p. 96. See 

also Johnson v. Belleley, (1864) 2 De G.J. 8o Sm. 446; 46 E.R. 447; Seb. 
Dig., p. 139. 

(10) Hudson V. Osborne, (1869) 39 L.J.Ch. 79; Seb. Dig., p. 193. 

(11) See for instance WiXliams v, Williams, (1818) 36 E.R. 612; Seb. 
Dig., p. 14; Cooper v. Watson, Seb. Dig., p. 3; Auchterlonie v. Charles BUt, 
(1868) 4 M.H.C. 77. 

(12) See Exception (1) to Section 27 of the Indian Contract Act, 1872 
and Sections 36 (2), 54 and 55 (3) of the Indian Partnership Act, 1932. 

(13) 32 L.J.Ch. 290 (1863); Seb. Dig., p. 117. 
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train the defendant from styling his new business ‘‘B. Leach & Co.f 
late Leach & Clark.” The Master of the Rolls observed: ”Has 
not the defendant a right to say that he lately belonged to a certain 
firm, and cannot he advertise that fact? The difficulty is, if he 
cannot be prevented from carrying on the same business, is he not 
at liberty to solicit the public at large, and to do so by telling, as 
is the truth, that he belonged to a late firm? ” 

But the manner of stating this previous connection must not 
be calculated to deceive. So, in Hookham v. Pottage^* the defend- 
ant, after selling his share in a tailoring business to the plaintiff 
(who was entitled to the goodwill according to a court’s decree), 
set up business within a few doors of the plaintiff and painted 
over his door “S. Hookham from Hookham & Pottage,” the word 
“from” being in small letters. It was held that though the 
defendant was entitled to state fairly his connection with the 
former firm, he was not entitled to act so as to divert to himself 
the custom intended for the plaintiff. 

Vendor may not lue the old firm aaosne. — ^It was alreiady 
pointed out in Chapter VI that the right to the use of a firm name 
passes to the vendee on the sale of the goodwill of a business in the 
absence of express stipulations to the contrary.” The vendor shall 
not, in such cases, use the old firm name or represent directly or 
indirectly that his business is identical with, or is a continuation 
of, the old business. Thus, in Churton v. Dotiglas^* the defendant 
who had sold his share and goodwill to his partners in the firm of 
“John Douglas & Co.,” was restrained from trading under the 
old firm name and otherwise representing that his business was a 
continuation of the old firm. Wood, V. C., observed: “When you 
are parting with the goodwill of a business you mean to part with 
all that good disposition which customers entertain towards the 
house of business identified by the particular name or firm, and 
which may induce them to continue giving their custom to it.” 
And, in Hudson v. Osbome,'^^ James, V. C., said: “It seems to be 
settled that a trader, whose business and the goodwill of whose 


' (14) (1872) L.B. 8 Ch. 91; Seb. Dig., p. 236. 

(15) In Cwrrie # Co. v. Currie, (1898) 15 B.P.C. 339, there was on 
express stipulation that the vendee should not use the former business name. 

(16) (1859) 70 B.B. 385; 28 L.J.Ch. 841; Seb. Dig., p. 96. See 
also Burrows v. Foster, Seb. Dig., p. 115. 

(17) (1869) 39 L.J.Ch. 79; Seb. Dig., p. 193. 
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business have been sold by himself, or by any person deriving title 
under hjm, has no right to represent himself as carrying on that 
identical business; he has no right to use, the trade marks which 
were the marks of that business, or by the use of the name, or of a 
title of the firm, to represent himself as being the continuer of that 
identical business which was sold.” 

The right of the vendor to use his personal name for honest 
trade purposes has already been discussed in Chapter VI . 

Rights of vendee. — The purchaser of a business along with its 
goodwill acquires the right to continue to trade under the old 
business name. Thus, in Levy v. Walftcr,’® where, on dissolution 
of partnership the defendant bought the whole business including 
leasehold premises, stock-in-trade, goodwill, etc., and continued to 
carry on the business under the old firm name of “Charbonnel & 
Walker,” injunction to restrain the defendant from using the 
firm name was refused. The only limitation on this right of the 
vendee is that his use of the business name should not involve the 
vendor in any risk of liability.’® Where a trade name has become 
so identified with the individual carrying on business that the use 
of such name simpliciter and without explanation by the purchaser 
exposes or is likely to expose the vendor to some personal liability, 
the vendee will be prevented from using the name in that manner.*® 


(18) (1879) 10 Ch. D. 436; 48 L.J.Ch. 27.3; Seb. Dig., p. 392. 

See also Churton v. Douglas^ (1859) 70 IC.R. 385; Johns, 174; ^b. Dig., 
p. 96; Banks v. Gibson, (1865) 55 E.E. 753; 34 Beav. 566; Seb. Dig., p. 145; 
Hudson V. Osborne, (1869) 39 L.J.CI 1 . 79; Seb. Dig., p. 193; Gray v. 

(1889) 43 Ch.D. 208; Bosher v. Young, (1901) 17 Times KB. 347 ; Day v, Finch, 
25 Sol. J. 354; Townsend v. Jarman, (1900) 2 Cli. 698; 17 R.P.C. 649. 
Pomeroy {Mrs.), Ld. v. Scale, (1906) 22 T.L.R. 795; 24 R.P.C. 177; 
Wood V. Ball, (1915) 33 R.P.C. 16; Hannah v. Jagannath Co., (1914) 
19 C.W.N. 1. 

(19) Walter v. Ashton, (1902) 2 Ch. 282. See also Townsend v. 
Jarman, (1900) 2 Ch. 698; 17 R.P.C. at p. 663 (Farwell, J.) ; Morarji v* 
Madonji, (1903) 5 Bom.L.R. 545. 

(20) In Chatteris v. Isaacson, (1887) 57 L.T. 177, the buyer of the 
goodwill of a business including the exclusive right to the Arm name Madame 
Elise and Co.,” was restrained from using the name Madame 
Elise,” as the use of the name simpliciter would expose the vendor 
to liability. But in Townsend v. Jarman, (1900) 2 Ch. 698; 
17 R.P.C. 649 where the buyer of the goodwill used the name Jarman 
& Co.” it was held that there was no such risk to the vendor. Farwell, J.,. 
observed. ^^The vendor with his eyes open transferred the right to use that 
name to the company, knowing that the company might sell it again to 
somebody else and that they have done. It does not lie in his mouth to 
complain that they have sold that which he gave them the right to mU, nor 
can I say that there is any liability at all.” 

52 
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The risk of liability on the vendor will be great, where the 
name in question is the personal name of the vendor, and the use 
of the name simpliciter by the vendee will not, therefore, be allowed 
generally in these cases. The vendor may, however, by express 
agreement confer on the purchaser of the goodwill the right to calry 
on the business under the vendor’s own name and also preclude 
himself from using his own name for trade purposes.®^ Again, as 
a company cannot acquire any corporate name except by grant 
from the Crown it follows that the vendee of the goodwill of a 
limited company does not automatically acquire the right to use 
the name of the limited company, but must apply for registration 
of the new company. The new company has, however, the right 
to represent itself as successor to, and as carrying on, the old 
business.** 

8<diciting of former onstomers. — ^As one of the most 
valuable ingredients in the goodwill of a business is the ready- 
formed connection of customers, the purchaser of the goodwill is 
naturally paying for this business connection. If the vendor 
starts new business it behoves on him, therefore, not to solicit the 
custom of his old customers for his new business, and thus derogate 
from the grant he had made. This important principle of law has 
been embodied in a number of well-known judicial decisions. It 
was first enunciated by Lord Romilly, M.B., in Lahouchere v. 
Dawson,^^ where the defendant after selling his brewery business 
to the plaintiff started another brewery business and solicited his 
former customers. In granting an injunction the learned Master 
of the Bolls said: “The goodwill is the probability of the old 
customers going to the new firm to whom the business is 
sold. . . . He (the vendor) is entitled to publish any circulars 
to aU the world to say that he is carrying on such a business but 
he is not entitled, either by private letter or by a visit, or by his 
traveller or agent, to go to any person who was a customer of the 
old firm and solicit him not to continue his business with the old 
firm, but to transfer it to him. That is not a fair and reasonable 
thing to do after he has sold the goodwill.” 

The above rule of law is now well established.** A contrary 

(21) Pomeroy (Mn.), Ld. v. Scale, (1906) 22 T.L.B. 795; 

24 E.P.C. 177. 

(22) The Montreal Lithographing Co., Ld. v. Sdbisto^ (1899) 
A.C. 610; 16 B.P.C. at p. 446, (Lord Davey in the Privy Council). 

(23) (1872) L.B. 13 Eq. 322; 41 L.J.Ch. 427; Seb. Dig., p. 229. 

(24) See CUneai v. Cooper, (1880) 14 Ch.D. 696; Legott v. Barrett, 
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view was however, taken in Pearson v. Pearson^^ where it was held 
that there was no such implied covenant as contemplated by Lord 
Bomilly in Ldbouchere v. Dawsan^^'^ and that in the absence of 
express stipulations to the contrary it was open to the vendor to 
solicit his former customers.. But, the decision in this case was 
overruled in Trego v. HunP by the House of Lords, who laid down 
that Ldboudhere v. Dawson was rightly decided and that the view 
of Lord Eomilly in that case represented the correct statement of 
the law. Lord Herschell said: ^*If a person who has previously 
been a partner in a firm sets up in business on his own account and 
appeals generally for custom, he only does that which any member 
of the public may do, and which those carrying on the same trade 
are already doing. It is true that those who were former customers 
of the firm to which he belonged may, of their own accord, transfer 
their custom ton him ; but this incidental advantage is unavoidable, 
and does not result from any act of his. He only conducts his 
business in precisely the same way as he would have done if he had 
never {been a member of the firm to which he had previously 
belonged. But when he specifically and directly appeals to those 
who were customers of the previous firm, he seeks to take advantage 
of the connection which he had i)rcviously acquired, to take that 
which constitutes the goodwill away from the persons to whom it 
has been sold and to restore it to himself.’^ 

May solicit in case of sale in bankruptcy. — The restriction 
that the vendor shall not .solicit business from his old customers 
does not apply where the goodwill of the business is sold in 

(1880) 15 Cli.D. 306, implied contract on the part of the vendor of a good- 
will that he will not immediately after solicit the customers who are really the 
people who form the goodwill (Brett, L.J.) but vendor not disentitled to deal 
with old customer whom he did not solicit to come there and who came to him 
of his free will, (Cotton, L.J., and approved in Trego v. JSunt by Lord 
Herschell); Trego v. Runt, (1896) A.C. 7; West London, Syndicate v. 
Inland Bevenue Commissioners, (1898) 2 Q.B. 507; (old customers who had 
been in the habit of staying in the hotel may be solicited if the lease alone 
is sold but not where the vendor sells the goodwill of the hotel along with the 
lease); re David ^ Mathews, (1899) 1 Ch. 378; 68 L.J.Ch. 185; Gillingham 
V. Beddow, (1900) 2 Ch. 242; (one of the partners bought out the other, the 
articles providing that the outgoing partner may start a similar business in 
the neighbourhood; held that the proviso was merely declaratory and did not 
authorise solicitation of old customers). 

(25) (1884) 27 Ch. D. 145, per Baggallay and Cotton, L.JJ., 

<Lin^ey, L.J., dissenting). 

(25-a) (1872) L.B. 13 Eq. 322; Seb. Dig., p. 229. 

(1) (1896) A.C. 7; 65 L.J.Ch. 1. Applied: Jennings v. Jennings, 

(1898) 1 Ch. 378; Gillingham v. Beddow, (1900) 2 Ch. 242; Curl Bros. v. 
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bankruptcy. The question was discussed in Walker v. Mottram^ 
where the rule was stated thus: ^^The right of a purchaser of the 
goodwill of a business from the trustee in bankruptcy does not 
extend to restrain the bankrupt (even if he joins in the conveyance) 
from hona fide commencing a fresh business^ and from seeking 
assistance in it from his old friends and customers. It would, in 
our opinion, be contrarj^ to the policy of the bankruptcy laws to 
extend Labouchere v. Dawson to such a case. It is not necessarj^ 
to overrule that decision ; we leave it where it is, that is to say, it 
will still be applicable to voluntary sales. But we do not think it 
ought to !be extended to alienations which are compulsory.’’® 

The Indian Partnership Act. — The above equitable principles 
governing the sale of goodwill and the rights of the vendor and 
the vendee have come into special prominence in connection with 
partnership suits, and are embodied in Sec. 55 of the Indian 
Partnership Act, 1932.^ It has already been stated that goodwill 
is recognised as a species of property in Sec. 14 of this Act. 
Chapter VI of the Act of which Sec. 55 forms a part deals with the 
dissolution of a firm. The earlier Secs. 39-44 state how and 
under what circumstances dissolution can take place. Secs. 45-47 
deal with the liability and rights of partners during dissolution. 


Webster, (1904) 1 Ch. 685; 73 L.J.Ch. 540; Boome v. Wicker, (1927) 
1 Ch, 667. The rule which prohibits the vendor from soliciting customers 
applies when the customers, although remaining customers of the purchaser, 
have, in fact, become customers of the new firm started by the vendor, Cwrl 
Bros. V. Webster, (1904) 1 Gi. 685; 73 L.J.Ch. 540. Rule applies to 
vendor's executors carrying out a contract for the sale of the goodwill, 
Boome v. Wicker, (1927) 1 Ch, 667; 96 L.J.Ch. 361. 

(2) (1881) 19 Ch.D. 355. Debtor assigning his business and goodwill 
to a trustee for the benefit of creditors, not precluded, in the absence of 
express stipulations to the contrary, from soliciting the customers of the old 
business. Green ^ Sons {Northampton), Ld, v. Morris, (1914) 1 Ch. 562; 
83 L.J.Ch. 559; Farey v. Cooper, (1927) 2 K.B. 384. The same rule applies 
where the goodwill is sold in lots by the liquidator between the plaintiff and 
the defendant as in Townsend v. Jarman, (1900) 2 Ch. 698; 17 R.P.C. 649. The 
solicitation complained of in that case was that the defendant sent a catalogue 
to one of the old customers who met him at a 'seeds show’ and told him that 
he would be sending an order. Farwell, J., said that where a business like 
that of a seedsman has to be carried on by frequenting the markets, a trader 
should be at liberty to stand at the stalls and invite custom at large and it 
ought not to matter if he distinguished some of his old customers in 
so doing. 

(3) The distinction between the rights of the vendor in bankruptcy and 
that in voluntary sale is not recognised under the Indian Partnerdiip Act, 
vide Sec. 55 (2) and Sec. 36 (1). 

(4) Repealing Chapter XI of the Indian Contract Act, 1872. The new 
Act is based on the English Partnerdiip Act, 1890. 
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and Secs. 48 and 52 deal with the mode of settlement of accounts 
between partners. Sec. 53 provides for the restraint of the use of 
the firm name by any one partner during dissolution and before 
complete winding up unless that partner has bought the goodwill. 
Sec, *54 which provides for agreements in restraint of trade re- 
enacts exception 2 to Sec. 27 of the Indian Contract Act which has 
been repealed.® Sec. 55, which deals with the disposal of goodwill 
on dissolution of partnership, comprises three sub-sections : 
sub-Sec. (1) provides for the sale of the goodwill, sub-Sec. (2) 
enunciates the rights of vendor and vendee and sub-See. (3) permits 
the making of agreement for further restricting the right of the 
vendor.® 

Dissolution of partnership. — It was already stated that on 
dissolution of a partnership the goodwill shall, subject to contract 
between the partners, be included ia the assets.’^ Thus, for 
instance, in a case® relating to the dissolution of a partnership of a 
newspaper it was held that the goodwill, title, etc., of the paper 
were partnership assets and should be disposed of for the benefit 
of the creditors of the firm, or of the partners jointly. In /fall v. 
Itarroivs,^ which was decided in 1863, Lord Chancellor Westbury 


(5) See Sec. 73 of the Indian Partnership Act, 1932. 

(6) Section 55 — 

(1) In settling the account of a firm after dissolution, the goodwill 
shall, subject to contract between the partners, be included in the assets, and 
it may be sold either separately or along with other property of the firm. 

(2) Where the goodwill of a firm is sold after dissolution, a partner 
may carry on a business competing with that of the buyer and he may 
advertise such business, but, subject to agreement between him and the buyer, 
he may not — 

(а) use the firm name; 

(б) represent himself as carrying on the business of the firm, or 

(c) solicit the custom of persons who were dealing with the firm 
before its dissolution. 

(3) Any partner may, upon the sale of the goodwill of a firm, make 
an agreement with the buyer that such partner will not carry on any business 
similar to that of the firm within a specified period or within specified local 
limits, and, notwithstanding anything contained in Sec. 27 of the Indian 
Contract Act, 1872, such agreement shall be valid if the restrictions imposed 
are reasonable. 

(7) See Sec. 55 (1) of the Indian Partnership Act quoted in the 
preceding footnote. 

(8) Dayton v. Wilkea, Seb. Dig., p. 100. 

(9) 4 De G.J. & a 150; 46 E.R. 873; Seb. Dig., p. 121; see also Wade 
V. Jenkins, 30 L.J.Ch, 633; Burfield v. Rouch, (1862) 54 E.B. 1130; 
31 Beav. 241; Seb. Dig., p. 116; Smith v. Rverett, (1857) 54 E.E. 175; 
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laid down clearly that the goodwill of a business must ibe taken into 
account and valued, as being included in the stock belonging to 
the partnership.” It was also stated that where no specific 
reference was made about the disposal of the goodwill it passed on 
sale to the purchaser. Thus, in Dichsom, v. McMaster & the 
agreement provided that on the termination of partnership the 
continuing partner (who was the owner of the premises on which 
the partnership business was carried on) was entitled to take over 
the shares of the retiring partners at a valuation. The court, held 
that the goodwill, trade name and the trade marks of the firm also 
passed to the surviving partner, without further payment on a 
separate valuation of those particulars, but that he was not entitled 
to use the names of the retiring partners. 

On the other hand, where there is no sale of goodwill and no 
provision for the use of the firm name each of the partners will 
have an equal right to the firm name on the dissolution of partner- 
ship. Thus, in Burchell v. Wilde^^ where a solicitors business 
was divided among the partners on dissolution it was held that the 
partner whose name was Burchell could not restrain the other 
partner Wilde from using the old name Burchell & Co. But a 
partner shall not use the old business name simpliciter if such use 
is likely to expose the late partner to any risk of liability.’* 

Mortgage. — The rule as to the rights of a mortgage in the 
goodwill was stated by Cotton, L.J., thus; — “It is obvious that to 
certain kinds of goodwill a mortgagee will be entitled. The 
goodwill which attaches to a house increases the value of that 
house, and therefore the mortgagee is entitled to that. By that 
I mean, for instance, there is a well-known public-house, and from 
its position being well-known, people go to it ; or a well-known shop, 
from its being situated in a good thoroughfare, people go to it. The 
goodwill is attaching to the house, and adds to the value of the 
house. But there may be other goodwills attaching to the personal 

27 Beav. 446; Seb., Dig., p. 98; Beynolds v. Bullock, (1878) 47 L.J.CI 1 . 773; 
Seb. Dig., p. 375; In re David ^ Matthews, (1899) 1 Ch. 378; Express 
provision for exclusion of goodwill in the valuation may be provided in the 
articles of partnership and would then be binding, Harden v. Harden, (1910) 
A.C. 465. 

(10) (1866) 18 Ir. Jur. 202; Seb. Dig., p. 154. 

(11) (1900) 1 Ch. 551. See also Banks v. Gibson, (1865) 55 E.B.. 753; 
34 Beav. 566; 34 L.J.Ch. 591; Seb. Dig., p. 145 where this rule was first 
adopted; Mancherje Manokaji Paanjiajee v. Framji Manokaji Poonjiajee, 
(1900) 2 Bom.L.B. 1026. 

(12) See footnote 19 on p. 409. 
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reputation which a man has made for himself. That, of course, 
does not go to the mortgagee, but is a thing personal to the man 
whose skill and whose name have acquired that goodwill. It does 
not follow at all that because it is called ‘goodwill’ the mortgagee 
will be entitled to it. So far as it is incident to the house, and is 
connected vrith the house, and increases the value of the house, it 
goes as part of the value of the house to the mortgagee.”** 

Covenants in restraint of trade. — It has already been 
mentioned in a previous section that at the time of sale the vendor 
and vendee may enter into any agreement to restrain competition 
among themselves. Ordinarily, covenants in restraint of trade 
arc void in the eye of law, and the courts will not enforce them 
except under special circumstances. This equitable doctrine is 
enacted in See. 27 of the Indian Contract Act which reads: — 
“Every agreement by which any one is restrained from exercising 
a lawful profession, trade or business of any kind, is to that extent 
void.”** The section is directed against “contracts by which a 
person precludes himself altogether either for a limited time or 
over a limited area from exercising his profession, trade or 
business,” but not against “contracts by which in the exercise of 
his profession, trade or business he enters into ordinary agreements 
with persons dealing with him which arc really necessary for the 
carrying on of his business.”’* It is seen from the wording of the 
section that only that portion of the agreement which amounts to 
a covenant in restraint of trade is void; and that the validity of 
the rest of the agreement is left unaffected.*® The cases of Madhuh 
Chunder v. Rajeoomar Z><i»s** and Nur Ali Duhash v. Ahdul AK*® 
may ibe cited here as examples where covenants in restraint of trade 
were held to be void. 


(13) Cooper ▼. Metropolitan Board of Works, (1883) 25 Ch.D. 472; 
53 L.J.Ch. 109. 

(14) “Covenants of this class though they may be void and unenforce- 
able are certainly not illegal in the sense of being contrary to law.” Parran, 
C.J., in Haribhai Maneklal v. Sharaf Ali Isabji, (1897) 22 Bom 8(51; Mogul 
Steamship Co. v. McGregor, (1888) 21 Q.B.D. 544. 

(15) Per Handley, J., in Mackenzie v. Striramiah, (1890) 13 Mad . 472. 
(10) Parasullah Mvllick v. Chandra Kant Das, (1917) 21 C.W.N. 979; 

Mackenzie v. Striramiah, (1890) 13 Mad. 472. 

(17) (1874) 14 B.L.B. 76. 

(18) (1892) 19 Cal. 765. See also Oakes 4' Co- v. Jackson, (1876) 
1 Mad. 134; The Brahmaputra Tea Co., Ld. v. Bcarth, (1885) 11 Gal. 545; 
Mackenzie v. Striramiah, (1890) 13 Mad. 472. 
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Covenants when valid. — ^Under certain circumstances a coven- 
ant in restraint of trade may be valid.’* These are laid down in 
Exception (1) to Sec. 27 of the Indian Contract Act and 
in Secs. 36 (2), 54, and 55 (3) of the Partnership Act. 
Exception 1 to Sec. 27 of the Contract Act reads: “One 
who sells the goodwill of a business may agi*ee with the 
buyer to refrain from carrying on a similar business within 
specified local limits, so long as the buyer, or any person 
deriving title to the goodwill from him carries on a like business 
therein, provided that such limits appear to the court reasonable, 
regard being had to the nature of the business.” Under Sec. 36 
(2) of the Partnership Act “a partner may make an agreement with 
his partners that on ceasing to be a partner he will not carry on 
any business similar to that of the firm within a specified period 
or within specified local limits.” Section 54 of this Act likewise 
provides for such agreements between partners upon or in antici- 
pation of the dissolution of the firm. “Such agreement shall be 
valid if the restrictions imposed are reasonable.” A similar 
provision is contained in See. 55 (3) of the same Act which lays 
dow'n that any partner may, upon the sale of the goodwill of a 
firm, make an agreement with the buyer that such partner will 
not carry on any business similar to that of the firm and that such 
agi’cement shall be valid if the restrictions imposed are reasonable. 

Where the vendor of the goodwill of a business enters into 
such a restrictive covenant with the vendee it will be presumed 
that the vendor has thus been able to obtain a higher price for the 
goodwill and to that extent the covenant is supported by valuable 
consideration. Whether the consideration is adequate the Court 
will not inquire; nor is it necessary that the consideration should 
be separately stated.*® Similarly, the benefit of any covenant 
entered into between the vendor and his previous employees would 
pass to the vendee as being incident to the goodwill of the business 
sold in the absence of stipulations to thq contrary. A covenant in 
restraint of trade between an employee and employer is not void.*’ 


(19) Chandra Kanta Dos v. Parasullah MMieJe, (1921) 48 Cal. 1030 
(P.C.). 

(20) A covenant in restraint of trade even when supported by con- 
‘Sideration may be void under Sec. 27 of the Indian Contract Act, unless such 
covenants come under See. 36 (2) and 55 (3) of the Indian Partnership Act. 

(21) Suhha Naidu v. Haji Badsha Sahib, (1902) 26 Mad. 168; Pragji 
Soorji V. Pranjiioan Tooljiram, (1903) 5 Bom.L.B. 878; Charleaworth v. 
MacDonald, (1898) 23 Bom. 103. 
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The general considerations for deciding whether the I'estrictions 
are reasonable are set forth in the following passage from the 
judgment of FarweU, J., in Townsetul v. Jarman “I cannot 
state a better test of reasonableness than that given by Chief 
Jiistiee Tindal, in Homer v. Graves.*’^ He says: *\Vc do not see 
how a better test can be applied to the question, whetlier reasonable 
or not, than by considering whether the restraint is such only as 
lo afford a fair protection to the interests of tlie party in favour 
•<jf whom it is given, and not so large as to interfere with the 
interests of the public. Whatever restraint is larger than the 
nccessarj’ protection of the party can be of no benefit to either — it 
•can only be oppressive ; and if oppressive it is, in the eye of the 
law, unreasonable. Whatever is injurious to the interests of the 
public is void on the grounds of public policy.’ Now, if a man, 
apart from any business, takes a covenant in gross from another 
man that he will not trade at all, that is simply oppressive. He 
•does not require it to protect his own interest because he has no 
interest to protect. It is, therefore, only as incident to the busi- 
ness that the covenant can originally exist or have legal validity.” 


(22) (1900) 2 Cai. 098; 17 E.P.C. at 662. “I think that a covenant 
entered into in connection with the sale of the goodwill of the huaineM miMt 
be valid where the full benefit of the purchase cannot be o^erwiso 
secured to the purchaser. It has been recognised in more «ian one 
<a8e that it is to the advantage of the public that there should be 
free scope for the sale of the goodwill of a business or calling. These were 
cases of partial restraint. But it seems to me that if there be occupations 
where the sale of the goodwill will be greatly impeded, if not prevented, unless 
a general covenant could be obtained by the purchaser, there are no grounds 
of public policy which countervail the disadvantage which would arise if the 
goodwill were in such cases rendered unsaleable.’’ Per Lord Herschell, 
Thorsten Nordenfelt v. Maxim Nordenfelt Guns and Ammunition Co., Ld., 
('1894’i App. Ca. 535. For the history of the law relating to covenants in 
restraint of trade see the judgments of the Lord Chancellor & Lord Macnaghten 
in this case. 

(23) (1831) 7 Bingham, 735; 131 E.B. 284. 

53 
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TRADE LIBEL. 

A person shall not make false and malicious statements about 
the goods of his rival, his title to his mark or his business capacity 
in general. Such statements constitute trade libel. They are 
calculated to injure or destroy the trade reputation of a rival and 
will not be permitted by the court. Actions for slander of title 
sometimes arise in the course of passing-off suits. The defendant 
may often put in a counterclaim charging the plaintiff with trade 
libel.^ In such cases the defendant generally contends that the 
plaintiff in the passing-off action had issued circulars or advertise- 
ments alleging infringement of his mark by the defendant and 
that he had threatened him with legal proceedings in respect of 
the infringements charged. It is proposed to discuss in this 
Chapter some of the requirements which must l)e satisfied in order 
to entitle the plaintiff to an action for trade libel. Before con- 
sidering these points a brief history of the evolution of the law of 
trade libel in England will ibe given. 

View of the Chanoery Courts before the Judioatare Act. — 
In the earlier cases the Chancery Court took the view lhat it had no 
jurisdiction in libel cases and that the injured party seeking relief 
should go to the common law court.® Thus, in Clark v. Freeman* 


(1) See Bipley v. Arthur f Co., (1901) 18 B.P.C. 82; Colley v. Eart, 
6 E.P.C. 17; (1890) 44 Ch.D. 179; 7 B.P.C. 101; Nahmasohinen Fabrikr 
Vormals Frister Und Bossmann Aertiengesellsohaft and Siegmmd Loewe v. 
The Singer Manufacturing Co., (1893) 10 B.P.C. 310. 

(2) Oee V. Pritchard; Seb. Dig., p. 14; Martin v. Wright, (1838) 
6 Sim. 297; 58 E.B. 605; Seb. Dig., p. 25; FleTning v. Newton, Seb. Wg.,^ 
p. 49; Browne v. Freeman, (No. 2) W.N. (1873), p. 178; Seb. Dig.,, 
p. 253; Fisher f Co., Ld. v. The Apollinaris Co., Ld., (1875) L.B. 10 Ch. 297; 
Seb. Dig., p. 274; MuCkem v. Ward, (1872) 13 Eq. 019. See also the Indian 
case Shepherd v. The Trustees of the Port of Bomibay, (1876) I. L.B. 1 
Bom. 132. 

(3) (1848) 50 E.B. 759; 11 Beav. 112; Seb. Dig., p. 48. The 
decision in this case has been frequently commented upon; see WUUams v. 
Bodge # Co., (1887) 4 T.L.B. 175; Lee v. Oibbings, (1892) 67 L.T. (N.S.) 
263. For a recent discussion of the judgment in this case see British Medieai 
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Lord Langdale, M. R., refused the application of the physician Sir 
J . Clarke for an injunction restraining the defendant from adver- 
tising his quack medicine as ‘^Sir J. Clarke’s Consumption Pills. 
The^ Master of the Rolls said that in such a case the offence must 
first be established at law. ‘‘If, after that had been done, you 
find that an injury is thereby done to the plaintiff’s property, or 
to his means of subsistence or of gaining a livelihood, I will not 
say that in such a case the court might not interfere by injunction. ’ ’ 
Again, in Prudential Assurance Co. v. Knott* where an action was 
brought to restrain the publication of a pamphlet which was cal- 
culated to injure the plaintiffs’ reputation and business it was 
affirmed that the Court of Chancery had no jurisdiction to restrain 
the publication of a libel. The principle on which the Court of 
Chancery acted in such cases was based on the view that the court 
had power to' intervene by injunction to protect property, but not 
to protect character, and that in the case of a trade libel there was 
no violation of a property right.® 

A contrary view was, however, taken even in an early casc,*^ 
by Malins, V. C. The plaintiff who was a well-laiown merchant in 
Liverpool brought an action for trade libel against a solicitor who 
had quarrelled with the plaintiff about his bill of costs and published 
repeatedly in newspapers and placards over the town that the 
plaintiff had been a member of an insolvent firm which had failed. 
In granting an injunction the learned Vice-Chancellor observed: 
“This court has jurisdiction to prevent the publication of any 
letter, advertisement or other document, which, if permitted to go 
on, would have the effect of destroying the property of another 
person, whether that consists of tangible or intangible, property, 
whether it consists of money or reputation. ’ ’ His Lordship clearly 
stated that a trader has a right of property in his Ibusiness reputation 
and that a trade* libel which is likely to injure that right was 
actionable before the Court of Equity. 

The matter was finally settled by the Judicature Act of 1873. 
The jurisdiction of the Court of Equity was considerably extended 


Association v. Marsh, (1931) 47 T.L.R. 472; 48 R.P.C. at pp. 572 and 
573 (Ifaugham, J. ) . 

(4) (1876) 10 Ch. 142; Seb. Dig., p. 271. 

(6) See for instance the observations of Chitty, J., in Cottard v. 
MarsluM, (1892) 1 Ch. 571. 

(6) Dixon V. Holden, (1869) 7 Eq. 488; Seb. Dig., p. 186. 
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and the court commenced to grant injunctions in trade libel cases.^ 
For instance, in ThoHey's Cattle Food Co. v. Massmn* the defend- 
ants alleged that they alone possessed the secret recipe of the 
article and that the plaintiffs’ article was not genuine and was 
being passed off for the defendants’. It was shown that the alle- 
gations were false. An injunction was granted by MwIitih^ V. C., 
and his decision was affirmed by the Court of Appeal. Similarly, 
an injunction was granted by Fry, J., in Thomas v. Williams* 
I'estraining the defendants from issuing circulars representing or 
suggesting that the plaintiff’s goods were imitations of the 
defendants. In all cases where there was the finding of fact by the 
jury that the defendant’s act constituted a trade libel' which was 
actionable the Court of Equity granted an injunction restraining 
further publication of the libel.'® Thus, Lord Justice Lindley 
said: “The principle upon which the Courts of Equity have acted 
in declining to restrain the publication of matter alleged to be 
libellous, is, that the question of libel or no libel is pre-eminently 
for a jury. But, when a jury have found the matter complained of 
to be libellous, and that it affects property, I see no principle by 
which the Court ought to be precluded from saying that the 
repetition of the libel shall be restrained.’’" 

Koqtiirements to constitute trade libel. — In order to succeed 
in an action for trade libel or slander of goods the plaintiff must 
show: (1) that the defendant’s statement complained of was made 
concerning his goods, or his business, (2) that it was untrue in 
fact, (3) that it was made in disparagement of his goods or busi- 
ness, (4) that it was made maliciously, and (5) that the plaintiff 
had suffered special damage thereby. Unless each and all of these 
things be established it must be held that the defendant has acted 
'within his rights and that the plaintiff has not suffered any legal 

(7) See judgment of Chitty, J., in Collard v. Marshall, (1892) 
1 Ch. 571. 

(8) (1880) 14 Gh.D. 768. 

(9) (1880) 14 Gh.D. 864. Injunction was granted in Hill v. Mart- 
Dames, (1882) 21 Gh.D. 798; Loog v. Bean, (1884) 26 Gh.D. 306; 
Mayward # Co. v. Hayward ^ Sons, (1886) 34 GhJ). 198; Punch ▼. Boyd, 
16 L.B.Ir. 4te; Dunlop Pneumatic Tyre Co., Ld. v. Maison Talbot, 
52 'W.B. 254; CoOard ▼. Marshall, (1892) 1 Gh. 571. 

(10) Hinrichs ▼. Bemdes, (1878) W.N. 11; Seb. Dig., p. 362. 

(11) Saxby ▼. Easthrook, (1878) 27 W.B. 188; Seb. Dig., p. 371. 

(12) Pei* Lord HerseheO, G., in White t. MeWn, (1895) App. Ga. 154. 
Followed: — Boyal Baking Powder Co. v. Wright, Crossley ^ Co., (1900) 
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Trade puff not aotioiiablB. — ^The statement must expressly 
allege that the plaintiff 's goods are spurious or worthless. A mere 
commendation of one’s own goods, or a trade puff, or even a mere 
disparagement of the plaintiff s goods is not actionable. A leading 
case on the point is White v. Mellin.^^ In that case the plaintiff 
(respondent in the House of Lords) who was selling ‘‘Mellins 
Infants’ Food” brought an action for trade libel against the 
defendant for stating in the la’oels that his own ‘‘food for infants 
and invalids” was “far more nutritious and healthful than any 
other preparation.” The action was dismissed by Romer, J. A 
new trial was ordered by the Court of Appeal, but the House of 
Lords reversed this order and dismissed the plaintiff’s case, fjord 
Chancellor Herschell said: “I cannot help saying that I entertain 
very great doubts whether any action could be maintained of an 
alleged disparagement of another’s goods, merely on the allegation 
that the goods sold by the party who is alleged to have disparaged 
his competitor’s goods are better either generally or in this or that 
particular respect than his competitor’s are.” And Lord Watson 
observed: Every extravagant phrase used by a tradesman in 
commendation of his own goods may Ibe an implied disparagement 
of the goods of all others in the same trade ; it may attract customers 
to him and diminish the business of others who sell as good and 
even better articled at the .same price ; but that is a disparagement 
of which the law takes no cognizance.” 

True statemeoit not actionable. — It is a well settled rule 
that truth is a sufficient answer in an action for trade libel. Thus^ 
in one of the early Singer cases, after the commencement of the 
main action for passing-off, the plaintiffs issued an advertisement 
stating that persons had wrongfully used the name ‘Singer’ to 
designate other machines, that legal proceedings had been taken 
and that notice was given that all persons wrongfully using the 
name would be liable for so doing. The manufacturers of the 
defendants’ machines thereupon brought an action'® to restrain 
the Singer Company from issuing their circular on the ground that 

18 R.P.C. 95 (H.L.); Greers, Ld. ▼. Pearman Corder, Ld., (1922) 
39 B.P.C. 406; Nemi Chand v. Wallace, (1907) 34 Cal. 495; Imperial 

Tobacco Co, v. Albert Bonnan (No. 2), A.T.E. 1928 Cal. 1; 46 C.L.J. 455. 

(13) (1895) App. Ca. 154. See also Hubboclc and Sons, Ld. v. Wilkinson, 
Meywood and Clark, Ld., (1899) 1 Q.B. 86. 

(14) Singer Manufactwing Co. v. Spence Co., (1893) 9 T.L.B. 536; 
10 B.P.C. 297. 

(15) Nahmaschinen Fabrik Vormals Frister Und Bossman, etc. ▼. The 
Singer Manufacturing Co., (1893) 10 B.P.C. 310. 
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the language was unwarranted. Romer, J., held that the circular 
was not a libel as the statements contained therein were true. So 
also, in Ro^yal Baking Powder Co. v. Wrighi, Crossley S' (7o.,‘* 
the Court of Appeal held that the circular issued by the defendants 
was not in any respect untrue and that the injunction should there- 
fore be dissolved. Lindley, M. R., observed: “I cannot see any 
ground whatever for saying that there is any false statement at 
all on this document. It appears to me to state nothing more thnn 
was absolutely true. There is not a line to show that it is false. 
If that is so there is an end of the action. ’ ’ Injunction was refused 
on similar grounds in Ander-ton v. Liehig’s Extract of Meat Co., 
Ld.» 

In Nemi CJutnd v. Wcdhace^^ a representation was made by 
the defendants to the Collector of Customs that the trade mark on 
the goods imported by the plaintiff was a colourable imitation of 
their trade mark. Thereupon, the Collector of Customs held an 
inquiry and detained those goods. An action for damages against 
the defendants for slander of title was dismissed by Sale, J., on 
the ground that no such action lay inasmuch as the plaintiff’s 
trade mark on the goods was a counterfeit of the defendants’. 
An appeal was dismissed. 

In considering whether the statement is a representation of 
truth the following rule laid down by Vaughan Williams, L. J . , 
must be observed: “In all actions of defamation, properly 
speaking, and also in actions on the case in the nature of slander 
of title, the meaning of the writer of the libel complained of is 
quite immaterial. The question is not what the writer meant, but 
what he conveyed to those who heard or read according as it is a 
case of slander or libel. ’ ’ 

Halioe mtast be shown. — ^It is not enough to show that the 
defendant’s representations are false; they must have been made 
maliciously also; that is to say “without just cause, or excuse.”** 


(16) (1899) 16 B.P .C. 217. In the Hooee of Lords, (18 B.P.C. 95) 
Lord Dsvey dissented from this view, while Lords James and Morris concurred. 

(17) (1881) 45 L.T.N.S. 757. Injunction was granted in OUlette 
Safety Bazar, Ld. v. PeUett, Ld., 26 B.P.C. 588, where false drculars wore 
issued misrepresenting the legal proceedings in respect of a passing-off 
action by the plaintiffs. 

(18) (1907) 34 Cal. 495; 11 C.W.N. 537. 

(19) Per Lord Davey in Boydl Baking Powder Co. v. Wrigkt, Crouiey 
4 Co., (1900) 18 B.P.C. at p. 99. 
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The represeatatioDs must have been made by the defendant with the 
direct object of injuring the plaintiff trade. The law was clearly 
laid down in Halsey v. Brotherhood^ in the following passage: 
‘'It seems to me to be clear law that in an action in the High Court 
in the nature of slander of title where the defendant has property 
of his own, in defence of which the supposed slander of the plain- 
tiff’s title is uttered, it is not enough that the statement should 
be untrue, but there must be some evidence, either from the nature 
of the statement itself or otherwise, to satisfy the coui*t or the jury 
that the statement was not only untrue, but was made male fide 
for the purpose of injuring the plaintiff, and not in the hoiia fide 
defence of the defendant’s own property. It seems to be clear 
that if a statement is made in defence of the defendant’s own 
property, although it injures and is untrue, it is still what the 
law calls a privileged statement, it is a statement that the defend- 
ant has a right to make, unless besides its untruth and besides its 
injury express malice is proved — ^that is to say, want of hoiia fides 
or the presence of mala fides. 

So, in Ripley v. Arthur a passing-off ease, the defendants’ 
counterclaim, alleging threats and claiming an injunction to res- 
train such threats, was dismissed by Parwell, J., on the ground 
that no malice on the part of the plaintiff was alleged and that the 
existence of the plaintiff’s action was in itself conclusive to show 
that the plaintiff did not make the allegations' maliciously but that 
he was making them in defence of that which he claimed to be his 
legal right. So also, in Nemi Chand v. Wallace^^ the action for 
slander of title was dismissed, Maclean, C. J., observing that the 
defendants had acted with perfect bona fides and in the honest 
belief that the plaintiff’s trade mark was a colourable imitation 
of theirs, and that what they did in applying to the Collector was 


(20) (1881) 19 Ch.D. at p. 388. See also Lynt? v. Nicholls, (1906) 
23 T.L.R. 86; DwrUop Pneumatic Tyre Co., Ld. v. Maison Talbot, (1904) 
20 T.L.R. 579. In Thomas Withers 4' Sons, Ld. v. Samuel Withers 4r Co., 
Ld., (1927) 44 R.P.C. 19, the plaintiffs alleged that the defendants' 
advertisements giving caution to purchasers of their ^‘genuine Withers safes" 
constituted an innuendo that the plaintiffs were trying to pass off their goods 
as those of the defendants. It was held that there was no express malice and 
that the advertisements were not defamatory. An action for trade libel was 
dismissed. 

(21) (1901) 18 R.P.C. 82. See also Colley v. Hart (2), (1890) 

44 Ch.D. 193; 7 R.P.C. 101. 

(22) (1907) 34 Cal. 495; 11 C.W.N. 537. Followed in Imperial 
Tobacco Co. v. Albert Bonnan (No. 2), A.I.R. 1928 Cal. 1. 
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done not for the purpose of injuring the plaintiff’s goods but for 
the purpose of protecting their own. 

It is, however, generally not difficult to establish nmlioo / >nce 
it is shown that the statement is false, for, the only question. to 
decide in the case of a false statement is whether the person malring 
the statement knew it to be false at the time of making 
it. As Lindley, L. J., observed, where a person makes a statement 
which he knows to !be untrue it would not take much to persuade 
a jury that he was acting dishonestly.®* But “honest belief in an 
unfounded claim is not malice,” although “the nature of the 
unfounded claim may be evidence that there was not an honest 
belief in it. It may be so unfounded that the particular fact that 
it is put forward may be evidence that it is not honestly believed.”®* 

Special diaanage must be proved. — Finally, to sustain an 
action for trade libel, damage must be specifically alleged and 
proved. The damage must be shovTi to have flowed from the 
libellous statement complained of. It is not enough to show that 
there has been generally some loss of eustomj The special damage 
must be “certain and precise.”*® The leading authority on this 
point is White v . MeUin^ which has already been referred to in an 
earlier section. In that case the House of Lords dismissed the 
plaintiff’s action on the ground that no special damage had been 
shown as resulting from the defendant’s act. 

The necessity for proving special damage was discussed in the 
Royal Baking Powder case® in the House of Lords. Lord Robertson 
said: “Unless the plaintiff has in fact suffered loss which can be 
and is specified, he has no cause of action. The fact that the 
defendant has acted maliciously cannot supply the want of special 

(23) Halsey ▼. Brotherhood, (1881) 18 C.D. at p. .392, citing When v. 
WeiM, (1869) L.E. 4 Q.B. 730. 

(24) Per Scrutton, L. J., in Greers, Ld. v. Pearman ^ Corder, Ld., 
(1922) 39 B.P.C. 406. See also Lord James* judgment in Soyal Baking 
Powder Co. ▼. Wright, Crossley ^ Co., (1901) 18 B.P.G. at p. 102. 

(25) Per Lord Bobertson in Boyal Baking Powder Co. v. Wright, 
Crossley 4* Co., (1901) 18 B.P.C. at p. 103. His Lordship referred to the 
judgment of Bowen, L. J., in Batoliffe t. Evans, (1892) L.B. 2 Q.B. 524, on 
the subject of special damage and quoted the following passage from the 
judgment: ^'The necessity of alleging and proving actual temporal loss with 
certainty and precision in all cases of this sort has been insisted upon for 
centuries.” 

(1) (1896) App. Ca. 154. 

(2) Boyal Baking Powder Co. v. Wright, Crossley Co., (1901) 
18 B.P.C. 95. 
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damage, nor can a superfluity of malice eke out a case wanting in 
special damage.” And, Lord Chancellor Halsbuiy said: “There 
is a class of cases, of which this is one, the true legal aspect of 
which, however they may be described technically, is that tliey 
are ‘actions for unlawfully causing damage. The damage is tlie gist 
of thq action, and, of couise, however much in a certain .sense the 
thing that is complained of may be the subject of animadversion, it 
gives no right to an action in a court of law unless damage is 
proved, because the damage itself is the gist of the action.” 

The same rule is followed in India. Thus, in Nemi Chand 
V. Wallace^ the plaintiff’s action for slander of goods was dismi.ssi'(l 
on the ground that no special damage was proved. 

Interlocutory injunctions. — It has already been pointed out 
in Chapter VII that the granting <»f an interlocutoiy injunction is 
entirely within the discretion of the court, which will lie exercised 
only, in exceptional cases where the granting of .such injunction i.s 
absolutely required to protect the plaintiff’s i*ight. The same rule 
holds in trade libel cases. “To justify the court in granting an 
interim injunction, it must come to a decision upon the question oi’ 
libel or no libel, before the juiy have decided whether it is a libel 
or not . Therefore the jurisdiction is of a delicate nature . It ought 
only to be exercised in the clearest cases, where any jury would say 
that the matter complained of was libellous, and where, if the jury 
did not so. find, the court would set aside the verdict as unreason- 
able.”* Interlocutory injunction was granted in Punch v. Boyd^ 
where the defendants maliciously caused placards to be posted 
warning the farmers that the plaintiff’s machine-made firkins did 
not keep butter well. An interim injunction was likewi.se granted 
in CoUard v. Marshall* to restrain a placard which stated that a 
strike was on at the plaintiff’s works against cheap labour and the 
sweating system of contract work. 


(5) (1907) 34 Cal. 495; 11 C.W.N. 637. 

(4) Covison (WUtiam) 4" Sons v. James Covlson Sons, (1877) 
3 Times L.B. 740, 846. Bee also Bonnard ▼. Ferryman, (1891) 2 Ch. 269; 
Lee V. Gihhings, (1892) 67 L.T. (N.S.) 263. 

(6) (1885) 16 L.B.Ir. 476. 

(6) (1892) 1 Ch. 571, 

54 



CHAPTER XI. 


THE INDIAN MERCHANDISE MARKS ACT, 1889. 

(Act No. IV of 1889.) 

Historical. — The Indian Merchandise Marks Act was passed 
in 1889 on the lines of the English Act of 1887. Many of the 
corresponding sections in the two Acts are identical. The English 
Merchandise Marks Act was first enacted in 1862 and was replaced 
by the Act of 1887. The latter was amended in 1891, 1894 and 
1926. The Act was directed to protect the rights of trade mark 
owners and to protect the public from unscrupulous traders. The 
sections of the Act accordingly comprised, (1) those relating to 
the use of false trade marks and (2) those dealing with false 
trade descriptions, stamping of length on piece-goods, etc. 
The Act contained no provision for the compulsory marking 
of the country of origin on imported good& This question was 
considered by the Committee of 1890 who reported against the 
adoption of such a measure. The matter was considered again by 
another Committee in 1893, with special reference to imported 
foreign agriciiltural produce and the Committee reported that the 
problem of the compulsory maiMng of the country of origin on 
such imported goods was not impracticable. But the Committee 
of 1897 who reinvestigated the question could not recommend this 
course. 

The subject was again dealt with by the Merchandise Marks 
Committee in 1919. The report of this Committee may be 
considered in some detail. The terms of reference to this 
Committee were: — 

(1) whether any extension or amendment of the Merchan- 
dise Marks Act was required in respect of provision rdating to 
indications of origin; 

(2) the utility and effect of national trade marks or otlier 
similar (collective) marks and how far they should be authorised 
or encouraged in this country; and 
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(3) how far further international action may be necessary 
for the purpose of preventing the false marking of goods. 

The report of this committee was submitted to the Board of 
Trade in June, 1920. As regards the first question the committee 
felt that the Board of Trade should have power to make an order 
requiring indications of origin on any class of imported goods, 
provided official enquiry showed that such order would be to the 
public interest. In making such an order, special account should 
be taken of the circumstances of the manufacture of the goous 
constituting unfair competition. Another recommendation was 
that no trade mark on the United Kingdom Register indicating the 
goods of a firm in that country should be allowed to be transferred 
in the register to a person or body of persons in a foreign country 
without the consent of the Registrar of Trade Marks. This 
suggestion deserves to be specially considered in India when a 
Trade Marks Act is enacted. On the second question, viz., the 
use of national or other collective emblems, the committee were of 
opinion that in the absence of agreement among the bulk of the 
traders concerned there were grave objections to the institution of 
a British national or Empire mark. As regards the third question, 
the Committee recommended that efforts made at the International 
Conference to effect greater uniformity of laws and procedure in 
various countries should be energetically pursued, and that 
endeavours should be made to secure further adhesions to the 
Industrial Property Convention. The report of this committee 
led to the passing of the Merchandise Marks Act of 1926 (16 & 17 
Geo. V, Ch. 53). 

The Indian Act of 1889. — The Indian Merchandise Marks 
Act (Act IV of 1889), came into force on the first of April, 1889. 
It was later amended by Acts IX of 1891 and Xyi of 1904. The 
Act extends to the whole of British India and has been declared 
in force in Upper Burma (excepting the Shan States) by Act XIII 
of 1898. The Act consists of 22 sections which deal with the 
following topics. Secs. 1 & 2 consist of title, extent and definition 
clauses. By Sec. 3 of the Act, Chapter XVIII of the Indian Penal 
Code, which relates to trade and property marks is amended and 
new Sees. 478 to 489 have been substituted. Secs. 4 to 7 of the 
Act deal with trade descriptions and penalty for applying false 
descriptions to goods or selling such articles. Unintentional 
contravention of the law relating to trade marks and descriptions 
as a ground of exemption from prosecution is dealt with in Sec. 8. 
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Sec. 9 deals with forfeiture of goods in cases of conviction under 
the Act. By Secs. 10 and 11 of the Act, Secs. 18 and 19 of the 
Sea Customs Act of 1878 have been amended and new sections 
have been substituted. See. 12 deals with the stamping of lengtli 
on piece goods manufactured in British India. Secs. 13 to '22 
contain supplemental provisions such as those relating to evidence 
of origin, limitation of prosecution, determination of character of 
goods by sampling, etc. 

Trade and property and ottier Marks.— By Sec. 3 of the 
Merchandise Marks Act certain sections of the Indian Penal Code 
have been incorporated as part of this Act. Chapter XVIII of the 
Indian Penal Code comprises sections which deal with offences 
relating to documents and to trade, property, and other marks. Of 
these. Secs. 478 to 489 relate to trade, property, and other marks. 
These sections as originally enacted were repealed in 1889 and the 
present sections were substituted in their place. 

Trade Mark. — 

“478. A mark used for denoting: that goods are the manu- 
facture or merchandise of a particular person is called a trade 
mark, and for the purposes of this Code the expression ‘trade mark* 
includes any trade mark which is registered in the register of trade 
marks kept under the Patents, Designs and Trade Mark Act, 1883, 
and any trade mark which, either toith or without registration, is 
protected hy law in any British possession or Foreign State to 
which the provisions of the one hundred and third section of the 
Patents, Designs and Trade Marks Act, 1883, are under Order in 
Council, for the time being cepplicdble.** 

This section corresponds to See. 3 (1) of the English 
Merchand^ Marks Act of 1887. 

Sectum 103 of English Act of 1883. — The Patents, Designs 
and Trade Marks Act, 1883^ referred to in the section is the English 
statute of that year. Sec. 103 of the Act of 1883* relates to inter- 
national arrangements for protection of inventions, designs and 
trade marks. Sub-Sec. (4) of this section reads: “The provi- 
.sions of this section shall apply only in the case of those Foreign 
States with respect to which His Majesty shall from time to time 
by Order-in-Council declare them to be applicable and so long 
only in the case of each state as the Order-in-Council shall continue 

(1) This Act was amended in 1888, 1905, 1914 and 1919. 

(2) This section is now replaced by Sec. 91 of the Patents and Designs 
Act, 1907. 
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wit^ respect to each state.’’ Sec. 104 makes similar provision for 
arrangements between Great Britain and her Dominions and 
Colonies. The reference to British possession in Sec. 478, I.P.C. 
suggests that Sec. 104 of the English Act of 1883 is also meant to 
apply though this section is not speciflcally referred to. The term 
’British possession’ is explained under See. 117 of the Act of 1883 
and means “any territoiy or place situated within Her Majesty’s 
Dominions and not being or foiming part of the United Kingdom 
or the Channel Islands or the Isle of Man, and all tei*ritovies and 
places under one legislature are deemed to be one British posse.ssion 
for the purpose of this Act.” The list of foreign states and 
British possession to which the provisions of Secs. 103 & 104 are 
made applicable is given in the Appendix. It will be seen from 
this list that India is excluded owing to the absence of a Trade 
Marks Registration Act in this country. 

Foreign marks enjoy more advantages. — ^As Section 478 
I.P.C. stands at present, foreign and colonial trade marks, 
registered or unregistered, are entitled to protection under the 
Indian Merchandise Marks Act. But Indian trade marks are not 
entitled to any protection in these states or foreign countries. The 
arrangement is thus one-sided and most unfair to India. Any 
reciprocity arrangement which England enters into with any 
foreign state automatically commits India to obligations without 
any concomitant rights. 

This anomalous situation has arisen from the fact that the 
framers of the Indian Act had merely adopted the definition of a 
trade mark as given in the English Merchandise Marks Act. It 
may be of interest to inquire why this definition was adopted in 
England. On the accession of Great Britain in 1884 to the 
International Convention it became necessary to amend the law of 
the country so as to give effect to article IX of the Convention, 
which reads as follows: — “All goods illegally bearing a trade mark 
or trade name may be seized on importation into those states of the 
Union where this mark or name has a right to legal protection.” 
It must have been realized in England that the protection extended 
to foreign and colonial marks is greater than that accorded to 
English marks. Whereas in the case of home marks the 
Merchandise Marks Act confines its protection to registered trade 
marks, in the case of foreign marks it extends the protection to 
both registered and unregistered ones. Nevertheless, there is 
probably no real hardship to owners of common law marks in 
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Lnglaiui. f'or, in the first place the arrangement is a reciprocity 
one whereby the home common law marks are entitled to the artwa 
protection in the contracting states as the common law marks of 
any of those countries in England. Secondly, although the English 
common law marks are not protected as trade marks under the 
Act, they can in most cases obtain protection under the provisions 
relating to the application of false trade description which term 
has been extended by Sec. 3 (2) to include all trade marks. 

Reverting to the case of India, it may be pointed out that in 
1889 when the Indian Mei'cliandise Marks Act, was first enacted, 
India had already decided not to accede to the International 
Convention when the subject was moved by the Secretary of State 
for India in 1884.* There was therefore no need or justification 
for the introduction in the Indian Act of such a unilateral 
provision for the protection of foreign marks. 

Trade marks classified. — ^A reading of Section 478 I.P.C. 
will show that the definition of a trade mark includes the following 
kinds of marks: — 

(1) Marks registered on the English Trade Marks 
Register. 

(2) Marks registered on the Trade Marks Registers of 
British Possessions to which the provisions of Sec. 103 of the Act 
of 1883 are under Order-in-Council applicable. 

(3) Marks which though unregistered are still protected 
under the law in such British possession. 

(4) Trade marks registered on the Trade Marks Registei’s 
of foreign countries which are members of the International 
Convention. 

(5) Trade Marks which though unregistered are still 
protected under law in countries specified in (4). 

(6) Indian Trade Marks. 

It is important to note the words “the expression trade mark 
includes any trade mark, etc.” The Section gives a broad 
definition of a trade mark and specifically states that certain kinds 
of marks are included under this definition. It is curious that in 
defining a trade mark the section does not make any specific 
reference to tirade marks acquired by user in India. 


(3) Despatch No. 8 of 3rd April 1884. 
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Coloiiies and F<n«ign States more favoured thaw England. — 

It will be seen from See. 478 that the unregistered marks of 
England are not included, so that England gets a less favourable 
treatment in India than her colonies or foreign states. The 
omrssion of user in India as a requirement for protection under the 
Merchandise Marks Act, is a serious defect. 

Apparent conflict between Criminal and Civil Law. — 

According to the civil law of the countrj’- relating to trade mark.s, 
title to a mark arises solely from prior exclusive user in India. 
Title to the mark in a foreign country does not by itself confer on 
its owner any rights in India, and the coui’ts do not take judicial 
cognisance of user of the mark outside the countiy. On the other 
hand, the wording of Sec. 478 I.P.C. gives room for a poasible 
interpretation that notwithstanding prior user in India a peraon 
may be committing an offence under the Act, if it is shown that the 
mark in question has been entitled to legal protection from an 
earlier date in any of the convention countries. Such a 
construction was actually put by the Supreme Court of 
Newfoundland* on Sec. 2 of their Trade Marks Act,® whicli uses 
the same language as Sec. 478 I.P.C. in defining a trade mark. 

It will be seen at once that this interpretation of Section 478 
would give rise to an anomalous position. Any trader whose 
mark, registered or unregistered, is entitled to protection in a 
foreign country may claim the mark as his own as against a person 
having the right of prior user in the mark in India. Obviously 
this could not have been the intention of the Indian legislators in 
framing the Act. 

Imperial Tobacco Co. (Newfoondland), Ld. v. Duffy. — In 

this Newfoundland case* the plaintiff company had been using since 
1910 a trade mark consi.sting of a representation of a ‘clover leaf’ in 


(4) Imperial Tobacco Co. (Newfoundland), Ld. v. Duffy, (1918) 
A.C. 181; 35 B.P.C. 12. 

(5) Section (2) of the Newfoundland Act reads “The expression ‘trade 
mark’ means a trade mark registered in the Register of trade marks kept 
under the provisions of this chapter, and includes any trade mark which, with 
or without registration is protected by law in any British possession or 
foreign state, to which the provisions of the one hundred and third section 
of the Imperial Patents, Designs and Trade Marks Act, 1883 are under 
Order-in-Conncil for the time being applicable.” 

(6) Imperial Tobacco Co. (Newfoundland), Ld. v. Duffy, (1918) A.C. 
181; 35 B.P.C. 12. 
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c'unnectiou with tobacco and had described the goods as the ‘ clover ’ 
brand. In 1915 the defendant impoi*ted from Larus Brother & Co,, 
a company incorporated in Virginia, U.S.A., tobacco which bore 
a similar trade mark as the plaintiffs’ and was described as the 
‘ clover leaf’ tobacco. Thereupon, the plaintiffs registered their mark 
in Newfoundland and commenced an action for infringement. It 
was shown that Iiarus Co., had been using the mark in question in 
America from 1896 but the firm had not used the mark in New- 
foundland before 1915. The plaintiff company when they 
adopted the mark were in ignorance of the existence in America 
of the Larus Co.’s mark. It was admitted that the Larus mark 
was protected by law in the United States to which country the 
provisions of Sec. 103 of the Act of 1883 were applicable. The 
question for decision was whether by extending to Newfoundland 
a user which prior to 1915 had been confined to the United States 
the defendant was infringing the plaintiffs’ trade mark in New- 
foundland. It was contended on behalf of the defendant that by 
virtue of the protection in America the Larus mark had become 
a trade mark in NeAvfoundland and that no user in the latter 
country need be proved. It was argued that the plaintiffs had 
committed an offence under Sec. 1 of the Newfoundland Act 
which dealt with offences relating to foiling and falsely applying 
trade marks and that the plaintifEs could not, in such circumstances, 
be entitled to any injunction. This contention was accepted by 
the court and judgment was given for the defendant with costs. 
The decision was affirmed by the Appeal court of Newfoundland, 
but was reversed by the Privy Council on further appeal. Their 
Lordships of the Privy Council said that they “were unable to 
accede to the argument that in using in Newfoundland their own 
trade mark, the appellants are so acting as to commit any offence 
within Sec. 1 of Chap. 112. The appellants are not forging the 
respondents’ Trade Mark; they are using their own. They are 
not falsely applying to goods any trade mark so as to be calculated 
to deceive.’’ Their Lordships added:— “The definition in Sec. 2 
confers no rights in respect of a Trade Mark. The rights are to 
be found elsewhere.’’ 

Section 478 explained.— Section 478, 1.P.C., is undoubtedly 
ill-drafted.^ But, the decision of the Privy Council in the above 

(7) As. the deftsitioa of a trade mark stands at present, a situation 
of the following nature may arise which will be difficult to ^^e. The 
representative of an American firm in Tnfiia may request the Collector of 
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case removes any ambiguity regarding its interpretation. The 
rights accruing from user in India are not affected in any manner 
by prior user or registration of the same or a similar mark abroad. 
The reference to foreign marks in the section is merely intended 
to extend to them the protection which is availalde for Indian 
marks under the Merchandise Marks Act. But, in effect the 
foreign marks are placed in a position of distinct advantage as 
compared with Indian marks. In the case of a foreign mark it is 
not necessaiy to prove actual u.ser in India or even in the country 
of origin. The mere production of the certificate of registration 
in the foreign countiy will be sufficient for the courts to take 
judicial cognisance of the mark. This is not possUfie in the case 
of Indian marks. 

In Gohinda Chandm Roy v. Abdul Rashid,^ tlie court said 
that in the case of an Indian mark one has to prove under Sec. 478 
Indian Penal Code that "the goods which are the subject of the 
mark arc manufactured and sold by himself and that such goods 
arc known in the market as being of his manufacture alone.” In 
this case their Lordships held that there was no offence under 
Sec. 478 I.P.C. as it was not established that the mark was 
exclusively associated with the complainant’s goods. Tiie cnactmeiit 
of a Trade Clarks Registration Act in India will facilitate actions 
under the Merehandi«c Marks Act by enabling the aggrieved person 
to satisfy the court by merely 7 )roducing a certificate of registration 
that the mark in question is a trade mark and that lie is the owner 
of the mark. An amendment of Sec. 478 I.P.C’. may then be 
necessary. 

The question, what constitutes a trade mark, has been discussed 
at length in an earlier chapter.® Wc need only point out here that 
the definition of a trade mark as given in this .section excludes a 
trade description which is dealt with in S(Ki. 6 of the Merchandise 
Marks Act. 

Gkt-up. — ^Where there is an infringement of the get-up 
associated with the merchandise of the plaintiff an injunction and 


Customs to detain goods imported from Japan on the ground that the Japanese 
trade mark on the goods is a counterfeit of his American trade mark. The 
trade mark may not have been used at all in India, but each may contend that 
tlie mark is protected under law in his respective home country. 

(8) A.I.B. 1928 Cal. 235. Sec also Anodkool Chunder Nundy v. 
Queen Empress, (1900) 27 Cal. 776. 

(9) ' See Chapter IV. 
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other relief may be obtained by filing a suit for passing-off. Action 
may also be taken under the Indian Merchandise Marks Act in 
such cases of fraudulent imitation of get-up. Thus in NUmoney 
Nitg V. Durga Pado Banefjee^^ the alleged counterfeiting consisted 
in the dose imitation of the design and the label of the complainant’s 
box of tooth powder . It was held that the expression “trade mark ’ ’ 
as defined in Sec. 478 Indian Penal Code, covered the whole design 
and the label on the box. The same view was taken in Sirumal v. 
Emperor^^ by Mehta, A. J. C. 

Property Mark. — 

“479. A mark used for denoting that movable property 
belongs to a particular person is called a property mark.” 

The distinction between a trade mark and a property mark is 
not found in the English Act of 1887. The same person A. B. 
may be engaged in manufacturing and selling different classes of 
goods. The marks used to dc.signate any particular class of goods 
as his manufacture would be his trade mark. But if he chooses to 
use a common mark to designate all his manufactured articles irres- 
pective of the class of goods to which they belong, this mark would 
constitute his property mark. 

In Emperor v. Dahyabhai Chakashd'^ the National Bank of India 
was importing and selling bars of gold of uniform size with the 
words “National Bank of India” impressed in Guzerati characters. 
These gold bars were known in the market as “Nasranna Bak.” 
The accused who placed on the market other gold bars with the 
words “Nasranna Bak” impressed on them in Guzerati was held 
guilty of counterfeiting the property mark of the complainants. 

The term “property mark” in Sec. 479 was explained by 
Chandavarkar, J., in tke above case thus: “A property mark is 
intended to denote ownership over all movable properties belong- 
ing to him whether it is all of one kind or different kinds. So long 


(lOi) (1915) 19 C.W.N. 957. 

(11) A.I.B. 1932 Sind 94; 26 S.L.B. 241; 139 I.C. 335. See also 
the eases of Emperor t.. Gatiapat Sitaram Mukadam,. (1914) 16 Bom.L.B. 7^; 
Palli Bam v. Emperor, A.I.B. 1931 Oadh 277; 134 I.O. 477; Fagir Chand 
V. Emperor, (1934) 16 Lah. 114; 155 I.O. 270; A.I.B. 1934 Lah. 687; 
Emperor y. Tapidae Dwdahdaa, 9 Bom.L.B. 732. Of. Tetley 4" 
SaMeyun, (1903) 2 L.B.B. 159, and Stephen Abkynm v. Tetley, (1903) 
19 Bur.Ii.B. 1284, where it was held that “get-up” does not constitute a 
trade mark under section 478, Indian Penal Code. 

(12) (1904) 6 Bom.L.B. 513. 
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as the person owned movable properties his property mark 'which 
has been or may be impressed upon them remains his though any 
particle out of it may after such impression pass out of his hands 
and cease to be his. I think that the term ‘movable property’ in 
Sec. 479 was intended by the Legislature to include a or 

categorj” of properties falling under one ownerahip, not merely 
portions of it which may pass from the hands of the owner into 
other hands. The class is stable though the units are ambulatory. 
A class may be likened to a chain with a multitude of Mnlra, some 
of Avhich from time to time drop off, but there arc others left or 
those extinct or replenished by fresh links to keep the chain going. 
So long as the chain remains the movable property represented 
by it is there, though its component parts fluctuate. The term 
“movable property’’ as used in See. 479 was intended to include 
collective class of nouns, (t.e.), nouns that express the number of 
objects of the same class collected together. . . . The property 
mark which the National Bank claims as theirs is intended to 
denote all the movable property as theirs. Their property 
consists not merely of the gold they import and sell as theirs, but 
all other movable properties also. . In that sense they must 
be assumed to have always actual existing property denoted or 
capable of being denoted by their mark. The mere fact, therefore, 
that at the time the counterfeiting occurred the Bank had sold 
parts of that collective mass or class does not divest them of their 
ownership over the marks or class itself.’’ 

Using a false trade mark. — 

“480. Whoever marks any goods or any case, package or 
other receptacle containing goods, or uses any case, package or 
other receptacle with any mark thereon, im a nummer reasonably 
calculated to cause it to be believed that the goods so marked, or 
any goods contained in any such receptacle so marked, are the 
mavfufacture or merchandise of a person whose manufacture or 
merchandise they are not, is said to use a false trade mark.” 

This section was explained by Mehta, A.J.Cf. in Sirumal v. 
Emperor, thus ; — ^Not only whosoever marks any goods or package 
or receptacle containing goods but also whosoever uses any such 
package or receptacle with' any such mark therepn is said to use a 
false trade mark, if the whole 'thing is done in a manner reasonably 
.calculated to cause it to be believed that the goods are of a certain 


(13) A.I.B. 1932 Sind 94; 26 S.L.B. 241; 139 I.C. 335. 
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manufacturer whereas they are not of that manufacturer. In that 
■case it was contended that the actual place of manufacture of the 
goods bearing the counterfeit mark was not Karachi where 
the suit was instituted. The learned judge, however, rejected .this 
plea as in his opinion not only marking goods with false marks, but 
also offering such goods foi^ sale would constitute an offence under 
Sec. 480, 1.P.C. His Lordship expressed the opinion that even the 
mere act of advertising goods bearing a false trade mark might 
amount to infringement of the mark. Sec. 480 is thus wide in 
its application. 

The ingredients of an offence under Sec. 480, I.P.C. were 
enunciated by Otter, J., in Fakir Mahomed v. Emperor.^’*''^ “In 
order to establish a case, the prosecution must prove: (1) that the 
■accused marked the goods; (2) that he did so in a manner 
reasonably calculated to cause it to be believed that the goods so 
marked are the manufacture or merchandise of some other person; 
(3) that such goods are not the manufacture or merchandise of 
:such person.” 

Offences under this section may be classified as follows : — 

(1) Marking one’s own goods or case, package or receptacle 
■containing such goods with another’s mark or one so resembling it 
as to be calculated to deceive. 

■ (2) Marking with his own mark another’s goods or case, 
package or receptacle containing the other’s goods in a manner 
reasonably calculated to cause it to be believed that the goods so 
marked or any goods contained in any such receptacle so marked 
are his own manufacture or merchandise when they are not. 

(3) Using any case, package or receptacle with another’s 
mark in a manner reasonably calculated to cause it to be believed 
that the goods contained in such receptacle so marked are the goods 
or merchandise of that person when they are not. 

(4) Using any case, package or receptacle with his own 
mark in a manner reasoiwbly calculated to cause it to be believed 
that the goods contained in such receptacle so marked are his own 
goods when they are not. 

The word “whoever” is not defined in the Act. It may be 
interpreted as equivalent to the term “any person who” and 
includes any company or association or body of persons whether 


(13-a) A.I.B. 1929 Bang. 322. 
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incorporated or not. See. 3 (1) of the English Act runsr 
“Every person who”, etc., “shall be guilty of this offence under 
this Act,” and the word “person” is expressly defined in the 
section so as to include “any body of persons corporate or 
incorporate.” 

The question whether a limited company is liable to prose- 
cution under the Merchandise Marks Act was raised in Seena 
M. Hmiiff S' C<0. V. Liptons, Ld.,^*and it was held that limited 
companies are not excluded from the operation of Secs. 482 and 
486, I.P.C. 

The expression “marks any goods or any case, package or 
other receptacle containing goods** has the same meaning as given 
in See. 5 of the Act in respect of the application of trade 
de.seriptions (Vide Sec. 4 (1) of the Act.). The marks may be 
applied to the goods themselves or to any covering, label or reel 
with which the goods are sold or exposed for sale. They need not 
be actually fixed to the article. A person shall be deemed to apply 
a trade mark if he places, encloses or annexes any goods which are 
sold or exposed for sale in, with or to any covering, label, reel or 
other thing to which the mark is applied (Sec. 5 (1).) The 
expression “covering” is defined to include any stopper, cork, 
bottle, ve.ssel, l)ox, cover, capsule, ease, frame or wrapper. 
(Section 5 (3).) It is laid down by Sec. 5 (2) that a trade 
description shall be deemed to be applied whether it is woven, 
impressed or otherwise worked into or annexed or affixed to the 
goods or any covering, label, reel or other thing. The same thing 
applies to a trade mark aLso. It is sufficient if the infringing 
mark is on the cover in which the articles are sold or on circulars 
and advertisements offering them for sale. A slip or a show card 
with the false mark kept in a package containing the goods would 
constitute an infringement.’® 

Does the expresgkxa “goods” cover books? — ^It is not clear 
whether the word “goods” includes books. In Kanad Das Bairagi 
V. Badka Shyam Basak*^ their Lordships O’Kinealy and 
Bannerjee, JJ., said that books were the subject of trade and were 
“goods” within the meaning of Sec. 2, Cl. 4, of the Indian 

(14) (1914) 7 L.B.B. 306; 23 I.C. 689 ; 7 Bur.L.T. 116. See also- 
Tmldr Hahomed v. Emperor, A.I.B. 1929 Bang. 322. 

(15) See Chameleon Patenta Manufacturing Co., Ed. t. Marahdttt^ 
Ed., (1900), 17 B.P.C. 527. 

(16) (1898) 26 CaL 232. 
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Mei^handise Maiics Act, and that, therefore, when a person sold 
books with a counterfeit property mark he committed an offence 
under Sec. 486 of the Indian Penal Code. Their Lordships said: 
-'It has been argued that books are not ‘goods’ under Act IT of 
1889. ‘Goods’ is defined in that Act to be anything which is the 
subject of trade or manufacture and although it was not argued 
that in ordinary language books are not the subject of trade, yet 
it was said they were not the subject of the trade within the 
meaning of that Act. ‘Trade* is not defined, and we must 
therefore take the ordinary meaning of that word. That being so, 
there can be hardly any doubt that books are the subject of trade 
and a very large trade in Bengal; therefore books are covered by the 
word ‘goods’ ”. The same view was taken in RagJuKMdu Naidu v. 
Sundaramurthi Muddli.” 

Blut in Radha Krishna Joshi v. KissorUal Shridar^^ the Bombay 
High Court was of opinion that the terms “merchandise”, 
“manufactured” and “goods” should not be applicable to books 
within the meaning of the Merchandise Marks Act. Pulton, J., 
9 aid: “Assuming that books are ‘goods’ as held in Kanai Das 
Bairagi v. RadJiashyani Basak, it cannot, I think be said that they 
are “manufactured” by their authors. The word “manufacture” 
is not a term usually applied to boolos, but even if it may be cor- 
rectly applied to the whole process by which books are prepared, 
it certainly seems impossible to apply it to that portion of the 
process known as authorship, which though most important is in- 
effectual without printing and publication.” His Lordship added, 
“we must construe Sec. 478 in its ordinary grammatical sense, 
and if this test be applied, it will, I think, be found that the 
definition of trade mark is not sufficiently elastic to protect the 
rights of authors. Copyright Acts and the general Civil law may 
or may not be sufficient to protect them, but however this may be, 
we cannot distort the language of the Penal Code so as to bring 
within its provisions literary piracy, as alleged in this complaint.” 
in that case thei ' complainant who was a descendant of Shri 
Chandu had for several years been preparing a calendar bearing the 
tiftma “Shrii Chandu Panchang” while th4 defendant published 

(17) (1907) 31, Mad. 512. In re KaneM Doraiaemy Uudaiiar, (19W) 
7 M.L.T. 309; 6 Ind. Gas. 683 a conviction under Secs. 482 and 486 I.P.C. 
could not be sustained as the title pag^ of the two books were so different 
that in the opinion of the court- no one was likely to be deceived by the book 
of the accused. 

(18) (1901) 26 Bom. 289. 
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under the same title another calendar prepared under the same 
system and not differing in text from the complainant’s calendar. 
It was held that there could not bo any conviction under Sec, 482 
I.P.C. as the title “Shri Chandu Panchang” could not fall under 
the definition of a trade mark under Sec. 478, I.P.C. 

It might bo pointed out in this connection that a plaintiff is 
entitled to an action for passing oli^ where the defendant’s book is 
calculated to mislead the public and is likely to be passed off as and 
for the plaintiff’s work. “The description of the contents of a 
book” said Maugham, J., “may become so far associated with the 
book of a particular author that it is capable of proof that the use 
of it by itself, without explanation or perhaps qualification, by 
another publisher, would deceive a puiehaser into the belief that he 
was getting a book written by A, when he was in fact getting an 
entirely different book written by P. In such cases an injunction 

will be granted although no infringement of the copyright had 
taken place. It would be legitimate for the) plaintiff to exjx'ct the 
protection under the criminal law also in these cases. 

The expression Manner remonally culcvlated to cause it to 
be believed, etc.,” is used in Secs. 480 and 481, I.P.C. and the 
expression “reasonably calculated to lead persons to believe, etc.” 
is used in Sec. 4 of the Indian Merchandise Marks Act. The two 
expressions obviously mean the same thing. In the English 
Statute of 1887 the expressions used are “so nearly rc.sembling a 
trade mark as to ibe calculated to deceive” and “reasonably 
calculated to lead persons to believe. ’ ’ The former expression is 
taken from Sec, 72 of the Trade Marks Act of 1883, now replaced 
by Sec. 19 of the Act of 1905^ 

Sec. 480 I.P.C. corresponds to Sec. 5 (3) of the English 
Merchandise Marks Act of 1887. This section states that “a 
person shall be deemed to falsely apply to goods a trade mark or 
mark, who without the assent of the proprietor of a trade mark 
applied such trade mark, or a mark so nearly resembling it as to 
be calculated to deceive, but in any prosecution for falsely applying 
a trade mark or mark to goodsi the burden of proving the assent of 


(19) Mathieson v. Sir Isaac Pitman 4* Sons, Ld., (1930) 47 B.I’.C.' 541. 
fiee ailflo Samuetson v. Producers Distributing Co., Ld., (1932) 1 Ch. 201;. 
48 B.P.G. 447, 580; Houghton v. VUm Booking Offices, Ld., (1931)' 
48 B.P.O. 329. 
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the proprietor shall lie on the defendant.” There is no reference 
to “assent of the proprietor” in Sec. 480, I.P.C. 

The court has to decide in every case whether in the circum- 
stances what was done by the accused was calculated to lead the 
purchasers to buy the goods of the accused under the wrong belief 
that they were buying tbe goods of another. In Farina v. 
SilverlocW*^ Lord Cranworth held that the defendant who copied 
the labels of the plaintiff would not be guilty of infringement if 
he proved to the satisfaction of the court that labels were printed 
only to replace worn-out labels properly used in connection with 
the plaintiff’s goods. This, however, he failed to do in that case, 
and the plaintiff was consequently granted an injunction. In 
Rose V. Henley^'- Vice-Chancellor Malins held that the use of 
marked or stamped bottles for goods other than the genuine goods 
was an infringement. This case may be compared with the Indian 
ease Olpadvolla v- James Wright^^ where the accused who was 
the owner of a soda water company used the soda water bottles 
bearing the trade mark of the complainant. It appeared, however, 
that there was a common practice for various kinds of bottles to be 
used by the firms indiscriminately and that the accused in this 
case had acted innocently. The accused was in the circumstances 
acquitted. In Emperor v. Po Saing^^ the accused was selling 
kerosene oil of his refining in tins used by the Burmah Oil Co. 
i^dth their oil and having embossed on them the name of the 
Burmah Oil Company. Only paper labels indicating the name 
of the actual manufacturer of the oil were affixed. It was held 
that the accused committed an offence under Secs. 480 and 482, 
Indian Penal Code. In Manavala Chetty v. Emperori* where the 
accused was convicted under Sec. 480, Indian Penal Code, for 
selling soaps of German manufacture in boxes bearing the trade 


(20) (1858) 1 K. & J. 509 ; 69 E.B. 660 ; 24 L.J.CSi. 632. 

(21) (1877) 47 L.J.Ch. 677. 

(22) A.I.B. 1928 Cal. 873; .32 C.W.N. 1115; 117 I.C. 691. 

(23) (1907) 4 L.B.B. 192. 

(24) (1906) 29 Mad. 569. In Stone v. Bum, (1911) 1 E.B. 927 a 
bottler of beer, having in the course of business come into possession of 
certain bottles longing to another brewery company and embossed with that 
company’s name filled them with beer brewed by Bass & Go., placed Bass te Go. ’s 
labels upon them and sold the contents as being Bass & Go.’s beer. It was 
held that the appellant had applied a false description to the beer. 
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mark of Messrs. Peare & Co., although the false mark appeared 
upon the box and not upon the goods themselves. 

The apidication of See. 480 is wider than would appear at 
first sight. Not only doe.s it apply to the false application of 
another mark to one’s own goods but also to the converse case of 
the owner of a mark .selling under his own mark the goods obtained 
from another, irrespective of the quality of the goods so sold. The 
ease of Storey v. I'he Chilworlh Gunpowder is illnstrativo 

of this point and is discussed later. 

Standard of comparisons^'". — It is impossible to lay down nay 
definite test as to the degree of resemblance which wouhl be 
required in order to determine wliether the mark in (piestion is a 
false mark within the meaning of this section. In Sciro v. 
Provezende^ Lord Craiiworth said: “In order to entitle a party 
to relief, it is l)y no meauf^ neees.sary that there should l>e absolute 
identity. What degree of rt^mblanco is nece.s.sary is, from the 
nature of things a matter incapable of <lefinition a priori. All 
that courts of justice can do is to say that no trader can adopt a 
trade mark so I’esembling that of a rival as that oi’dinary purchas(*rs, 
imrchasing with ordinary caiition, are likely to be misled. It 
would be a mistake, however, to suppose that the resemblance must 
be such as would deceive per.sons who should see the marks side by 
side. The rule so restricted would be of no practical use. If a 
purchaser, looking at the ai’ticlc offered to him, would naturally 
bo led, from the mark impressed on it, to suppose it to bo the* pro- 
duction of the rival manufacturer, and would purchase it in that 
belief, the court considei’s the use of such a mark to be fraudulent.” 
As Lord Hcrschell’s Committee® observed, it is T>ossible that not- 
withstanding many differences which two marks may exhibit when 
placed side by side, the main idea left by both may be the same. 
In such cases the public not having the two marks side by side for 
comparison are likely to be misled. Wliat the court ha.s to decide 
is, therefore, whether the mark complained of is reasonably cal- 
culated to deceive the public in spite of the several differences 
which may be brought out on a careful comparison of the two 
marks.® The rule was stated by Page, C. J. and Das, J., in 


(25) (1889X L.H. 24 Q.B.D. 90. 

(25-a) See Chapter VI. 

(1) (1866) L.K. 1 Ch. 192; 14 W.B. .357. 

(2) Report of 1888. 

(3) Nemi Chand v. Wallace, (1907) 11 C.W.N. 537; .34 Cal. 495. 
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Eastern Asiatia Match Co., Ld. v. Kemmendine Match Co., Ld.,* 
thus: “The main test was that notwithstanding the similarities 
between the two marks there was contained in the defendants’ 
article such characteristic features as might reasonably lead .an 
unwary purchaser buying the article to believe that he was buying 
the plaintiffs’ article.” In the case of word marks the court will 
judge them both by their look and by their sound.® 

Nature of the market and class of goods. — The nature of 
the market in which the goods are sold would be an important 
factor in considering the question of probability of deception.® 
Where the goods are marked in a foreign language the ignorance 
of the language by the local purchasers has a material bearing on 
the question. So, in the Two Elephants’ case^ Lord Selbome said 
that, although the defendants’ label could not be mistaken in 
England for the plaintiffs’, it might still be calculated to mislead 
the people of Aden or India unable to read and understand the 
English language. The same view was also expressed in the Indian 
cases Holland Bombay Trading Co. v. Buktear MvU and Bed 
Kissem^ and Nemi Chand v. Wedlace.^ 

The class of goods which arc sold is also material in considering 
the question of probability Of deception. In the case of goods 
which! are very costly it may be expected that greater care will be 
taken by the purchaser in examining the genuineness of the trade 
mark on the goods. The same would be the case where the claas 
of probable purchasers of the goods in question is confined 
exclusively to educated people. The custom of the trade must also 
be considered. Where, for instance, a number of more or less 
similar trade marks are in common use in a particular trade 
a finer distinction between the marks is possible.®® 

Class of pnrdiasers. — ^It is well settled that in deciding pro- 
bability of deception it is the interest of the ordinary purchaser 


(4) A.I.B. 1931 Bang. 213; 134 I.G. 217. 

(5) Per Lord Parker in the Pianotist Co. Ld.% Application, (1906) 
23 B.P.C. 774. 

(6) See Chapter VI. 

(7) Johnston v. Orr Ewing, (1882) 7 App. Gaa. 219. 

(8) (1903) 8 C.W.N. 421. 

(9) (1907) 11 C.W.N, 537 ^ 34 Cal. 495. 

(10) Mtjwniar 4* Co. v. Finlay Fleming 4" Co., A.I.B. 1929 Bang. 345; 
7 Bang. 169; 30 Cr.L.J. 882; Adamjee Uajee Dawood 4r Co. v. The 

Swedish Match Co., A.I.B. 1928 Bang. 210. 
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using ordinary caution that should be considered.** It is immaterial 
whether an expert in the trade was aware of the differences between 
the two marks and was not deceived. The fact that retail pur- 
chasers were not deceived would not, for instance, form sufScient 
l^und for defence.** In Badische Aniline and Soda FdbrUc v. 
Maneckji Shapurji Katrak,'^ Sargant, C. J., said: “The question 
in a case of this description is not what would be the effect on 
brokers or even dealers in Bombay; but how the label would be 
likely to strike incautious or unwary purchasers, such as are to 
be found more particularly in the mofussil.” The rule was stated 
in substantially similar language in Nallxtjfia Pillai v. Bangasami 
PUlaV* In Aswini Kumar Pal v. Emperor^^ the court observed 
that the proper test is not whether a person who is the least on the 
alert or one who, having the two tins side by side, would be deceived, 
but it must be considered from the point of view of the unwary 
purchaser. 

In Pakir Mahomed v. Emperor^’^ the prosecutors were a firm 
of importers of blankets from Holland. Their mark consisted of a 
crown while that of the plaintiffs consisted of a fez for the same 
class of goods. The inscriptions in the two marks consisted res- 
pectively of the names of the two companies. It was contended 
that by long user the prosecuting firm’s mark had come to bo well 
known as tho “topee” mark, and that as the mark of the appellant 
firm was known as “Turkish topee” mark, persons requiring a 
blanket of the ‘topee’ mark might well be deceived into purchasing 
the appellants’ blankets. The learned judge said that although the 
mark of the respondents should be correctly described ns the ‘erown’ 
and that of the appellants as “fez” or “Turkish cap” evidence 
showed that the respondents’ 'blankets were actually known in the 
market as “topi” mark blankets and that they were, therefore, 
entitled to the mark. Otter, J., observed: “It has been said over 
and over again in decided cases that it is the interest of the pur- 
chaser and especially the ignorant purchaser in a country such as 

(11) See Chapter VI where this topic. is discussed at length. 

(12) Lever v. Ooodwin, (1887) 36 Ch.D. 1; 4 B.P.C. 492;, Anglo- 
Swiss Condensed MUk Co. v. Met<^f, (1886) 31 Ch.D. 454 ; 3 B.P.C. 28. 

(13) (1893) 17 Bom. 584. See also Ahdvd Saktm v. EcmidvXlah, (1912) 

166 P.W.B. 1912; 15 T.C. 116; nerbert Whitworth, Ld. v. Jamnadas 

Nemiehand Mehta, (1927) 52 Bom. 228; 30 Bom.D.B. 514. 

(14) (1895) 1 Weir. 556. 

(15) (1930) 34 G.W.N. 524. 

(16) A.I.B. 1929 Bang. 322. 
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this which has mainly to be considered. The same view was held 
in Sassoon v. Mills, Chwan Swee Bee^ v. National Carbon Co.;'* 
Moolji Sicca S’ Co. v. Bamjan Ali.'^ 

But the probable person should not be taken to be an abnor- 
mally stupid person or an idiot. The purchasers should not be 
taken to be “persons of an ideal character who either are parti- 
cularly innocent or too easily deceived.”*® It is not the case of 
an ignorant customer who knows nothing about the genuine mark 
or very little about it that should be taken in considering whether 
the customers are likely to be deceived. The customer must be one 
who knows the distinguishing mark of the plaintiffs’ goods and 
also what is fairly common to the trade.*' 

In Malumiar & Co. v. Finlay Fleming S’ Co.^^ the parties 
were dealing in cotton longyis of cheap quality. The complainants’ 
mark consisted of a “Fez” in gold with floral decorations and 
inscriptions of their address in English and different vernaculars, 
while the appellants’ mark consisted of a crown with three stars 
and their address in English. Action was dismissed bj’ Carr, J., 
who said: “Looking at the two marks together it can be most 
emphatically said not only that no person seeing the two side by 
side would confuse the one with the other, but also that no person, 
who had seen one of the marks and retained the slightest recollection 
of what it looked like, could by any possibility mistake the other 
for it.” The decisions in Totem S’ Co., (1915) Ld. v. Gaumont S’ 
Co., Ld.,^ and Byramjee Cowasjee v. Vera Sombhai Motibhai,** 
were approved and followed. 

Evidence. — ^In order that the court can satisfactorily deal 
with the question as to the likelihood of deception by any given 
mark the parties should furnish all available evidence regarding 
the nature of the mark, the conditions under which the goods came 
into the hands of the purchaser and other circumstances which may 

(17) (1809) 1 Bom.L.B. 291. 

(18) A.Z.B. 1930 Bang. 326; 128 I.C. 581. 

(19) A.I.B. 1930 Cal. 678; 129 I.C. 612. 

(20) Per Bomer, L. J., in Payton 4" Co., Iid.'r. Snetting, Lampard ^ 
Co., Ld., (1899) 16 T.L.B. 56; 17 B.P.C. 48. 

(21) Per Bomer, L. J., in Payton 4 Co., Ld. v. SneUing Lampard 4 
Co., (1899) 16 T.L.B. 56; 17 B.P.C. 48; See also Alaska Packers’ Associa- 
tion V. Crooks 4 Co., (1901) 18 B.P.C. 129. 

(22) A.I.B. 1929 Bang. 345; 7 Bang. 169. 

(23) (1917) 34 B.P.C. 181. 

(24) (1916) 8 L.B.B. 561; 10 Bur.L.T. 53. 
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be material to the case. The position is, liowever, different in the 
ease of ‘^expert evidence'^ which may be adduced by any party 
to prove whether in the opinion of these 'witnesses the mark is, or 
is .not, calculated to deceive the public. Prior to the decision of 
the House of Lords in the case of North Cheshire and Manchester 
Brewery Co, v. Manchester Brewery Co.^^^ such evidence was con- 
stantly produced before the court. It was clearly laid down in that 
case that a witness was not entitled to say whether the mark in 
question was calculated to deceive the public and that that question 
was solely for the court to decide. As Lord Macnaj^hten observed 
in another case,' ‘‘The judge looking at the exliibits before him, 
and also paying attention to the evidence adduced must not 
surrender his own independent judgment to any witness what- 
ever. * ’ 

On the other liand, evidence of experts on the customs of the 
particular trade in which the mark is used and on other questions of 
fact may be given. The rule w'as expressed l)y Lord Justice 
Fitzgibbon in Henmssy & Co. v. Keatmy,- thus: “Though judges, 
whether at law or in equity, cannot delegate to so-called experts 
the pronouncement of the only so-called authoritative opinion upon 
the question at issue, parties are entitled to give, and judges are 
bound to consider, wherever it is material, the evidence of those 
who are better acquainted tliaii they are with the circumstances 
under which the question arises, before deciding whether either 
actual deceit has- been proved, or Avhether any i)articular resem- 
blance is likely to deceive.” The same rule is fallowed in India.** 

Using a false property mark. — 

Section 481 . — Whoever marks any movable property or 
yoods or any cme^ package or^ other receptacle containing movable 
property or goods, or tises any case, package or other receptacle 
having any mark thereon in a manner reasonably ccdoulated to cause 
it to he believed that the property or goods so marked, or any pro- 
perty or goods contained in any such receptacle so marked, belong 


(25) (1899) App. Ca. 83. See Chapter VI. 

(1) Payton Co., Ld. v. Snelling Lampard Co., Ld., (1901) A.C. 308; 
17 B.P.C. 628. See also Schweppes, Ld. v. Gibhens, (1905) 22 R.P.C. 113 
(Warrington, J.). 

(2) (1908) 25 R.P.C. at p. 1.38. 

(3) Nemichand v. Wallace, (1907) 11 C.IV.N. 537; 34 Cal. 495; 

Nooroodeen Sahib v. Charles Souden, (1904) 15 M.L.J. A5; Imperial 

Tobacco Co., Ld. v. Atlantic Tobacco Co., A.T.R. 1925 Cal. 220; 40 C.L.J. 230; 
«4 I.C. 1014. 
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to a person to whom they do not helony, is said to use a false pro- 
perty mark** 

This section defines the use of false property mark. The 
language used in this section is identical with that used in Sec. 480, 
and the discussions under the latter section apply here. Property 
marks are restricted to movable property. They may be of one 
kind on of different kinds. In the ease of Emperor v. Dahydbhai 
Chdkasha* Justice Chandavarkar said: “The term movable 
property was intended by the legislature to include a class or 
■category of properties falling under one ownership not merely the 
parts of it which may pass from the hands of the owner into other 
hands. The class is stable, though the units are ambulatory.” 

Punishment for usin^ a false trade mark or property mark. — 

“Section 482. — Whoever uses any false trade mark or any 
fahe property mark shall, unless he proves that he acted without 
intent to defraud, he punished with imprisonment of either des- 
cription for a term which may extend to one year, or with fine, or 
with both.” 

This section prescribes the penalty for using false trade or 
property mark. Sections 6 and 7 of the Merchandise Marks Act 
deal with penalty for applying a false description and selling 
goods to which a false trade description is applied. The pro- 
visions of Sec. 482 are modified by Secs. 8 and 9 of the Merchandise 
Marks Act which relate to unintentional contravention of the law 
relating to trade marks and descriptions and to forfeiture of 
goods in cases of conviction. This section is also modified by 
See. 15 of the Merchandise Marlra Act which prescribes the 
limitation of prosecution. The offence under this section is 
bailable, and compoundable when permission is given by the court 
before which the prosecution is pending. It is triable by Presidency 
Magistrate or Magistrate of the first or second class. 

Departure from primuiAl j'urisprudenee — Intent to defraud. 

— The expression “unless he proves that he acted without intent to 
defraud” occurs in Secs. 482, 487 and 488 I.P.C. and Sec. 6 of 
the Merchandise Marks Act. There is a departure from ordinary 
principles of criminal jurisprudence as regards offences under 
these sections. Ordinarily, the onus of proving that, a fraud has 
been committed is left to the prosecution. The accused must be 
presumed to be innocent until he is proved to be guilty. For 

(4) (lSi04) 6 Bom.L.B. 513. 
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offences under the Merchandise Marks Act, on the other hand, the 
law persumes fraudulent intent from a mere imitation of a trade 
mark, if it is “reasonably calculated to deceive.” But this 
presumption is rebuttable. In Fakir Mahomed v. Emperor^ the 
learned judge said that for an offence under this section: “It is 
unnecessary for the prosecution to prove that an accused in such 
a ease had acted with intent to defraud ; sliould the latter, however, 
prove that he acted without intent to defraud he is entitled to be 
acquitted.” Dr. Gour says in this connection: “it would bo 
observed, that contrary to the general view of crime adopted in the 
Penal Code these sections provide for the punishment of the 
accused on the mere proof of infringement of a person’s trade 
mark coupled with the fact that such infringement is calculated to 
deceive and which is then sufficient to establish a prima facie case 
for conviction, on a presumption made that the infringement was 
intended to defraud, it being then on the accused to prove that he 
had acted without such intention.” It may, however, be pointed 
out, that offences under the Merchandise Marks Act do not form 
the solitary instances where this general principle of criminal law 
is not followed; e.g., persons found in possession of instruments for 
forging currency notes or counterfeiting coins. 

Criminal intent presumed. — The expression “intent to 
defraud” docs not mean “to defraud any particular person.” It 
is immaterial that the buyer was not deceived. Proof of fraud is 
unneces.sary if the court is otherwise satisfied of the probability of 
deception. In E. D. S<issoon v . J). L. Mills Co.f’ the Court observed 
that it was not necessary for relief in equity that proof should 
be given of persons liaving been actually deceived and having 
bought goods with the defendants’ mark, under the belief that they 
were the manufacture pf the plaintiffs provided that the Court wa.s 
satisfied that the resemblance was such as would be likely to cause 
the one mark to be mistaken for the other. The life of a trade mark 
depends on the promptitude with which action is taken by the owner 
against infringement of his rights.*^ The complainant need not 
therefore wait to see whether any purchaser is actually so deceived. 
The section does not mention anything about actual fraud but only 
about use of marks which are “reasonably calculated to deceive.”* 

(5) A.I.B. 1929 Bang. 322. 

(6) (1899) 1 Bom.Xi.B. 291. 

(7) Johnstonv. Orr Ewing, (1880) 13 C.D. 434; (1882) 7 App. Cbm. 219. 

(8) Abdul Kareem SaAih'v. Abdul Kareem Siihib, 132 I.C. 630; A.I.B. 
1931 Mad. 461. See also Abdul Salem v, Samidullah, 166 P.W.B. 1912. 
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It is enough if the defendant’s trade mark bears such a close resem- 
blance to that of the plaintiff as to be calculated to mislead the ordi- 
nary purchasers. In this respect the principle of law relating to 
trade marks adopted in civil suits is followed. It is sufficient to show 
probability of deception and an action will lie even though no 
single ease of actual deception has been proved. The earliest 
English case on this point is Millington v. Fox^ where Lord 
Cottenham, L.C., held that an injunction could be obtained by the 
plaintiff restraining the defendant from using the counterfeit mark 
even though the infringement of the mark was due to ignorance and 
was without fraudulent intention. In Seixo v. Frovezende^'^ Lord 
Cranworth, L.C., said: “If a purchaser looking at the article 
offered to him would naturally be led, from the mark impressed on 
it, to 8upi>08e it to be the production of the rival manufacturer and 
would purchase it in that belief the Court considers the u.se of such 
a mark to be fraudulent. ’ ’ The same view was taken in the Singer 
Case.^^ In the Two Elephants’ ease'* Lord Selbomc remarked: 
^‘It is true that deception in fact is not in this case proved; but 
there is a large body of trustworthy evidence to the effect that such 
■deception would be liable and very likely to occur, at all events with 
the more ignorant classes of consumers, i>articularly in the up- 
country districts, and with this evidence my own judgment 
concurs.” The same law prevails in this eountrj". In the case of 
Lakhan Chawdm Basak v. Emperor^^ it was held that if the mark 
complained of was; likely to deceive the public it was not necessary 
to bring evidence of any person who was actually so deceived. 
Oreaves, J., said in that ease : “There is, it is true, no evidence of 
any person being actually^ deceived, but I do not think that this is 
necessary for a conviction. There is the evidence that the mark 
used by the accused was likely to deceive and I think from a 
comparison of the two marks this is clearly so.” In Moeiji Sicca 
S' Co. V. Ram jam Ali^* the court observed: “There is very little 
•evidence of actual deception; indeed, the evidence of actual 
deception is so exiguous that I disregard it.” The accused was, 
however, convicted. The matter was fully considered in Fakir 

(9) (1838) 3 My. & Cr. 338; 40 E.R. 936. 

(10) (1866) 1 Ch. 192; 14 W.R. .357. 

(11) The Singer Manufacturing Co. v. Wilson, 3 App. Cas. 376. See alap 
Bodega Co., Ld, and Biviere v. Owend (1889) 7 B.P.C. 31; Jay v. Ladder, 
<1889) 40 Ch.D. 649. Sie Chapter VI. 

(12) Johnston \. Orr Ewing, (1882) 7, App. Gas. 219. 

(13) (1924) 25 Cr.L. J. 1098. 

(14) A.I.R. 1930 Cal. 678. 
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Mahomed v. Emperor. In that ease there was no evidence at all 
on behalf of the respondent firm to show that the purchasers or 
dealers had in fact been deceived by the mark of the appellants’ 
firm. “It seems to me, however” said his Lordship, “that when 
once there is evidence that the mark of the respondents’ firm is 
generally known as the topi mark, it will not be difllcult also to come 
to the conclusion that confusion may arise owing to the appellants’ 
mark.” In Latif Miyan v. Emperor^^ the complainants had been 
selling hand made sugar in bags with their name stamped on them 
as a guarantee that the bags contained hand made and not machine 
made sugar. The accused who vras also a dealer in sugar was 
found in possession of 40 l)ags stamped with the name of the 
complainant firm. Although no ease of ‘ ‘ using ’ ’ the false mark was 
established the accused was convicted under Sec. 482, I.P.C. 

In order to convict a person of an offence under this section it is 
not necessary to prove that the accused had the intention to 
deceive.*^ “The rule is that a person must be taken to have 
intended the reasonable and natural consequences of his act. ’ ’ In 
a recent Indian case'* the court observed that if the use of a mark 
was such that a person may be deceived thereby, the presumption 
was that the accused intended thereby to practise deception or knew 
it to be likely that deception would thereby be practised. In Pakir 
Mahomed v. Emperw'^^ the learned judge said that the state of mind 
of the accused was a most relevant fact which could have been 
established by evidence. In the absence of such evidence the 
accused had not discharged the onus of proving want of intention 
to defraud which was upon him. 

Starey v. Ohilwortii Ounpowder Co. — Under certain circum- 
stances the law does not permit a manufacturer to use his own mark 
on goods which are not of his manufacture if, thereby, the original 
signification of the mark is likely to be destroyed. The public have 
a right to know what goods they are buying and the action of the 
manufacturer would in such cases constitxrte a fraud on the 
purchasers. It is immaterial that the goods are of the same quality 
as the goods originally manufactured by him and sold under his 
mark. In Starey v. The ChUworth Gunpowder Co.,*" the respon- 

(15) A.I.B. 1929 Bang. 322. 

(16) (1916) I.L.B. 39 AU. 123. 

(17) See Chapter VI. 

(18) AawkU Kvmar Pal v. Emperor, (1930) 34 C.W.N. 624. 

(19) A.I.B. 1929, Bang. 322. 

(20) (1880) 24 Q.B.D. 90. 
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dents had contracted to supply the Government with gunpowder. 
They usually sold gun powder of their own make only, but there 
was no stipulation in the contract that the gun powder should be 
of their own or of English manufacture. Owing to some accident 
they were unable to manufacture the article themselves. C<mse- 
quently they bought gun powder from Germany and packed it in 
barrels supplied by Government. The barrels were marked with 
their own labels and their own mark; but there was no indication 
that the gun powder was manufactured in Germany and was not 
of the respondents’ manufacture. It was not disputed that the 
gun powder supplied was as good as that they had contracted to 
supply. The court, however, held that in the circumstances the 
Company was guilty of using false trade deseription. 

The law was explained in the above case by Chief Justice Lord 
Coleridge in the following passage: “In the present case all 
further eontroversy is superfluous when once one has ascertained 
with certainty what ‘fraud’ means in the Act. I agree that if the 
word is used in the sense of putting off a bad article on a customer 
in order to get money unfairly, there is no evidence here of anything 
of the kind having been done. On the contrary, it is expressly 
found that the article supplied was as good as that which was 
contracted for. But that, I think is not the correct meaning of the 
word ‘fraud’ as used in this Act of Parliament. The Act is 
directed against the abuse of trade marks, and putting off on a 
purchaser of, not a bad article, but an article different from that 
which he intended to purchase, and believes he is purchasing. It 
would apply to cases where a particular article manufactured by 
a particular person had acquired a widespread reputation (as, for 
instance, happened in the celebrated case of the fish sauce ),*^ and 
some one supplied another, and a different article under that name, 
so as to make the purchaser take something which he did not know 
he was taking. That, I think, is the meaning of the word ‘defraud’" 
as used in the Act of Parliament, and in that sense only there was. 
in the present case an intent to defraud.’’ In the above case the 
defendants were themselves manufacturers of gun powder and the- 
natural expectation in the circumstance was that a firm known 
only as manufacturers would supply only gun powder of their 
own manufacture. The decision might however have been different 
if the defendants had been merely dealers in the product. 


(21) Burgeaav. Bwrgesa, (1853) 3 DeG. M. & G. 806 ; 22 L.J.(%. 675;: 
43 E.B. 35. 
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Where similarities are not explained. — ^Fraudulent intention 
will be inferred in cases where the similarities between the two 
marks are unexpected and when the accused refuses to give infor- 
mation or explanation regarding the counterfeit mark** or where 
the accused’s explanation of the origin of his mark is not convincing 
to the Court.** The same may be said in eases where the description, 
name or get-up is deliberately copied with minor differences. Thus, 
in Aswini Kumar Pal v. Emperor^* Pearson & Patterson, JJ., said 
that the facts of that case ‘ ‘would rather go to show that the accused 
is concerned to see how near the line ho can go in trading on the 
reputation of another manufacturer.” The accused was convicted. 

Where Sec. 482 does not apply. — ^Where the differences 
between the two marks are large and obvious*® or where the classes 
of goods are different the courts will hold that there is no probability 
of deception. So also, in cases where the accused had been using 
marks which are common to the trade^ no prosecution will lie even 
though intention to defraud is established. As the court observed 
in a recent Indian case® ‘‘the burden of proving the absence of 
such intent is indeed upon him (accused) but the question whether 
the burden had been discharged must be considered on a considera- 
tion of the whole evidence in that case.” So in a case* where a 
merchant bought in public auction goods bearing the name of 
another, on the latter refusing to take deliver>' of the consignment 
of the same imported by him, and thereupon .sold them 
in the market without removing the labels, it was held that no 
offence was committed under Sec. 482, Indian Penal Code. The 
case of Abdul Rashid v. Emperor* affords an illustration of some 


(22) Nemi Chand v. Wallace, (1907) 11 C.W.N. 537; 34 Cal. 495. See 
Chap. VI. 
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(24) (1930) 34 C.W.N. 524. 
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Paaool Khan Saheh v. Emperor, (1912) M.W.N. 85; 13 I.C. 927; In re 
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4* Co., V. Finlay Fleming 4r A.I.B. 1929, 345; 7 Ban;^. 169; 

Pain Bam v. Emperor, A.I.B. 1931 Oudh 277; 8 O.W.N. 827. 
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1928 Bang. 210; 6 Bang. 221. 
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of the peculiar circumstaiioes under which the court, may hold that 
there is no intent to defraud on the part of the accused. Accord- 
ing to an agreement between the Burma Oil Co., and the Standard 
Oil Co., it had been provided that the oil tins of one company 
■could be used by the other for marketing their oil provided a dis- 
tinctive mark showing the manufacturers* name was afiixed on 
the caps of the containers. The accused sold 8 tins of kerosene oil 
■of the brand “Victoria** marketed by the Burma Oil Co., but only 
two of these tins had the distinctive mark “Victoria** of the Burma 
Oil Company on the caps. The remaining oil tins had plain caps. 
The accused had, however, told the purchasers that the oil tins 
without the distinctive lids also contained the Victoria brand of 
■oil and the price at which he sold the oil was that prevailing in the 
market for this grade. It was held that although, the accused was 
guilty of using a false trade mark, so far as the oil containers with 
the plain lids were concerned, the accused had acted without intent 
to defraud and that he had not committed an offence under this 
section.” So also in OlpadvoUa v. James Wright^ Ghose and 
Gregory, JJ., said that it was dear that there was no intention 
on the part of the accused to do anything harmful within the mean- 
ing of this section and that what had happened had so happened 
in the usual course of business. In their Lordships’ opinion the 
accused had acted innocently within the meaning of this section 
and the conviction and sentence were therefore, set aside. 
The same view was taken in an Irish case^ where the Master 
■of Rolls (Ireland) held that the defendants had acted 
innocently under circumstances which were somewhat similar to 
those reported in OlpadvoUa v. James Wright. In Syon Sheema/n, 
S’ Co. V. Solomon^ the accused had with him porcdain goods 
hearing the trade mark of the complainant but not purchased from 
him. It was shown that certain goods came from Japan and the 
manufacturers either put the trade mark Iby mistake or sent the 
goods by mistake to a third person from whom the accused got 
them. Chari J., held on tilese facts that the accused had not com- 

(6) Cf . ThvxUtes J Co. v. M’Bvitty, (1904) 21 B.P.C. 307, where it was 
held that the defendants conld not be said to have acted iimoeently where bottim 
on which the trade mark of the complainant was embossed were filled with 
mineral water by the former and sold althongh they had put their own labels 
on the bottles. 

(6) (1028) 32 C.W.N. 1115; A.I.B. 1028 CSl. 873. 

(7) DonqJioe, Ld. r. Cherry. Bros., Ld., (1908) 20, B.P.G. 546. 

(8) (1920) 4 B. 16; A.I.B. 1926 Bang. 134. 
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mitted an offence under Sec. 480 or Sec. 482, 1.P.C., because there 
was no intention to defraud on the part of the accused. 

Nioin*d6cq[itiioia of vendors and middlemen immaterial. — In 

considering probability of deception the court will consider the 
result of the spurious mark on the minds of the probable purchasers 
of the goods.* These may be the immediate purchasers from the 
manufacturers or the ultimate purchasers from the I’otail 
merchants. In Nenii Chand v. Wattaoe^^ Sale, J., said: ‘‘It 
may be conceded that the intelligent dealer in Calcutta examining 
these combinations together in the market just as the judge is asked 
to examine them in Court could not by any possibility be misled. 
But the evidence shows that the ultimate consumer or pureha.ser 
is not the Calcutta dealer or even the up-eountry dealer but the 
petty shopkeeper or raiyat who purchases these goods in the 
different bazars scattered all over the country.” So also in 
Madhavji Dharamsey Manufacturing Co., Ld. v. The Central 
India Spinning Wearing and Manufacturing Co., Ld.,'^ the Court 
held that there was sufficient cause for action if the defendants had 
put into the hands of middlemen a means whereby ultimate 
purchasers are likely to be deceived. Sir Basil Scott, C.,I ., 
observed: “It is said that the witnesses for plaintiffs were 
middlemen or commission agents and not the ultimate buyers and 
that the witnesses would not be deceived. To this the answer is 
that their testimony as to the form in which order for the plaintiffs' 
cloth is usually given is good proof of the association formed in the 
minds of ultimate buyers between the figures and the article 
produced by the plaintiffs.” The same view was held in Pakir 
Mahomed v. Emperor. In Sirumal v. Emperor^^ it was 
contended that the bottles bearing the counterfeit trade marks 
were not sold by the accused directly to the public, and that the 
firm of chemists and druggists who purchased the bottles from the 
accused knew very well that there was the versimilitude and yet 
thought fit to put the bottles up for sale. In rejecting this argu- 
ment the court observed that the fraud which the accused practised 


(9) See nnder Sec. 480 and Chapter VT, where this question has been 
folly considered. 

(10) (1907) 11 C.W.N. 537; 34 Cal. 495. 

(11) (1916) 41 Bom. 49. 

(12) A.I.B. 1929 Bang. 322. 

(13) A.I.B. 1932 Sind. 94; 26 S.L.B. 241. 
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by selling his mixture through the firm was not on the chemist, but 
on the public at large who were the prospective customers. So also 
in Moolji Sicca &• Co. v. Ramjan Ali^* Page, J., said: “Both 
the plaintiffs and the defendants sell btris to dealers and it might 
be that a dealer might not be deceived by the defendant’s labels. 
But that does not conclude the case in favour of the defendant; 
for, the persons whom I have to consider in this connection are the 
persons sometimes called the unwary or the ignorant ultimate 
buyers, who for the most part belong to the lower classes of the 
people, and nearly all of whom are illiterate. ” 

Mens Bea. — ^It is a moot question whether intention to 
defraud is an essential ingredient in an offence imder the 
Merchandise Marks Act. In Wood v. Burgess^* the Court held 
that an intent to defraud was not a necessary ingredient of the 
offence. In this case a mineral water manufacturer had in his 
possession for sale mineral water contained in bottles stamped 
with the name and initials of another manufacturer without the 
latter’s consent. He had, however, placed on the bottles labels 
bearing his own name and had sent out with them invoices bearing 
his own name. It was further proved that he had no intention to 
defraud any of the purchasers. On these facts the Magistrate held 
that the accused had acted innocently within the meaning of the 
Act, as be had no intent to defraud. On appeal it was, however, 
held that the intent to defraud was not a necessary ingredimit of 
the offence charged, and that none of the above facts constituted 
proof that he had acted “innocently” within the meaning of the 
section. The decision of the Magistrate was accordingly reversed. 
In Starey v. The ChUworth Gunpowder Co.,^* it was held that, 
although the gunpowder supplied was as good as the quality 
contracted for, and although no pecuniary loss or any other injury 
had thereby been caused to the purchaser, the accused were not 
entitled to say that they had acted without intent to defraud. And, 
in another English case,” Sir Peter Edlin said: “Fraud was not 
a necessary ingredient of the offence chaiged, and it was not sug- 
gested that the appellants were cognizant that the mark was false. 
The mere possession for sale, of such spurious articles was prima 


(14) A.I.B. 1030 Cal. 678. 

(15) (1889) 24 Q.B.D. 162; 59 L.J.M.C. 11. 

(16) (1889) 24 Q.B.D. 00. 

(17) Bex V. Tooth, reported in Timet Aug. 7, 1891. 
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facie an offence.” Although there was no imputation of bad faith 
the accused was convicted. Similarly, in an Indian case'® Mr. Justice 
Otter said : ‘‘The present case is a criminal prosecution and intent 
to defraud is not an ingredient in the offence.” In support of 
this view it may be urged that unlike any ordinary criminal offence 
a master may, under the Merchandise Marks Act, be held liable 
criminally for an offence committed by his servant. 

On the other hand, in Gridley v. Swinborm'* the court appears 
to have held that it was neeessarj’ for the prosecution to prove 
Mens rea on the part of the defendant. Coleridge, C.J., said: 

' ■ Tliis was a criminal charge ; a mens rea would have to be 
out.” It is obvious that an extreme view was taken in this ease 
as it is now settled law that the onus of proving mens rea does not 
lie on the prosecution. The question was considered in Malumiar 
& Co. V. Finlay Fleming & Co.^^ by Mr. Justice Carr. In his 
Lordship’s^ opinion, on the wording of See. 482, I.P.C., an intent 
to defraud is an ingredient of the offence. But, when it has been 
proved that a trade mark is a false trade mark, then, it is to be 
presumed that the accused person had that intent unless and until 
he rebuts that presumption. If the accused succeeds in establishing 
his innocence he will be acquitted. “When he is entitled to an 
acquittal if he can prove the absence of a certain intent it seems 
to me obvious that that intent is an essential ingredient of that 
offence.” This appears to be the better view. The offences 
charged under the Act are all criminal offences and mens rea or 
criminal intent forms, therefore, an essential ingredient of these. 
For the courts to interfere there must be fraud, for where there is 
no fraud there is no wrong to be redressed. But although mens 
rea is involved in the offence it need not be proved by the prose- 
cution in cases under the Merchandise Marks Act, that the infringer 
knowingly and wilfully made a fraudulent attempt to appropriate 
to himself the fruits of another’s reputation. Mens rea is an 
element in the offence to the extent that if the accused succeeds in 
proving that he acted without mens rea he will be acquitted, the 
burden of proof being shifted from the prosecution td the defence. 
“A provision of that kind” said Channell, J.,®^ “is enacted by the 
legislature where the legislature desires to prevent the act from 

(18) Pdhtr Mahomed ▼. Emperor, A.I.B. 1929 Bang. 322. 

(19) (1888) 5 T.L.B. 71. 

(20) A.I.B. 1929 Bang 349 ; 7 Bang. 169. 

(21) Pearlcs, OwMton and Tee, Ld. ▼. Ward, (1902) 2 K.B. 1; 18 T.L.B. 
538, a case under the Sale of Pood and Drugs Act of 1875. 
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being done, though it is recognised that there may be eases in which 
the act is done innoeently, and in which the person ought, therefore, 
not to be convicted. In these cases the defendant can prove his 
innocence ; but as it would be difficult for the prosecution to prove 
mens rm if the onus were upon them to do so in the ordinary way, 
the enaetment is consequently framed in this particular way.” 

Remedy in civil and criminal courts. — A person who is 
aggrieved by the infringement of his trade mark has two remedies 
open to him: — (1) he can institute proceedings against the 
infringer under the Indian Merchandise Marks Act and (2) he can 
take proceedings in the civil courts for injunction, delivery up and 
damages or account. The legislature does not lay down the 
circumstances under which an aggrieved person may seek either 
the one or the other or both of the remedies.*® It has, however, 
been ruled by the courts in a number of decided cases that where 
there is a doubt whether the mark under dispute is a trade mark 
within the meaning of Sec. 478, I.P.C., or where there is a 
hovm fide dispute between the parties as to the right to use a trade 
mark the adjudication must be done by the civil and not the 
criminal courts. Thus, in Emperor v. BakauUah MalUk,^ Ghosh 
and Stephen, JJ., observed: “We much regret that recourse has 
been had to the criminal law to settle the matter at issue between 
the parties. The result is that nothing has in fact been decided 
and the present proceedings have had no useful result.” The 
appeal was allowed and the conviction under Secs. 482 and 486, 
I . P . C . , and sentence were set aside. The above observations 
were approved in Dowlat Ram v. The King Emperor.^* In that 
case the complainant and the accused were ghee merchants in 
Calcutta who imported ghee from Guntur in canisters marked with 
their irespective trade marks. The complainant’s marks consisted 
of the ^presentation of the sun with some human feature inside 
and the name “Khatiram” in Nagri. The accused had used as his 
trade mark the name “KhaHram” inside the picture of the sun. 
Sir Francis Maclean, C.J., said: “It seems to me that when a 
case of this class is brought into a criminal court, if the Magistrate 
is of opinion that there is a hona fide dispute as to whether the 
con^lainant has any trade mark at all or whether the accused is 
or, is not entitled t6 use the mark he is using, I say, if the Magis- 
trate is satisfied that there is this hona fide dispute, he should not 

(22) Banarti Das v. Emperor, A.I.B. 1028 Lah. 186; 0 Lab. 491. 

(23) (1904) 31 OtL 411. 

(24) (1905) 82 Cal. 481. 
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deal with the matter as s' criminal matter, but leave it to the com- 
plainant to maintain if he can in a civil court the right which he 
claims. If after the decision of the civil court it be found that he 
has a trade mark and that the accused is fraudulently counter- 
feiting that trade mark, the case could then be properly brought 
into a criminal court.” This decision was approved in Surja 
Prasad v. Moihabir Prosad Tribedy.^^ Again, in Nemi Chand v. 
WaUace'^ Mr. Justice Sale observed : ‘ ' People know or ought to know' 
that the criminal court is not the proper forum for a purely civil 
dispute and therefore recourse should not be had to the criminal 
courts when a hona fide dispute as to title exists. ” In Attaih Nath 
Dey V. Emperor^ the accused was acquitted by Chitty and 
Richardson, JJ., who observed that the dispute between the pai’ties 
was one of civil nature and could have been much more satisfactorily 
dealt with in a civil court. In Mohammed Baza v. Emperor^ a 
manufacturer of hitia flagrantly and dishonestly imitated tlie lal)el 
and slip of another and the court held that in such cases the party 
aggrieved was not bound to seek remedy in the civil court rather 
than in the criminal court, but in cases of ftwtio fide dispiite as to 
the right to use a trade mark the complainant shall be directed to 
establish his rights first in the civil court. 

The law was stated in Mohammad Ahdvl Kad-er v. Finlay 
Fleming & Co.,* by Chari, J., in the following passage : 
“It is for the person whose trade mark is infringed 
to complain of the infringement. Such a person has two 
remedies open to him. He can file a complaint in a criminal court, 
or he can get an injunction from a civil court. He may choose the 
former remedy as being the more expeditious. Whatever his 
reasons may be the choice is entirely his and it is not for the person 
who is alleged to have infringed on his rights to dictate to the 
owner or proprietor of the trade mark what remedy he shall seek. 
In a case of a private prosecution in which a civil or quasi civil 
right is involved, a Magistrate, naturally and properly is bound to 
stay his hand till a civil suit in which the same right is in question 
is adjudicated upon. The judgment of the civjl court, whether 
binding or not, can always be tendered in evidence in the criminal 
case.” 

(25) (1906) 11 C.W.N. 887. 

(1) 11 C.W.N. 537 ; 34 Cal. 495. 

(2) (1912) 17 C.W.N. 227; 40 Cal. 281. 

(3) A.I.B. 1930 Oudh 360 ; 6 Luck. 183. 

(4) A.I.B. 1928 Bang. 266 ; 6 Bang. 291. 
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Declamtioii of right to trade mark under Seotum 42 of the 
tTuiiaa Specific Belief Act. — ^Where a person is charged under the 
Merchandise Marks Act for infringement of a trade mark he cannot 
evade the trial by filing a suit in the Civil Court under Sec. 42 
of the Specific Belief Act for a declaration of his right to use ‘the 
mark. As Chari, J., said: “The result of entertaining a suit of 
this description in which an extraordinary negative declaration is 
sought will be to render the provisions of the Indian Penal Code 
nugatory and prevent the owners of trade marks from seeking 
relief in any but a Civil Court. When the aggrieved party files 
a complaint before a Magistrate his opponent, by the simple 
expedient of a declaratory suit and at the trifling expense of ten 
rupees, can drag him out of the Criminal Court. If an injured 
person has a choice of remedies or tribunals, courts of law never 
interfere in his choice, except in very special cases and for the most 
cogent reason. It stands to reason that they cannot lend 
countenance to legal subterfuges by which his opponent tries to 
interfere with that choice.”® This ruling was followed and the suit 
was dismissed in Ganeshi LeA v. Anwar Khan Mahhooh & Co.,^ 
where the defendants had lodged a complaint agaumt the plaintiffs 
under Secs. 482 and 486, I.P.C., for infringing their trade mark 
and the plaintiffs had thereupon brought a suit for a declaration 
negativing the defendants’ right in the mark under Sec. 42 of the 
Specific Belief Act. In his judgment in the above case, Mr. Justice 
Niamatullah pointed out that in certain cases the plaintiff may 
seek for such a negative declaration. Thus, ‘ ‘a person may in good 
faith believe that he is at liberty to use a certain trade mark and 
yet does not wish to run the ri^ of facing a criminal trial with all 
the inconvenience and expense involved in it. Before embarking 
on any extensive use of the trade mark in question, which may 
entail expenditure, he may have the defendant’s right examined 
in a Court of law with a view to ascertaining his own position.” 
The relief of such declaration is however entirely at the discretion 
of the court. 

Cotmterfeiting a trade mark or property mark tised by 
another. — 

“483. Whoever counterfeits any trade mark or any pro~ 
perty mark used by any otAter person shall he punished with impri- 

(5) Mohammed Abdul Kader y. Finlay Fleming # Co,, A.I.B. 1928 
Rang, at p. 258 ; 0 Bang. 291. 

(0) A.I.B. 1933 All. 496; 55 All. 702. 
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sonment of either description for a term which may extend to two 
years, or loith fine, or with both.” 

Procedure . — The offence is noncognizable and bailable. 
Warrant should ordinarily issue in the first instance. It is triable 
by Presidency Magistrate or Magistrate of the first or second class. 
Under Sec. 15 of the Merchandise Marks Act no prosecution shall 
be commenced under this section after the expiration of three 
years next after the commission of the offence, or one year after 
the first discovery thereof by the prosecutor whichever expiration 
first happens. 

This section should be read along with Sec. 28, I . P . C . , which 
defines the word “counterfeit.” By this section a person is said 
to “counterfeit” who causes one thing to resemble another thing, 
intending by means of that resemblance to jjractise deception, or 
knowing it to be likely that deception will thereby be practised. 

"■ Explunatioti 1 . — It is not esaential to counterfeiting that 
imitation should be exact. 

Explanation 2 . — When a person ewtees one thing to resemble 
another thing and the resemblance is such that a person might be 
deceived thereby, it shall be presumed until the contrary is proved, 
that the person so causing the one thing to resmible the other thing 
intended by means of that resemblance to practise deception or 
knew it to he likely that deception ivould thereby be practised.’' 

From the above definition it follows that a counterfeit trade 
mark may comprise not only a mark which is an exact copy of the 
original but also an imitation which is reasonably calculated to 
mislead the purchasers into believing that it was the genuine trade 
mark. It would appear that such an imitation should more appro- 
priately be tenned a false mark as defined in Sec. 480, I.P.C. 
The act of counterfeiting a trade mark is regarded as a more 
serious offence than the use of a false mark under Sec. 482, I.P.C. 
and is punishable with imprisonment for a longer period. The Statute 
does not specify, however, the circumstances under which a mark 
should be treated as a counterfeit trade mark and not merely, as a 
false trade mark. Evidently a much closer resemblance is required 
to constitute an offence under Sec. 483, than under Sec. 482. 
Besides, Sec. 482 is more ^neral and includes both marking goods 
falsely and using genuine marks in a false way. On the other hand, 
Sec. 483 is confined to the application or imitation of another’s 
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mark. It may be mentioned here that usually the prosecutimi 
prefers to charge for offences under all the three Secs. 482, 488 
and 486, I.P.C. at the same time. 

Oomparison with Engliidi Act. — Corresponding to the words 
“counterfeiting la trade mark” in the Indian Act the expression 
“forges a trade mark” is employed in the English Statute. Sec. 4 
of the English Act of 1887 states: 

■“A person shall be deemed to forge d trade mark who either 

(a) without the assent of the proprietor of the trade mark 
makes that trade mark or a mark so nearly resembling thiat trade 
imrk as to be calculated to deceive; or 

(b) falsifies any genuine trade mark, whether by alteration, 
addition, effacement, or otherwise; 

and any trade mark so made or falsified is in this Act referred 
to as a forged mark. Provided that in any prosecution for forging 
a trade mark the burden of proving the assent of the proprietor 
shall lie on the defendant.” 

It is important to observ'c that under Clause (6) of the above 
section even the assent of the proprietor would form no defence. 
There is no reference to a.ssent of the proprietor in Sec. 483, I.P.C. 

Forgery of a trade mark at Gommon Law. — ^At Common 
Law the imitation of a trade mark or trade description could not 
constitute forgery. Where a trade mark consists of the signature 
of a person it might be thought at first that an imitation of the 
mark would amount to forgery. But it is not so. This decision 
was given in a very early case Hex v. Class’ where the alleged 
offence consisted in the imitation of a painter’s signature on the 
copy of a spurious picture. In another early English case* where 
the accused was charged with possession of forged imitation of the 
labels used by the complainant on Borwick’s baking powder and 
was indicted for forgery the Court decided that the conviction 
for forgery was not sustainable. Pollock, J., said that the real 
offence consisted in enclosing the false powder in the false wrapi>ers. 
In his opinion the issuing of the wrappers without the stuff within 
them would be no offence but that the real offence was the issuing 


(7) (1858) 7 Cox 494; 169 L.B. 1082. 

(8) B. V. John Smith, (1858) 8, Cox. 32; 109 li.B. 1122. This ease 
was dsdded in 1858 before the Merehaadiae Marks Aet of 1862 was ensetod. 
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them with fraudulent matter in them. The grounds of the decision 
in this case were thus stated by Bramwell, J. “I think that this 
was not forgery. Forgery supposes the possibility of a genuine 
document, and that the false document is not so good as the 
getraine document, and that the one is not so efficacious for all 
purposes as the other. In the present case, one of these documents 
is as good as the other; the one asserts what the other does; the one 
is as true as the other; but one gets improperly used. But the 
question is whether the document itself is a false document. It is 
said that the wrapper is so like one used by somebody, else, that it 
may mislead; but that is not material to the question we have to 
decide. The prisoner may have committed a gross fraud in using 
the wrappers for that which was not the genuine imwder, and may 
possibly be indicted for obtaining money by false i)retenees but 
I think he cannot be convicted of forgery.” 

Fraudulent intention presumed. — Explanation (2) under 
See. 28, Indian Penal Code, states that it shall be presumed until 
the contrary is proved that the person so causing the thing to resem- 
ble the other intended by means of that resemblance to practise 
that deception. In Sheikh Abdul Sovan v. Jitendranath Datta^ 
the petitioner was charged with counterfeiting the complamant’s 
trade marks consisting of the words “Sree Bamchandra Murti” 
with the figure of Bam and was further charged with having in 
possession an iron mould for counterfeiting the above mark. It 
was argued for the appellants that trade marks should be restricted 
to the class of goods to which they are applied and that there was 
no evidence that the petitioner intended the bottles to contain the 
hair oil or goods similar to that of the complainant and hence 
there was no infringement. But as the bottles contained not only 
the trade mark moulded in the glass of the bottles, but the actual 
name of the hair oil, the learned judge was of opinion that it was 
d.car that the intention should have been to sell this hair oil in 
these bottles and thereby cause deception. Mr. Justice Jack said : 
“under the above proviso to See. 28, Indian Penal Code, it shall be 
presumed, until the contrary is proved that the person so causing 
the one thing to resemble the other thing intended by means of 
that resemblance to practise deception or knew it to be likely that 
deception would thereby be practised, and in the circumstances of 
the present case, the onus was on the accused to show that in making 
these bottles he had no fraudulent intention, and in the absence 


(9) A.I.B. 1931 Gal. 445. 
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of such evidenco it cannot be said that he had no such intention 
when appearances are so much against him.” His Lordship added 
that counterfeiting should not be regarded as an ofEence made up 
of two parts, one, the act of possessing the mould for counterfeiting 
and the other the act of counterfeiting. 

But where it is clearly established that there was no intention 
to do anything wrongful a conviction under See. 483, Indian Penal 
Code is not sustainable.^" So, in a prosecution for counterfeiting 
a trade mark where it appeared that the labels used were not 
calculated to deceive a literate person or even an illiterate person 
who had seen the two, it was held that in spite of slight resem- 
blances the accused w'as not liable to be convicted under Secs. 483 
or 486, Indian Penal Code.*^ 

Oonvietion caiuiot be set aside on tihe ground of no local juris- 
diction. — In Palli Ram v . Emperor^'^ the conviction of the accused 
under Sec. 483, Indian Penal Code, by the City Magistrate was set 
aside by the court of the Sessions Judge, Lucknow, on the ground 
that the Magistrate had no local jurisdiction. Biut, on appeal it 
was held by Kisch, J., that under Sec. 531 of the Criminal Procedure 
Code no finding of the Criminal court could be set aside solely on 
this ground, unless it appeared that a failure in justice had in fact 
been occasioned. The order of the Sessions Judge was accordingly 
set aside. 

Counterfcitingr a mark used by a public servant.— 

Section 484: ** Whoever counterfeits oa/uy property mark used 
hy a public servant, or any mark used by a public servant to 
denote that any property has been manufactured by a particular 
person or at a particular time or place or that the property is of a 
particular quality or has passed through a particular office or that 
it is entitled to any exemption, or uses as genmne any such mark 
knowing the same to be counterfeit, shall be punished with imprison- 
ment of either description for a term which may extend to three 
years, and shall also be liable to fine.’* 

The offence is triable by the Presidency Magistrate or a 
Magistrate of the first class or by the Sessions Court. It is non- 


(10) Olpadvotla v. James Wright, (1928) 32 C.W.N. 1115. 

(11) PatU Sam v. Smperor, A.I.B. 1931 Oudh 277; 8 O.W.N. 827: 
32 Cr.L.J. 1117. 

(12) A.I.B. 1931 Oudh 277; 8 O.W.N. 827. 
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^gnizable and summons should ordinarily issue in the first 
instance. It is bailable but not componndable. 

The points requiring proof for an offence under this section 
arei — 

(1) that the mark in question was a property mark or any 
other mark, 

. (2) that such mark was used by a public servant, 

(3) that the mark was used to indicate any of the following 

(o) the property wa.s manufactured by a particular 

person, 

(&) it was manufactured at a particular place or time, 

(c) it was of a particuiar quality, 

(d) it had passed through a particular office, 

(e) it was entitled to some exemption, 

(4) that the accused had cither («) counterfeited such mark 

or (b) used as genuine any such mark. In the latter 
case it is necessary to prove that the accused knew 
at the time of using the mark that it was not genuine 
and was counterfeit. 

As an example of a property mark used by a public servant 
we may refer to the well-known arix>w mark used on all goods 
belonging to (lovemment. 

When goods are purchased by Government it is gtmerally the 
practice to have them tested in order to determine whether they 
satisfy the required speciftcation. For instance, engineering 
materials, chemicals and other goods which are bought in large 
quantities by the Indian Stores Department are not generally 
accepted unless they are tested and found to be of the required 
standard in the Government Test House at Calcutta. In the case 
of customs authorities the goods are sent for examination to their 
own laboratories which exist in Calcutta, Madras, Bombay, Karachi 
and Bangoon. 

Chapter V of the Sea Customs Act, 1878 (Act VIII of 1878) 
deals with the levy of, and exemption from, customs dues. Sec. 20 
lays down that customs duties shall be levied at such rates as may 
be prescribed by or under any law for the time being in force on 
"goods imported or exported by sea into or from any customs 
port from or to any foreign port.” By Sec. 22 of the Act the 
Govemor-Qeneral-in-Council may fix for the purpose of levying 
duties tariff values of any goods exported or imported by sea on 
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which customs duties are by law imposed and alter any such values 
fixed by Miy Tariff Act for the time being in force. He has also 
the general power to exempt from the whole or any part of the 
customs duties by notification in the trazette any goods imported 
into or exported from British India. The Local Governments can 
also authorise in special cases exemption from the whole or any 
l)art of the customs duties leviable on such goods. Previous sanc- 
tion of the Governor-General-in-Council should however be 
obtained in every such case (Sec. 23). The Act also provides 
exemption of customs duties on certain class of goods under certain 
conditions. In the case of re-imported goods produced in British 
India, the goods may be admitted without payment of duty, pro- 
vided that such importation takes place within three years after 
the exportation of such goods and it is proved to the satisfaction 
of the Customs Collector that the property in such goods has 
continued in the person by whom or on whose account they were 
exported (See. 25). Military equipment and other articles 
imported direct by any unit of His Majesty’s regular forces 
serving in India for the use of such unit are exempted from pay- 
ment of customs duties. Goods which are transmitted in bond 
through British. India to the territories of His Highness The 
Maharaja of Kashmir and Jammu or through those territories to 
Russian and Chinese Turkestan are also under certain circum- 
stances exempt from import duty. Refund of the difference between 
the specific and ad valorem duty is admismble on arms purchased 
by British subjects residing in Native States from an importer 
also residing in a Native State. 

The expression ‘‘knowing the same to be a counterfeit” may 
be noted. Thiss is in contrast with what has been discussed before 
where the onus of proving want of fraudulent intent has been thrown 
on the accused. The section may be compared with Sec. 489, Indian 
Penal Code, which also says that it is incumbent on the prosecution 
to show that the accused tampered with the property mark ‘‘intend- 
ing or knowing it to be likely that he may thereby cause injury 
to any person.” 

Malring or possessiou of any instrument for counterfeiting 
a trade mark or property mark. — 

SectUm 485: Whoever makes or has in his possession any 
die, plate or other instrument for the purpose of counterfeiting a 
trade mark or property mark or has in his possession a trade mark 
or property mark for the purpose of denoting ^Mt any goods are the 
manufacture or merchandise of a person whose manufacture or mer- 
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do not belong shuU be punished with imprisonment of either des- 
cription for a term ^vMch may extend to three years, or with fine:, 
or with both."* 

The offence is bailable but not compoundable. It is non- 
cogiiisable and triable in the Session Court or by the Presidency 
Magistrate or Magistrate of the Fii*st class. 

In order to establish that an offence liad been committed under 
this section the prosecution has to establish the following points : — 

(tt) (1) that the person made any die, plate or other instru- 
ment, and 

(2) that these instruments were made for the purpose 
of counterfeiting a trade or property mark; 
or 

{b) (1) tliat the person had in his. possession tJie die, plate 
or other instrument, and 

(2) that these instruments were in his possession for 
the purpose of counterfeiting a trade or property 
mark; 

or 

(c) (1) that tlie pemoii had in Jiis possession a trade mark 
or i)roperty mark, and' 

(2) that sucli trade or property mark was for the pur- 
pose of denoting that any goods were the manu- 
facture or merchandise of a person whose 
merchandise or manufacture they were not or 
that they belonged to a person to wlmm they did 
not belong. 

The ijossessioii of a counterfeiting instrument by itsell! is not 
sufficient to constitute an offence under this section. Such instru- 
ment may have been for instance kept in a museum or may he in 
the possession of a curios collector. The instrument must have 
been in possession for the purpose of counterfeiting a trade or 
jjroperty mark. How this could be proved would depend upon the 
circumstances of the case. It is not necessary that the counterfeit 
marks should have been actually a[)plicd to goods. Even mere 
possession of counterfeit labels or marks for the '‘purpose of 
denoting that any goods are the manufacture or merchandise of a 
person whose manufacture or merchandise they are not’’ would 
constitute an offence. 

59 
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rile wordiug of the section makes; it clear that a manufacturer 
shall not use even his own mark on goods in such a way that the pur- 
chaseis are deceived into believing that the goods belong to him 
when as a matter of fact they do not, as, for instance, in Starey v. 
Chilwortk Gunpowder CoJ® Such use would, no doubt, come under 
the definition of the use of a false trade mark in Sec. 480 and be 
punishable under Sec. 482 but not under Sec. 483. 

An offence under Sec. 485 is punishable with imprisonment 
upto 3 years but offences under Sees. 483 and 486 are punishable 
with imprisonment only upto two years and one year respectively. 
One can understand that the making or possession of counter- 
feiting instruments is a graver offence than counterfeiting itself, 
but it is difficult to see how the mere possession of counterfeit trade 
marks or property marks (Sec. 486) can constitute a more serious 
offence than the actual counterfeiting (Sec. 483) or selling or 
possessing for sale goods with counterfeit trade or property marks 
(Sec. 486) . 

Fraudulent intent will be presumed until and unless it is 
rebutted. A defence is provided in Sec. 8 of of the Merchandise 
Marks Act which states that where a person is accused under 
Sec. 485, Indian Penal Code, of making any die, plate or other 
instrument for the purpose of counterfeiting a trade mark or 
property mark, he shall be acquitted if he proves that in the 
ordinary course of his business he is employed in making such 
dies or instruments for making trade marks, that he took reason- 
able prec.autions against committing the offence charged and that 
on demand by the lu’osccutor he gave all the information in his 
power relating to the persons on whose behalf the mark was 
applied. 

Abdul Sovan v. itfl-nwiaii Mohan Chatter joe. — ^Whcrc a trade 
mark consists of several featui’cs it is not necessary that the com- 
plete apparatus reqxiired for counterfeiting all the parts of the 
mark in question should have been found with the accused in order 
to secure a conviction under this section. In Abdjul Sovan v, 
Ramani Mohan Chatter jee'* the trade mark consisted of an impres- 
sion moulded in the glass bottles together with a label. The 
petitioner was found in possession of the mould in question with the 


(1.3) (1890) 24 Q.B. 90. 

(14) 1930 Cr.C. 1104} A.I.B. 1930 Cal. 664. 
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iiitouliou ui‘ cuuntcri’eitiug the trade mark. But uo apparatus for 
counterfeiting the label was found with him. It was contended that 
the trade mark was a combination of two mai‘ks and that the i>osses- 
sion of moulds for counterfeiting a part of the mark did not amount 
to an offence under Sec . 485, Indian Penal Code, but this argument 
was rejected by the Court. Mr. Justice Jack said : ‘ ‘ Under See. 485, 
Indian Penal Code, whoever has in his possession any die for the 
purpose of counterfeiting the trade mark is liable under the 
section. Tlieie can be no doubt in this case that the mould in 
question was intended for the purpose of counterfeiting this trade 
mark although the aptuiratus for countei’fciting tiie label which 
would complete the trad(! nmrk has not been found, and in asmuch 
as this mould was certainly meant to be iist?d in order to counterfeit 
this trade mark the petitioner has rightly been held liable under 
Sec . 485, Indian Penal Code. ’ * 

No offenoe whore complainant’s ownership is not established. 

—The section presupposes the existence of the complainant’s 
exclusive right in the trade mark in question. Where .such a 
right in the mark is not established there will be no conviction. The 
question arose in Anookool Chunder Nundy v. Queen Empress'’* 
where the accused was convicted iy the Pi’csidency Magistrate 
under Secs. 485 and 486, Indian Penal Code of having in his 
po.sse.ssion (1) instruments for the puiqia’^^ of counterfeiting the 
trade or property mark of the Mercantile Bank of India and (2) 
for sale or trade a gold bar bearing the counterfeit impression of 
the trade or piuperty mark of the Meivantile Bank. The conviction 
w'as, however, set aside on appeal, as the court held that the pro- 
secution had not proved that the mark in question was the trade 
mark of the complainants, and that the mere fact that the latter 
imported and sold gold liars with the mark impressed on them was 
not sufficient to establish their exclusive title to the mark. • 

Selling goods marked with a counterfeit trade mark or 
property mark. — 

Section 486: “WJioeccr sells, or exposes or tins in his tjosses- 
sion for sale or any purpose of trade or inunufaeture, any yoods or 
things with a counterfeit trade mark or property mark affixed to or 
impressed upon the same or to or upon any case, package or other 
receptacle in which such goods are contained, shall, unless he 
proves- 


(15) (1»00) 27 Cal. 776. 



468 Tuii: Law uf Tbauk ^ MBUCuANbiiSi!: Makks in India. [CuaP. 

{&) that, having taken all remsonable precautions against 
committing an offence against this section, he had 
at the time of the commission of the alleged offence 
no reason to suspect the genuineness of the mark, and 

(b) that, on demand made by or on behalf of the prosecutor, 

he gave all the information in his power unth respect 
to the persons from whom he obtained such goods 
or things, or 

(c) that, otherwise he had acted innocently, 

be punished with imprisonment of either description for a term 
which may extend to one year, or icith fine, or with both.” 

The offence L uou-coguisable. It is bailable and cuiupuuiid- 
able when perioissiou is given by the court before which the pro- 
secution is pending. It is triable by Presidency Magistrate, or 
Magistrate, of the first or second class. 

The section is r^tricted in its application to selling goods 
marked with a ‘counterfeit’ trade mark or property mark. While 
the use of a ‘false ’ trade mark or property mark is punishable 
under Sec. 482, Indian Penal Code, the act of selling goods bearing 
‘false marks’ is not specifically referred to as an offence in any of 
these sections. A reading of Secs. 482 and 483, Indian Penal Code, 
suggests that the two expressions ‘false mark’ and ‘counterfeit 
mark’ arc not meant to be synonymous within the meaning of tlie 
Act as ali'eady pointed out. Some difference in the meaning 
between these terms was evidently contemiilated by the Legis- 
lature in framing the Act. But whatever it was it has not been 
pointed out in the statute itself. 

Cknmterfeit and false trade marks distinguished. — ^It would 
appear that a closer similarity might be expected in the case of a 
counterfeit mark than for a false mark, although a difference between 
the two is only a question of degree. There is, however, at present no 
rule by which one can say whether the mark is a counterfeit mark or 
whether it amounts to only a false mark without being a counter- 
feit one. The question is thus left entirely to the discretion of the 
courts and has perhaps resulted in a certain amount of confusion. 
The position is unfortunate, because a mark might be held by one 
court as a counterfeit one while the same mark with equal justi- 
fication might be held by anotae court to be only a false mark and 
not a counterfeit one. The distinction between the two offences is 
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important as one of them is regarded as of graver nature than the 
other and may entail a higher punishment. 

The decided cases are not very clear on this point and deal 
generally with que.stions of fact only. In Holland Bombay 
Trading Co. v. Buktear Mull and Bal Kisscn^''' the complainants 
had been selling white shii*t,ings marked “H.B.T.C. 40,000,” 
with a label containing the pictiu'c of a, lion and a snake and an 
oval design vrith the words “Sole importers to the Holland Boanbay 
Trading Go., Ld,” The shirtings of the accused had tlie mark 
“H.P.F.O. 40,000” and a label with two lions and two snakes 
and an oval stamp with the woi-ds “Sole, import ci-s, Holland 
Export Company.” Tin* lettei-s in the two labels were printed 
in similar types, sizt' and colour. It was lield that lh»' accused 
wem guilty under Sees. 482, T.P.C., and 486, I.P.C. Again in 
Hntperor v. Ganapat f^ita'ram Mukudmn^'' where the accused was 
convieted under Sec, 486, I.P.C., the two labels •were almost 
idcntica.1. And, in Faqir Chand v. Emperor'’^ the complainant 
firm had been selling “Horse Brand Shining Black Hair Dye”, 
the prominent feature of this laliel being a hoi’sc, and the accused 
commenced selling “Arabic. Horse Shining Black Hair Dye”. The 
design of the latter was also a horse hut with a riden on the horse 
and the colours were different. The conviction under Sec. 486, 
I . P . 0 , , was upheld. 

In PaUi Ram v. Emperor, Kiseh, J., held that where in a 
prosecution for counterfeiting trade mark it ajipearcd that the 
labels used were not so similar as to deceive a literate poi’son o>* 
even an illiterate person who had an opportunity of comparing the 
two, the accused was not liable to he convicted under Secs. 483 and 
486, I.P.C., in spite of the slight resemblances. So also, in a Sind 
ease“ the court held that where the marks used by the accused 
were likely to deceive an ignorant and unwary purchaser but still 
did not resemble each other sufficiently closely to deceive a person 
of ordinary observation comparing the two marks side by side, 
there was no offence under Secs. 483 or 486, I . P , 0 . , although the 
act constituted an offence under Sec. 482, T.P.O., for using a 
false mark. In Emperor v. BaJcatdlah Mallik^' the prosecutors 

(16) (190.<{) 8 C.W.N, 421; 1 Cr.L..T. .100. 

(17) (1914) 16 Bom.Ti.B. 78; 24 I.C. 8.14. 

(18) A.T.B. 1934 Lah. 687; 16 Lah. 114. 

(19) A.I.B. 1931 Oudh 277; 32 Cr.L.J.' 1177; 8 O.W.N. 827. 

(20) Lolcwmal v. Emperor, (1914) 8 S.L.B. 199; 16 O.T,..T. 2.10; 
27 I.C. 902. 

(21) (1904) 31 Cal. 411; 8 C.W.N. .107, 
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were selling fish-hooks in packets labelled with the design of two 
fish crossed with their heads, and tails pointing upwards, and their 
fish hooks were known as “Mash Marka.” The defendant’s fish- 
hooks were marked “Mash Mark’’ and had a design of one, fish 
with head and tail turned upwards. It was held that the essential 
feature of the design was too common and too apt for application 
to fish-hooks and that the defendant had not committed an offence 
under Secs. 482 and 486, I.P.(L In Surja Prasad v. Mohafnr 
Prosad Tribedy*^ the court held that the selling of rose water in 
bottles with labels, which although similar to the complainant’s 
showed differences on closer examination, did not constitute an 
offence under Sec. 486, I.P.C. 

In Aswini Kumar Pal v. Kmperor^^ Pearson and Patterson, JJ., 
said that for an offence under Sec. 486, I.P.C., the proper tost was 
whether an ordinary unwary purcha.ser would be deceived. The 
charge against the accused was that he had in his possession for 
sale certain tins of corn flour bearing a trade mark or ])roperty 
mark which was the counterfeit of the mark of Messrs. C. & E. 
Morton, Ld., and the conviction under See. 486, I.P.C., was 
upheld. Their Lordships observed that no one could possibly 
mistake the labels of the complainants’ and the accused’s if he 
were in the least alert and knew the original at all well. “It is 
equally, clear that the purchaser (if literate) would not be deceived 
if he had the two tins side by side. But that is not the proper test ; 
it must be considered from the point of view of the ordinary 
unwary purchaser.’’ It would appear from the above passage 
that the test proposed by their Lordships in the case of a ‘counter- 
feit’ mark can equally well apply in the ease of a ‘false’ mark and 
that the Judges did not contemplate any distinction between the 
expressions ‘false mark’ and ‘counterfeit mark.’ 

Compliaiiiaat’s title to the mark most be established. — The 

title of the complainant to the trade mark must be established in 
every case, before the accused can be convicted of an offence under 
this section. The cases of PdlU Ram v. Emperor,** Anookodl 


(22) (1907) 11 C.W.N. 887. 

(23) (1930) 34 C.W.N. 524; A.I.B. 1930 Cal. 728. See also 
Emperor v. Oanapat Sitaram Muikadam, (1914) 16 Boin.L.B. 78; Emperor v. 
Tapidae Dwiaihdas, (1907) 9 Boin.L.B. 732; Faqir Chand v. Emperor, A.I.B. 
1934 Lah. 087; 16 Lah, 114; Nallaya Pillai v. Ecmgaaami PUlai, (1895) 1 Weir 
550j Hargohind y. Ball* Eros., (1902) 35 P.B. 1902. 

(24) A.I.B. 1931 Oudh 277, 
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Chunder Nwidy v . Qtie&n Empress, Sur;fa Prttsad v . 
Mohahir Prosad Tribedy,' and Gohindn Chandra Roy v. Ahdvl 
Bashid^ may be cited in tliis connection. In Atmth Noth Dey v. 
Emperor^ a mannfactin*er of umbrellas complained that a rival 
trader had been paasin^ off his umbrellas as the complainant’s by 
affixinf^ a mark closely rewmbliiif? his own and coulainintr the name 
“Bntto Kristo Pal.” Action under See. 4S6, I.P.O., could not, 
however, be maintained as the comi)lainant failed to establish his 
exclusive title to the mark in que.stion. 

Possession of goods for sale. — It is not Jiecessary to establish 
tliat the sale of the goods witli the counterfeit mark had actually 
taken place. It is suffleient if a pei’son has in pos.s<*ssion tlic goods 
for sale or for any jmrpose of ti-ade or manufacture. In Yusuf 
Mahomed v. liansidimr ftiraogi* tin* acc\ised was charged at 
Oalcutta with pos.scssion of tins of ghee bearing <founterf<Mt trade 
marks of the complainant with a view to sell them in Rangoon. 
Although none of the gotuls complained of had actually been sold 
in the former place it was held that an offence had been committed 
under this section. In the same case the question of jurisdiction 
was also raised and the court obstwvcd that the Magistrate at 
Howrah could try the ease although the goods were not for .sale or 
for any purpose of trade in Howrah or any placo within its 
jurisdiction. 

Ckmunission agents and intermediaries not liable. — The 

section has no application to persons who may be in pas.se8.sion of 
the goods for purposes other than for sale, trade or manufacture. 
It is also inapplicable in the case of commission agents and other 
persons who act as intermediaries between the manufacturers and 
the importers. Although these people are concerned with the 
furtherance of trade they do not directly sell or expose or keep in 
possession such goods for sale, trade or manufacture. The fact 
that goods had been received by them for delivery to the actual 
purchasers would not constitute an offence under this section. 
Where certain goods ordered by the accused, who acted as commis- 
sion agents or intermediaries were .seized on the way at the instance 
of the complainants, and never paa.sed into the poases.sion of the 
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accused, it was held that the accused could not be convicted 
under Sec. 486, I.P.C.® 

Piracy of books actionable under Section 486, I.P.C. — 

A bookseller offering for sale the pirated edition of any book may 
be liablei for conviction under this section. In Knnai Das Bairagi 
V. Radha Shy am Bosafc® the applicants were found to have sold a 
large number of counterfeit copies of a well-known Bengali primer 
by Bam Sunder Basak with a perfect knowledge that the book 
which they were selling was not the real book but a l)ook purjmrting 
to be the real one. They were convicted of offence under Sec. 486, 
I.P.C., and sentenced to 3 months’ rigorous imprisonment. 

Textile designs not covered by Section 486, I.P.C. — In 

Narunud. Khemchand, v. The Bombay Co., Ld.,’’ it was held that a 
design on the textile goods did not con.stituto a trade mark or trade 
description within the meaning of the Indian Merchandise Marks 
Act. The complainant firm alleged that they had been importing 
and selling chintz printed with a particular design or pattern and 
that the accused firm had recently imported for sale chintz printed 
with similar designs. It was not denied that the accused firm would 
ordinarily have the right to copy the design in default of protection 
under the Patents and Designs Act. But it was claimed that the 
design amounted to a trade mark, and that if it did not amount to a 
trade mark, at aU events it amounted to a trade description. It was 
contended that copying the design amounted to an offence either 
under See. 486, I.P.C., or under Sec. 7 of the Merchandise Marks 
Act. The Court observed : “The design or pattern covers the whole 
body of the goods and appears to us to be part and parcel of the 
goods, and to fall within the definition of the ‘design’ given in 
Sec. 2 (5), Patents and Designs Act, 1911. It does not appear to 
us to satisfy the ordinary conception of a trade mark. It is not a 
mark apart and different from the goods, applied to them for 
denoting the goods to be the manufacture or merchandise of a 
particular person within the meaning of See. 478, I.P.C.* The 
copying of the design or pattern could not, therefore, be treated 

(5) Hargohind v. Greaves Cotton 4" Co., (1902) P.B. No. 32. 

(6) (1898) 26. Cal. 232. See, however Sadha Krishna Joshi v. 

Kissonlal Shridhar, (1901) 26 Bom. 289; see also In re Kanehi Doraisamy 
Mudaliar, (1909) 6 Ind. Cas. 683; 11 Cr.L.J. 393. 

(7) (1914) 8 S.L.B. 39. 

(8) The same view was expressed in KafimMah KamiduUa v. Papa, 
A.I.B. 1933 Nag. 344; 30 N,I<.B. 45, 
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as a counterfeiting of a trade mark within the meaning of Sec. 486, 
I.P.O. Nor do we think that the design or pattern can properly 
be brought within the definition of Hrade description' contained 
in Sec. 2 (2), Merchandise Marks Act. . . . Tlie design or 
pattern makes the chintz attractive for sale and is part and parcel 
of the goods themselves. Whei’cas what apy)ears to us to be con- 
templated by the section is the application of some independent 
marks calculated to lead persons to l)elicvc the goods to be the 
merchandise of some other person. The design or pattern could 
not, therefore, be treated as a false trade* des(M*iption nnd(*r Sec. 7, 
Merchandise Marks Act." 

Defences. — ^Where a person is eliarged with the connnissiou 
of an oifence under this seclion there are t\vo altc*r native defences 
open to the accused; the first being that, indicated by Olauses (a) 
and (b) of the section read together and tla^ other being that 
indicated by Cl. (c). The accused can show that, having taken 
all reasonable precautions, he had no reason to suspect llie genuine- 
ness of the mark complained of, and that in addition he gave' 
all the information in his power with respect to the person from 
whom he obtained the goods. This presupposes that the person 
charged believed that the mark was a genuine mai’k. But there 
is another alternative. The accused may be unaware that the 
trade mark in question is the x^roperty of any x)articular person or 
firm. If in these circumstances, he deals in the goods bearing the 
mark he will come under the other allernative as a |)erson who has 
acted innocently.® 

The onus of proving that the accused acted innocently is 
thrown on the defence. It is interesting to note that w'hcreas in 
Secs. 482, 487 and 488, I.P.C., the expression without intent to 
defraud" is used, the expression used in the present section is 
^‘othei’wise he had acted innocently." The distinction between 
the two expressions arises in the following way. For the commis- 
sion of an offence under Secs. 482, 487 and 488, I . P . C . , the accused 
is an active participator. The person must either use a false trade 
mark, or make a false mark on receptacles containing goods or 
make use of any such false mark. But under Sec. 486, T.P.C., a 
person who may become passively the possessor for sale of any 
goods bearing a counterfeit mark can be charged. In this ease the 
defendant has to prove to the court that he acted ‘innocently' and 
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explain how he came into possession of the said goods bearing the 
eonnterfeit mark. The defendant can establish his bona fides by 
showing to the court that he took all reasonable precautions against 
commission of the offence, that he co’uld not suspect the genuineness 
of the mark when he obtained possession of the article and that on 
demand made by the prosecutor he gave all information in his 
power with respect to the incriminating article in his passession 
for .sale. The same principles, of course, apply as in the plea that 
the defendant acted without intent to defraud which has been 
amply dealt with in an earlier section. 

IHnstrative oases. — A few cases which illustrate some of the 
eircunwtances under which the courts have held that the accused 
liad acted innocently may be cited. In MntUal. Premmit v. KanJmi 
Ldl Dasfi'° the prosecutor had ordered for woollen shawls fmm 
fJermany but refused to take delivery of the consignment of the 
.same, which were, thereupon, put to auction and bought by the 
accused. The latter commenced selling the goods without 
removing from them the original trade mark of the complainants. 
The conviction under Secs. 482 and 486, I.P.C., by the Magis- 
trate was set aside on appeal. In OlpadvoUa v. James WrighP' 
the complainant had introduced into the market soda water 
supplied in bottles with frosted appearance bearing the letters 
R. and T., Ld., with a special label and a capsule. Some of those 
bottles were wrongfully filled with mineral water by Messrs. Byron 
& Co., of which OlpadvoUa was the proprietor. It was shown that 
in Calcutta there was a common practice for various kinds of 
bottles to be used by different mineral water manufacturing firms 
indiscriminately and also, that the accused had given orders in his 
factory that bottles of other 'firms should not be accepted. But, 
as his men could not read English it was difficult to get the order 
carried out. The learned judges held that it was clear that there 
was no intention on the part of the accused to do anything harmful 
within the meaning of See. 486, I.P.C.. and that what was com- 
plained of had happened in the usual course of business in this trade 
in Calcutta. Ghose and Gregory, JJ., said : “It is not clear why 
the accused should be deprived of the benefits of the findings of 
fact arrived at by the learned Chief Magistrate when considering 
the words specified in Sec. 486, 1 .P . C . In our opinion the accused 
had acted innocently within the meaning of Sec. 486, and that 


(10) (190S) 32 Oal. 969. 

(11) A.T.B. 1928 C^l. 87.3; .32 C.W.N, 1115. 
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being so the conviction and sentence under Sec. 486, I . P . C . , must 
be set aside.” In 8 yon Sh^enum & Co. v. B. Solomon^^ the 
accused was charged with i>os.scs8ing porcelain goods imported 
from Japan, which were marked wrongly with the complainants' 
trade mark. The accused proved his bona fides and offered to make 
over the goods to the complainants on receipt of their cost price, 
but the offer was rejected. The com]>lainants demanded that the 
goods should either be returned to Japan or destroyed. It was 
held that the mark was not a counterfeit mark as defined by 
Sec. 28, I.P.C., which involved an intention to practise deception, 
and that the accused had not committed an offence under Sec. 486, 
I.P.C. . • 

Issue of search warrant for the purpose of inquiry illegal. — 

A st^arch warrant for the search of the premises of the accused and 
for the production of all goods, bills and books cannot lx; issued at 
the instance of the complainant for the puri)ose of an inquiry as 
to whether the accused had sold articles with a counterfeit trade 
mark. “The power of issuing a search warrant” said Pox, C.J., 
“is not intended to be used for the purpose of giving complainants 
an opportunity of fishing for evidence. The warrant is intended 
for use in respect of definite documents believed to exist which 
must be clearly specified in the warrant, and before is.suing it the 
Magistrate must have before him some information or evidence 
that the documents are necessary or desirable for the purposes of 
the inquiry before him. To issue a search warrant for the .search 
of a man's house and for the production of all papers and books 
in it for the purpose of an inquiry as to whether he had used or 
sold articles with a counterfeit trade mark, is a groas perversion of 
the law. 

Gorrespouding section of English Merchandise Marks Act. — 

The special defence Clauses (o), (h) and (c) of this section have 
been adopted from Sec. 2 (2) of the corresponding English 
Statute of 1887. The importance of Cl. (6) was emphasized by 
Mr. Hindmarch, Q.C., before the Merchandise Marks Committee 
of 1862 and was specially introduced at his instance. The Act of 
1862 went still further. By See. 6 of this Act a person who was 
found with articles bearing a forged or false trade mark could be 
compelled on demand in writing by or on behalf of the holder of 

(12) A.I.B. 1926 Bang. 134; 4 Bang. 16. 

(13) Moideen Bros. ▼. Eng Thamg ^ Co., (1916) 36 I.C. 691; 

lOBur.li.T. 216. 9ee sHtto Eajasingh v . TiTcamAoss, (19.35) 29 R.Tj.B. 179; 
A.I.B, 19.35 Sind 107 (2), 
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the orifi:inal mark to disclose all the information regarding the 
names and addresses of the persons from whom he obtained the 
spurious article. The court might order such information to be 
given and on refusal could fine the person £5. Such refusal to 
comply with the order was also admitted by the Court as prima 
facie evidence of guilty knowledge at the time when the article 
was sold . 

Tlie present Epglish Act does not contain, however, the above 
provisions. According to Sec. 2 (2) proof that a person who has 
l)een chai’ged gave all information in his power relating to the 
persons from whom he obtained the .spurious goods forms part of 
his defence as provided by Cls. (a) and (&). But refusal to 
supply such information is not regarded as an admission of guilt. 
Nor does such refusal entail any other penalty except that when 
ordering costs the court under Sec. 14, may take into consideration 
the information given by and the conduct of the defendant. But 
a.s there is an alternative defence provided under this .section, it is 
(juite conceivable that a person charged may refuse to supply 
information as required under Cl. (ft) and by still taking 
.shelter under Cl. (c) he may be acquitted. It may be noted that 
while Cls. (o) and (ft) should be read together being connected 
by the conjunction ‘and’, 01. (c) is preceded by the word ‘or’ 
and begins with the word ‘otherwise.’ 

English cases. — In the ca.se of Christie, Manson, and Woods 
V. CoopeC* the defendants were charged with selling China dishes 
hearing the forged trade mark “Royal Dresden” belonging to the 
Royal Porcelain Factory of Saxony. It was shown that the 
appellants Had catalogued to .sell those goods as “Dresden China” 
but on receiving information before the auction which led to 
suspect the genuineness of the mark they sold the China “for what 
it is” at the same time scoring out the word “Dresden” as the lot 
was marked in the catalogue. The conviction by the Magistrate 
was set aside on the ground specified in defence Cl. (c). Mr. Justice 
Channel .said: “It seems to me quite clear that there may be 
innoc-ence of any intention to infringe the Act, even although there 
may be suspicion of the genuineness of the article or trade mark. 
This is what the word “otherwise” means, I think.” 

The meaning of Cl. (c) was more fully explained in the ease 
Coppen V. Moore'’ which is of great imiiortance and authority 

___ ___________ 

(16) (No. 2) (1898) 2 Q.B. 306, 
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and has been followed in later decisions. In this case Lord Hussell, 
C. J., said: “It seems clear that Cls. {a) and (6) of sub-Sec. 2 
apply to cases where goods in question are in the possession of 
accused for sale, or are sold with the foiled trade mark, or false 
trade description already stamped upon them or> otherwise applied 
to them, and not to a case like the present, where the false trade 
description is applied upon the occasion and as part of the terms 
of sale; and in the latter case the accused must roly for his excul- 
pation upon Cl. (c), namely, by showing that he had acted 
innocently.” 

A person cannot knowingly apply a false descrix)tion although 
he had no intention to deceive the i)ublic, but was actuated by 
merely a desire to save some extra expense. In Kirshenboim v. 
Sidmott and Oluckstein^'^ the resijondcnts wei'c charged with using 
some old labels with the descrijitiou “guaranteed hand made” to 
machine made cigarettes of equally good (piality as hand made 
ones. It was held by the Court tliat in utilising an old stock of 
labels the respondents had not acted innocently. So also, in 
Thwaites & (Jo. v. McJJuiUy^^ where the manufacturers of mineral 
water had I’efilled bottles belonging to a different manufacturer and 
embossed with the latter’s trade name and sold them it was held 
that the defendant could not be said to have acted innocently 
although labels showing his name were also affixed to tiie bottles. 
In that case it was not i)roved or alleged that fraud was intended 
or that any person had actually been misled. But the plaintiff’s 
had served notice on the defendants cautioning them against using 
bottles embossed witli the jjlaintiffs’ name, notwithstanding which 
tJic defendants had x>ersisted in using tJicm and claimed a right 
to do so. Porter, M. B., (Ireland) said: “Where a man knows 
that another is the owner of a trade mark, and he intentionally 
uses it, by applying it to his own goods, from motives of i)crsonal 
convenience or profit, he cannot under the Statute claim immunity 
on the ground of innocence. ’ ’ On appeal, the decision of the Master 
of Bolls was affirmed with co.st8 on the authority of Allan v. 
Richards.^* The Court of Appeal held that the defendants by 
putting mineral water of their own manufacture into bottles 
beai'ing the plaintiffs’ trade marks, committed an offence against 
the Merchandise Marks Act, that the word “innocently” in section 


(16) (1898) 2 Q.B.D. 19. 

(17) (1904) 20 E.P.C. 663 and 21 K.P.C. 397; (1901) 1 Ir.E. 310. 

(18) (1882) 26 S.J. 668. 
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2, Kub-Svc. 2 (c) ol' that Act meant imioccnce of iutoutiun to iii- 
i'ringe the Act, and that placing labels bearing their own 
on the bottles by the defendants was not sufficient. 

The explanation of the word “innocently" in this sub-section 
came again for discussion in Donohoe, Ld. v. Cherry Bros., 

Both the plaintiffs and defendants were manufacturers of mineral 
waters and were selling to retailers in bottles embossed with their 
respective trade descriptions. The retailers were in the habit of 
returning the empty bottles indiscriminately and by mutual agree- 
ment among the two manufacturers the bottles were afteirwards 
sorted and returned to the respective firms. The plaintiffs com- 
plained that a certain number of their bottles which had thus come 
into the defendants’ possession, instead of being returned, had 
been filled with mineral water of the defendants’ manufacture and 
sold to customers . The bottles, however, had on them the defend- 
ants ’ labels. Intentional fraud was not alleged but it was con- 
tended that tlie acts complained of were the result of culpable 
carelessness and neglect of reasonable pi*eeaution. It was held 
that the defendants had taken reasoimble precautions, that the 
acts complained of were accidental, and that the defendants 
came within the exemption provided by the Act as having “acted 
innocently.” The facts in Thwaites v. M’Evilly were distinguished 
from this case and injunction was refused with costs. 

In AUard v. Selfridge & Co.,*” the Magistrate found that the 
respondents had sold stockings as of silk which were, in fact, of 
atlificial silk. He held that all reasonable precautions had not been 
taken, but that the buyer employed by the respondents had acted in 
good faith, and that in the absence of any intent to cheat or defraud, 
the respondents had “otherwise acted innocently" and were 
entitled to an acquittal. The Court, however, observed that Sec. 
2 (2) of the English Merchandise Marks Act provides two alter- 
native kinds of defence, one contained in Cls. (a) and (6) together, 
and the other in Cl. (c), that it was necessary to piove that all 
reasonable precautions were taken to suspect the genuineness of 
the trade description, and that the seller was not entitled to say 
that although he did not take all reasonable precautions, he had 
no leason to suspect the genuineness of the trade description, and 
therefore, “otherwise" acted innocently. Such an interpretation, in 
the opinion of the Court, would in effect omit the word “otherwise." 

(19) (1908) 26 B.P.C. 545. 

(20) (1925) 1 K.B. 129. 
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Mftldng ft fftls6 nsArk upon any recoptaclo containing' goods. — 

“487. Whocvfir makes any false murk upon any case, 
package or other receptacle co-ntaining goods, in a tnasincr reason- 
ably caicvlatedt to cause any public servant or any other person 
to Believe that such receptacle contains goods which it docs not 
contadn or that it does nat contain goods which it does contain or- 
that the goods contained in such receptacle are of a nature or quality 
different from the real nature or quality thereof shall, unless he 
proves that he acted without intent to def raud, be punished with 
imprisonment of either description for a term which may extend 
to three years or with fine, or with both. ’ ' 

The offence is nou-cognisal)lc . It is Jmilalblc but not compound- 
able and is triable by Court of Session, Presidency Magistrate, or 
Magistrate of the first or second class. 

The definition of ‘false mark’ for the purposes of this section 
is contained in the section itself. It is a mark upon any case, pack- 
age or other receptacle which is calculated to mislead a public servant 
or other person about the contents of the case, etc. It will be noted 
that the false marking on the actual goods does not come under 
this section. It may also be remarked that the expression used In 
this section is ‘false mark’ and not ‘false trade mark’ or ‘false 
property mark’ as mentioned in the earlier sections. 

The primary object of tliis .section is to prevent cases where 
false marks are put on a case or package with a view to evade 
payment of customs duty. For instance, imported article.s may 
arrive in packages which are marked in .such a way as to indicate 
falsely to the cu.stoms authorities that the goods inside belong to a 
class for which the scheduled duty is lower than for the class of 
goods which are actually within the case. 

The operation of this .section, liowever, may not be confined 
to cases of evasion of customs duty. A consignor of goods by railway’ 
may become liable if he marked ‘perislnible’ on a case which actu- 
ally contained non-pci*ishabl€^ goods with a view to evade payment 
of a higher freight. 

It will be seen that the deception of any person other than a 
public seiwant is also actionable. So a vendor may not mark 
“Rose water’’ or “Eau dc Cologne” on a bottle containing ordinary 
water. Such cases will no doubt constitute offences under Sec. 6 
of the Merchandise Marks Act, but they will also come under 
Sec. 487, Indian Penal Code. Similarly reference to nature or 
quality of the goods in this section may bi'iiig several cases of false 
trade description within ita scope. 
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The points requiring to be proved for a charge under this 
section arc — 

(1) the accused had marked upon any case, package or other 

receptacle containing goods ; 

(2) that such mark was false ; 

(3) that he did so in a manner reasonably calculated to make 

a public servant or any other person to believe — 

(a) that the goods inside the receptacle were different 

from what they actually were or 

(b) that the receptacle did not contain the goods which it, 

in fact, contained or 

(c) that the goods in the rceei^tacle were of a different 

nature or quality from what they were. 

in defence the accused can plead that he had no, criminal in- 
tention. As under the earlier sections intent to defraud will be 
presumed against the accused ; but such presumption is rebuttable. 
If the accused succeeds in establishing before the court the absence 
of “mens rea” he will be acquitted. 

Where an accused had been prosecuted and convicted under 
Sec. 61 of the Bengal Excise Act and proceedings had been insti- 
tuted against him under Secs . 486 and 487, Indian Penal Code and 
Secs. 6 and 7 of the Merchandise Marks Act, it has been held that 
the provisions of Sec. 403 of the Criminal Procedure Code did not 
operate as a bar to the institution of separate proceedings under 
the Merchandise Marks Act in respect of an offence which was 
disclosed during the course of the first trial.*®'® 

Punishment for making use of any such false mark. — 

“488. Whoever makes me of any such false mark in any 
manner prohibited by the last foregoing section shall, unless he 
proves that he acted without intent to defraud, be punished as if 
he had committed an offence against that section.” 

The offence is non-c<^nisablc, and non-compoundablc . It is 
bailable and is triable by Court of Session, Presidency Magistrate 
or Magistrate of the first or second class. 

The points requiring proof are: — 

(1) that the accused made use of any package, case or 

receptacle containing the goods; 

(2) that such package or case had applied on it a mark, and 

(20-a) Queen Empreta v. Croft, 23 Cal. 174. 
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(3) that such mark was a false one and was reasonably cal- 
culated to cause any public servant or other x>erson 
to believe that the goods within the case or package 
or their nature or quality were different from what 
they actually were. 

The above points establish a prima facie charge against the 
accused who may, however, plead in defence that he acted without 
intent to defraud. 

It may bo noted that this section is also primarily intended 
to prevent persons from evading the payment of customs duties 
in full or in part by making use of false marks on cases or 
receptacles. 

Tampering' with property mark with intent to cause injury. — 

‘ ‘489 . Whoever remioves, destroynff defiwes or adds to any property 
inarkf intending or knowing it to he likely that he may thereby 
cmise injury to any person, shall be punished with imprisonment 
of either description for a term which may extend to one year, or 
with finCf or with both. * * 

This offence is non-cognizable, bailable and is triable by the 
Presidency Magistrate or a Magistrate of first or second class. 
Summons should ordinarily issue in the first instance. It is non- 
compoundable. 

The section is limited to offences relatitng to tampering with 
property marks . 

The points to be proved for establishing an offence under this 
section ai*e : — 

(1) ' that the mark in question was a property mark; 

(2) that the accused tampered with it by removing, des- 

troying, defacing or adding to it; 

(3) that the accused did so intending or knowing it to he 

likely that he may tlierehy cause injury to any 
person. 

The object of this section is to prevent cases of misappropriation 
of goods by defacing the property mark which may have been 
applied on them. It may, be noted that for an offence under this 
section the prosecution has to establish tliat at the time of tamper- 
ing with the property mark the accused intended to cause or knew 
it to he likely that he might thereby cause injury to another person. 
The onus of proving mews rea is thus left to the prosecution without 
which the accused cannot be convicted. 

61 h 
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IL Trade Descriptions. 

Sdction 2 (2) UercliAxidiBd BtorkB Act. — The expression 
‘trade description’ is defined by Sec. 2 (2) of the Act as follows: — 

“2’r«de descriptum" means ani/ description, stutcvwnl or 
other indication, direct or indirect , — 

(a) as to the mumber, qatmtity, meas'ure, gauge or weight 

of any goods, or 

(b) as to the place or country in which, or the time at which, 

any goods were made or produced, or 

(c) as to the mode of manufacturing or producing any 

goods, or 

(d) as to the material of which any goods are composed, or 

(e) as to any goods being the subject of an existing patent, 

privilege or copyright; 

and the use of any numeral, word or mark whidt, according to 
the custom of the trade is commonly taken to be an indication of 
any of the above matters shaU be deemed to be a trade description 
within the meaning of this Act-. 

The above definition has been adopted from the corresponding 
Sec. 2 (1) of the English Statute. 

Imitation of ‘maJce up’. — The indication alluded to in the 
words ‘ ‘ any description, statement, or other indication, direct or 
indirect,” in the definition of trade description must be in the 
nature of a description or statement and docs not include the ‘make 
up ’ of goods.*^ A person cannot, however, pass off his goods under 
the imitation of the get-up of a well-known manufacturer even 
though the goods are not accompanied by any description as 
belonging to the other person. Such imitations of get-up may 
come under the supplemental provisions in Sec. 4 (1) of the Act 
constituting a fal^ description, and may also be dealt with as a 
false trade mark. 

Verbal trade description. — ^According to English case-law a 
description which is merely verbal cannot constitute a trade 
description within the meaning of the Act. Much less would it be 
the ease where the description is inferred merely from the conduct 
of the person selling the article in question. A leading ease on the 
point is Langley v. Bombay Tea Co., Ld., where the court held 

(21) The Merchandise Marks Manual, (1930) p. 13. 

(22) (1900) 2 Q.B. 460. !6co also Coppen v. Moore, No. 1, (1898) 
2 Q.B. 300. 
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that trade description meant something written, printed or 
stamped and that a description ex2>re88ed in words or implied by 
conduct was not sufficient to constitute an offence under the Act, 
False verbal statements even where deliberately made with a view 
to induce the purchaser to buy eei’tain goods will not constitute a 
false trade description within the meaning of the Merchandise 
Marks Act, but in such cases the complainant may sue for cheating. 

. But words which are unintelligible would constitute a trade 
description if at the time of sale, they were explained orally. The 
ease of Cameron v. Wiggins^ may be cited in this connection. 
The purchaser asked for New Zealand mutton and was supplied 
with mutton on which the letters N.M. were marked. At the 
of the sal© it was explained that the letters stood for New Zealand. 
Notwithstanding the absence of any trade custom as to tlie meaning 
of the letters in question evidence of the verbal description was 
held admissible and the letters were held to constitute a trade 
description in these circumstances. 

Words on the goods not constituting trade description. — 

Under certain conditions words which arc marked on goods would 
be regarded as part of the goods themselves and not as trade 
description, although such words may, in fact, indicate the nature 
of the goods within the definition of the above section. Some 
illustrations are given in the Merchandise Marks Manual. 
Buie 32 says: 

“The use of the Eiiglish language on foi-eign made goods is 
admissible as parts of the goods themselves. 

Examples . — English verses and texts on ’Xmas and 
birthday cards; words such as “Photographs” and "Stamps” on 
albums; “Tobacco” on pouches; “Gold,” “Silver,” “Stamps” on 
the divisions of a purse, the names of hotels or purveyors on 
crockery intended for use by the ostablishments or firms whose 
names it bears; “Fast,” “Slow,” on regulatoi’s of Swiss Watches; 
regulating words such a.s “Blood heat,” “Boiling,” “Freezing,” 
on thermometers, or “Fair,” “Bain,” etc., on barometex's; 
Christian names on handkerchiefs. The use on such goods, 
however, of names of makeis, publi-shei-s, or dcalei's in this country, 
or of any description of the goods or addi'css which woxild in any 
way suggest English origin, will involve detention. Expressions 
.such a.s “Think of me,” “For a good boy,” on foreign goods must 
hear a statement of foreign origin.” 


(23) (1901) 1 K.B, 1. 
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(a) Number^ quantity , measure, gauge or weight of any 
goods . — This clause is directed to description of textile and other 
goods where the length and number of folds are commonly marked 
on the goods. Such description is often compulsory in the case 
of textile goods. For instance, Sec. 12 (1) lays down that’ all 
piece-goods which have been manufactured in British India shall 
not be removed from the factories without having conspicuously 
stamped in British numerals on each piece the length thereof, in 
standard yard, according to the real length of the piece. 
Paragraphs 6 to 10 of Notification No. 1430 of the 6th April, 1891, 
as subsequently amended prescribe the conditions under which yarn 
should be tested for the purposes of the Merchandise Marks Act 
and paragraphs 1 to 5 of Notification No. 1474 of the 13th 
November, 1891, as subsequently amended declare what variations 
from the described length, weight or count, make trade descriptions 
false in the material respect.^^ 


(24) Trade descriptions ov length and width. 

No. 1474, dated the ISth November, 1S91, as subsequently amended : — 
la exercise of the poweis conferred by 8ec. 10 of the Indian Merchandise 
Marks Act, IV of 1889, and in supersession of all existing orders on tho 
subject, the Qovernor-Qeneral in Council directs that Criminal Courts, in 
giving effect to the provisions of the Act in respect of trade descriptions of 
quantity, measure, or weight of the goods specified hereunder shall observe 
the following instructions: — 

1. — ^A trade description of length stamped on grey, white, or colowred cotton 
piece-goods, shall not be deemed to be false in a material respect, 
unless — 

(a) where a single length is stamped, the description exceeds the 

actual length by more than — 

4 inches in pieces stamped as 10 yanls long and under; 

5 inches in pieces stamped as above 10 yards and up to 23 yards 

long; 

7 inches in pieces stamped as above 23 yards and up to 36 yards 
long; 

9 inches in pieces stamped as above 36 yards and up to 47 yards 
long; 

18 inches in pieces stamped as above 47 yards long; 

Provided that the average length of the goods in question shall not be 
less than the stamped length; 

(b) where a maximum and a minimum length are stamped, the 

described maximum length is greater than the actual length by 

more than — 

9 inches in piece-goods under 35 yards long; 

18 inches in piece-goods 35 yards and up to 47 yards long; 

36 inches in piece-goods above 47 yards long; 

Provided that no such piece shall measure less than the minimum stamped 
length. 
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As an example of trade description relatinjar to ‘‘number’^ the 


TT. A trade description of width siampe<1 on grey, white, or coloured cotton 
piece-goods shall not he deemed to be false in a material respect, 
unless the description exceeds the actual width by- 

half an inch in pieces stamped as 40 inches or less in width; 
three-quarters of an inch in pieces stamped as over 40 inches or 
under 59 inches in width ; 

^ one inch in pieces stamped as 59 inches or more in width ; 

Provided that the averagfe width of the goods in question shall not be 
less than the stamped width. 

TRADK DESfRICTIOXS OF rOTTNT. 

TTT, — A trade description of count or number, length or weight, applied to 
grey or bleached cotton yarn, shall not be deemed to be false in a 
material respect, unless — 

(n^ the described count or number is greater or less than the 

actual count or luimbor by more than 5 per cent., provided 
that the average count of the whole of the yarn in question 
is not greater or less than the des(*ribed count; or 
(h) (i) in a bundle of grey yarn, the average length of the whole 

number of single hanks is less than 840 yards and of double 
hanks is less than 1,680 yards; or 
(ii) in a bundle of bleached yarn, the average length of single 
hanks is leas than 819 yards and of double hanks is less 
than 1,683 yards; or 

(c) (i) ill a bundle of yarn of any count under 50, described as 

being 10 lbs. in weight, the number of knots of 20 hanks 

each is not half of, or the number of knots of 10 hanks 

each is not the same as, or the number of knots of 5 hanks 
each is not double the described count or number of the 
yarn ; or 

(ii) in a bundle of yarn of any count under 50, described as 

being 5 lbs. in weight, the number of knots of 20 hanks 

each is not a quarter of, or the number of knots of 10 hanks 
each is not half of, or the number of knots of 5 hanks each 
is not the same as, the described count or number of the 
yarn; or 

(in) in a bundle of yarn of any count from 50 upwards, the 
number of knots of 20 hanks each is not half, or the number 
of knots of 40 hanks each is not a quarter, when the 
described weight is 10 lbs., or is not a quarter or an eighth, 
• when the described weight is 5 lbs., of the count or number 
of the yarn; or 

(d) in the case of bleached yarn, the described weight exceeds 

the actual weight by more than — 

10 per cent, in counts up to 24; 

8J per cent, in counts from 25 to 40; 

7^ per cent, in counts of 41 and upwards; 
the allowance being 1 per cent., less than that specified in each of the 
above cases if the bleached yarn in the bundle is two- fold: 

Provided that for the purposes of applying any of the sub-clauses of 
Clause (c) to importations of single yarn in double hanks and of two-fold 
yam in single and double hanks, one single hank of two-fold yarn, one double 
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ease of Rex v. may be cited. The practice in the cotton 

trade is that yarn is made up into "hanks,” each hank measuring 
840 yards. The number of hanks which make up one pound 
represents the fineness of the yarn in ‘counts,’ The defendant, 
for the puirposes of his export trade had caused bundles of yam 
containing fortyfive hanks to the pound to be made into bundles 
containing sixty hanks to the pound by ‘‘short reeling.” A double 
fraud was thus committed since the yarn was made to appear 'of 
finer quality than what it actually was and each hank contained 
only 640 yards instead of the normal length, namely, 840 yards. 
It was held by the Magistrate that there was misrepresentation 
both as to the length and fineness of the yam and' it was immaterial 
whether or not the number of the count was described on the 
bundles of yam. The defendant was convicted for causing false 
trade description to goods. 

Invoices are trade descriptions — ^An invoice sent in connection 
with the goods whether it comes just before or after the goods will 
constitute a trade description in connection with the goods. In 
Bvdd V. Lucas^ the respondent supplied six barrels of beer with 
an invoice in which the casks were described as “barrel.” In the 
beer trade the term "barrel” indicated a cask containing 36 
gallons but one of the casks delivered contained considerably less 
than this quantity. Although the invoice was not physically 
attached to any of the casks it was held that it was a false trade 
description within the meaning of the Act. So also in North 
Eastern Breweries, Ld. v. Gibson* the respondent having ordered 


hank of single yarn, and one doable hank of two-fold yam shall be taken 
respectively as two, two and four hanks of single yam,, but the described 
count or number shall contain a definite indication that the yam in the bundle 
is two-fold or in double hanks or both, as the case may be. 

IV. — A. trade description of count or number applied to a bundle of dyed, 

cotton yam shall be accepted as indicating length « only, the hank 
being taken to measure 840 yards, and it shall be deemed to be false 
in a material respect if the average length of the hanks in a bundle 
is less than 819 yards. 

V. — A trade description of length applied to thread of any hind (of cotton,' 

wool, flax or silk) shall not be deemed to be false in a material 
respect, unless it exceeds the actual length by more than 1 per cent. 

(25) Manchester Police Court, .^Oth July, 1889, (Manchester Guardian, 
31st July, 1889). See also Bex v. ManovJdan, Manchester Police Court, 
10th May, 1898; (Manchester Guardian, 11th May, 1898.) 

(1) (1891) 1 Q.B. 408. 

(2) (1904) 20 T.L.B, 490 ; 48 Sol. .To. 470. 
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one Kilderkin of ale received a cask of ale together with an invoice. 
The cask held 17 gallons 1 quart and 1 pint while a Kilderkin was 
a cask holding 18 gallons. It was found as a fact that the appellants 
know that the process of coopering casks had the effect of diminish- 
ing their holding capacity. Jt was held that the axipellants were 
rightly convicted of applying a false trade description. Tlie 
section also extends to cases where a description which although 
nlade orally was added to the invoice at the request or suggestion 
of the person who purchased the goods.* 

Star Tea Co. v. Whitworth.— In Star Tea Co., Ld. v. 
Whitworih^ the respondent alleged that the description of a packet 
of tea as containing quarter pound was false trade description 
under the following circumstances. The packet of tea was wrap- 
ped in a piece of leadpaper wrapper having the words' “quarter 
pound gross weight.” The packet was tied up with a string and 
inserted under the string was a ticket on which were printed 
“Given with 1|4 lb. of tea” on one side and on the other a notice 
to the effect that every purchaser of tea from 1|4 lb. and upwards 
would receive a valuable present. The packet together >vith the 
wrapper weighed slightly over 1|4 lb., but it contained 3^ oz. only 
of tea. The Magistrate held on these facts that the ticket under 
the string constituted a false trade description and this decision 
was upheld on appeal by the Division Court.* Where, however, 
the description applied to goods clearly indicated that the weight 
of the goods supplied was less than what the purchaser asked for, 
there ■would be no offence. For instance, if a purchaser asked for 
half pound of tea and was supplied with a packet with a description 
clearly showing that only the gross weight of the packet was half 
pound, there would be no commission of offence.® 

(ft) Place, or country in which or the, time at which any 
goods were made or •produced. — ^This is an important sub-section 
and corresponds to Sec. 3 (1) (ft) of the English Statute. Any 
description, statement or other indication that the goods to which 
they are applied were made or x>roduced in one country when such 
goods were really made or produced in anothei*, would constitute 
a false trade description. 

(.3) Coppen V. Moore (No. 1), (1898) 2 Q.B. .".OO. 

(4) (1904) 20 T.L.B. 5.39; 91 L.T. 87. 

(5) Lord Alverstone, C. .1., Wells and Kennedy, J.T. 

(,6) Langley v. Bombay Tea Co., Ld., (1900) 2 Q.B. 400. 
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Three principal classes are to be distinguished under this head.^ 

(1) goods made or produced beyond the limits of the United 
Kingdom and British India and bearing or purporting to bear the 
name or trade mark of a manufacturer or trader in these two 
countries ; 

(2) goods made or produced beyond the limits of the 
United Kingdom and British India, ami having applied on them*a 
false trade description or indication, other than the name or the 
trade mark of a manufacturer or trader in British India or the 
United Kingdom, indicating that the said goods were made or pro- 
duced in either of these countries ; and 

(3) goods made or produced in one country, but bearing 
a false trade description indicating that they wei’c made or pro- 
duced in another. 

The importation of goods falling under any of these clauses 
is prohibited under See. 18 (d and e) of the Sea Customs Act. 
(Sec. 10 (1) of the Indian Merchandise Marks Act) . 

Since unmarked goods may be imported without any indication 
as to the country of origin, the question may arise whether the 
marking of such goods with trade marks or descriptions in English 
after their importation into India will constitute the offence of 
falsely applying trade marks or descriptions. A similar thing 
happened in the English case Watson v. Dr. Jaeger’s Sanitary 
Woollen System Co.,^ where the accused was charged with the 
offence of unlawfully causing to be applied a false trade description, 
namely, a mark purporting to be an English mark under the 
following circumstances. The respondent had imported unmarked 
vests of (rerman manufacture and had applied on them after their 
importation into England the words “Dr. Jaeger’s Sanitary 
Woollen System Co., Sole Concessionaries, pure wool. Warranted.’’ 
He was charged under Sec. 2 (1) of the English Merchandise 
Marks Act for applying a false trade description to goods. The 
Lord Mayor dismissed the ease on the ground that the imposition 
of the mark on the goods was not such a use of a “mark’’ as defined 
by See. 3 (1) of the English Act, as to constitute its application 
to such goods a “false description’’ as defined therein. He also 
held that the evidence as to whether according to the custom of the 
trade the imposition of English words on unmarked goods of 


(7) See Merehandise Marks Manual, p. 17. 

(8) (1897) 13 T.L.B. 150. 




XL] 


The Indian Merchandise Marks Act, 1889. 


489 


foreign manufacture indicated that the goods which were so marked 
were made in England was not admissible. The Divisional Court 
held that the evidence sought to be given was admissible. Wright, 
J.,. said: '‘The case must go back with the direction that the 
evidence sought to be given was admissil)Ie. The trade mark may 
be a false trade description, and the appellant may call any evid- 
ence he likes to show that it is so.’* But the respondent failed to 
establish the alleged custom of the trade. 

Goods made partly in one country and partly in another. — 

Tlic chief difliculty in connection with the application of this 
section lies in respect of goods which are not wholly made in any 
one country. Certain instructions in this connection are contained 
in the Indian Merchandise Marks Manual.**^ "In the ease 
of goods witli distinguishable ]mrts or constituents manu- 
factun^d or produced in different countries, an indication of origin 
in any country on one part should be taken, in the absence of any- 
thing to the contrary, as applicable to the whole.” As examples it 
is mentioned "that a British or German hall-mark on the case of 
silver watch should be held to include the works and dial plate also 
and if the wgrks and dial ]>late are not of British or German make, 
as the case may be, a counter indication should be required on the 
latter.® Tn the case of goods with indistinguishable parts or con- 
stituents made in different countries, a general statement such as 
'produce of different countries’ is permissible. 

Excimple . — Brandy blended in the United Kingdom from the 
produce of France or Italy. 

In the case of goods with indistinguishable parts or constituents 
made in the United Kingdom and other countries, the above counter- 
indication will be sufficient even when the goods bear the name or 
trade mark of a British or British Indian trader or dealer. The 
names of provinces or towns cannot ordinarily be substituted for 
those of countries except in those cases where they are so extensively 
known that the Indian consumer is not likely to be misled, {e.g.) 
Paris, Bohemia, Berlin.” 

Bischop V. Toler. — In Bischop v. Tole.r^^ the person had in 
his possession for sale margarine packed in cardboard boxes marked 
with the words "French Factory.” The margarine consisted of a 

(8-a) See p. 20 of the Manual. 

(9) Special Secs. 7 & 8 for marks on watch cases are provided in the 
English Statute. 

(10) (1895) 65 L.J.M.C. 1; 7.3 E.T. 402; Referred: Williamsonf Ld, 

V. JHemey, (1900) 83 L.T.N.S. .592, 
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substance called “Le Dcnsk” obtained from animal fat made in a 
French factory and thence sent to England where it was mixed 
with Danish butter and English milk and made into the finished 
product which was sold. Lord Russel, C. J., and Cave, J., hdd 
that the circumstances in which “Le Dcnsk” was sold to the public 
represented that tlie article was of foreign manufacture and that 
as the margarine became the finished product for the first time in 
England the words “French Factory” constituted a false trade 
description. 

In WUliatnson, Ld. v. Ticraej/” certain parts of a watch were 
imported into England in a more or less unfinished state and the 
watch was assembled in England. The vtdue of the imported pieces 
was about Sd and the watch was .sold for £2-5si^ . with the description 
“English lever . ’ ’ The Magistrate held that the finishing operations 
in England were not of such a character as to destroy the foreign 
character of the imported parts and convicted the appellants of 
applying a false trade description to the watch . On appeal to the 
Court it was held that if the Magistrate had come to that conclusion 
as one of fact on the evidence the Court would not disturb his 
decision; but if he decided upon the view that the inclusion of 
certain parts partly manufactured abroad compelled him as a 
matter of law to hold that “English lever” was a false trade des- 
cription, then his decision could not be supported. 

Oeographical names. — A trade description which in indicat- 
ing a particular class of goods includes the name of a place or 
country, must be regarded prima facie as suggesting that the goods 
are the produce of that country. This rule should however be 
applied subject to the following intei’pretations.’* Geographical 
names in trade descriptions may be classified under three groups: — 

(1) those which retain their geographical significance (e.flr.) 
Jamaica Bum, Scotch Whisky, etc., 

(2) those which have lost their geographical significance, 
but are still calculated to mislead (e.p.) Munich beer, Carrara 
marble, Damascus steel, Egyptian cigarettes, Kidderminster 
carpets, Paris garters, Amritsar .shawls, Shetland wool; Windsor 
soap, etc., mid 

(3) those which have by common usage been accepted aa 
devoid of geographical significance and are not calculated to mis- 
lead (c.p.) Balsam Peru, Balaclava caps, Brunswick black, Cash- 


(11) (1900) 17 T.L.B. 174; 83 L.T. 592. 

(12) The Merchanifise Marks Manual, Part III, Buie 27, 
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mere when applied io woollen goods, Ban de Cologne, French 
Polish, French chalk, German silver, India rubber, Indian ink, 
Manilla roi>e, Morocco leather. Plaster of Paris, Prussian blue, 
Russian leather, Turkish towels. 

The customs officers are instructed that in the case of geo- 
graphical descriptions falling under the first group if the goods are 
not actually made or produced in the country iTiferred to, no 
counter indication should be accepted. Where the name has lost its 
geographical significance, though still calcidatcd to mislead, a 
counter indication of origin may be accepted as removing any mis- 
apprehen.sion . In the case of descriptions falling under the 
third category the goods may he passed without any counter indi- 
cation ; but such counter indication would be neeessaiy where other 
English words are used along with these geographical names. 

In Homes v. Pipers, the respondents sold a bottle beai*- 

ing the label “Pine British Tarragona wine.” The bottle did not, 
however, contain Tarragona wine but a mixture of S.*) per cent, of 
an English wine and 15 per cent, of Mistella, a heavy form of 
Tarragona wine made and used solely for blending purposes and 
not suitable for consumption by itself. It was held that the label 
on the bottle was a false trade description within the Merchandise 
Marks Act. 

In Samdeman v, Oold^* the respondent sold a bottle of Spanish 
wine as “Tarragona Port”, “Tarragona” being not port, and the 
wine sold being “Tarragona”. It was held that a false description 
had been applied, as under the Anglo-Portuguese Commercial 
Treaty Acts, 1914 and 1916, the description “port” applied to 
any wine other than wine produced in Portugal should be deemed 
to be a false trade description within the Merchandise Marks Act. 

In i?. V. Bttfcfter’® the defendant sold British made cigars 
from Havana tobacco in boxes bearing Spanish words “Plorde 
Creanso” and the picture of a Spanish lady. It was shown that 
British madd cigars had for many years been sold under a similar 
get-up. It was held that a false description had been applied 
and that it was not necessary to prove that the purcha.ser was 


(13) (1914) 1 K.B. 57; 83 T...T.K.B. 283. Of. Hooper v. 

Xiddle 4- Go., (1906) 95 L.T. 424. 

(14) (1984) 1 K.B. 107; 40 T.L.B. .31; 08 Sol. .To. 140. 

(15) (1908) 99 L.T. 622 ; 84 T.B.B. 797; 52 Sol. Jo. 716. 
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misled. Similarly, in another case^® cigars not made in Cuba were 
described as “Bella de Cuba” and sold in boxes labelled with 
Spanish names, and the picture of a Spanish lady. It was held 
that a false description had been applied within the meaning of 
the Merchandise Marks Act. notwithstanding that the boxes were 
stamped with the words “guaranteed British Make.” 

Mode of manufacturing or producing any goods. — ^An article 
cannot be described as having been manufactured in a manner 
which is different from the actual mode of its manufacture. 
Reference may here be made to the recent Khaddar Act of 1934 
(Act 8 of 1934.) The Act is directed to regulate the use of the 
words “Khaddar” and “Khadi” when applied as trade description 
of wov'cn materials. By See. 2 of the Act, “the words ‘khaddar' 
and ‘khadi' whether in English oi* in any Indian Vernacular 
language, when applied to any woven material shall be deemed to 
be a trade de.scription within the meaning of the Indian 
Merchandise Marks Act, IV of 1889, indicating that such material 
is cloth woven on handlooms in India from cotton yam handspun 
In India.” 

It is immaterial whether the article produced is of the same 
quality or not. In Kirshenboim v. Salmon and Gluckstein}'’ the 
respondents were charged with selling machine made cigarettes as 
‘guaranteed, hand made’ and the Court, held that the description 
was false in a material respect although the cigarettes were of 
equally good quality as what was asked for. 

As to the material of which auy goods are composed. — A 

mere commendatory description of quality does not come under 
this clause. For instance, statements that a thermometer measure 
temperature in one minute when it requires five minutes or that a 
common watch is a chronometer will not constitute a trade 
description within the meaning of this section. Rules 49, 50 and 
54 in Part III of the Merchandise Marks Manual contain specifi- 
cations for certain goods.** A qualifying description will be 


(16) S. V. PhUlipa (J), B. v. PMllipg (P). and B. v. Phillips (D), 
(1909) 25 T.L.B. 764. 

(17) (1898) 2 Q.B. 19. 

(18) Bale 49. (1) In the ease of (a) white zinc, red lead, white lead and 

similar substances, (h) linseed oil and (c) turpentine, which are described as 
such, no qualifying description need be required when the percentage of 
impurities is less than 5 per cent. 




Xl.J The Indian MEBCUANoiiiE Marks Act, 1JSS9. 493 

necessary where the goods do not satisfy the ivspeclive specifi- 
cations. Rules 52 and 53 contain some examples of trade 
descriptions wliich should be treated as false trade descriptions 

^ (2) When the percentage of impuritieH exceeds 5, but is less thsin 50, 

an adequate qualifying description such as * * adulterated ’ * or * ‘ reduced ^ ’ 
should be required. 

(3) When the percentage of impurities is 50 or exceeds 50, the actual 
percentage of adulteration must be marked in addition to the adequate 
qualifying description. 

The marking where required under either of the two preceding clauses 
should be conspicuous and accompany every application of the description. 

Kule 50. (.1.) In the case of white zinc, white lead, red lead and 

similar substances, the adulteration should be calculated on solid pigment 
alone and not on the solid pigment ami oil together. In the case of theso 
articles, a margin of 5 per cent, may be allowed before retiuiring a description 
of marking already applied to be altered. For example, a keg of red lead is 
marked 50 per cent, reduced and the chemical analysis shows 42 per cent, 
red lead, 8 per cent, oil and 50 per cent, other matter. .\<*cording to this 
analysis the keg should be marked 54*3 per cent, reduced. As, however, the 
fiitfcrence between this percentage and that contained in the description 
already applied is loss than 5 per cent., the marking need not be objected to. 

(2) In the case of turpentine this margin may be increased to 
10 per cent. 

Rule 52. Descriptions like “Star silver^’, “Art silver”, “ Potosi 
silver”, “Aluminium gold”, “Arcadian gold”, “Real gold beads” and the 
like, when applied to articles not made of silver or gold, should be treated as 
false trade descriptions. “(lerman silver” and “Nickel silver” may, 
however, be passed without objection as these descriptions arc* vvtdl-known to 
all classes likely to be affected, and have been in use fur a sufficiently long 
period to render it improbable that a purchaser w'ouhl he deceived by their 
use. No objection should be taken to the, use of such marks as “Potosi, ” 
“Nevada,” etc., provided the words ^‘silver” and “gold” are omitted. 

Rule 53. The terms such as “Superline”, “Spanish stripes^-, and 
“Flannel” which denote pure woollen material should be treateil as consti- 
tuting a false trade description when used in connection with mixed or cotton 
fabrics made up in imitation of woollen goods unless accoiiipanie«l by tJie word 
“Mixed” or “Cotton” as a counter-indication. No objection should, 
however, be taken to the application of the term “Merino” to hosiery or 
underwear made of cotton and wool mixed, or of the term “Velvet” or 
“Velveteen” to material made wholly or in i)art of <*otton; nor should any 
objection be taken to the application of the description “All wool” on 
woollen hose of which the heels and toes are cotton and wool mixed, in cases in 
which the amount of cotton used is inconsiderable and is added oidy for the 
purpose of strengthening the heels and toes. 

Rule 54. Unconcentrated milk should contain not less than 3 per cent, 
of butter fat. Concentrated milk of any sort so desciribed or described as 
condensed milk, evaporated milk and so forth, requin»8 an adequate qualifying 
description such as “Prepared from skimmed milk”, if the milk on being 
restored to its original volume or diluted according to the directions prescribed 
on the label yields a product containing less than 3 per cent, of butter fat. 

Note , — The percentage of butter fat in sweetened concentrated milk 
should be calculated on the whole product as in the case of unsweetened milk 
and not merely on the actual milk constituents of the product. 
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when applied to ceilaiu ailicles. In case of false trade descrip- 
tiuiis falling under this clause customs officei's will detain goods on 
their own initiative, (foods may be tested in the Customs labora- 
tories in order to find out whether the impurities present are within 
the permissible limits. 

Fowler v. Cripps. — A leading English case bearing on this 
section is Fmvler v. Cripps.^* The question was whether a product 
called “Soda crystals,” but containing 18 per cent, of sulphate of 
soda and the rest carbonate of soda could ibe honestly sold under 
tile description “Soda crystals.” The term “soda crystals” was 
applied commonly in the trade to washing soda consisting princi- 
pally of sodium carbonate. But in the preparation of this product 
it was usual to add a small percentage (which was always less than 
2 per cent.) of sodium sulphate in order to make the former less 
sticky during crushing and drying. A practice had thus grown 
up of adulterating soda crystals with a very small amount of 
sulphate of soda. The latter was a much cheaper product and was 
useless for washing purposes. It was contended that crystallised 
sodium sulphate was a species of soda crystals and that the descrip- 
tion was therefore true. But the Divisional Court held that the 
description under the circumstances was a false one within the 
meaning of the Act. 

In fi. V. Bryan , the accused was convicted in the lower court 
of obtaining money from pawn brokers by fiaudulently repre- 
senting that his spoons were sili>er spoons as good as a well-known 
brand (Elkington’s “A” spoons.) The conviction was quashed 
on appeal on the ground that as the spoons did, in fact, contain 
a very small percentage of silver tlie misrepresentation was as to 
quality and not in respect of the substance of the article. This 
interpretation of the section was unfortunate as it permitted 
frauds of a like nature ; for instance, a person could sell his brass 
wares as of gold and escape conviction if he sliowed that they 
contained some traces of gold. It was, however, laid down in B. v. 
Ardley^^ that the ruliiq? in the above case was only of limited 
application. 

B. V. Ardley. — The whole question was fully discussed and 
the matter was set at rest in R. v. Ardley The prisoner was 


(19) (1906) 1 K.B. 16. 

(20) (1857) 7 Cox. 312; 169 E.B. 1002. 

(21) (1871) 12 Cox. 23; L.B. 1 C.C.C. 301; 24 L.T. 193. 

(22) (1871) 12, Ccoi, 23; L.B.I.C.C.B. 301; 24 L.T. 193. 



Xl.J Thk Indian AluttOriANDitui; AIakks Act, ISSl). 495 

charged with selling a watch chain by i'raudulently rcijresenting 
it to be of fifteen carats gold when it was in fact only of 6 carats, 
knowing at the time of sale tliat sucli representation was false. A 
distinction was drawn between what is mci'e trade puff or jiraise 
as * to quality of the goods, even if untrue, and a deliberate 
misi'epresentation of quality, knowing the same to be false with 
intent to defraud. In the former case it becomes a matter of 
opinion and R. v. Bryan would apply, while in cases of the latter 
type eonvietion would lie. In the course of his learned judgment, 
Bovill, C.J., said: “The ease which has been most pressed upon 
us is B. V . Bryan, The representation in that case was that certain 
plated spoons were equal to “Blkington’s A.” Prinui fade tJie 
^presentation would seem to be a matter of opinion, and the Court 
held it was not sufficient to support the eonvietion. But many of 
the Judges expressed the opinion that there might well be cases in 
which misrepresentations, though as to quality, would be within 
the statute. Cockburn, C.J., says: “If the prisoner had repre- 
sented these articles being of Elkington’s manufacture, when in 
point of fact they were not, and he knew it, that would be an 
entirely different thing.” Pollock, C.B., says: “I think if a 
tradesman or a merchant were to concoct an article of niercliandise 
expressly for the purpose of deceit, and were to sell it as and for 
something very different even in quality from what it was, the 
statute would apply.” It is plain thah these learned Judges 
considered that a specific I’epi’esentation of quality, if known to 
be false, would be within the statute. Coleridge, J., expr('s.sly 
concurs in the observations of Pollock, C.B. Brie, ,1., at the clow 
of his judgment, says: “No doubt it is difficult to draw the lijic 
between the substance of the contract and the praise of an article 
in respect of a matter of opinion; still it must be done, and Ihc 
present case appears to me not to support a conviction, upon the 
ground that there is no affirmation of a definite triable fact in 
saying the goods were equal to “Blkington’s A,” but the affir- 
mation is of what is mere matter of opinion, and falls within the 
category of untrue praise in the course of a contract of sale, where 
the vendor has in substance the article contracted for, namely, 
plated spoons.” Crompton, J., also considered that the statute 
applies ‘where the thing sold is of an entirely different description 
from what it is represented to be.’ Willes, J., who dis.sonted froth 
the judgment of the court, goes the whole length of saying that a 
representation as to quality, if known to be false, is enough to 
support a conviction. And Bramwell, B., leans to the same 
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upiitloii. “Applying these observations to the present case, the 
statement here made is not in form an expression of opinion or 
mere praise. It is a distinct statement, accompanied by other 
circumstances, that the chain was fifteen-carat gold. That state- 
ment was untrue, was known to be untrue, and was made with 
intent to defraud. How does that differ from the case of a man 
who makes a chain of one material and fraudulently represents it 
to bo of another? Therefore, whether we look at the whole of the 
evidence, or only at that which goes to the quality of the chain, tlie 
conviction is good. The case differs from R. v. Bryan, because 
here there was a statement as to a specific fact within the actual 
knowledge of the prisoner, namely, the proportion of pure geld 
in the chain.” It follows from the above decision that where a 
misrepresentation is made witli intent to defraud and when a 
person is defrauded by such misrei)resentation, then conviction will 
lie. Where, therefore, a person deliberately misrepresents by 
applying to goods of an inferior quality a label applicable only to 
goods of a superior quality, though both the goods ai-e made by 
the same manufacturer, the principle laid down in ii. v. Ardle^y 
will apply and the person would be liable for conviction under the 
Act. 


In Davenpw't v. ApoUinaris Co., Ld.,^^ the respondents sold 
bottled mineral water as “natural mineral water.” The water 
was taken from a spring and conducted into tanks for the purpose 
of bottling. While in the tank a small proportion^ of common salt 
was added in order to neutralise the effect of the sulphur contained 
in the water on the corks of the bottles and carbonic acid which 
escaped from the water on storing was reintroduced into the water 
in the process of bottling under similar pressure as would prevail 
in the spring. There was no evidence that the word “natural” 
had any special trade signification in connection with the sale of 
mineral waters. It was held that the Magistrate had come to a 
correct conclusion that the water as sold was in all essentials 
identical with the water as it existed in the spring and that the 
label was not a false trade description. 

(e) goods being ihe subject of any existing patent, 
pvivUege or copyright. — Sub-Section (e) is taken from the corre- 
sponding Sec. 3 (1) (e) of the English Merchandise Marks Act. 
The improper use of the word “patent” is also dealt with under 


(23) (1903) 10 T.L.B. S26; 89 L.T. 19. 
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Sec. 89 of the English Patents and Designs Act, 1907, which 
replaces Sec. 105 of the Act of 1883. 

Section 89 reads: — 

“(2) // any person falsely represents that any article sold 
by him is a patented article, or falsely describes any design applied 
ta any article sold by him as registered, he shall be liable for every 
offence, on conviction under the Sumnuiry Jurisdiction Acts, to a 
fine not exceeding £.5. 

(3) If any person sells an article having stamped, engraved, 
or impressed thereon or otherwise applied thereto the word 

patent”, patented'", '*registe7'ed'\ or any other word expressing 
or implying that th:Z article is patented or that the design applied 
thereto is registered, he shall be deemed for the purposes of this 
section to represent that the article is a patented article or that 
the design applied thereto is a registered design. 

(4) Any person who, after the copynght in a design has 
expired, puts or causes to be put on any article to which the design 
has been applied the word ** registered"", or any word or words 
implying that there is a subsisting copyright in the design, shall 
be liahle on conviction under the Summary Jurisdiction Acts to a 
fine not exceeding £5. 

It will be seen that it cannot be pleaded in clefencc that the 
patent or copyright was once obtained ; it must be in force at the 
lime of applying the trade description. Again, a j)erson cannot 
deliberately eontinne the use of the original labels containing the 
word •‘patent'' or •‘patented” or “registered" after such patent 
or copyright had expired. Nor can a person claim the privilege 
of retaining the words “patent", “patented", etc., on the ground 
that they form part of his trade mark; the retention of these 
words when the patent or copyright is no longer in force would 
constitute a false trade description under the Merchandise Marks 
Act. 

I 

The distinction between a trade mark and a patent was stated 
by Vice-Chancellor Wood as follows: — “There is the difference 
between the ease of a trade mark and that of a patent; in 
the former case the article sold is open to the whole world to 
manufacture, and the only right the plaintiff seeks is* that of being 
able to say ‘Don't sell any goods under my mark.' He may find 
his customei's fall off in consequence of the defendant's manufac- 
ture ; but it does not necessarily follow that the plaintiff can claim 
’ . 63 
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tlamagt's tor every article manufactured by the defendant, even 
lliuugh it be under that mark. On the other hand, evei'y sale 
without licence of a patented article must be a damage to the 
patentee.”** In the ease of a patented article, during the period 
when the patent is in force the public are restrained from mahu- 
lacturing any article according to the invention covered by the 
patent, while in the case of an article not protected under an existing 
patent any person may openly manufacture the article, and teU 
tlie public that he is manufacturing and selling those articles. The 
court will therefore not allow the prolongation of a patent by means 
of a trade mark.*' The law was clearly explained in Cheavin v. 
Widker^ The plaintiff manufactured filters on a principle paten- 
ted by his father, but which patent had lapsed in 1865. The filters 
were marked with the words ‘‘G. Cheavin ’s improved patent gold 
medal self cleaning Rapid filter, Boston, England.” The defen- 
dants also manufactured filters on the same principle and placed 
on them a tablet containing the .same description with the name of 
their fii-m. Injunction was granted by the lower court but was 
dissolved by the Court of Appeal and the action was dismissed. 
Jessel, M. R., .said: “No doubt a man may use the word “patent” 
so as to deceive no one. It may be u.sed so as to mean that which 
was a patent, but is not so now. In other word.s, you may state 
in so many words or by implication that the article is manufactured 
in accordance with a patent which has expired. But if you 
suggest that it is protected by an existing patent, you cannot 
obtain the protection of that representation as a trade mark. 
Protection only extends to the lime allowed by the statute for the 
patent, and if the court were afterwards to protect the use of the 
word as a trade mark, it would be in fact extending the time for 
protection given by the Statute. It is, therefore, impossible to 
allow a man who has once had the protection of a patent to obtain 
a further i)rotection by using the name of his patent as a trade 
mark. Further, no man can claim a trade mark in a falsehood. 
It is a falsehood to represent that the patent is still smbsisting. ” 
And James, L. J., said: “It is impossible to allow a man to 


(24) Davenport v. Bylands, (1805) 1 Eq. 302. 

(25) Singer Manufacturing Co, v. Wilson, (Mellish, J.), (1876) 2 Ch. 
D. 434, 456. 

(1) (1877) 5 C.D. 850; 4(5 L.J.Oh. (586. See also Flavel v. ffarrison, 

(1853) 10 Hare 467; 68 E.B. 1010; 22 L.J.Ch. 866; Morgan v. McAdam, 
(1866) 30 L.J.Ch. 228. 
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prolong his monopoly by trying to turn a description of the article 
into a trade mark. Whatever is mere description is open to all 
the world.” So also, in the case of Leather Cloth Co., Ld. v. 
Atnerican Leattier Cloth Co., Ld>.^ Lord Kingsdown observed : 
'‘If a trade mark represents an article as protected by a patent, 
when in fact it is not so protected, it seems to me that such a state- 
ment, prima facie, amounts to a misrepresentation of an important 
fact, which would disentitle the owner of the trade mark to a relief 
in a court of Equity against any one who pirated it.” 

There would, how^ever, be no commission of oftence by tlu' use 
of the word “patent” as a generic term to describe goods of a 
particular and well known kind, for instance, “patent leather” 
“patent medicines,” etc. So, in Marshall v. Ross^ it was held 
that the word “patent” as part of the description of a particular 
class of thread was not a false trade description, though not pio- 
tceted by any patent, as it was established that the goods had 
acquired this designation in the market from long usage and tliat 
the expression ‘patent thread’ was generally used in the trade to 
describe a particular kind of linen thread. It is seen, there; fore, 
that the use of the word ‘i>atent’ to an, article which has not been 
patented would constitute a false trade tlescription only when it 
indicates or is likely to indicate that the article i.s i)rotecled by an 
existing patent. 

Gridley v. SwinbiKme. — In special circuinstaiiees the court 
may exercise its discretion and acquit the, accused on the ground 
that there Avas no mens rea. In Gridley v. Sunubornc' the original 
patenl,ee continued to use his old packets containing the words 
“Swinborne’s patent Refined isinglass” and on the back tlu; words 
“Swinborne’s patent. Warranted pure and free from adultera- 
tion.” On analysis the product contained gelatine and not isinglas.s 
w’hich is a particular form of gelatine obtained from the bladder 
of the sturgeon and other fishes. Swinbornc’s patent disclosed a 
method of preparing gelatinous matter from hides and skin.s, cod 
sounds and other fishy matters. The patent w'as taken out in 1847 
and had long since ceased. It was shown that isinglass and gelatine 
were chemically the same product, though not ])hysically, and that 
the woi'd “isinglass” was frequently used in the trade to tlcscribe 
gelatinous matter. Chemical analysis showed that the article .sold 

(2) (1865) 11 H.L.Cas. 523; 11 K.k. 1135. 

(3) (1869) 8 Eq. 651. 

(4) (1888) 5 T.L.B. 71. 
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by the respondent's lirm was a more concentrated and purer form 
ut isinglass. In these circumstances the court held that there was 
no false trade description. Lord Coleridge, C. J., said: “There 
might be circumstances which would point to fraud if an article 
was said to be a patent substance when it was not, but where the 
original patentee, carrying on the patent process as before, merely 
continued his old labels, which gave a description of the goods as 
being “patent” goods, there was not any necessary inference, of 
fraud, and the tribunal, whether Lord Mayor or Jury, could decide 
on that fact.” His Lordship further observed: “This was a 
criminal charge; a viens rea would have to be made out. It was 
not admitted that isinglass was scientifically not the same as gela- 
tine. But there was quite enough evidence for the Lord Mayor to 
be justified in holding that there had been no false trade 
description.” 

It has been held that where an application for patent has not 
been accepted the applicant is not . entitled to put the term 
“patent” on his goods. In R. v. Wallis^ the defendant was charged 
\mder Sec . 105 of the Patents and Designs Act of 1883 with selling 
a lamp as a patented article when no patent had l>een granted, 
although a provisional specification had been filed. It was held 
that the burden lay on the defendant to prove that his use of the 
term “patent” on the goods was justifiable. The defendant failed 
to show that he wasi entitled to use the term in the circumstances 
and was accordingly fined . So also in 7f. v . Crompton!^ where the 
defendant sold several electric bells stamped with the word 
“patent” before the patent had been granted, the defendant was 
fined, notwithstanding that the application for patent had already 
been made. But in R. v. Toivnseiid'' where the defendant was 
charged with selling chairs marked with the word “patent” before 
the patent had actually been granted, but after the complete speci- 
fication had l)een accepted by the C«)mptroller, it was held that he 
was entitled to use the word “patent” on his goods. It has been 
held in England that the use of the word “Registered” in reference 
to a trade mark, not registered in the United Kingdom constituted a 
false trade description, although the mark has been registered in a 
foreign country and that this is not affected by the fact that the place 


(5) (1886) 3 B.P.C. 1. 

(6) (1886) 3 B.P.O. 367. 

(7) (1896) 13 B.P.C. 865. 
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of manufacture is also marked on the But it has. been held 

that the use of the term “Trade Mark’- referring? to a common law 
mark did not necessarily repi'escnt that the mark was re^stered 
and that such use of the words did not constitute a misrepresenta- 
tion disentitling the plaintiff to relief.® 

“Use of any numeral, word or mark which according to the 
custom of the trade, etc. “ — The practice must be prevailing at the 
time and recognised generally in the trade. Export evidence 
may be called to prove the existence or otherwise of any particular 
usage of the trade. The ])ractice may be an old one or may be one 
of only recent origin. The case of Fowler v. has already 

been referred to. In that case it was held that the addition upto 
2 per cent, of (Jlauber's salt (sodium sulphate) to washing 
soda was a recognised practice in the trade and that such ])roduct 
was known as “soda crystals.’' 

It will be seen tliat this clau.se is very wide in its scope, as it 
covei's cases wliere the marks may not l)e trade marks. The corre- 
sponding clause was inserted in the English Act mainly for 
tlie protection of marks used in the cotton trade. Under the 
English Trade Marks Act line headings \vere excluded from regis- 
tration as trade marks for the cotton classes. This caused general 
dissatisfaction among the Lancashire merchants who complained 
that infringements of several of their well-known line headings 
had taken place and that their trade had greatly suffered 
from such fraudulent use of their marks. The question 
was carefully considered by Ijord HerschelUs Committee, 
who came to the conclusion that although desirable, it would not 
be possible to give to line headings the protection under the Trade 
Marks Act. They felt strongly, however, that the fraudulent trade 
in goods bearing line headings ought not to remain unchecked and 
accordingly recommended the insertion in the Merchandise Marks 
Act of a clause to bring these frauds within the penalties of the 
criminal law. 

The word ‘custom’ does not refer to the custom of the 
merchants which forms part of common law but to the existing 


(8) Wright Cros/tley cf*; Co. v. William Dohhin cf Co., (1898) 15 K.P.O. 

21 . 

(9) Sen Sen Co. v. Britten, (1899) 1 Ch. 692; 16 R.P.C. 1.^7; 
MaeSymona^ Stores, Ld. v. Shuttleworth, (1898) 15 R.P.C. 748. 

(10) (1906) 1 K.B. 16, 
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practice or usage of a trade whether old or recent. In deciding this 
question all the circumstances of the trade should be taken into 
consideration and evidence of persons in the trade is admissible 
for this purpose. In Watson v. Dr. Jaeger’s Sanitary Woollen 
System Co.,“ evidence was tendered as to whether according to 
the custom of the trade the imposition of a trade mark or descrip- 
tion in English on unmarked goods imported from abroad indicated 
that the goods so marked were made in England. The Ijord Mayor 
refused to admit the evidence but the Divisional Court held that the 
evidence sought to be given wa.s admissible. The case was accord- 
ingly remitted to the Lord Mayor. The custom must l>e so well 
established and understood that the courts will take judicial 
cognizanc(‘ of it. As Mr. Justice Cave said the question was 
“whether it amounted to a custom of the trade of so notorious a 
character that any one making inquiry of persons cognizant of the 
trade might a.scortain that it was a custom.”'® 

Tildes of books not included under trade descriptions. — ^Tn 

lindha Krishna Joshi v. Kissonlal Shridhar'^ it was contended 
on behalf of the complainant that the name ‘ ‘ Sri Chandu Panchang” 
was a trade description indicative of the mode in which the 
calendars were manufactured. The court said: “Title of a book, 
doubtless often indicates the author, but does not usually suggest 
the mode of production. ..Here it is not alleged that the defendant’s 
calendars differ as to text from the complainant’s or are compiled 
on different principles. All that is as.serted is that they are un- 
authorized. This defect, however, does not seem to me to bring 
the case within the definition under consideration, for I think that 
if the Legislature had intended to include the unauthorized publi- 
cation of books in the section relating to the application to goods of 
false trade descriptions, it would have used language more clearly 
appropriate for the purpose. If the facts alleged by the complain- 
ant are true, the law may give him redress, but his remedy does 
not appear to be contained either in Sec. 482, Indian Penal Code 
or in Sec . 6 of Act IV of 1889. ” 

Flalse Trade descriptkm. — ^By Sec. 2 (3) of the Act — 


(11) (1897) 13 T.L.R. 160, 

(12) Mx parte Nassau, (1886) 2 T.L.R. 339. 

(13) (1901) 26 Bom. 280. In Mathieson v. Sir Isaac Pitman 4* Sons, 
Ld., (1930) 47 B.P.C. 541, the court observed that the plaintiff is entitled 
to an action for passing-off where the title of the defendants^ book is cal- 
culated to deceive, but that there is no property or copyright in titles iti 
themselves. 
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False trade description*^ means a trade description which 
is untrue in a material rasped as regards the goods to which it is 
applied, and includes everg alteration of a trade description, whe- 
ther by way of addition, effacemcnt or otherwise, where that alter- 
nfion makes the description untrue in a material respect^ and the 
fact that a trade description is a trade mark or imrt of a trade 
mark shall not prevent such trade description being a false trade 
description within the meaning of this Act : 

The above definition of a false trade desci*iption is sn]iple- 
inented by the ])rovisions contained in Sec. 4 of the Act. 

(1) "^The provisions of this Act respecting the application 
etf a false trade description to goods or respecting gotnls to which 
a false trade description is applied^ shall extend to the application 
td goods of any such numerals, words or marks or arrangement or 
combination thereof, whether including a trade mai'k or 
not, as are or is reasonably calculated lo lead persons to 
believe that the goods are the manufacture or merchmidise of some 
person other than the person whase manufacture or merchandise 
they really are, and to goods having sueh yiumerals, words or jnarks, 
or, arrangement or combhiation, applied thereto. 

(2) The provisions of this Act respecting the application 
of a false trade description to goods, or respecting goods to which 
a false trade description is applied, shall extend to the application 
to goods of any false name or initials of a person and to goods with 
the false name or initials of a person applied, in like manner ns if 
such name or initials were a trade description, and for the purpose 
of this enactment the expression false name or initials means as 
applied to any goods any name or initials — 

(a) not being a trade mark, or part of a trade mark, and 

(b) being identical with, or a colourable imitation of, the 

name or initials of a person carrying on business in 
connection with goods of the same description and^ 
not having authorized the use of such name or 
initials. 

(3) A trade description uhich denotes or imports that 
there are contained in any goods to which it is applied more yards, 
feet or inches than there are contained therein standard yards, 
standard feet or sta^idard inches is a false trade description. 

A false trade description under the Act, therefore includes the 
following ; — 
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(1) A trade description which is untrue in a material 
respect as regards the goods to which it is applied. 

(2) An alteration of a trade description whether by way 
of addition, eflfacement or otherwise such as to make the description 
untrue in a material respect. 

(3) Numerals, words or marks or arrangement or combi- 
nation thereof as are or is reasonably calculated to lead persons to 
believe that the goods to which they are applied are the manu- 
facture or merchandise of some person other than the person whose 
manufacture or merchandi.se they really are. 

(4) A false name or initials of a person applied in like 
manner as if such name or initials were a trade description. 

(5) A trade description whicli denotes that there are 
contained in any goods to which it is applied more yards, feet or 
inches than there are contained therein standard yards, standard 
feet or standard inches. (Sec. 4 (3).) 

It is important to note the words “untrue in a material 
respect”. The corresponding expre.ssion in the English section is 
“false in a material respect.” But the word “false” isi construed 
by the Customs Authorities in England to mean, not “misleading” 
but merely “untrue,” as in the Indian Act. So that, there is no 
difference in this respect between the English and Indian sections. 
The innocence of the owner of the goods is therefore immaterial in 
considering whether a particular description constitutes a “false 
trade description.” But it was pointed out in Oridley v. 
Swinhome^* by Chief Justice Coleridge, that a description should 
be something more than a mere inaccurate' or mistaken description 
in order to constitute a false trade description within the meaning 
of the Act, and that, there must be “mens rea” or criminal intent 
in the Act. Nor is this interpretation inconsistent with the Act, 
for under Secs. 7 and 8, it is provided that if the accused person 
proved that he had “acted innocently” he shall be acquitted. 

The description must be “false in a material respect.” This 
provision is inserted in order to meet cases of description which 
may be false only in minor respects. In many cases it is difficult 
to test the exact percentage of a particular material of which an 
article is made and the name of which is assigned, to the article. 
In the case of woollen goods, for instance, a negligible portion of 
cotton may be admixed to strengthen certain parts of the goods. 


(14) (1888) 5 T.Ii.B. 71, 
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It would not be a false description if such goods are described as 
all wool. Chemicals as supplied in commerce often contain a small 
percentage of other impurities. In the case oJ: textile goods a small 
variation in the length or width or in the count of the yarn is 
perAiissible provided the variation is within specified limits. So 
also in a description of weiglit of an article a veiy small difference 
in the weight might not make the description false within the 
meaning of this section. Metals or alloys as sold ordinarily in the 
market are not chemically pure. They always contain a small 
percentage of other metals as impurities. But it is essential that 
the amount of such impurities should be negligible or be within the 
limits allowed l)y commercial usage. Each case will have to be 
decided on its own merits, the (piestion being whether or not the 
trade description is false in a ‘‘material respect.’- The courts 
have, however, interpreted this section somewhat stringently as is 
seen from the decision in the case of Starey v. CMlworth 
Ounpm'der . Although the substituted gunpowder was of 

equally good quality as the gunpowder which they had contracted 
to supply, the fact that it was packed in barrels sup [died by the 
Government without a counter-indication that the powdel* was of 
German manufacture was held to constitute a false trade descrip- 
tion. So also in Kin^henhoim v. S(dmon and Gluckstein^^ the fact 
that machine made cigarettes supplied were ol! equally good (piality 
as the hand made cigarettes did not afford any defence to the 
accused. 

Limits of variations permissible. — In the Indian Merchandise 
Marks Manual certain limits in regard to measure and (quality of 
certain classes arc set down, within which a variation is permis- 
sible; but if the variation is outside those limits the description 
should be regarded as a false description within the meaning of 
the Act. Notification No. 1474, dated, the 13th November, 1891, 
as subsequently amended, contains the permissible variations from 
the described lengths, weight or count of textile goods, and the 
limits outside which such variations would make the trade descrip- 
tions false in a material respect. Rules 49 and 50 of the Instruc- 
tions to the Customs Authorities set forth in the Manual specify the 
percentage of impurities allowable in paints. 

Triade descriptions which may be false, although literally 
true. — A desiiription which is true scientifically may be false as 
a trade description, and a description which may be scientifically 

(15) (1889) 24 Q.B.D. 90. 

(16) (1898) 2 Q.B.D. 19. 

• 64 
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incorrect may convey a true impression.” In the latter case the 
description must acquire a conventional or secondary meaning. 
In the words of Darling, J., it should be an erroneous term 
“consecrated by common use.” “There are many such erroneous 
terms consecrated by common use. ... A glaring instance is 
the term “Bombay ducks” as applied to an Indian fish, and it is 
agreed that if anybody ordered “Bombay ducks” and somebody 
supplied him with ducks from Bombay, the contract to supply 
“Bombay ducks” would be broken and not fulfilled. Another 
obvious instance is Eau dc Oologne, Now, whatever Eau de 
Cologne may be, it is certainlj* not water from, the Rhine. If 
Eau de Cologne were ordei*ed, and 3 ’ou simpl.y supplied a gallon 
of water from Cologne, that would not fulfill the contract. Another 
instance where anybod.v would understand what was meant is if 
.vou speak of “Roman ]»earls.’’ They are not pearls -with 
which any oyster has liad anything to do, nor do I know that they 
are Roman. . . . One other instance occurs to me of a term 
consecrated, if I may say so, by common user which does not 
indicate the true fact, and that is when people speak, as they 
commonly do, of the judicial ermine, meaning thereliy any white 
fur when worn by a judge. These have become conventional 
terms.”** Rule 57 in Part. Ill of the Merchandise Marks Manual 
gives some examples of descriptions which may amount to false 
trade descriptions although literall.v true; thus “lavendar water” 
“Kananga water” and “Florida water” or the term “extract,” 
“extrait” or “essence” applied to an imitation of scent containing 
no spirit would amount to a false trade description, because spirit 
is one of the ingredients of these preparations in the ordinary 
acceptation of these terms. 

nctitioiu name. — The sub-Clause 3, (3) (c) of the English 
section has been omitted in the Ipdian Statute. This sub-section 


(17) ^ 'The fact that a description as applied to particular goods is scientift- 
cally correct will not prevent it from being a false trade description and the 
converse is equally true. Many trade names are of very old standing and it may 
be that with the advance of science some of them will become scientifically 
incorrect, but proof of that incorrectness will not cause them to be false trade 
description if they continue to be understood in the trade as indicating the 
same substances which they did when those terms first came into use.’’ 
Wills, J., in Fowler v. Cripps, (1906) 1 K.B. 21. A well-known example of 
such incorrect use of scientific term is Sodium hyposulphate (photographer’s 
hypo). 

(18) Lemy v. Watson, (1915) 3 K.B. 731; 32 B.P.O., at p. 582, 
Darling, J. The term "Norwegian Sardines” for Norwegian brisling or 
sprats was held to be a false trade description, 
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states that a false trade description includes the names or initials 
which “are either those of a Petitions ])erson or of some 
person not hona fide carrying? on business in connection with 
such goods.” This sub-section is useful as affording a means of 
preventing the use of “blind names,” that is to say, names of 
])ersons which are of a fictitious character and which are 
calculated' to induce people to believe that tlic goods the manu- 
faetui-e or merchandise of a Imut fide firm of that name when no 
such firm exists. The principle has heen accepted by the Indian 
courts in civil cases. In Sen v. Onkes"' an importer of cycles 
misrepresented that the goods were manufactured by a fiinn which 
actually did not exist. The eourl lield limt as the plaintiff’s trade 
reimtation was acquired by using a ficlitions name he was not 
entitled to an injunction. An express pi’ovisiou forbidding the 
use of fictitious names is desirable in Ihe Indian Miu’chandise 
Marks Act. 

Not being trade mark, etc. — The name and initials of a 
p(u*son or firm arc frequently ustnl as trade marks. These have, 
however, been already dealt with under the head ‘false a|)]>lication 
of a trade mark’ (Sec. 3 of the Act) and are thci’cforc expressly 
excluded in the present section. 

Application of trade descriptions. — Section ^ of the Act 

states : — 

“(1) A person shoJl be deemed to npplu n trade description 
to goods who — 

(a) applies it to the. goods thetnselves, or 

(b) applies it to any covering, label, reel or other thing in 

or with which the goods are sold or are exposed or 
had in possession for sale or any purpose of trade, or. 
manufacihure, or 

(c) places, encloses or annexes any goods which are sold, 

or are exposed or had in possession for sale or any 
purpose of trade, or manufacture, in, with or to any 
covering, label, reel or other thing to which a trade, 
description has been applied, or 

(d) uses a trade description in any manner reasonably 

calculated to lead to the belief that the. goods in 
connection with which it is used arc designated or 
described by that trade description. 


(10) (1910) 24 O.W.N. 155. 
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(2) A trade description shall he dee/med to he applied 
whether it is woven, impressed or otherwise worked into or annexed 
or affixed to the goods or any covering, lahel reel or other thing. 

(3) The expression “covering" includes any stopper, qash, 
hottle, vessel, hox, cover, capsule, case, frame or wrapper and the 
expression “label” includes any hand or ticket.” 

This section follows Sec. 5 of the British Statute. The 
section is exceedingly general in its terms, and covers the use ‘of 
any trade description in a manner reasonably calculated to lead 
to the belief that the goods in connection with which it is used are 
designated or described under that trade de.scription. There need 
not be any physical connection between the trade description and 
the goods to which it is applied. For instance, an invoice sent, 
with, or immediately after the despatcli of, the goods®* or a descrip- 
tion which was verbally given, but which at the request of the 
purchaser was included in the invoice has been held: to come under 
the operation of this section.*’ The insertion of the name of 
ChUworth Gunpowder Co.,^^ upon thd barrels supplied by Oovem- 
ment in the place where the name of the contractor had to be filled 
in was held to be application of a trade description within the 
meaning of this section. 

Penalty for applying a false trade desmption. — Penalty. — 
Section 6 of the Act enacts: — 

“If a person applies a false trade description to goods, he 
shall, .subject to the provisions of this Act, and unless he proves 
that he acted without intent to defraud, he pvmdhsd with imprison- 
ment for a term which may extend to three months or with fine 
which inay extend to two hundred rupees, and in' the case of a 
second or suhsetfuent conviction with imprisonment tohich ma/y 
extend to one year, or with fine, or wiHh both.” 

The expression ‘without intent to defraud’ has already been 
commented upon in an earlier section. 

The penalty for selling goods to which a false trade descrip- 
tion is applied is laid down in Sec. 7 of the Act. 

Penalty for selling goods to which a false trade description 
is applied. — ' 

“If a person .sells, or exposes or has in possession for sale or 

(20) Budd ▼. Lucas, (1891) 1 Q.B. 408. 

(81) Cameron v. Wiggins, (1901)' 1 K.B.T. Coppen v. Moore (No. 2), 
(1898) 2 Q.B.D. 306. 

(22) Starey v. The ChUworth Ounpowder Co., (1880) 24 Q.B.B, $0, 
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any purpose of trade or nmnufacture, any goods or things to which 
a false trade description is applied, he shall, unless he proves — 

(a) that, having taken all reasonable precaution against 
cornyvitting an offence against this section, he had at the lime of 
the commission of the alleged offence no reason to suspect the 
genuineness of the tmde description, and 

(b) that, on demand made by or on behalf of the prosecutor, 
he gave all the infomuttion in his power with respect to the persons 
from whom he obtained such goods or things, or 

(c) that otherwise he had acted innocently, 

be punished with imprisonment for a term which may extend to 
three months or with) fine which may extend to taw hundred 
rupees, and in case of a second or subsequent conviction with 
vtnpi'isonment which may extend to one’ year, or with fine, or with 
both.” 

. ■ . J 

The grounds of defeiicii in'ovided under this section are the 
same as those under See. 486, Indian Penal Code (See. 3 of the 
Merchandise Mairks Act). The interpretation of the three sub- 
clauses discussed under the earlier section applies heie. It has been 
suggested that the word ''innocently'’ is not applied in the sense 
ordinarily attaching to it as in that case proof by the accused 
person that he was ignorant of the fictitious character ot the des- 
cription would suffice to exonerate him. The practical effect of 
that construction, it is argued, would be to render the immediately 
preceding paragraphs in the sub-section of no force. According 
to this view Cl. (c) must, therefore, be read in conjunction with 
Cls. (a) and (6) and not as entirely apart from them. But this 
view is not sui)ported by the wording of the section. It will be 
noticed that while sub-Cls. (a) and (ft) are connected by the 
conjunction "and". Cl. (c) is immediately preceded by the word 
"or" and begins with the words "that otherwise." It is, there- 
t'orc, reasonable to assume that in framing this section the legis- 
lature had intended that Cl. (c) should be an alternate form of 
defence. This latter interpretation is supported by the rulings 
given by Mr. Justice Channel in K. v. Christie^ Manson S' Woods^* 
and by Lord Russel, C. J . , in Coppen v . Moore As the learned 
Chief Justice pointed out in the latter case, Cls. (<a) and (6) 

(23) See judgment of Sir Peter Edlin in v. Toot?i, ‘ Times*, Aug. 7, 1891. 

(24) (1900) 2 Q.B. 522. 

(25) No. 2, (1898) 2 Q.B. 300; 14 T.L.E. 416. 
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apply to cases where goods iu question are in the possession of the 
accused for sale or are sold with the false trade description already 
stamped upon them or otherwise applied to them, whereas 01. (c) 
applies to a case where false trade description is applied upon the 
occasion and as part of the terms of sale. 

Application to corporations. — The question arises whctlier 
the word ‘'person” includes a corporation. In R. y. Tyler^ 
Bowen, J., said: ‘‘ Where a statute create:^ a duty upon individual 
persons, it would be a strange result if the duty could be evaded 
by those persons forming themselves into a joint stock company. ” 
There is, however, a difficulty in the ax)plicatiou of this section to 
corporations ; for, a corporation cannot be imprisoned and can only 
be punished with a fine. Wherever the persons actually implicated 
in the offence are found and convicted they may, no doubt, be 
punished with fine as well as imprisonment, whether such persons 
arc members or merely agents of the corporation . But tiie doctrine 
of “mens rea” is obviously inapplicable in the case of a corporation. 
So, Bramwell, L. J., said “Offences of commission are offences of 
individuals, not of corxmrations. A cori>oration cannot have the 
‘Mens rea’; the individual offender must be got at.”^* If mens rea 
is an essential element of an offence under the Merchandise, Marks 
Act® it may be objected that a corporation not being caimble of wens 
rea cannot be convicted. The general question of liability of a 
corxmration to criminal offences need not be discussed here. It 
may be stated at once that the courts do not find any difficulty in 
interpreting the statutes so as to make a corporation res- 
ponsible under the criminal law notwithstaiMiiiig the alwve 
objection . ' Section 3 of the Knglish Merchandise Marks Act, how- 
ever, expressly states that the expression “irci-son” includes “any 
body of persons corporate or incorporate.” According to the letter 
of this statute a corporation is therefore liable for the offence under 
this section. In many cases corporations have been convicted under 
this section and have been fined although a specific criminal intent 
cannot be attributed to a corporation . The usefulness of the Act 
would be considerably cmlailed if a corporation cannot be got at 
even by the pecuniary penalties under the Act. For, it may often 


(1) (1891) 2 Q.B. 592. 

(2) Pharmaceutical Society v. LonAon anti Provincial Supply Asaodation, 
(1880) 5 Q.B.D. 310. 

(.3) Oridleyv. Swinborne, (1888) 5 T.L.R. 71, (Lord Coleridge, C.J.); 
Malumiar ^ Co. v. Finlay Fleming 4" Co., 7 B. 109; A.I.B. 1929 Bang. 
345. (Carr, J.). . . 
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happen that the Act would be powerless to stop the miscliicf if the 
criminal proceedings which are taken are confined to employees who 
had actually pai’ticijiated in the offence charged. In a number of 
cases charged under the Sale of Pood and Drugs Act, which in 
many respects is analogous to the law of Merchandise Marks, it has 
been held that a company registered under the Companies Act can 
be convicted of an offence under this Act. 

• The expression “pei-son” has not been defined in the Indian 
Merchandise Marks Act . But by Sec . 3 of the ( leneral Clauses Act, 
1897, a ‘person’ shall include any company or association or body 
of individuals whether incorporated or not. This definition is 
applicable for the purposes of the Merchandise Marks Act and is 
quoted in the Merchandise Marks Manual. The point whether a 
corporation is within the Indian Merchandise Marks Act was 
expressly raised in Pakir Mahomed v. Emperor* where Otter, J., 
.said that a body corporate such as a firm could be prosecuted for 
offences under Sec. 3 of the Act. In a leading English case” 
under the Sale of Food and Drugs Act of 1879, tluj question 
was discussed by Cliannell, J., who said: “By the general prin- 
ciples of the common law, if a matter is made a criminal offence, 
it is essential that there should be .something in the nature of a 
“mens lea” and therefore in ordinary cases a corporation cannot 
be guilty of a criminal offence, nor can a master be liable criminally 
for an offence committed by his servant. But there are exceptions 
to this rule in the ca.se of <|uasi-criminal oft’enccs, as they may bo 
termed, that is to sjiy, where certain acts are i'orbuldcn by law 
under a penalty, imssibly even under ji pei-sonal penally, such as 
imprisonment, at any rate in default of a fine; and the rea.son for 
this is, the legislature has thought it .so imiiortant to prevent the 
particular act from being committed that it absolutely forbids it 
to be done; and if it is done the offender is liable to a penalty, 
whether he had any “mens rea” or not, and whether or not he 
committed a breach of the law . Where the, act is of this character 
then the master, who, in fact, has done the forbidden thing through 
his servant is responsible and is liable to a fjenalty. There is no 
reason why he should not Ije, becuusi; the very object of the legis- 
lature was to forbid the thing absolutely. It seems to me, that 
exactly the same principle applies in the case of a corporation. If 
it does the act which is forbidden, it is liable . Therefore, when a 
question arises, as in the present case, one has to consider whether 

(4) A.I.B. 1929 Rang. 322. 

(5) Pearks, Gvnston 4" Tec, Ld. v. Ward, (1902) 2 K.B. 1. 
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(he matter is one which is absolutely forbidden, or whether it is 
simply a new offence which has been created to which the ordinary 
principle as to “mens rea” applies. Applying this to Sec. 6 of 
the Sale of Food and Drugs Act, 1875, I think the matter is quite 
clear, for it has already been decided in at least two cases that 
theie is an absolute prohibition of the particular sale mentioned 
in the section, and consequently, there is no reason why the section 
should not apply to a corporation. In other words, the word 
person in the section includes a corporation, because no contrary 
intention appears.” His Lordship added, “If Sec. 6 had simply 
provided that imprisonment sliould follow a breach of the section, 
there might liavc been some difficulty in applying the section to 
a corporation.” 

A commission agent who in executing the orders of a third 
party gets goods having false trade description may not be liable 
for an offence under this section." 

///. — Unintentional Contravention of the Law Relating 
to Marks and Descriptions, 

Unintentional oontravention of the low relating to marks 
and deseriptions. — ^By Sec. 8 of the Act — 

“W/tere a person is accused under iS'cc. 482 of the Indian 
Penal Code of using a false trade mark or property mark by reason 
of his having applied a mark to^ any goods, property or receptacle 
in the manner mentioned in Sec, 480 or Sec, 481 of that Code, 
as the case may be, or under Sec, 6 of this Act of applying 
to goods any false trade description, or under Sec. 485 of the 
Indian Penal Code of making any die, plate or other instrument 
for the purpose of counterfeiting a trade mark or property mark, 
and proves — 

(a) that in the ordinary cmirse of his business he is 
employed, on behalf of other persons, to apply trade 
marks or property marks, or trade descriptions, or, as 
the case may be, to make dies, plates or other instru- 
ments for making, or being used in making, trade 
marks, or property marks, and that in the case which 
is the subject of the charge he was so employed and 
was not interested in the goods or other thing by way 
of profit or commission dependent on the sale thereof, 
and 


(6) MargoMnd v. Oreaves, Cotton #• Co., (1002) 32 P.B. (1002) CJr. 
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(h) th,at he took reasonable precautions against committing 
the offence charged, and 

(c) that he had, at the time of commission of the alleged 

. offence, no reason to suspect the genuineness of the 

mark or description, and 

(d) that, on demand made by or on behalf of the prosecutor, 

he gave all the information in his power with respect 
to the persons on whose behalf the marl: or description 
was applied, 
he shall he acquitted. 

The section corresponds to Sec. 6 of the English Statute. The 
latter however lays down that even where the person is discharged 
from the prosecution, he “shall be liable to pay the costs incurred 
by the prosecutor, unless he has given due notice to him that he 
will rely on the above defence.” The Indian and the English 
sections differ also materially in another respect. The words “on 
demand made by or on behalf of the prosecutor” are inserted In 
.sub-Clause (d) of Sec. 8 of the Indian Act so that this defence clause 
agrees with Secs. 3 (486, Indian Penal Code) and 7 of the Act. 
These words are ho\vever omitted in the sub-Clause (d) of Sec. 6 of 
the English Act. It would therefore appear that under the cor- 
responding English section the party charged shotild volunteer to 
give the information at any time before the hearing of the charge, 
even though no demand had been made by or on behalf of the 
prosecutor. This explains the insertion of the special provision 
as regards payment of costs in the English section. Thus, under 
the English Act the accused is required to establish his bona fides 
by conforming to a more rigorous test of innocence. 

The purpose of this section is to exempt from criminal pro- 
secution persons who while engaged in their ordinary coxirse of 
business of applying trade marks or trade descriptions to goods 
on behalf of others had unwittingly committed offences under 
Sees. 480, 482 and 485, Indian Penal Code, or under Sec. 6 of the 
Merchandise Marks Act. Such a person has to prove — 

(1) that his ordinary course of business is to apply trade 
marks or property marks or trade descriptions to goods, or make 
dies, plates or other instruments for making or being used in making 
such marks, 

(2) that the application of such trade marks or descriptions 
to goods or the making of such instruments is undertaken by him 
■on behalf of others, 

65 
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(3) that in the case of the offence for which he is charged 
he was employed in the above manner, 

(4) that in the case which is the subject of the charge he 
was not interested in the goods or other tilings by way of profit or 
commission dependent on the sale thereof, 

(5) that he took reasonable precautions against committing 
the offence charged, 

(6) that at the time of the commission of the alleged offence 
he had no reason to suspect the genuineness of the mark or des- 
cription, and 

(7) that, on demand by the prosecutor he gave all the 
information in his power in respect of the persons on whose behalf 
the mark or description in question was applied. 

All these clauses are to be taken conjointly. It should be noted 
that the exception provided by this section in respect of persons 
employed in the ordinary course of business does not apply to the 
offences under Sees. 483 and 484 of the Indian Penal Code, namely, 
(n) counterfeiting a trade mark or property mark used by another, 
(b) counterfeiting a mark used by a public servant. The section 
is limited in its application to offences under Secs. 480, 481, 
482 and 485 of the Indian Penal Code, and to Sec. 6 of the Mer- 
chandise Marks Act. The wording of this .section in respect of 
the reference to Sec. 485, Indian Penal Code, may be specially 
noted. Under the latter section the making of die, plate, etc. , for 
the purpose of counterfeiting a trade mark as well as the posses- 
sion of such instruments constitute an offence. The making of a 
die, place or other instrument for counterfeiting may be either for 
one’s own use or another’s. Section 8 of the Merchandise Maries 
Act, however, refers only to the making of any die, plate or other 
instrument under Sec. 485, Indian Penal Code, for another’s use. 
The omission of the reference to the words “or has in his posses- 
sion,” etc., occurring in Sec. 485, Indian Penal Code, is significant. 
Obviously the exemption provided by Sec. 8 of the Merchandise 
Marks Act is not applicable in cases where the person is charged 
with pos^ssion of instruments for counterfeiting a trade or pro- 
perty mark. This interpretation is in agreement with the English 
law. In the corresponding section of the English statute (Sec. 6) 
a similar exception is created in the case of (1) making instruments 
for the purpose of forging or being used for forging, (2) falsely 
applying to goods any trade mark or any mark so nearly resembling 
a trade mark as to be calculated to deceive, (3) applying to goods 
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any false trade description and (4) or causing any of the above 
mentioned things to be done . But the provisions of this section do 
not apply in the case of offences under Cls. (a) and (c) of Sec. 2 
(1), namely, forging any trade mark and disposing or having in 
possession any die, block, machine or other instrument for the pur- 
pose of forging a trade mark. This distinction between the two 
offences, namely, (1) of making an instrument for the purpose of 
counterfeiting a trade mark and (2) having in possession such an 
instrument appears to lie in the fact that in the former case the 
person chained has made the instrument for another man and 
had himself no further interest in the matter, while in the latter 
case, there is a natural presumption that he might himself have 
actually used the instrument for counterfeiting the mark or has 
at least the intention of using the instrument for this purpose . 

It may be emphasised here that Sec. 8 indicates the form of 
defence open to the accused when charged with any of the offences 
refeiTcd to in the section. What form the defence should take in 
other cases to establish absence of mens ren would depend upon the 
circumstances of each case. 

IV.— FORFEITURE OF GOODi<. 

Section 9 of the Act lays down that — 

(1) When a person is convicted under Sec. 482 of the Indian 
Pemal Code of using a false trade mark, or under Sec. 486 of that 
Code of selling, or exposing or having in j>o.<isession for sale or any 
purpose of trade or manufacture, any goods or things unth a counter- 
feit trade mark applied thereto, or under Sec. 487 or See. 488 of that 
Code of making, or making use of, a false mark, or under Sec. 6 
or Sec. 7 of this Act of applying a false trade description to goods, 
or of selUng, or exposing or having in possession for .sale or any 
purposes of trade or manufacture, any goods or things to which a 
false trade description is applied, or is acquitted on proof of the 
matter or matters specified in Sec, 486 of the Indian Penal Code 
or Sec. 7 or Se.c. 8 of this Act, the court convicting or acquitting 
him may direct the forfeiture to Her Majesty of all goods and 
things hy means of, or in relation to, which the offence has hern 
committed or, hut for such proof as aforesaid, would Juwe been 
committed. 

(2) When a forfeiture is directed on a conviction and an 
appeal lies against the conviction, an appeal shall lie against the 
forfeiture also. 
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(3) When a forfeiture is directed on an acquittal and the 
goods or things to tvhich the direction relates are of value exceeding 
fifty rupees, an appeal against the forfeiture may he preferred, 
within thirty days from the date of the direction, to the Court to 
which in appealahle cases appeals lie from sentences of the Court 
which directed the forfeiture. 

Besides the provisdons of this section as to forfeiture 
See. 12 (2) i)rovide8 further that when a person removes dr 
attempts to remove from the premises of any factory in British 
India piece-goods manufactured therein, without conspicuously 
stamping on each piece the length thereof, such goods shall be 
forfeited to Government. 

Goods are liable to forfeiture in the following cases : 

1. When a person is convicted under Sec. 482, I.P.C. 
of usiug a false trade mark. 

2. When a person is convicted of an offence under Sec. 486, 
I.P.C., of selling or exposing or having in possession for sale or 
any purpose of trade or manufacture goods bearing counterfeit 
trade marks. 

3. When an offence is committed against See. 487, I . P . 0 . , 
by making a false mark upon any receptacle containing goods. 

4. When an offence is committed under Sec. 488, I.P.C., 
by making use of any such false mark in any manner prohibited 
by Sec. 487, I.P.C. 

5. When an offence is committed against Sec. 6 of the 
Merchandise Marks Act for applying a false trade description 
to goods. 

6. When an offence is committed against Sec. 7 of the 
Indian Merchandise Marks Act for selling or exposing or having 
in possession for sale or any purpose of trade or manufacture 
goods bearing a! false trade description. 

7. When piece-goods manufactured in a factory in British 
India are removed from' the factory without being stamped as 
required under Sec. 12 (1) of the Act. 

In re F. G. De Thihcdlier Mandley’’ an Indian customer placed 
an order with a firm in England for the supply of goods bearing a 
certain trade mark. It was held that the mark was a false trade 
mark under Sec. 482, I.P.C., and that the seizure and confiscation 
of the goods by the customs authorities under Sec. 9 of the Act 

(7) (1892) 1 tVeir 557, 821. 
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were legal and proper. It was also held that as the importation of 
tJie goods bearing a false trade mark was prohibited by Sec. IS of 
the Sea Customs Act the property in the confiscated goods vested 
in the Crown. 

Goods bearing the false trade mark or description may l)e 
forfeited although the person charged with the offence may be 
acquitted on proof of the defence clauses provided in See. 486, 
I.P.C., or Sec. 7 or 8 of the Merchandise Marks Act. When a 
forfeiture is directed on conviction an api>eal shall lie against both 
the conviction and the forfeiture. When a forfeiture is ordered, 
but the person is acquitted, an appeal against the forfeiture may 
be preferred within thirty days from the date of the order, provided 
the value of the goods forfeited exceeds fifty rupees. 

V. AMENDMENT OP THE SEA CUSTOMS ACT. 

By Sections 10 and 11 of the Merchandise Marks Act certain 
provisions of the Sea Customs Act are amended.* These sections 
read as follows : — 

10. (1) For Chime (d) of Section 18 of the Sea Customs 

Actf 1878, the following shall be substituted^ namely : — 

(d) goods having applied thereto a counterfeit trade mark 

within the meaning of the Indian Venal Code, or a 
false trade descHption within the meaning of the 
Indian Merchandise Marks Act, 1889; 

(e) goods made or produced beyond the limits of the 

United Kingdom arid British India and having 
applied thereto any name or trade mark being, or 
purporting to be,, . .® the name or trade mark of 
any person who is a manufacturer, dealer or trader 
in the United Kingdom or in British India unless — 

(i) the name or trade mark is, as to every application 

thereof, accompanied by a definite indication of the 
goods having been made or produced in a, place 
beyond the limits of the United Kingdom and 
British India, and 

(ii) {the country in tdhich that place is situated is) in 

that indication indicated in letters as large and 
conspicuous as any letter in the name or trade 

(8) See Appendix II for these sections of the Sea Customs Act. 

(9) The words ^^or being a colourable imitation of were repealed by 
the l^a Oostoms (Amendment) Act, 1904 (XVI of 1904). 
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mark, and in the same language and character as 
the name or trade mark.*' 

(2) To Section 18 of the Sea Customs Act, 1878 as amended 
by sub-Sec. (1), the following shall be added, namely >~- 

(f ) piece-goods, such a» are ordinarily' sold by length or by 
the piece, which — 

(i) have not conspicuously stamped in English numerals 

on each piece the length thereof in standard yards, 
or in standard yards and, a fraction of such a yard, 
according to the read length of the piece, and 

(ii) have been manufactured beyond the limits of India, 

or, 

(iii) having been manufactured within those limits have 

been manufactured beyond the limits of British 
India in premises which, if they were in British 
India, would be a factory as defined in the Indian 
Factories Act, 1881. 

11. The following shall be added after Sec. 19 of the Sea 
Customs Act, 1878, namely: — 

“19 A. (1) Before detaining any such goods as are or may 
be specified in or under Sec. 18 or Sec. 19, as the case may be, or 
taking any further proceedings with a view to the confiscation 
thereof under this Act, the Chief Customs officer or other officer 
appointed by the Local Government in this behalf may require the 
regulations under this section, whether as to information, security, 
conditions or other matters, to be complied with and. may satisfy 
himself in accordance with those regulations that the goods are 
such, as are prohibited to be imported. 

(2) The Governor-General in Council may make regu- 
lations, either general or special, respecting the detention and 
confiscation of goods the importation of which is prohibited, and 
the conditions, if any, to be fulfilled before such detention and 
confiscation, and may by such regulations determine the infor- 
mation, notices and security to be given, and the evidence requisite 
for any of the purposes of this section and the mode of verification 
of such evidence. 

(3) Where ihere is on any goods a name which is idewticai 
•with, or a colourable imitation of, the name of a place in the United 
Kingdom or British India, that name, unless accompanied in 
equally large and conspicuous letters, and in the same language 
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and characteTf by the name of the country in which swch place is 
situate shall he treated for the purposes of Secs. 18 and 19 as if 
it were the name of a place in the United Kingdom or British 
India. 

(4) Such regulations may apply to all goods the importation 
of which is prohibited by Sec. 18 or under Sec. 19, or different 
regulations ma/y be made respecting different classes of such goods 
or of offences in relation to such goods. 

(5) The regulations may provide for the infomiunt reim- 
bursing any public officer and the Secretary of State for hidia in 
Council all expenses and damages incurred in respect of any 
detention made on his information^ and of any proceedings con- 
sequent on such detention. 

(6) All regulations under this section shall be published in 
the Gazette of India and in the Calcv^tta, Port St. George, Bombay 
and Burma Gazettes.^ ^ 

These two sections deal with the prohibition and detention by 
Customs authorities of imported goods bearing false trade marks, 
false trade descriptions, or false marks of origin. 

Powers of the Collector of Customs. — The provisions of these 
two sections and the powers of the Collector of Customs under 
tliem. were explained in Nemi Chand v. Wallace^^ by Harrington J., 
in the following passage; ‘‘By Sec. 18 of the former Act (VIII of 
1878) as amended by Sec. 10 of the latter Act (IV of 1889) the 
importation of goods liaving applied to them a counterfeit trade 
mark is forbidden. 

By Sec. 19- A (1) of the Sea Customs Act it is provided that 
before detaining such goods as arc referred to under Sec. 18 of 
the Sea Customs Act or taking further proceedings with a view 
to confiscation thereof, the Chief Customs Officer may require the 
regulations under this section to be complied with “and may 
satisfy himself in accordance with those regulations that the goods 
are such as arc prohibited to be imported. Section 19- A (2) 
empowers the Governor-General-in-Council to make regulations 
either general or special respecting the detention and confiscation 
of goods,^^ the importation of which is prohibited and the condi- 

(10) (1907), 11 C.W.N. 537; 34 Cal. 495. 

(11) In Nemi Chand v. Secretary of State for India, 34 Cal. 511, it was 
held that the Collector had power to detain goods bearing counterfeit trade 
mark or false trade description although no regulations had then been framed 
by the Govemor-General-in- Council under Sec. 19-A of the Sea Customs Act. 
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tions, if any, to be fulfilled before such detention and confiscation 
and the Governor-Ceneral-in-Council may by such regulations 
determine the information, notice and security to be given and the 
evidence requisite for any of the purposes of this section and the 
mode of verification of such evidence. The regulations provide 
for the informant reimbursing any public officer mid the Secretary 
of State for India in Council all expenses and damages incurred in 
respect of any detention made on his information and of any pro- 
ceedings consequent on such detention. By Sec. 167 (8) goods 
imported in lircaeh of Sec. 18 are liable to confiscation, and 
any person concerned in the offence, is liable to penalty. By 
Sec. 182 cases falling under See. 167 (8) may be adjudged by a 
Customs Collector and by See. 188 any person aggrieved by any 
decision or order passed by an officer of Customs under the Act 
may appeal to the Chief Customs authority and that authority may 
(fonfirm, alter or annul the decision or order appealed against . By 
the same section it is provided that everj"^ order passed in appeal 
under this section shall be final subject to a power of Revision 
conferred on the Local Government under Sec. 191.” The legal 
effect of the Collector’s decision in cases heard by him under these 
two sections came also for consideration in that case. It was 
observed that the finding of the Customs authority was not a judi- 
cial act and was “not binding ujwn the plaintiff in the sense that 
any duty is cast upon him to move the higher executive authorities 
to set aside. The plaintiff has the right of disregarding this find- 
ing altogether so far as his civil rights are concerned and may 
proceed to sue for redress in a civil court against such parties as 
the law holds responsible for the injury done to him.”** 

General exemptions. — The following classes of goods are 
exempt from the operation of the Act*®: — 

(o) Goods not having applied to them any trade mark, trade 
name or trade descriptions or other indications whatever of the 
nature contemplated in the Act, with the exception of piece goods 
which require to be stamped under Sec. 10 (2) (/) ; 

(h) “goods imported for the personal use of individuals or 
private associations of individuals and not for trade purposes. 
Thus, cloth imported by an individual for his own use or band 


(12) Per Justice Sale in Nemi Chand r. Wallace (in the appeal), (1905) 
10 C.W.N’. 107. 

(13) The Merchandise Marks Manual, p. 13. 
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instruments by a regimental, band for the use of the niembera, are 
exempt but not rails imported by a railway company, or cutlery 
imd glassware by a hotel. ” 

. (c) Unstamped cotton and woollen piecegoods imported for 

the personal use of individuals or private association of individuals 
and not for trade purposes. (Notiftcation No. 1430, dated 6th 
April 1891) . 

{d) Goods having applied to them a counter-indication of 
origin accompanying the name of trade mark. Sec. 18 (c) of 
the Sea Customs Act . ) 

Oliassificatiozi of goods affected by the Act. — ^The importation 
of the following goods is prohibited by Sec. 10 of the Act. (IS 
(d), (e), (/), of the Sea Customs Act. ) 

(1) Goods having applied thereto a counterfeit trade mark 
to indicate that they are the manufacture or merchandise of a 
person whose manufacture or merchandise they are not. 

(2) Goods having applied thereto a false trade description 
which indicates or is likely to indicate that the goods so marked 
are those of some other person whose goods they are not. 

(3) Goods having a])plied to tliem trade descriptions or 
other indications that are false in respect of the country in wliich 
they were made or produced. Under this head three principal 
classes may be distinguished, (a) Goods made or produced 
beyond the limits of the United Kingdom and Britisli India and 
bearing or purporting to bear the name or trade mark of any 
person who is a manufacturer, dealer or trader in the United 
Kingdom or British India. Such goods, may, however, be admitted 
if there is applied to them a counter-indication of origin accom- 
panying the name of the trade mark. (6) Goods made or produced 
beyond the limits of the United Kingdom and British India, to 
which is applied a false trade description or indication (other than 
the name or trade mark of a manufacturer, dealer or trader in the 
United Kingdom or British India) indicating thereby that 
they are made or produced in the United Kingdom or British 
India, (c) Ghrads made or produced in one foreign country, but 
bearing a false trade description indicating that they are made 
or produced in another. In the case of classes (6) and (c) the law 
does not specifically prescribe that a counter-indication of origin 
shall remove the restriction as regards importation. Where the 
description is false by implication only, for instance by the use of 

. 66 
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English words, on foreign goods, a counter-indication of the place 
of origin of the goods may remove the misapprehension and the 
description may not then constitute a false trade description within 
the meaning of the Act. Where, however, the description is false 
in a material respect, for instance when goods are described as the 
produce of one country of which they are not, no counter-indication 
can make the description a true one. 

(4) Goods having applied to them trade descriptions th*at 
arc false in other respects. 

(5) Piece goods which have not their length properly stamped 
on each piece. 

Detention of goods.'^ — ^Imported goods falling under any of 
the above classes may be detained by the Customs authority ordin- 
arily on complaint received by the aggrieved party and in rare 
cases even on their own initiative. The informant is required to 
furnish the Collector or Chief Customs Officer in writing all neces- 
sary details with a notice in Form A.*® Rule 5 states: — “Upon 
arrival of the goods, if the Collector or Chief Customs Officer is of 
opinion that there is clearly no reasonable cause for detention he 
will permit delivery to the consignee. Otherwise he will detain the 
goods provisionally and require the informant either: — 

(a) to furnish him with an indemnity bond in the form B’® 
appended within twenty four hours; or 

(b) to deposit security in cash or currency notes to the 
amount of ten per cent, on the estimated value of the goods to 
reimburse any expenses incurred or damages awarded in respect 
of the detention, or of any proceedings consequent thereon, pend- 
ing the execution of tiie bond, which in such cases should be fumi- 
.shed within four days.” 

“Upon receipt of the bond duly executed the security 
deposit may be returned. If the indemnity bond or the security 
as the case may be, be not furnished within twenty four hours, or 
if the bond following the security be not furnished within four 
days the Collector will release the goods. If the bond be furnished 
the Collector will detain the goods for one month from the date of 
the request for the detention in order to allow of the applicant 
filing a suit or taking other proper proceedings to have his rights in 
respect of them declared or ascertained, provided that if he insti- 

(14) Buie 5, Merchandise Marks Manual, p. 15. 

(15) See Appendix VII. 

( 16 ) See Appendix Vm. 
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tute a suit or take other proper proceedings for tlie purpose stated 
within the period named the goods should be detained until a final 
decree in the suit or order in the proceedings has been obtained, 
such decree or order in the case of an appeal being that of tlie 
highest Appellate Court to which the appeal is taken. If the 
applicant does not file a suit or take other proper proceedings as 
above stated within the period named the goods will be released. ’ ' 

When information of any definite case of importation or 
contemplated importation is not available, but the complainant 
has reason to believe that his marks arc being infringed, he may 
apply to the Customs authorities to keep a watch for possililc 
infringements and orders may be passed by them with a view to 
take necessary action. Such orders should only have effect for 
three months but may be renewed on the expiry of the period 
the Collector is satisfied that there is reasonable ground for such 
an extension. 

The Customs Officers should not ordinarily detain goods on 
their own initiative, but may do so only when on examination of 
the goods it is apparent that an attempt lias been made to counter- 
feit some established mark or other indication such as is well-known 
to the officers concerned. In such cases tlie Collector may detain 
goods for a period not exceeding four days and intimate the local 
representative of the i)erson whose name or mark appears? to be 
counterfeited with the request that he should take the necessary 
action as in Clauses {<i) and (6) of Rule 5 above, if he desires the 
detention to continue. 

Procedure upon detention. — In Nenii Chand v. Wallace^'^ 
Mr. Justice Sale observed ‘‘In my opinion the provisions of the Sea 
Customs Act as amended by the Merchandise Marks Act, make it 
quite clear that the Collector liad no power to deal with the 
fluestion raised by the defendant when once it became apparent 
that the plaintiffs desired to contest the defendant's claim. It was 
his duty then to have held his hand and to have detained the goods 
on being properly indemnified until tlu" ({uestion was properly 
disposed of in a competent civil court. Sec. 19-A doubtless 
impliedly vests the Collector with a certain power of enquiry where 
it is alleged that goods are being imported bearing a counterfeit 
trade mark. But this enquiry is to be made in accordance with 
the regulations made by the Governor-General in Council respecting 
the detention and confiscation of goods the importation of which is 

(17) (1907) 11 C.W.N. 537; 34 Cal. 495. 
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prohibited. . . . The enquiry which the Collector is to make 
must necessarily be of a most limited character, for the Act does 
not empower him to summon witnesses or to take evidence. . . . 
it is clear that the Collector’s power of enquiry is intended onlj'. to 
enable him to satisfy himself that the counterfeit is plain and 
manifest and that there can be no real contest in the matter. For 
any purpose beyond this the Collector’s duty is to detain the goods 
until the question of title is settled by a competent civil court.” 
Ordinarily the Collector should not, therefore, take proceedings 
under the Sea Customs Act “for the confiscation of goods detained 
under the above rules, or for the imposition of a penalty, upon his 
own responsibility, except in the following cases, namely, when the 
marks on the goods are admitted by the importer to be objectionable 
cither as counterfeit trade marks, or as being of the description 
stated in Sec. 4 (1) and (2) of the Indian Merchandise Marks Act, 
or when the Collector or Chief Customs Officer is satisfied by the 
production of a duly certified copy of an order by a competent 
court that they have been declared by such a competent court 
either in British India or in the United Kingdom to be so objection- 
able, and provided that in this ease no claim is made on behalf of 
the importer of a right to use the marks upon grounds not covered 
by the order cited. If such a claim be made the procedure laid 
down in Rule 5 should be followed in respect of the importation.’”® 

Counter-indication of origin on goods. — The nature of the 
counter-indication required in order to enable certain goods to be 
imported is specifically provided under Sec. 18 (o) of the Sea 
Customs Act. The section lays down that the name or trade mark 
must be accompanied by a definite indication of the goods having 
been made or produced in a place beyond the limits of the United 
Kingdom and British India. Also, the country in which that place 
is situated must be indicated in letters as laige and conspicuous as 
any letter in the name or trade mark and in the same language as 
the name or trade mark. Rule 25 states, however, that the size of 
the letters need not be rigidly insisted upon, provided that they 
are sufficiently conspicuous to catch the eye along with the trade 
mark or false trade description. The counter-indication should be 
adjacent on the same label to which the false trade mark or trade 
description is applied. It should not be on a separate label nor 
otherwise detachable from the trade mark or description itself. 
Where the trade mark or trade description is in different languages 


(18) The Indian Merchandise Marks hfonual, (1930) p. 16. 
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or characters the counter-indication should be repeated in each of 
the languages employed. 

The following classes of goods arc, however, exempt from tlie 
above provisions requiring a counter-indication of the place of 
origin. 


(а) ‘‘Indian produce and manufactures imported by sea 
from foreign Indian ports into Briti.sh India and bearing the name 
or trade mark of a British Indian trader or dealer.” 

(б) “Goods bearing the name or trade mark of a British 
Indian trader or dealer which are known or proved to be the 
produce of Africa, Arabia, Persia, or Turkey in Asia with the 
exception of manufactured articles such as carpets, earthen ware, 
shawls, and silken or woollen goods.”’* 

(o) “Coverings or labels (as defined in Sec. .5 (3) of the 
Indian Merchandise Marks Act) made in a foreign country 
hearing the name of a Bintish Indian manufacturer, dealer or 
trader, where the name is intended to refer not to the covering or 
label, but to the goods to be covered or labelled, and is the name 
of a firm who have ordered the covering for their owm goods. 
Examples : — Cardboard boxes made in Germany beai’ing the name, 
trade mark or advertisements of, and imported by, a British 
Indian Soap Manufacturing Company to hold soap of their own 
manufacture ; labels made outside the United Kingdom or British 
India bearing the name of, and imported by, a British Indian 
Chemist to be attached to phials, boxes, etc., for dispensing 
purposes; photograph mounts made in a foreign country bearing 
the name and imported by a photographer in British India to be 
attached to his own photographs.”*® 

Use in a trade description of Indian vernaculars.— By 

Rule 33 (1) “words in any Indian language, or letters or numerals 
in Indian character, or marks or devices, such as representations 
of Indian deities or emblems, which are reasonably calculated to 
lead persons to believe that the goods were made or produced in 
British India require counter-indications on the same principle 
when applied to goods made or produced beyond the limits of 
British India. 


(19) A list of sat^ goods will be found in Appendix IX. 

(20) The Indian Merchandise Marks Manual, (19.’>0) Rule 15. 
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Note (1) : — ^An indication of the country of origin should not 
l)e insisted on when the only vernacular characters employed are 
the equivalent of numerals used as quality numbers. 

Note (2) : — ^British goods, piece-goods bearing tr^de 

descriptions such as “very good quality,” “Best-cloth” “Very 
best borders,” “Fast colour,” etc., in vernacular characters, or 
bearing tickets with representations of Indian deities and mytho- 
logical scenes with their names in vernacular characters, in 
conjunction with the name or trade mark of a British or British 
Indian firm, should be passed without any counter-indication of 
origin. Such counter-indications should be insisted on only where 
such expressions as “Swadeshi,” “Bande Mataram” “Cawnpore 
shoes” are used, which apart from ibeing in a vernacular character 
definitely indicate from their meaning that the goods were 
manufactured in India.” 

Identical names of places. — ^Where there is on any goods a 
name which is identical with or a colourable imitation of a place 
in British India or the United Kingdom, the name should be accom- 
panied by a counter-indication in large and conspicuous letters 
of the country in which the place is situate. Otherwise the name 
shall be taken for the xmrposes of these sections as if it were a place 
in British India or the United Kingdom. Example: — Cambridge 
United States should be accompanied by “United States” or 
“U.S.A.” 

Laws relating to marks of origin on goods in other countries. 
— It may be instructive in this connection to examine the Laws in 
foreign countries which deal with the prohibition of goods bearing 
false marks of origin. The measures adopted for these purposes in 
various countries are not uniform and may be considered under 
the following heads: — (1) Countries where there is statutory 
enactment prohibiting false marks of origin : — In some of these the 
law is applicable only against direct indication of a false place of 
origin, while in others even marks which are likely to midead the 
customers regarding the place of origin of the goods are dealt with. 
In these countries no mark of origin is, however, necessary in the 
case of goods which do not bear any description at all. Some 
examples of countries belonging to this class are Denmark, 
Germany, Great Britain, India, Italy, Norway, Austria, and 
Switzerland.** (2) Countries where the law is directed to prohi- 
bition of goods bearing marks wrongly suggesting that such goods 

V I 

(21) Memorandum on Marks of origin” published by the Economic 
nnd Financial organisation of the League of Nations, Geneva, 1927. 
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are of domestic origin : — In these countries it is not obligatory that 
all imported goods should have marked on them their country of 
origin. Goods without any description may be imported without 
any mark of origin. The law is applicable only in the case of goods 
which bear a mark wrongly suggesting that they are of home manu- 
facture as in cases where the trade mark or name of a home manu- 
facturer appears on the goods or where the description on the goods 
is»in the home language. We have already pointed out the state of 
law in India in this respect. Some examples of countries having 
regulations of this nature are the Australian Commonwealth, 
Franee, Boumania and Sweden. It may be pointed out that in 
some of these countries a false indication of a foreign origin does 
not matter. In Prance, for example, the law does not prohibit 
the importation of goods manufactured in Japan but shown as 
made in Germany. Such description would be however, 
a false trade description in India. (3) Countries where indication 
of the place of origin of imported goods is compulsory ; — In certain 
countries such as the United States of America and the Argentine 
Bepublic, the law requires that all imported goods should be marked 
with their place of origin. The only exceptions arc in cases where 
such marking is impossible for technical reasons, or where ibo 
value of the goods may be detrimentally affected by such marking 
or where such marking is contrary to trade practice. (4) 
Countries where the compulsory indication of the place of origin 
is restricted to certain classes of goods, such as medicines, food- 
stuffs, etc. (5) Countries where the place of origin should be 
indicated even on home made goods, and (6) Countries where tiu* 
marking of the place of origin is restricted to homc-nuide goods 
intended for export. 

Before concluding this section reference may also be made to 
the efforts which have been made to .secure uniformity of regulations 
relating to marks of origin. These led to the International 
Convention of Paris of 1883 and the Madrid Agreement of 1891. 
The Conventions provide for the seizure by the Customs authorities 
on importation into any of the contracting states goods bearing 
false marks of origin. Unfortunately, India is not a member of 
either of these Conventions. 

VI . — Stamping of Length of Piece-Goods Manufactured 
in British India. 

By Section 12 of the Act — 

(1) Piece-goods, such as are ordinarily sold hy length or 
by the piece, which have been manufactured in premises which are 
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a factory as defined in the Indian Factories Act, 1881, shedl not he 
removed from those premises xmthout having conspicuously 
stamped in English numerals on each piece the length thereof in 
standard yards, or in standard yards and a fraction of such a yard, 
according to the real length of the piece. 

(2) If any person removes or attempts to remove any such 
piece-goods from any such premises without the length of each 
piece being stamped in the manner xnentioned in sub-Sec. (l), 
every .such piece, and everything used for the packing or removal 
thereof, shall be forfeited to Her Majesty and such person shall 
be punash-ed with fine which may extend to one thousand rupees. 

Section 19 of the Act defines piece-goods — 

‘*For the purposes of Sec. 12 of this Act and Clause (f)' of 
Sec. 18 of the Sea Customs Act, 1878, as amended by this Act, the 
Governor-General in Council may, by notification in the Gazette 
of India, declare what classes of goods are included in the 
expression * piece-goods such as are ordinarily sold b y length or 
by the piece'.” 

^ Section 10 (2) of the Act, (See. 18 of the Sea Customs 
Act) the Customs authorities may detain unstamped piece-goods 
which have been manufactured beyond the limits of India or 
having been manufactured within those limits have been manu- 
factured beyond the limits of British India in premises, which, 
if they were in British India would be a factory as defined in the 
Indian Factories Act of 1881. 

A factory is defined in Sec. 2 of the Indian Factories Act as 
follows : — • 

“Factory” means any premises {other than indigo factories 
or premises situated on, and used solely for the purposes of, a tea 
or coffee plantation) wherein is CMrried on, for not less than four 
months in the xohole in any one year, any process for, or incidental 
to, making, altering, repairing, ornamenting, finishing or otherwise 
adapting for use, transport or sale, any article or part of an 
article', and 

(a) wherein steam, water or other mechanical power is used 
in aid of any such process, and 

(b) wherein subject to the provisions of Sec. 20, not less 
than fifty persons are on any day mmultaneously employed in any 
manual labour in, or incidented to, any such process; and every 
part of a factory, except any part used exclusively as a dwelling.” 
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Clause (6) was substituted by the Indian Factories Act, 1891 
{XI of 1891), for the original clause which ran as follows: — 

^ ^ Wherein not less than one hundred persons are on any day 
simultaneously employed in any manual labour in, or incidental 
to, any such process.’’ 

By Section 20 of the Indian, Factories Act, tlie Local Govern- 
ment is empowered to extend the definition of factory. Tlie 
section runs: — 

Section 20. (1) Notwithstanding anything in Clause (6) 

of the definition of the word ‘factory’ in Sec. 2, the Tjocal Govern- 
ment may from time to time, by notification in the official gazette, 
declare any premises, or premises of any class, which fulfil the 
other conditions of the said definition, to be a factory for all the 
purposes of this Act, or for such of those purposes as may be 
specified in the notification, if the number of persons simultane- 
ously employed in the premises on any day in any manual labour 
in, or incidental to, any such process as is referred to in the said 
Clause (ft) is less than fifty and not less than twenty. 

(2) The Local Government may, by such notification, fix 
any number below fifty and not below twenty as the number of 
persons whose simultaneous employment as aforesaid is to be held 
to subject premises, as a) factory, to all or any of the jirovisions of 
this Act and of the orders and rules made 1 hereunder.” 

Piece-goods made in foreign countries shall be detained on 
importation by the Customs authorities unless such goods have 
■conspicuously stamped in English numerals on cjach piece the length 
thereof in standard yards. By notification No. 430, dated 6th April, 
1891, the prohibition extends to “piece-goods such as ordinarily 
sold by length or by the i)iece.” These are defined as including 
cotton and woollen piece-goods of all kinds, excepting certain 
descriptions such as blankets, blind cloth, book-binding cloth, 
cloth cut in pieces, carpets (in rolls), dusters in woven pieces, 
filter cloth, hand-kerchiefs in woven pieces, Madras muslin cloth, 
pillow calico (tubular) quilts, rugs, shawls (finished) with ends 
hemmed or fringed imported singly or in pieces containing two or 
more shawls, towels in woven pieces, woollen knitted cloth, etc. 
The Collector shall not detain any unstamped piece-goods which, 
though not included in this list of exemptions, would be liable, if 
stamped, to serious depreciation in value. Unstamped piece-goods 
imported for personal wear are also exempted. 

67 
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Goods which are not made of cotton or woollen material, such 
as silk or velvet arc not classified as piece-goods and are exempt 
from the application of Sec. 18 of the Sea Customs Act. “Alpaca 
should be treated as wool, and cotton mixed with silk, or wool 
mixed with silk, as cotton and woollen respectively, provided that 
the cotton or the wool is in each ease a material constituent of the 
fabric. Cotton remnants •or cut lengths measuring less than 
15 yards are not in current ordinary practice sold by length or by 
the piece. Sec. 18 (/) of the Sea Customs Act does not therefore 
apply to them. Similarly, that clause does not apply to “ fonts 
regardless of their length, which are so defective owing to acci- 
dents in the weaving, dyeing or printing that they are not 
ordinarily capable of being sold by length or by the piece. . . . 
Goods to be liable to stamping must have been manufactured 
either beyond the limits of India or if in India,^ then in territories 
beyond the limits of British India, and on premises which, if in 
British India, would be a factory under the Factories Act. Thus 
goods manufactured in a factory at Bhavnagar, one of the Native 
States of Kathiawar, might be liable, whereas those manufactured 
on a handloom in the same place would be exempt.”*® The stamping 
should be conspicuous and in a different colour from that of the 
fabric. It should not be on a removable label or ticket, but should 
be on the fabric itself. The marking should be such as will not 
ordinarily be removable except by washing the fabric, or, in the 
case of goods that are not ordinarily washed, it should be of such 
a nature that it is not likely to be obliterated in the ordinary course 
of handling before the goods reach the purchaser. Marks which 
are stitched on the fabric and arc easily removable by cutting arc 
not permitted.** 

VII.— SUPPLEMENTAL PROVISIONS. 

(t) Evidence. 

Section 13 of the Act deals with evidence of origin of goods 
imported by sea, and corresponds to Sec. 10 (2) of the British 
Statute. It runs : — 

“Zn the case of goods brought into British India, by sea,, 
evidence of the port of shipment shall, in a prosecution for an 
offence against this Act or Sec. 18 of the Sea Customs Act, 1878, 


(22) Buie S9, Merchandise Marks Manual, 1930. 
(2.^) Bole SO, Merchandise Marks Manual, 1930. 
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as amended by this Act, be prima facie evidence of the place or 
country in which the goods were made or prodticed.** 

This section is explained by Rule 12 of Part III of the 
Merchandise Marks Manual, which states:— 'This ruling, however^ 
should be applied with discretion when the port of shipment is a 
place of transit from some inland country like Rotterdam or 
Antwerp with respect to Germany, or Trieste with respect to Italy 
or Switzerland. In the case of goods shipped from these ports, 
the statement that the goods are the make or produce of an inland 
countiy may be accepted if there is no reasonable ground to sus- 
pect the country of origin.’’ 

(ii) Costs of defence ot^ prosecution. 

Section 14 of the Act reads: — 

"(1) On any such prosecution as is mentioned in the last 
foregoing section, or on any prosecution for an offence against 
any of the sections of the Indian Penal Code, as amended by this 
Act, which relate to trade, property and other marks, the Court 
may order costs to be paid to the defendant by the prosecutor or 
to the prosecutor by the defendant, having regard to the information 
given by and the conduct of the defendant and prosecutor 
respectively. 

(2) Such costs shall, on application to the Court, be recover- 
able as if they were a fine.'^ 

In ordinary criminal cases the accused is not entitled to costs 
when acquitted nor is he required to pay costs to the prosecutor 
if he is convicted. But in respect of these special offences the 
court may order costs to be paid to the defendant by the prosecutor 
OP to the prosecutor by the defendant. 

(iii ). — Limitation of prosecution. 

Section 15 of the Act prescribes the period of limitation of 
prosecution, and corresponds to Sec. 15 of the English Statute of 
1887. The section reads: 

"JV'o such prosecution as is mentioned in the last foregoing 
section shall be commenced after the expiration of three years 
next after the commission of the offence, or one year after the first 
discovery thereof by the prosecutor, whichever expiration first 
happens.** 



X>32 The Law of Trade & Merchandise Marks in India. [Chap. 

The purpose of this section was clearly explained in an early 
Madras case** by Sir Arthur Collins, C. J., and Benson, J. Their 
-Lordships observed: “Ordinarily the infringement of a trade mark 
is rather a civil than a criminal wrong, but as civil proceedings 
may require much time and expenditure to bring them to a in- 
clusion, the Legislature, in its anxiety to protect traders, has 
-allowed resort to the criminal courts to provide a speedy remedy 
in eases where the aggrieved party is diligent and does not by his 
•conduct show that the case is not one of emergency. If, therefore, 
the person aggrieved fails to resort to criminal courts within a 
.year of the offence coming to his knowledge, the law assumes that 
the case is not one of urgency, and it leaves him to his civil remedy 
by an action for an injunction.” 

The construction of this section is not free from difficulty. 
'The particular point which has been the subject of discussion by 
several of the courts is whether the word “offence” as used in the 
-section means the specific offence alleged in the charge or the first 
■of a series of offences where the offence is a continuing one. A 
number of cases dealing with this section are discussed below. 

Buppel V. Ponnusami Tevan. — ^In Buppel v. Ponnusami 
Tevan^^ the complainants (McDowel & Co., Madras) were selling 
•cigars since 1886 under the trade mark “Bahadur”. They dis- 
covered in 1893 that the accused had been selling cigars with the 
trade mark “Bai Bahadur” packed in a manner and box similar 
to theirs. The accused were then called upon to discontinue tho 
use of the said alleged counterfeit trade mark and to render an 
account of the sales. The right to proceed further was reserved 
by the complainants but no action was taken. In 1898, upon its 
being ascertained that the counterfeit trade mark was still being 
used, the prosecution was commenced. The prosecution was held 
to be time-barred as the petitioners knew of the infringement of 
their mark by the accused for five years and had not taken any 
•effective steps to stop it. Sir Arthur Collins, C. J., and Benson, J., 
said: “It is perfectly clear that the petitioners were aware of the 
-alleged infringement so long ago as 1893, and there is nothing to 
lead us to conclude that they believed that the manufacture was 
-discontinued and was lately revived.” 


(24) Buppel r. Ponnusami Tevan, (1899) 23 Mad. 488. 

(25) Loc. cit. 
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Slahomed Jeva v. Wilson. — Ruppel v. Ponrvusami Tevan 
was followed in Mahomed Jeva v. WUson.^ The accused had 
been twice before prosecuted in 1908 and 1910 under 
Sec. 482, Indian .Penal Code, for selling oil not manu- 
factured by the Bunna Oil Co., in second hand tins of 
that company and was acquitted on both occasions. A 
third complaint was then filed alleging the commission of a fresh 
offence by the accused in July 1910. It was held that the com- 
plaint was barred under Sec. 15 of the Act. Twomey, J., said: 
“If criminal proceedings are not taken within the time limited 
by the section the owner of the trade mark shall be left to tho 
ordinary civil remedy of an injunction. The intention of the 
Legislature will be frustrated if it is held tliat the owner of a trade 
mark can stand by for several years while his trade mark is being 
infringed continuously and then bring a criminal complaint in 
respect of some recent instance in which there has been infringe- 
ment . To interpret the section in that way would reduce its pro- 
visions to a nullity for it would entirely remove the bar of limitation 
except in cases where the series of infringements has actually 
ceased.” Ilis Lordship laid stress on the words “first discovery” 
in the section. “The words ‘first discovery’ cannot reasonably 
be applied to the last of a long series of similar offences extending 
without interruption throughout several years to the knowledge 
of the prosecutor. In my opinion, they can refer only to the first 
offence of the scries which comes to his knowledge.” 

Akboy Ktunar Dey v. Emperor. — In Akhoij Kumar Dey 
v. Emperor- the accused was convicted under Sec. 486, Indian 
Penal Code, for selling gold bars with a counterfeit trade mark. 
The prosecution was launched within a month after the first dis- 
covery of the fraud by the National Bank of India who were the 
complainants. It was contended that the sale of gold bars under 
the counterfeit mark had continued for many years, and that 
no action should lie as the bank had not taken any action 
within the statutory period of limitation from the first infringe- 
ment. Chotzner, and Gregory, JJ., held that the words “first 
discovery” meant when the complainant first discovered that 
offence and that action might be taken within a year 
from that time. As regards the meaning of the word 
“offence” used in this section, their Lordships were of 

( 1 ) (1911) 4 Bur.L.T. 83; 10 I.C. 787; 12 Cr.L.J. 246. See also 
Abdui Majid v. Emperor, A.I.B. 1917 L.B. 149; 17 Cr.L.J. 488. 

(2) A.I.B. 1928 Cal. 495 ; 32 C.W.N. 699. 
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opinion that it meant the specific offence charged, and that it could 
not refer to the first infringement. “If it ha4 meant only the in- 
fringement of the trade mark we think that the section would have 
said so.” It therefore makes no difference at all whether the 
original infringement took place “three or five or ten years ago.*' 

Muhammad Ahmad v . VenkBama. — The above interpretation 
has been approved in Muhammad Ahmad v . Venkanna.^ The 
accused was charged under Sec. 486, Indian Penal Code, fer 
selling counterfeit “Otto Dilkush Ran jam” scent, and it was 
admitted by some of the prosecution witnesses that the accused had 
been using the mark in question for over four years. Referring 
to the judgment of the Lower Court Mr. Justice Jackson said: 

“The learned Sessions Judge reads See. 15 as saying 

that the starting point for limitation is the termination 
of three years from the date of the first offence ; meaning 
thereby the first of a' series of offences, or, in this case 
the first sale of a bottle of this scent. But there is nothing 
about a series in Sec. 15, of Act IV of 1889 nor in See. 486, 
Indian Penal Code. In fact Sec. 486 specifically confines 
the offence to selling a thing, “goods or thing.” The prosecution 
is within time if launched within three years of the specific offence 
complained agaimst.” 

Nag«ndra Nath Saha v. Emperor. — ^In Nagendra Nath Saha 
V. Emperor* the complainant first came to know of the infringe- 
ment of his star brand for “biris” by the accused in September 
1927. The latter gave an undertaking that he would cease using 
the counterfeit mark, but nevertheless continued to use the mark. 
The complainant proved to the satisfaction of the court that he did 
not become aware of a fresh infringement before June 1928. The 
present case was brought in March 1929. It was contended that 
the limitation must run from the original discovery in September 
1927. On behalf of the Cfrown it was argued that if that contention 
was right, then the first undertaking given by the accused would be 
meaningless, and that the complainant would be put upon his 
watch to see whether there was going to be another infringement 
within one year of the first discovery. It might then be that if 
the subsequent infringement was committed one year after the 
original discovery, the second offence would not be punishable at 

all. Ghosh, J., distinguished this case from Ruppel v. Ponnusami 

— - ■ : . ■■ ■ — 

(3) (1930) 'a.I.B. 1931 Mad. 276. 

(4) (1929) A.I.B. 1930 Cal. 274 ; 57 Cal. 1153. 
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Tevan, where the complainant had not shown that he believed that 
the alleged counterfeit trade mark had been discontinued after the 
first discovery in 1893. The meaning given by the court in Akhoy 
Kumar Dey v. Emperor^ for the word “Offence” in tliis section 
as the offence charged was accepted as the only common sense view. 
The prosecution, therefore, was held to be clearly within the time 
and the appeal was dismissed. 

. The interpretation of Sec. 15 of the Merchandise Marks Act 
again came up for consideration in Aswini Kumar Pul v . Emperor.*^ 
In that case Pearson, and Patterson, JJ., observed that this 
section was designed to prevent stale claims from becoming the 
subject-matter ot criminal prosecution and could not apply to a 
case where the offence was a continuing one . 

Sind cases. — ^In Jagasn Nath v. Emperor’’ the conviction of the 
accused under Secs. 452 and 456, Indian Penal (?odc, was set aside 
on appeal on the ground that the suit was time-barred under 
Sec. 15 of the Act. Pratt, J. C., observed: “The Magistrate has 
dealt with the question of limitation within one year of the first 
discovery, but has not considered whether the prosecution has been 
filed within three years of the first offence. The expression ‘first 

offence’ must be construed as the first offence of the series 

If the words ‘first offence’ were applied to the mo.st lecent in- 
stance of the use of a false trade mark it would be open to the 
party aggrieved to stand by for years and then take action and 
this construction would render the provision of law as to limitation 
entirely nugatory.” 

The decision in the above case was discussed iii Sirunuil v. 
Emperor^ by Mehta, A. J. C., who observed that the ruling given 
by Pratt, J. C., was not in accordance with the correct inter- 
pretation of Sec. 15 of the Act. “Had the Legislature intended 
that the period of three years should determine the limitation for 
a prosecution as from the veiy first use of a false trade mai*k we 
would have expected to fipd the word ‘offence’ qualified by the 
word ‘first* just as in the case of the discovery of the offence by the 
prosecutor. ’ ’ The interpretation of the word ‘offence’ in the section 
as meaning the very first of the scries of the offences was accordingly 
rejected. “If such an interpretation of the section be good law a 
person infringing another 's trade mark may merely do once clande- 

(5) A.I.B. 1028 CJal. 495 ; 32 C.W.N. 699. 

(6) (1930) A.I.B. 19.30 Cal. 728; .34 C.W.N. 524. 

(7) 10 S.L.B. 45. 

(8) (1932) A.I.B. 1932 Sind 94; 26 S.L.B. 241. 
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stinely, sit quiet for three years and then make a public use of it 
without any fear of a criminal prosecution. In that case the pro- 
vision in the section about the first discovery of the use by the pro- 
secutor would be meaningless.” 

Bombay cases. — ^In re Ahdvl Satar Khan Kamruddin Khan^ 
the accused was convicted by the Magistrate under Sec. 482, Indian 
Penal Code, for using falsely the property mark of the complain- 
ant. The prosecution was launched within a year of the discovery 
of the specific offence charged, but in the course of the trial it was 
admitted by the complainant that he had come to know of the 
infringement of the property mark by the accused more than a 
year before that particular offence. It was alleged by the com- 
plainant that after discovering the infringement of his property 
mark he sent a notice to the accused and that the accused promised 
to discontinue the use of it. But there was no proof of such dis- 
continuance and there was no documentary evidence to show that 
there was any discontinuance by the accused at all. It was held 
that the prosecution was time barred. Broomfield, J., said that 
” where the offence of infringement of a trade or property mark 
is a continuing one, and no discontinuance is proved, time runs 
under Sec. 15 from the first instance of infringement, or from the 
first discovery of infringement.” The above interpretation has 
been held to be wrong by the full Bench of the Bombay High Court 
in a recent case.®'* A manufacturing chemist was charged with 
selling “Sanghavi’s Gripe Mixture”, the bottle, wrapper and label 
of which were a colourable imitation of “Woodward’s Celebrated 
Gripe Mixture”. The prosecution was launched within a year 
from the discovery of the offence charged, but the accused con- 
tended that he had been using the getup complained of for over 
three years and that the suit was accordingly time-barred. It was 
ruled by the ftdl Bench that in all cases the starting point of limita- 
tion under Sec. 15 was the date of the offence charged. 

Sectioii explained. — The above decisions show that there 
is an apparent conflict of opinion among the Courts regarding the 
construction of the word ‘offence’ in this section, where the in- 
fringement is a continuing one. The two interpretations which 
have been suggested for this word are: (1) the flirst of the series 
of offences and (2) the specific offence charged. The words 
‘thereof’ in the section makes it clear that the words “commission” 

(9) A.I.B. 1935 Bom. 359; 59 Bom. 551. 

(9*») Chhotaldl Amarchand v. Griffiths Co., ^<The Times of India^V 
3rd 1936; '‘The Bfatesman”, 4th September 1936. 
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and ‘‘discovery^’ refer to the same offence. It is submitted that 
the correct interpretation is that where the offence of infringe- 
ment of a trade mark is a continuing one the word ‘ offence ’ as used 
in the section means the specific offence alleged in the charge. The 
period of limitation should apply from the date on which the 
offence charged was committed or was first discovered by the 
complainant, whatever be the date on which the infringement of 
t^ie complainant ’s mark was first committed by the accused. Action 
may be taken within a year from such discovery of the offence, 
provided three years liavc not elapsed after the commission of the 
offence charged. But for prosecutions under the Act the complain- 
ant is expected to show that he had acted with due diligence as soon 
as the infringement of his mark came to his notice. The recourse to 
the criminal courts is provided only because it is a speedy remedy, 
and the person aggrieved is entitled to such remedy only if he seeks 
this protection within a reasonable time after the infringement. The 
owner of a mark, for instance, cannot stand by for several years 
although he is aware that his mark is being continuously infringed 
and then bring a criminal case in respect of any particular recent 
infringement whenever it suits him to do so . As soon as he becomes 
aware of any infringement of his trade mark he must take effective 
steps to stop the infringement, though it is not necessary 
that he should always charge the infringer under the Merchandise 
Marks Act. Without going to the Court he may obtain an under- 
taking from the infringer that he would cease using the 
counterfeit mark. If there is a fresh infringement after the 
accused had given such an undertaking the complainant can 
]>rosecutc the accused under the Merchandise Marks Act, provided 
the prosecution is commenced within a year after the complainant’s 
discovery of the fresh offence and provided three years have not 
elapsed from the commission of the offence charged. The fact that 
the complainant was aware of the first infringement of his mark 
by the accused more than a year ago would not in such cases con- 
stitute a valid defence. 

For the sake of convenience the important tyi)cs of cases under 
this section may be classified as follows : — 

(1) Where there is a single case of infringement of the mark 
the prosecution must be commenced within three years next after 
the commission of the offence and one year after the first discovery 
thereof by the prosecutor, whichever expiration first happens. 

(2) Where there is a series of cases of infringement by the 
accused, time will run under Sec. 15 from the first discovery of 

68 
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the offence by the prosecutor, and not from the date of the first in- 
fringement of the mark . The prosecution may be commenced with- 
in a year after such discovery, provided three years have not 
elapsed from the commission of the offence charged. 

(3) Where the complainant has had knowledge of the 
continuing infringement of his mark by the accused and had not 
taken any effective steps to stop the infringement the period of 
limitation for prosecution under See. 15 will count from the date 
of the first discovery of the infringement by the prosecutor. Where 
more than a year after such discovery has elapsed, the prosecution 
will be barred and the complainant cannot bring a chaise against 
the accused in respect of any specific instance of infringement 
which might have happened recently and commence the prosecution 
within a year from the commission of that recent infringement. 

(4) Where the complainant satisfies the court that he had 
taken effective steps, legally or otherwise, to stop the infringement 
as soon as he became aware of it, and that he had sufficient cause 
to believe that the accused had ceased to infringe his mark as a 
result of those measures, the period of limitation will commence, 
in ease of a fre.sh infringement !by the accused, from the first 
discovery of the fresh offence. The prosecution will not be barred 
if started within a year after the discovery of the subsequent 
infringement and if within three years after the commission 
thereof. 

It may be noted here that the period of liniitation laid down 
in Sec. 15 applies only to criminal cases under the Act. The fact 
that one year had already elapsed since the discovery of the offence 
charged is no bar to a civil suit for claiming compensation. The 
period of limitation as regards civil cases is prescribed by the 
Indian Limitation Act (Act IX of 1908). Where there is a 
series of infringements of the trade mark the owner of the mark 
can sue in respect of every infringement of the mark, provided the 
mark has not become pvMici 

(tv) Instructions as to administration of the Act. 

By Section 16 — 

“(1) The Goveriior-Creneral in Council may, hy notification 
in the Gazette of India and in local official Gazettes, issue instruc- 
tions for observance by criminal courts in giving effect to any of 
the provisions of this Act. 

(10) Aga Makmood v. Edward Feltzer, (1903) 2 L.B.B. 113; Ahdul 
Salam v. EamidvXlak, <1912) 97 P.R. 1913; 15 1. 0. 116. 
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(2) Instructions under sub-Sec. (1) may provide, among 
other matters, for the limits of variation, as regards number, 
quantity, measure, guage or weight, which are to be recognized by 
Crimintd Courts as permissible in the case of any goods.” 

In exercise of the powers conferred ])y this section these 
instructions were published in order No, 1474, dated the 13th 
November, 1891. The permissible limits of variations according to 
these instructions have already been mentioned under See. 11 (2). 
Such instructions facilitate the administration of the Act and give 
traders and dealers precise ideas as to offences under the 
Merchandise Marks Act. 

(v) Implied warranty on sale of goods. 

Sec . 17 of the Act reads : — 

‘‘17. On the sale or in the contract for the sale of any 
goods to which a trade mark or mark or trade description has been 
applied, the seller shall be deemed to warrant that the mark is a 
genuine mark and not counterfeit or falsely used, or that the trade 
description is not a false trade description within the meaning of 
this Act, unless the contrary is expressed in some writing signed 
by or on behalf of the seller and delivered at the time of the sale 
or contract to and accepted by the buyer.” 

When any goods to which a trade mark or mark or trade 
description is applied the seller shall prinut facie be deemed to 
warrant that the mark or description which is applied is genuine. 
The section requires that where the mark or description is not 
genuine the fact should be expressed in writing at the time of the 
sale or contract by the seller or his duly authorized agent. Such 
written statements should further have been delivered to and 
accepted by the buyer. A mere verbal statement regarding the 
falsity of the marks at the time of the sale or contract would not 
suffice. 

This section corresponds to See. 17 of the English Act, The 
statutory warranty is in addition to what is already available 
under the common law. If a man is a manufacturer and not a 
mere vendor it is presumed that he supplies goods of his manu- 
facture and not those of others. Thus, in Starey v. Chilworth 
Ounpowder Co.,^^ the presence of the name of the company on the 
barrel was an implied warranty. The company could have ex- 
pressed the contrary by stating to the purchaser in writing at the 


(11) (1880) 24 Q.B.D. 90. 
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time of the sale that the powder supplied was not of their 
manufacture. 

The provision of implied warranty will enable an innocent 
purchaser to recover damages from a vendor when the goods are 
subsequently forfeited or their possession has resulted in criminal 
prosecution under the Merchandise Mark Act. Conversely, a 
manufacturer can recover damages from his cutomer when in 
pursuance of a contract the goods are supplied with a mark which 
afterwards turns out to be a false mark resulting in forfeiture of 
the articles and criminal prosecution for false marking. 

The proprietors of a trade mark “Cathedrale” for herrings 
brought an action against B.B. & Co., and one W. Bruce for 
infringement of their mark. It appeared that W. Bruce had 
supplied B.B. & Co*, with cases of herrings bearing the infringing 
trade mark “Cathedrale.” In the action an injunction was 
ordered against both defendants with costs. B.B. & Co., served a 
third party notice on William Bruce claiming an indemnity from 
him in respect of the action. In the third party proceedings it 
was held that W. Bruce had warranted that the trade mark was 
genuine and had not been falsely applied and was under an 
obligation to indemnify B . B . & Co., against the costs of the action 
under Sec. 17 of the English Merchandise Marks Act.^" 

(vi) Savings. 

By Section 18 of the Act — 

“ (1) Nothing in this Act shall exempt any person from any 
Suit or other proceeding which might, hut for anything in this 
Act, he hroughit against him. 

(2) Nothing in this Act shall entitle any person to refuse 
to make a complete discovery or to answer any question or interro- 
gatory in any suit or other proceeding, hut such discovery or 
answer shall not he admissible in evidence against such person in 
any such prosecution as is mentioned in Sec. 14. 

. (3) Nothing in this Act shall he construed so os to render 
liable to any prosecution or punishment any servant of a master 
resident in British India who in good faith acts in obedience to 
the instructions of such master, and, on demand made by or on 
behalf of the prosecutor, has given full information as to his master 
and as to the instructions which he has received from his master.”' 

(12) Pidoux 4“ Cook ▼. Benekendorff Berger 4" Co., and Brvee} 
Benekendorff Berger 4" Co. v. Bruce, (1913) 31 B.P.C. 65. (The false 
description was applied after sale and before delivery). 
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A person whose trade marli'has been infringed can institute 
criminal proceedings against the infringer under the Merchandise 
Marks Act and he may also proceed against the same person in a 
•civil court for passing-off action. Sub-Clause (1) provides that a 
conviction under the Merchandise Marks Act does not relieve the 
defendant from any civil proceedings for passing-off action. 
Sub-Clause (3) is important, and should be read in conjunction 
with Sec. 8, of the Act. The purpose of this clause is to exempt 
from criminal liability a servant who in obedience to the instruc- 
tions of his master carries out in good faith acts which would 
ordinarily constitute an offence under the Merchandise Marks Act. 
The person should in such case have given fxill information as to his 
master and as to the instructions which he has received from his 
master. 

English Act compared. — It may be noted here that there is 
no clause in tlie Indian Act corresponding to See. 2 (1) (/) of the 
English statute which lays down that a person who “causes any of 
the things above in this section mentioned to be done, shall, subject 
to the provisions of this Act and unless he proves that he acted 
without intent to defraud, be guilty of an offence against this 
Act.” Section 6 of the English Statute also refers to an 
■offence under the Act by “causing any of the things in this section 
mentioned to be done,” while the expression “causing, etc.,” is 
absent in the corresponding Sec. 8 of the Indian Act. It is 
desirable to insert these clauses in the Indian Act so as to bring it 
in line with the corresponding English Statute. The absence of 
a specific reference in the Indian Act to the person causing the 
offence does not, however, exempt a master from criminal liability 
for acts done by his servant in contravention of the Indian Mer- 
•chandise Marks Act.’® In effect, the law is the same as in England 
and a person who authorises or procures or abets the commission of 
a criminal act can be convicted of the offence . Indeed, the master 
may be liable for the servant ’s aet even where sueh acts have been 
iinauthorised or forbidden. 

The general principles of law applicable to cases of this nature 
are stated in Halsbury’s Laws of England’* thus: “The condition 
of mind of a servant or agent is not imputed to the master or 
principal so iis to make him criminally liable. A master is not 
■criminally liable because his servant or agent commits a negligent 

(13) See for instance. Sec. 22 ivhieh deals with punishment of abetment 
In India of acts done out of India. 

(14) Vol. IX, p. 235. 
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or malicious or fraudulent act. But in cases where a particular 
intent or state of mind is not of the essence of the offence, the acts 
or default of a servant or agent in the ordinary course of employ- 
ment may make the master or principal criminally liable, although 
he was not aware of such acts or defaults, and even where they 
were against his orders.” 

The principle of “vicarious criminality” has been applied iii. 
England in a number of cases under the Merchandise Marks Aet» 
the Sale of Pood and Drugs Act, 18T5, and in cases under the 
Licensing Act of 1872. A few of the important English and Indian 
cases are discussed below. 

Goppen V. Moore. — The leading English case is Coppen v. 
Moore,^^ The defendant carried on extensive business as provision 
dealer. In one of the branches of this firm the complainant asked 
for English ham. The salesman pointed to a number of hams on 
the shelf, and said they were Scotch hams, though, in fact, they 
were American hams. The complainant then bought some ham. 
The assistant at first made out an invoice without the word 
“Scotch” on it. The complainant did not accept it so written, but 
asked the assistant to insert the word “Scotch,” 'as he had bought 
it as such’. The asistant then did so. Thereupon, the complainant 
asked the salesman and the assistant whether they still said it 
was a Scotch ham and both of them admitted that it was not Scotch 
ham but was an American ham. On the part of the appellant evid- 
ence was given that Mr. Coppen had sent a notice to all his branch 
places of business including the one in question, instructing- 
the assistants most explicitly that the hams described in the list 
should not be sold under any specific name of place or origin, but 
simply as “Breakfast hams.” The appellant stated that he had nO' 
reason to believe that his instructions were not being carried out. 
It was held that the appellant was guilty of commission of an 
offence of using a false trade description under the English Mer- 
chandise Marks Act. 

The law relating to the criminal liability of the master for acts 
done by his servant in the course of his employment was very ably 

V - - - - — ... , ■ ■ ■■ . 

(15) (No. 1) (1898) 2 Q.B. 300; (No. 2) 1898, 2 Q.B.D. 306. See also 
Chierson, Oldham Co,, Ld, v. Birmingham Hotel and Bestaurant Co., Ld.r 
(1901) 18 R.P.C. 158, where a limited company was held responsible for the 
misrepresentation of its fiervants, though they were acting contrary to orders. 
See also Cueenier file, Aine, ei. Compagnie and Oeorge Idle Chapman 4r Co.^ 
Ld, y. Gaiety Bara ^ Bestaurant Co,, Ld., (1902) 19 B.P.C. 357; Havana 
Cigar and Tobacco Factories, Ld. t. Tiffin, (1905), Ld., (1909) 26 B.P.C* 
478; BovrU, Ld, v. Bodega Co., Ld., (1916) 33 B.P.O. 153. 
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and fully discussed in the above case by Russell, C. J., in the 
i following judgment: “It was admitted that the description ‘Scotch 
ham’ was trade description, and it was found that it was applied 
to the ham sold by the appellant’s employees, and it was admittedly 
false. It was not contended that it was not material. In these 
eircumstances it is clear that an offence against the Act was com- 
mitted by the salesman and by the assistant of the appellant . But 
the question which the court is now called upon to decide is whether 

the appellant is also not primarily liable to be convicted The 

appellant’s contention was that the charge here preferred was a 
criminal charge, and that the general principle of law applied — 
"nemo reus est nisi mens sit rea.’ There is no doubt tliat this is 
the general rule, but it is subject to exceptions, and the question 
here is whether the present case falls within the rule or within the 
exception. Apart from statute exceptions have l)een engrafted 
upon the rule; for example, in the case of 72. v. StepJicns'^ the 
defendant was held liable on indictment for obstructing navigation 
by throwing rubbish into a river from a quarry owned by tlie 
defendant but managed by his son, although it was proved that 
the men employed at the quarry had been by order prohibited from 

doing the acts complained of But by far the greater number 

of exceptions engrafted upon the general rule arc cases in which it 
has been decided that by various statutes criminal responsibility 
has been put upon masters for the acts of their servants. Amongst 
such cases are Mullins v .. ColUns" where a licensed victualler was 
convicted of an offence under Sec. 16 of the Ijicensing Act of 1872 
for supplying liquor to a constable on duty, although this was done 
by his servant without the knowledge of his master. Again, in 
Bond v. Bvans^^ a licensed victualler was convicted of an offence 
against Sec. 17 of the same Act where gaming had been allowed 
in the licensed premises by the servant in charge of the 
premises, although without the knowledge of his master. The deci- 
sions in these and in other like cases were based upon the con- 
struction of the statutes in question. The court, in fact, came to 
the conclusion that, having regard to the language, scope and 
object of these Acts, the legislature intended to fix criminal 
responsibility upon the master for acts done by his servant in the 

V I 

(16) (1865) 1 Q.B. 702. ISee also Paricer v. Alder, (1899) 1 Q.B. 20, 
Moiuell Bros., Ld, t. London and North Western Bailway Co., (1917) 
2 K.B. 836; Allen v. Whitehead, (1930) 1 K.B. 211. 

(17) (1872) 9 Q.B. 292. 

(18) (1888) 21 Q.B.D. 249. 
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course of his employment, although such acts were not authorised 
by the master and may even have been expressly prohibited by him. 
The question, then in this case' comes to be narrowed to the simple 
point, whether upon the true construction of the statute here in 
(iuestion the master was intended to be made criminally responsible 
for acts done by his servant in contravention of the Act, where such 
acts were done, as in this case, within the scope or in the course of 
their employment. In my judgment it was clearly the intention of 
the legislature to make the master criminally liable for such acts, 
unless he was able to rebut the prima facie presumption of guilt by 
one or other of. the methods pointed out in the Act. ... In the 
present case there was ample evidence to justify the conclusion of 
the Magistrate that the appellant was prima facie guilty of the 
offence charged, and that prima facie case has not been met with in 
the manner required by the Act. . . . There was evidence before 
them that the American hams in question were dressed so as to 
deceive the public; and this probably explains the reason of the 
affirmative finding to which I have adverted and the absence of the 
finding that the appellant had acted innocently within the meaning 
of Clause (c) . In answer, then, to the question which alone is put 
to us, namely, whether, upon the facts stated, the decision of the 
Magistrates convicting the appellant was in point of law correct, 
my answer is that, in my judgment it was. When the scope and 
object of the Act are home in mind, any other conclusion would to 
a large extent, render the Act ineffective foi; its avowed purposes. 
The circumstances of the present case afford a convenient illus- 
tration of this. The appellant, under the style of the “liondon 
•Supply Stores” carries on an extensive business as grocer and 
provision dealer, having, it appears six shops or branch establish- 
ments, and having also a wholesale warehouse. It is obvious that, 
if sales "with false trade descriptions could be carried out in these 
establishments with impunity, so far as the principal is concerned, 
the Act would to a large extent be nugatory. I conceive the effect 
of the Act to be to make the master or principal liable criminally (as 
he is already by law civilly) for the acts of his agents and servants 
in all cases within the section with which we are dealing, where the 
conduct constituting the offence was pursued by such servants and 
agents ■within the scope or in the course of their emplosrment, 
subject to this — ^that the master or principal may be relieved from 
criminal responsibility where he can prove that he had acted in 
good faith and had done all that it was reasonably possible to do 
to prevent the commission by his agents and selyants of offences 



31] The Indian Mbbchandise Makes Act, 1889. 546 

Against the Act. The result, therefore, is that the conviction will 
ibe affirmed and with costs.” 

Indian oases. — The principles of law set forth above 
regarding the criminal liability of the master for acts done by his 
servant have been followed in tlxe Indian courts. In Ktnpeiror v. 
Babu LaP^ a licensed vendor of opium was held liable for the sale 
of opium by his servant to a person below 14 years without the 
knowledge of the vendor. In Mmmg Ba Cho v. Emperor’^' 
Mr. Justice Dunkley held that under the Burma Forest Act where 
a .servant impressed his ma.ster’s property mark on unlawfully 
.felled timber, the master was liable for the offence. After citing 
various authorities his Lordship said : “I do not say that a master 
would be criminally liable for every act of his servant which 
amounts to . an offence under the Forest Act, but to my mind it is 
plain from the language, scope and object of the Forest Act, that 
the legislature intended to fix criminal responsibility upon the 
master for acts . . . done by his servant in the course of his 
employment . . . although such acts were not authorised by and 
W'ere done without the knowledge of the master. ... If therefore 
the owner of a mark delegates his duty in respect of the use of the 
mark to a servant, he does so at his penl. ” 

Where the court is of opinion that the master had adopted all 
reasonable means to prevent his servants committing a wrong, that 
the master could not have taken more care, and that the negligence 
was entirely that of his servants, the master will not . be criminally 
liable. In such cases the servant who has committed the offence 
against the Act should be got at.** 

{vii) Definition of piece-goods. 

Section 19 reads: — 

“For the purposes of Sec. 12 of this Act and Clause (f) of 
Sec. 18 of the Sea Customs Act, 1878, as amended by this Act, the 
Govemor-Genered in Council may, by notification in the Gazette of 
India, declare lohat classes of goods are included in the expression 
‘piece-goods, such as are ordinarily sold by length or by the piece*.” 

(19) (1912) 34 AIL 319. See also Queen Empress v. Tyai AH. (1900) 
24 Bom. 423 (ease tmder Anns Act.) 

(20) A.I.B. 1934 Bang. 245; 12 Bang. 300. 

(21) See for instance Montgomerie # Co., Ld. v. Young Brothers, (1904) 
21 B.P.C. 286. 
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Bides and orders in. respect of piece-goods and yams are given 
in The Merchandise Marks Manual. Piece-goods shall be deemed 
to include cotton piece-goods and woollen piece-goods of all kinds 
except the descriptions specified under order No. 1430, dated 6th 
April, 1891, as subsequently amended.** 

Sections 19 to 22 were added by the Indian Merchandise Marks 
Act and Sea Customs Amendment Act, 1891. 

(vUi) Determiwation of character of goods by sampling. 

Section 20 runs — 

(1) The Governor-General in Council may make rules, for 
the purposes of this Act, to provide with respect to any goods which 
purport or are alleged to he of uniform mimber, quantity, measure, 
gauge or weight, for the muhber of samples to be selected and 
tested and for the selection of the samples. 

(2) With respect to any goods for the selection and testing 
of samples of which provision is. not made in any rules for the time 
being in force under sub-Sec. (1), the Court or officer of customs, 
as the case may be, having occasion to ascertain the member, 
quantity, measure, gauge or weight of the goods, shcil, by order in 
writing, determine the number of samples to he selected and tested 
and the manner in which the samples are to be selected. 

(3) The average of the results of the testing in pursuance 
of rule uhder sub-Sec. (1) or of an order under sub-Sec. (2) shall 
be prima facie evidence of the number, quantity, measure, gauge 
or weight, as the case may he, of the goods. 

(4) Jf a person having any claim to, or in relation to, any 
goods of which samples have been selected and tested in pursuance 
of rules under sub-Sec. (1) or of am, order under sub-Sec. (2) 
desires that any further samples of the goods be selected and tested, 
they shall, on his written application and on the payment in 
advance by him to the Court or officer of customs, as the case may 
be, of such sums for defraying the cost of Gie further selection and 
testing as the Court or officer may from time to time require, be 
selected and tested to such extent as may be permitted by rules to- 
be made by the Governor-General in Council tn this behalf dr as, 
in the case of goods with respect to which provision is not made in 


(22) See Merchandise Marks Manual, p. 7. 
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such ndet the Court or officer of customs ma/y determine in the 
circumstawces to he re<tsonable, the samples being selected in 
manner prescribed under subSec. (1), or in sub-Sec. (2), as the 
case may be. 

(5) The average of the results of the testing referred to in 
sub‘86c. (8) an<2 of the further testing under sub-Sec. (4) shcdl 
he conclusive proof of the number, quantity, measure, gauge or 
weight, as the case may be, of the goods. 

(6) Rules under this section shall he made after previous 
publication. 

Rule 43 in Part III of the Merchandise Marks Manual 
states that for testing yam the appliances required should be the 
same as those used in the testing house of the Manchester Chamber 
of Commerce, and may be obtained on indent through the Local 
Governments.** 

{ix) Information as to commission of offences. 

Section 21 of the Act reads — 

"*An officer of the Government whose duty it is to take part 
in the enforcement of this Act shall not be compelled in any Court 
to say whence he got any information as to the commission of any 
offence against this Act.*’ 

A Government officer whose duty is to take part in the enforce- 
ment of the Merchandise Marks Act shall not be compelled to 
divulge to the court the names of persons who gave the information 
regarding the commission of the offence. The absence of such a 


(23) ^‘The stove test need only be applied in cases in which weighment 
by the ordinary methods shows the weight of the yarn to be short, or in which 
the feel and appearance of yam indicate that it is abnormally moist or over- 
conditioned, or in which the importer demands the test. A fee of Bs. 5 (five) 
will be levied from an importer demanding the test, but will be refunded if 
the test fails to support the original determination of count and length by 
the Customs officers. If more than one application of the test is demanded, 
a further fee of Bs. 5 will be levied for each fresh test, the whole sum charged 
being retained or refunded according to the final result. 

Conditioning, 

The conditioning of yam is the term applied to the quantity of moisture 
a given yam contains. 

Under the stove test yam is reduced to an absolutely dry condition and 
then weighed. In the case of cotton yarn a regain of 81 per cent, is next 
added, and the figure obtained is regarded as the actual weight under normal 
conditioning to be adopted for the purposes of determining whether a given 
length of yam is of full or short weight.” (Buie 44). 
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provision would be injurious to public interests and would make 
the administration, of the Act very difficult. While it is perfectly 
right that all opportunities should be given to discuss the truth of 
the evidence against the accused, it must be observed that “there 
is a rule which has universally obtained on account of its impor- 
tance to the public for the detection of crime, that those persons 
who are the channel by means of which that detection is made 
should not be unnecessarily disclosed.”®* Although it is the duty 
of every citizen to help and co-operate with Government by 
giving such information as he may have concerning the commission 
of the offence, it must be confessed that in most cases the informant 
is unwilling to associate himself publicly in connection with the 
criminal case and to be cited as a prosecution witness. In such 
cases unless the informant is assured that his name will not be 
disclosed to the court he may be reluctant to give any information 
about the commission of the offence. It is therefore essential that 
the Act should provide for the exemption from compulsory dis- 
closure of the informant’s identity. Otherwise a number of crimes 
•will go undetected and unpunished. 

The general principle of law is embodied in Sec. 125 of the 
Indian Evidence Act, which reads: — 

‘*No Magistrate or Police Officer shall he compelled to say 
whence he got any information as to the commission of any offence, 
and no Revenue Officer shaR he compelled to say whence he got amy 
information as to the commission of any offence against the public 
revenues. 

Explanation'. — * Revenue Officer’ in this section means any 
officer employed in or about the business of any branch of the 
public revenue.*’^*’ 

The prosecution is thus privileged and is not bound to disclose 
the names of the informants as to the commission of the offence. 
For Ike same reason the defence is not entitled to elicit from a 
prosecution •witness whether he was a spy or an informer.^ 

The section does not say whether the prosecution witness may 
be allowed to give, the source of his information as to the commis- 
sion of the offence, if he be willing to do so. But it has been held 


(24) B. ▼. Hardy, 24 How. St. Tr. 808, (Hyre, G.^.). 

(25) See edeo See. 124 of the Indian Evidence Act: “No public oflleer 
Shall be compelled to disclose communications made to him in official confidence 
when he considers that flie public interests would suffer by the disdosnre.” 

(1) AmHta v. King Emperor, (1916) 19 C.W.N. 676; 42 Gal. 967. 
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that it is the duty of the judge to exclude such evidence.® In 
Weston V. Peary Mohan Das^ Woodroffe, J., said: “I will only 
add as regards Sec. 125 of the Evidence Act that though the section 
does not in express terms prohibit the witness, if he be willing, 
from saying whence he got his information, both the English autho- 
rities from which the rule is taken and consideration of the foun- 
dation of the rule show that the protection should not be made to 
depend upon a claim of privilege being put forward, but it is a 
duty of the Judge apart from objection taken to exclude the 
evidence. A fortiori if objection is taken, it cannot since the law 
allows it, be made the ground of adverse inference against the 
witness.” Under this section the court cannot comi>el the dis- 
closure of the name of {he informant even if the court consider 
such disclosure necessary in order to establish the innocence of the 
ac-cused.^ 

A distinction has been made in England between private and 
public prosecutions whereby the above rule does not apply to 
private prosecutions.® No such distinction is however, drawn 
under the Indian Evidence Act.® 

(») Punishment of abetment in India of acts done out of Tndu^ 

Section 22 reads — 

**If any person, being within British India, abets the com- 
mission, without British India, of any act which, if committed in 
British India, would under this Act, or under any section of that 
part of Chapter XVIII of the Indiem Penal Code ivhich relates to 
trade, property and other marks, be an offence, he may be tried for 
such abetment in any place in British India in which he may be 
found, and be punished therefor with the punishment to which he 
would be liable if he had himself committed in that place the act 
which he abetted.” 

The section is limited to acts done outside British India. 


(2) Marks v. Beyfuss, (1890) 25 Q.B.T). 494; Hennessy v. Wright, 
<1888) 21. Q.B.D. 509. 

<3) (1912) 40. Cal. 898. 

(4) Marks v. Beyfuss, (1890) 25 Q.B.D. 494. 

(5) B. ▼. Biehardson, 3 F. & F. 693; 176 E.B. 318; Marks v. Beyfuss, 
(1890) 25 Q.B.D. 494. 

(6) The distinction, made in the English rale was followed in re. 
Mohesh Chunder, (1870) 13 W.B.Gr. 1 (10) an early Indian case decided 
before tiie passing of the Indian Evidence Act. 
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Chapter V of the Indian Penal Code, deals with abetment. 
The definition of “abet” is given in Sec.- 107, I.P.C. which 
reads ? — 

person abets the doing of a thing, who — 

First : — Instigates any person to do that thing; or 

Secondly : — Engages with one or more other person or persons 
in any conspiracy for the doing of that tiling, if an act or illegal 
omission takes place in pursuance of that conspiracy, and in order 
to the doing of that thing; or 

Thirdly'. — Intentionally aids, by any act or illegal omission, 
the doing, of that thing. 

Explanation 1 : — A person who, by wilful misrepresentation 
or by wQful concealment of a material fact which he is bound to 
disclose, voluntarily causes or procures, or attempts to cause or 
procure, a thing to be done, is scad to instigate the doing of that 
thing.** 

Explanation 2: — ‘‘Whoever, either prior to or at the time of 
commission of an act, does anything in order td facilitate the com- 
mission of that act, and thereby facilitates the commission thereof, 
is said to aid the doing of that act.** 

Section 108 defines an “abettor” as a person “who abets either 
the commission of the offence, or tite commission of an act which 
would be an offence, if committed by a person capable by law of com- 
mitting an offence with the same intention or knowledge as that of the 
abettor.** To constitute the offence of abetment it is not necessary 
that the act abetted should be committed. Nor is it necessary that 
“the abettor should concert the offence with the person who com- 
mits it. It is sufficient if he engage in the conspiracy in pursuance 
of which the offence is committed.** Sec. 108-A deals -with abet- 
ment in British India of offences outside it. “A person abets an 
offence within the meaning of this Code who, in British India, abets 
the commission of any act without and beyond British India which 
tcoiUd constitute an offence if committed in British India.** For 
example, where A, in British India, instigates B, a foreigner in 
■Ooa, to commit a murder in Goa, A is guilty of abetting the crime. 



CHAPTER XII. 


• SOME OUIDING PRINCIPLES FOR TRADE MARKS 
LEGISLATION IN INDIA. 

It waa shown in Chap. II that in the absence of a Trade 
Marks Act Indian trade mark owners suffer serious disabilities 
in protecting their trade mark rights at home and abroad, and that 
the removal of these disabilities can be effected by the enactment 
of a statute law for the registration of trade marks in India. In 
view of the possibility that a Trade Marks Bill may engage the 
attention of the Indian Legislature in the near future it is proposed 
to examine in this chapter some of the important principles of 
trade mark law which should form the basis of the Indian Bill . In 
discussing the question thp special conditions in India have been 
carefully considered and it is hoped that the broad outlines of 
legislation put forward in this chapter would be acceptable to the 
Indian Legislature. 

General oonsidemtioiis. — The essential requirement of a 
Trade Marks Act as indeed of all law, is tliat the law should clearly 
lay down the nature and extent of the protection it offers and the 
conditions under which it offers the same. The rights and obli- 
gations of trade marks owners should therefore be clearly enunciated 
in the future Indian Trade Marks Act. In this matter the existing 
trade mark laws of different countries are available to us for 
guidance. It may be mentioned here, that as Indian commercial 
legislation has generally been based on the corresponding English 
statutes, it would be a matter of great convenience if legislation 
for Trade Marks in India be also modelled on the English Trade 
Marks Act. Indeed, the existing criminal law relating to trade 
and merchandise marks closely follows the British Merchandise 
Marks Act. Again, in all civil suits relating to trade marks in 
India the courts are following the common law of England. Since 
statute law in England is based on the common law, Indian legis- 
lation, if based on the English Act, would be best suited to the 
needs of the country. A distinct advantage that will accrue from 
following the English Act will be that, as in the case of the adminis- 
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tration of other Acts, well established precedents and lucid ex- 
positions of law by eminent British| judges will be available to the 
Indian courts in administering the new Act, which by its very 
nature, is bound to be highly technical. Apart from these con- 
siderations it may be observed that an examination of the Trade 
Marks Laws of the various countries would point unmistakably to 
the inherent superiority of English Statute law and to its greater 
adaptability to Indian conditions. Another practical advantage 
may be mentioned. The most important part of India’s external 
trade is admittedly that with England and a large majority of the 
foreign marks seeking registration in India will be from England. 
In the case of many of these marks questions concerning their 
registrability would have already been settled in England so that 
their registration again in India will present no serious difficulties. 

Gosdien. Committee. — ^Early in 1933, a Committee was 
appointed by the Board of Ti'ade in England under the chairman- 
ship of Viscount Goschen to consider and report “whether any, 
and if. so what changes in the existing law and practice relating to 
trade marks are desirable.” Very valuable evidence was tendered 
before this Committee by all the important British interests con- 
cerned as well as by authorities on Trade Marks Law, and a 
report* embodying the results of the labours of this Committee 
was submitted to the Board of Trade in April 1934. The recom- 
mendations contained in this important document have been care- 
fully considered and such of them as appear to be suitable to 
Indian conditions are referred to in detail in the present Chapter. 
It must, however, be pointed out that any suggestions put forward 
in the following pages indicate only in broad outline the provisions 
that should form the basis of the future Act, and that the question 
of actual drafting is left to the legislature. The matters dealt 
mth are fairly numerous and have been arranged under a number 
of separate heads. 

I. Tliearies of Trade Mark Legislation: — ^It may be con- 
venient at the outset to point out briefly the broad principles on 
which the trade mark laws of the various countries can be classified. 
There are three main systems of registration ^th their accompany- 
ing statutory protection, namely, (1) the Attributive system accord- 
ing to which the rights are conferred solely by registration, (2) the 
British system according to which reg^ratioh per se confers no 

(1) Command 4568. * 'Report of the Dcpartniental Committee oh the 

Law and Praictice relating to' Trade Marl^;^* H. M/'Stati0iieT^‘Offlee. 
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rights but such as are founded on user, and (3) the deposit system 
where registration, is effected without any examination of the mark. 

Attributive system . — In countries where attributive I’egis- 
tration prevails it is imperative for the manufacturer or trader to 
resort to registration as speedily as possible, as otherwise, there is 
the danger of his trade mark being usurped by another person who 
may register it in his name. If a manufacturer or a trader fails 
tp register his mark in these countries he may often find himself 
in the unenviable position of being unable to sell his goods marked 
with the brands which he had all along been using, merelj’ because, 
a more enterprising rival had forestalled him by obtaining regis- 
tration of these marks. The attributive system of registration pre- 
vails in most of the South American States, and in Germany, 
Denmark, Greece, Portugal, and Sweden. In many of them, how- 
ever, oppoi’tunity is given to the prior user to oppose the regis- 
tration within a limited period . But such facilities are not of mucli 
practical value to non-residents in the country as they are not likely 
to sec the advertisements of the application which may apT)ea.r in 
the local official publications. In some of these countries, again, can- 
cellation of registration may be sought by the first user, but the 
period within which this could be done is generally too short to 
enable him, especially if he is a non-resident, to get this form 
of redress. As against these disadvantages, it may be claimed that 
the rights under a system of attributive registration are clear and 
well-defined. 

British system . — ^On the other hand, in many countries, the 
law provides protection to the prior user. In these countries mere 
registration of a trade mark does not create an exclusive right to 
ownership, and the rights of the prior user are always recognised 
by the law irrespective of whether the mark is registered or not. 
The statutes providing for registration are generally in conformity 
with the common law, the remedies given by the former being 
supplemental to those already available under the latter. Hence 
by the fraudulent registration of a trade mark of which he is not 
the first user a person will avail himself of nothing and such regis- 
tration is liable to cancellation on a motion by the first user. 
Among the important countries where this system of registration 
prevails we, may mention Great Britain and her Dominions and 
Colonies, United States of America, France, Japan, Spain, 
Switzerland and Belgium. 

Disadvantage of the British system . — ^It has often been urged 
that the disadvantage of the British system lies in the uncertainty 
70 
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which a trader has in determining the rights that accrue to him from 
registration. A person who has honestly chosen and registered a 
trade mark may find that some years after his mai^ had been 
registered his title to the mark is questioned by a prior user, who 
may succeed in expunging the mark from the Register. The 
defect in this system is that while the law recognises the first user 
alone as entitled to the mark it does not provide any means of 
informing a person seeking registration of a mark whether the 
same or a similar mark is already being used by another or not.’’ 

Deposit system. — A. modification of the British system known 
as the Deposit system prevails in France. The difference between 
the two systems lies in the fact that under the ‘deposit system* a 
trade mark is not subjected to examination for distinctiveness 
before registration and the registration is not open to opposition. 
Obviously, the rights conferred by sudi registration are very un- 
certain. The owner of a registered trade mark does not know at 
the time of registration whether the same or a similar mark has 
already been registered by another person, not to si)eak of the 
existence of prior users. The absence of examination as to dis- 
tinctiveness will further entail a greater degree of uncertainty 
as to the validity of a registered trade mark. These difficulties 
are bound to be a constant source of irritation to the trade mark 
owners and will involve them in no end of litigation. This system 
of registration prevails in France, Belgium and some other 
countries. 

The different systems compared. — Thus, it is seen that in so 
far as rights accruing from registration are concerned the attri- 
butive system confers the greatest amount of statutory protection 
to trade mark owners, the British system comes next, while the' 
deposit system gives the least protection. But in the matter of 
rights founded on user the attributive system recognises none 
whatever, while such rights arc preserved under the other two 
systems, the British system providing in this respect more effective 
safe-guards than the deposit system. 

System of registrattoa recommended im India. — From a con- 
sideration of the fore-going it is obvious that, if the rights accruing 

(2) The necessity for the maintenance of a record as complete as 
possible of trade marks in use was urged by Sir William Jarrett before the 
Goschen Committee. On behalf of the Trade Marks, Patents and Designs 
Federations, Ld., Sir WiUiam pressed for the introduction of ai ^refused Ibt’ 
which in the absence of compulsory , registration would, in his opinion, provide 
a praeticnble, though partial, solution of the problem. This proposal did 
not, however, meet with the approval of the Committee. 
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from prior user under the common law to which owners of trade 
marks in India are now entitled should not suffer, the Indian Trade 
Marks Bill should be modelled on the English Trade Mark Act. 
The adoption of a legislation which would recognize the first regis- 
trant as the exclusive owner of the mark in utter disregard of the 
rights of the prior user would lead to great confusion, increased 
litigation and severe hardship to the commercial community. Such 
laudation would create, what an American author calls the ‘danger 
spots’ of the world as far as trade mark rights arc concerned. 
The right to a trade mark should always be regarded as a common 
law right and legislation should aim at only extending the sphere 
of common law remedies and affording more effective and less 
costly redress against trade mark piracy. This object is attained 
by Sec. 42 of the English Act, whereby in addition to provision in 
Sec. 45 for passing-off action, the right to institute an ‘action for 
infringement’ is conferred on the proprietors of registered trade 
marks. The English Trade Marks Act thus provides the most 
equitable solution and Indian legislators would find it in the best 
interests of the country to adopt the relevant provisions of this 
Act. Indeed, any other solution is not likely to commend it.«elf 
to thq commercial community in this country. In this connection 
it may be observed that it would, certainly, be most desirable if 
the various countries in the world could be persuaded to evolve 
a uliiforin system of registration in place of the present conflicting 
laws relating to trade marks. The unification of the trade mark 
laws in the British Commonwealth would undoubtedly be a dis- 
tinct .step forward in that direction. 

II. Conditiotu gnyeming registratioii. — As the primary 
object of a Trade Marks Act is to protect proprietors of trade marks, 
the law. should combine the maximum of protection with the mini- 
mum of restriction on the trader in the choice and use of trade 
marks. Indeed, the modem tendency in trade mark legislation is 
towards relaxation of restriction and this should form the guiding 
principle in framing the Indian Act. As Lord Moulton said: 
^‘The object of trade mark legislation is to induce persons to make 
the register of trade marks complete and accurate and, therefore, 
we ought as far as possible to get everything that is an effective 
trade mark on the register.”* The Indian Act should, therefore, 


(3) Trans. Institute of Patent Agents, Vol. 24, p. 43 (1905) . Sue also 
the evidence of 8ir William S. Jarratt before the Goschen Committee (Uinntes 
of Evidence, pp. 79 to 119). 
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be conceived in a liberal spirit with a desire to get on the register 
practically all trade marks that are really effective and are actually 
in use in the country. Great thought and labour would be required 
in drafting the fundamental section of the Act defining the 
conditions under which a trade mark can get on the Register. 

Distinctiveness . — ^As registration of a trade mark grants an 
exclusive monopoly of the use of the mark to its owner the first 
condition of registration obviously, should be that the monopoly 
conferred deprives no other trader of the use of a word or device 
he might reasonably require in the ordinary course of his business 
to describe his goods. This raises the question of distinctiveness 
as a requirement for registration. Distinctiveness may be either 
inherent or acquired. Section 9 of the British Act of 1905 lays 
down what kinds of marks are inherently distinctive. Marks that 
are common to the trade or descriptive of the goods, geographical 
names, surnames and such other words or marks as are not inher- 
ently distinctive are a priori considered unsuitable for registration.* 
But the question arises whether marks that are prima facie descrip- 
tive but have subsequently acquired distinctiveness by usage can 
be registered upon evidence of such acquired distinctiveness. 
While it may be conceded that registration of such marks may 
have the desirable effect of bringing a greater number of effective 
trade marks on the register it must be nevertheless pointed out that 
the adoption of this practice would lead to serious difficulties in 
the administration of an Act that might contain such a provision. 
For, acquired distinctiveness will have to be established before 
registration can be effected and the weight of evidence required 
will vary with the nature of the mark, the kind of goods and the 
class of purchasers. Such cases are better dealt with by a court of 
law than by quasi- judicial proceedings before the head of a Govern- 
ment department. Again, le^slation should discourage the un- 
desirable practice of traders choosing descriptive or quasi-descriptive 
words for trade marks with the hope of claiming acquired dis- 
tinctiveness at a later date and then registering them to secure 
additional statutory protection. Further, no case of real hardship 
will arise by refusing registration to such descriptive or quasi- 
descriptive marks if it be provided in the Indian Act on the lines 
of Sec. 42 of the English Statute, that in the case of trade marks 
which are in use before the Act comes into force and are refused 
registration for want of inherent distinctiveness the owners of sach 

(4) Hie qaestioii has been discussed in Chap. IV. 
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marks shall, nevertheless, be entitled to institute legal proceedings 
for infringement. Registration should, therefore, be confined 
under the future Indian Act to trade marks which possess inherent 
distinctiveness.® 

Part A and Part B Registers under the English Aet , — In 
See. 9 of the English Trade Marks Act of 1905, a distinctive trade 
mark has been defined as one 'adapted to distinguish' the goods of 
the proprietor of the mark from those of other persons. The 
section further lays down that in determining whether a trade mark 
is adapted to distinguish the goods of its proprietor from those of 
other persons "the tribunal may in the case of a trade mark in 
actual use, take into consideration the extent to which such user 
has rendered such trade mark in fact distinctive for the goods with 
respect to which it is registered or proposed to be registered.'’ The 
object of this provision was to enable the registration of a number 
of common law trade marks which though not inherently distinctive, 
had acquired distinctiveness by user. It was, however, found that, 
notwithstanding the above provision, the limitations placed by this 
section on registration necessarily excluded a large number of 
common law marks which were, and would continue to be actually 
used in trade. As was stated by Lord Parker® the difficulty was 
that in defining what was capable of registration certain limits had 
to be laid down and certain very good common law marks werc^ 
outside those limits. As far as rights in England were concerned 
non-registration of these marks did not matter as in cases of in- 
fringement of their marks the owners had a right to relief under 
the common law by an action for passing-off. But the owners 
of these marks were put to serious difficulties in foreign countries. 
In many of these countries common law trade marks were not 
legally recognised and registration was essential in order to protect 
the rights of trade mark owners. Many foreign countries, however, 
require as a condition of registration in their country that any 
person who is not a subject of their state shall produce a certificate 
of registration of his mark in his home country. Obviously such 
certificate could not be secured in England in the case of a common 


(5) If it be considered expedient that registration should be extended 
to some non-distinctive old marks, provision may be made for their registration 
on the owners producing satisfactory evidence of exclusive user for a period 
of not less than ten years over) a wide area. The rights accruing from such 
registration should be of a limited character. A provision of this. nature 
dn^ statutory recognition in the United States in the Ten Year Mark Buie. 

(6) Trans. Institute of Patent Agents Vol. 36, p. 153 (1918). 
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law mark, and many valuable common law trade marks of British 
subjects could not, therefotre, be registered in those foreign coun- 
tries. In the case of many such trade marks, traders abroad had 
actually registered them in foreign countries as their own 
trade marks, and had used them to pass-off their own goods as the 
goods of the British trader. In some cases they had even 
endeavoured by means of such registration to restrain the impor- 
tation of British goods bearing the marks of the actual British 
proprietor who was responsible in the past for their creation and 
value. The interests of owners of common law marks in England 
were thus materially infected abroad, and British traders were 
specially at a disadvantage compared with the nationals of coun- 
tries where the dex>osit system of registration prevailed or where a 
less rigorous test of distinctiveness for registration was required 
than in England. In view of the rigorous construction put by 
the courts on the section deflningj distinctiveness, a suggestion was 
made that the substitution of the words “capable of distinguishing” 
for the words “adapted to distinguish” in Sec. 9 of the Act of 1905 
might mean something broader and might enable registration to 
be obtained for the common law marks which were refused regis- 
tration before. Although this suggestion was accepted the tradi- 
tional conservatism of the English mind could not reconcile itself 
to a radical change of the law. “A simple amendment of Sec. 9 
of the Act of 1905” writes Haddon,*^ “would probably have 
sufficed, but in order to make more certain that the new phrase 
would be construed more differently from “adapted to distin- 
guish” the somewhat cumbrous method was adopted of setting up 
a separate Register to be known as Part B of these marks. ” 
(Act of 1919). The distinction between marks which are “adapted 
to distinguish” and marks which are “capable of distinguishing” 
was discussed at length in the case of Davis Trade Marks” by the 
Court of Appeal in 1927. 

B Register not necessary in India . — The introduction of two 
trade mark registers in India, on the model of the English system 
is, however, of doubtful value. It may be noted that even in 
England this system has not fulfilled its purpose and has given rise 
to some dissatisfaction among the commercial community. In the 
first place there are still a number of good common law marks 


(7) Haddon oa Trade Marks, p. 12. 

(8) . Framle James Davis (Trading os UstOeon Co. ▼. Snssex Bwkksr 
Co., Ld., 44 B.P.O. 412. 
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which are in use in trade and commerce and which have been held 
by the courts as non-registrable in the B Register. The Liverpool 
Electric Coble Co. f Ld.’o Application,^ may be cited as an illus- 
trative case. Although secondarj* signification in the word 
“Liverpool” for cables was established, it was held by the Court 
of Appeal that the mark was not “capable of distinguishing” the 
goods of the Plaintiffs and that it- was consequently not registrable 
in the B Register. 

Secondly, the rights conferred by registration in Part B 
Register are considerably less than by registration in Part A 
Register. Thus, the registration of a person as proprietor of a 
mark in the B Register does not give to such person the exclusive 
right to the use of such trade mark upon or in connexion with 
goods in respect of which it is registered. Again, the fact of 
registration in Part B of the Register is not at any time conclusive 
evidence of the validity of the registration. Such evidence serves 
only as prima facie evidence that the registrant has the exclusive 
right to the mark. But in any action for infringement in respect 
of a trade mark entered in the B Register no injunction or other 
relief shall be granted to the owner of the mark in respect of such 
registration, if the defendant establishes to the satisfaction of the 
court that the user which is complained of is not likely to lead to 
the belief that his goods are the goods of the proprietor of the trade 
mark. The general tendency among the merchants is always, 
therefore, to apply first for registration in Part A of the Register 
and on refusal to apply for refpstration in Part B. Thus, on an 
average, while over 10,000 applications per year are made for 
registration in Part A Register, less than 300 new applications are 
submitted for registration in Part B. 

Thirdly,- the difference in meaning between the two expressions 
“adapted to distinguish” and “capable of distinguishing” is not 
clear and has not been well explained by the English Courts. For 
example, in the Liverpool Electric Cable Co., Ld.’s Application'^'* 
Romer, J., observed that he very much doubted whether there was 
any difference between these two expressions and that if a mark 
did in fact distinguish, it should be adapted to distinguish. 

Prom what has been said above it will be clear that the adoption 
of two Trade Marks Registers on the lines of the English Act of 

(9) 46 B.P.O. 99. 

(10) 46 B.P.O. 99. 
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1919 will result in confusion among the Indian public who have 
hitherto no experience at all about registration of trade marks. 
The system is still in an experimental stage in the United Kingdom 
and if it is decided to repeat this experiment at all in this country 
it would be desirable to postpone it for some years so that the 
Indian commercial communities may have acquired by that time 
some knowledge of the actual working of the first Trade Marks 
legislation, which should provide for a single Trade Marks Register 
as under the earlier English Acts. The introduction of Part A 
and Part B Registers on the model of the present English system 
cannot, therefore, be recommended for India at present. 

in . Definition of a tirade mark. — The proper function of a 
trade mark is to indicate that the goods upon which it is used are 
the goods of a certain trader by virtue of manufacture, selection, 
offering for sale, etc. Following Sec. 3 of the English Act, the 
following definition of a trade mark may be adopted in the Indian 
Trade Marks Bill, when it is prepared : 

“A ‘trade mark’ shall mean a mark used or proposed to he 
used upon or in connexion with, goods for the purpose of indicating 
that they are the goods of the proprietor of such trade mark by 
virtue of manufacture, selection, certification, dealing with, or 
offering for sale.” 

The above definition will be in accordance with Indian case 
law. Marks that are not used in trade, such as, club badges, names 
of private houses, etc., shall not constitute trade marks. 

IV. Registrable trade marks. — ^All marks that satisfy the 
above definition of a trade mark, however, shall not be registered. 
As has been already pointed out, only such trade marks as are 
inherently distinctive should be registrable. Following Sec. 9 of 
the English Act, the following definition of a registrable trade 
mark may be adopted under the Indian Act : — 

‘‘A registrable trade mark must contain or consist of at least 
one of the following particulars : — 

(1) The name of a company, individual, or firm represented 

in a special or distinctive manner. 

(2) The signature of the> applicant for registration or some 

predecessor in business. 

(3) An invented word or words. 

(4) A word or words having no direct reference to the 
character or gudlity of the goods,, and , not , being 
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according to its ordhutry signification a geographical 
name or surname. 

(5) Any other distinctive mark, but a name, signature, or 
^ word or words, other than such as fall within the 

description in the above paragraph (1), (2), (3) 
and (4) shall not, except by order of the Governor- 
General in Council or a High Court be deemed a 
• distinctive mark : 

Provided always that any special or distinctive word or 
words, letter, numeral, or combination of letters or numerals used 
as a trade mark by the applicant or his predecessors in business 
before the passing of the Act, which has continued to be used either 
in its original form or with mmor alterations down to the date of 
the application shall be registrable as a trade mark under the Act . 

For the purposes of the above paragraph distinctive** shall 
mean adapted to distinguish the goods of the proprietor of the 
trade mark from those of other persons. 

In determining whether a trade mark is so adapted, the 
tribunal may take into consideration the extent to which user of 
the trade mark or any other circumstance has rendered such trade 
mark in fact distinctive for the goods with respect to which it is 
registered or proposed to be registered.*^ 

It will be seen that under Clause (5) oi! the above definition 
even a surname or geographical name can be registered so long as 
it is distinctive, subject to the requirement of an order from the 
(iovernor-General in Council.^^ 

In his evidence before the Goschen Committee Sir William 
Jarrett pleaded for the deletion of the statement oC essential parti- 
culars from Sec*. 9 of the English Act, and suggested that every 
trade mark which is in fact distinctive should be registrable 
irrespective of whether the mark is inherently distinctive or has 
acquired distinctiveness by usage. It was, however, pointed out 
by Dr. Lindley that if the above suggestion was adopted there 
would be a danger of encouraging people to acquire monopolies in 
highly descriptive words as trade marks after a certain period of 

(11) Begistration of the following words were allowed by the courts in 
England under the corresponding sub'section of the English Act: — 
^ ^ Apollinaris ^ ^ (In re Apollinaris Brunneuy 24 B.P.C. 436); ‘^Oswego’^ 
(In re National Starch Co., 25 B.P.C. 802); ‘‘Lawson Tait" (In re 
Whitfield* 8 Bedsteads, Ld., 26 B.P.C. 657); “California Syrup of Figs'^ 
(In re California Fig Syrup Co., 26 B.P.C. 436); “Itala'^ (In re Itala 
Fabbfica di Automobili, 27 B.P.C. 493). 

• 71 
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user, and that it would be easy to get declarations of distinctiveness 
from all over the country whatever the words initially meant. The 
l)ropo8al was rejected by the (Joschen Committee who observed: 
“The statement of essential particulars is a useful guide to the 
categories of marks which may be regarded as distinctive. Moreover, 
it has been the subject of judicial decisions extending over many 
years, and the case law thus built up is of great assistance in 
interpreting and administering the Act. If these categories are 
taken out of the Act, it would be necessary in practice to compile 
a fresh set by judicial decisions, with iincertainty and expense to 
traders in the meantime.” 

The last paragrai)h in the draft section proposed above follows 
the amendment in Sec. 9 of the English Act suggested by the 
Gosehen Committee. 

V. Bestrictions on Registration. — (a) Identical marks . — 
Apart from the test of disinctiveness, certain other restrictions on 
registration will be essential. As a trader or manufacturer seeks 
registration with the object of securing an exclusive monopoly in 
the usei of the words it is obvious that once a trade mark is regis- 
tered in respect of a certain class of goods by one 
trader no- other trader can be allowed to register the 
same mark for the same class of goods. The restriction 
will, no doubt, apply to the case of a mark which so 
nearly resembles tlie original registered mark as is likely to deceive. 
This provision is contained in Sec. 19 of the English Act and 
obviously is intended not only in tlie interests of registered trade 
marks owners but also in the interests of the imblic. Apparent 
exceptions to this rule are in the ciise of honest concurrent user 
(See. 21 of the Act) and in the case of Associated Trade Marks 
(Secs. 24 to 27). 

(b) Concurrent user . — The (lucstion of allowing regis- 
tration of the same mark by concurrent users in a vast country like 
India is bound to be a matter of considerable administrative diffi- 
culty. The adoption of the three mark rule** whereby I’cgistration 
was formerly refused in England for old marks when there were 
more than three applicants will be a safe guide for this purpose. 

(12) When the first Trade Marks Act came into force in England there 
were several eases where two or more traders applied for the registration of 
substantially identical marks. The Registrar adopted as a convenient rule 
that registration should be refused in case of more than three applicants 
for the same mark. This rule received later statutory recognition In 
Sec. 74 (3) of the Act of 1883 which laid down that a mark owned by more 
than three persons should bo deemed common to the trade. 
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(c) Contrary to law or morality. — Under Section 11 of 
the English Act it slmll not be lawful to register marks which are 
contraiy to law or morality or otherwise disentitled to protection 
in a court of justice. A provision of this nature in the Indian Act 
will be obviously necessary. 

(d) Names of deities. — The names of Hindu deities are 
commonly used in India as trade marks and such marks have been 
protected by the courts in India.'* As these names arc the common 
heritage of the country, the question may be raised whether such 
marks should be registrable under the Indian Act. It may be 
mentioned in this connection that trade names consisting of the 
names of gods and goddesses are regarded as non-registrablc by the 
Bombay Mill owners’ Association for purposes of registration in 
their private register. There does not, however, appear to be any 
need for introducing such a severe restriction on registration under 
tlie Indian Act. The names of Hindu gods and goddc.sses arc 
legion and the adoption of one of these names as a trade mark by 
one person will not undidy restrict the choice l)y othcra of this 
class of names. The same thing applies to the names of 
mythological persons. 

(e) Marks offending religious susceplibilMies. — In a 
number of cases the association of names or rei)rescntations of 
deities with certain articles of trade is likely to offend tJie religious 
sentiment of the people. For instance, registration will have to be 
refused in respect of beef for a trade mark of whicli the name or 
pictoinal representation of a Hindu deity forms a part. A 
provision Avill be necessary for refusing registration to such marks. 

(/) Names of cU'Stes, tribes, etc. — The oi),jectioii to llie 
registration of surnames as trade mai’ks applies witli even gi-eater 
force in tlie case of names of .scct.s, castes or tribes which are of 
common occurrence. For instance, a ]icrson may not claim a 
monopoly in the use of the word 'Pandit’ or ‘Shastri.’ 

(g) Disclaimers. — Section 15 of the English Act provides 
that if a trade mark contains parts not separately registrable or 
matter common to the trade or otherwise of a non-distinctive 
cliaracter, the registrant may then be asked to disclaim the right 
to the exclusive use of such parts or matter. 


(13) See for instance, British American Tobacco Co. v. Mahbooh BuJesh, 
15 C.W.N. 280 (Sri Durga) ; Sheikh Abdul Sovan v. Jitendranath Datta, 
A.I.B. 1931 Cal. 445 (Sree Bamachandra Murti). 
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(A) Ro-yal arms. — The usxs of JRoyal arms or other state 
emblem as part of a trade mark without sanction from properly 
constituted authority is prohibited under Sec. 68 of the British 
Trade Marks Act. Similar pmvisions arc found in the trade 
marks legislations of all countries and should find a place in the 
Indian Act.** 

(i) Chemical iwmes. — In the case of registration of chemical 
names'^ a special provision is introduced by Sec. 6 (2) of the 
British Act of 1919 by which no word which is the only practicable 
name of any single chemical element or compound shall be registered 
as a ti'ade mark and if registered such word shall be liable to be 
removed from the register notwithstanding the provisions of Sec. 41 
of the Act of 1905. 

(j) Names of patented or new articles. — It is a well-known 
principle of common law that the name of a patented article cannot 
be protected as a trade mark. The right of the public to 
manufacture the article after the expiration of the patent may be 
practically destroyed, if they arc unable to use the name by which 
alone the patented article has been known and sold. Registration 
should, therefore, be refused where the trade name sought to be 
1‘egistcred is or has become the name of the article. 

VI. Advertuement of applications for registration. — ^As 
under the English Act it must be provided in the Indian legislation 
that every application for registration of a trade mark shall be 
advertised after acceptance and any aggrieved person should be 
pemitted to enter an opposition to the registration of the mark 
within a prescribed period. A trade mark should be registered 
only when it has not been opposed, and the period for notice of 
opposition has expired, or having been opposed, the opposition has 
been decided in favour of the ai)plicant. In special c^s the 
Registrar may be empowered to advertise an application for 
registration before acceptance. 

VII. Appeals. — It may be provided in the Act that the 
decision of the Registrar refusing registration or in opposition 
proceedings shall be subject to appeal to the Governor-General in 
Council. 

VIII. Effect of registration. — Sections 38 to 45 of the 
English Act deal with the effect of registration. Secs. 38 and 39 

(14) Similar provisions are contained in Indian Partnership Act, 
Sec. .58 (3), and Indian Companies Act, Sec. 11 (3). 

(15) See Chapter IV. 
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confer the right of property in respect of a registered trade mark. 
The registration of a person as proprietor of a trade mark, shall, 
if valid, give to such jierson the exclusive right to the use of such 
trade mark upon or in connection with the goods in respect of 
which it is registered. Where two or more persons having tl\e 
right of eoncuri’ent laser are registered as the proprietors of the 
same trade mark in re.spect of the .same goods, the right of exclusive 
uper of such trade mark cannot lie claimed by any of them as 
against any of the other concurient users, but each of such persons 
shall otherwise have the same right as if ho Avere the .sole registered 
propinetor thereof. 

Registration to he prima facie evidenee of vnUdUg. — Tn all 
legal proc.eeding.s relating to a registercsl trade mark the fact that 
a person is registered as proprietor of such a trade mark should be 
prima facie evidenee of the validity of the original registration of 
such trade mark and of all assignments and transmissions of the 
.same.*® The oinginal regi.stration of such trade mark should after 
the expiration of seven years from the date of such original regis- 
tration be taken to be valid in all respects. The exceptions to this 
rule should be (1) where the original registration was obtained by 
fraud, or (2) where the mark is likely to deceive, or (3) where the 
mark is otherwise disentitled to protection in a court, or (4) Avhere. 
the mark is contrary to law or morality, or (5) Avhere the mai’k 
comprises any scandalous design.** 

It should be provided, however, that the proprietor of a 
registered trade mark shall not interfere Avith the user by any other 
person of a similar trade mark Avhich he or his predecessor in 
business has continuously u.sed from a date anterior 1o the user 
of the first mentioned trade mark by the registered proprietor 
thereof or his predecessor in business. 

Although it is advocated in a later section that the period of 
registration of a trade mark before renewal should be ten 
years only which is substantially less than under the English Trade 
Marks Act, it is advisable to keep the period required to constitute 
conclusive evidence of ownership as .seven years from the date of 
registration, as under Sec. 41 of the English Act. Indeed, it is 
desirable to increase this period to ten years in’ the Indian .statute. 
The reasons for this suggestion will be obvious when we consider 
the large area of the country, the diversity of languages spoken. 


(16) See Sec. 40 of the English Trade Marks Act. 

(17) See Sec, 41 of the English Trade Marks Act, 




566 The Law op Trade & Merchandise Marks in India. [Chap. 

and the hi(ih illiteracy of the people, apart from the facts that 
industry is not well developed and the art of advertisement is still 
in its infancy in this country. In this connection it may be pointed 
out that under the En^ilish Trade Marks Acts of 1875’" and of 
1883’® it was enacted that in all legal proceedings relating to' a 
registered trade mai*k the original registration of such trade mark 
should, after the expiration of five years from the date of such 
original registration, be taken to be conclusive evidence of the 
registrant’s right to the exclusive use of the trade mark and that 
the period required for this i)urpose was increased to one of seven 
years in the Trade Marks Act of 1905.®® 

Under Section 42 of the English Act tlic riglit to institute a 
suit for infringement under the Act is confined to the proprietors 
of registered marks and to the owners of old marks for which 
registration has been refused. Registration does not prevent the 
use by another person of any bona fide description of the character 
and quality of his goods. (Sec. 44). Similar provisions may be 
incorporated in the Indian Act. 

IX. Classiflcation: of goods. — An application for registra- 
tion of a trade mark shall be for particular goods or class of goods on 
which the applicant has been using or proposes to use the mark. 
Such a restriction will be necessary in the Act in order to prevent 
defensive registration and blocking of the Register. At present 
different systems of classification of goods for the purposes of regis- 
tration of trade marks prevail in different countries. It would be 
a matter of great advantage if the various countries could be made 
to agree to a uniform system of classification,®’ as it would enable 
a trader to register his mark in the same class in a number of 
countries. With this object a Committee of the International 
Union for the Protection of Industrial Property was set up and 
the scheme of classification prepared by them and adopted at the 
recent London Conference of the International Convention is 
given in Appendix XVII. This classification may be adopted 
for the purposes of registration under the Indian Act. 

X. Assignment of trade marks. — The law relating to 
assignment of trade marks has been dealt with in Chap. V. It was 

(18) Sec. .1 of the Aet of 1875. 

(19) See. 76 of the Act of 1883. 

(20) Sec. 41 of the Act of 1905. 

(21) See Dr. Lindley’s evidence before the Oosehen Committee (Minutes 
of Evidence at p. 12) . 
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shown that under the common law a trade mark cannot be assigned 
in gross but only along with the entire goodwill of the business. 
Statutory enactment in England has followed this principle. 
Section 22 provides that a Irade mark when registered shall be 
assigned and transmitted only in connection with tiic goodwill of 
the business concerned in the goods for which it has been registered 
and shall bo determinable with that goodwill. The reason for this 
inwision is that if a maik which had become associated with the 
goods of a particular manufacturer were assigned for use on similar 
goods in a different business the purchasing public would be 
deceived . 

The question of assignment of the goodwill of a business 
along with the ti'ade mark engaged the attention of the 
(losehcn (tommiltc'o. In his valuable evidence Dr. Lindley 
(Itegistrar of Trade Marks) 7 iointed out that “tin* problem before 
the Committee state<l in its simple's! terms appeared to be to deter- 
mine how to allow traders the greatest liberty for the assignment 
of their trade marks eonsisttmt with tlie avoidance of deception to 
the purchasing public and (as a subsidiary consideration) with the 
prevention of the possibility of mere trafficking in trade marks.”*® 
The objections to allowing assignments without any restriction are : 
(1) that the trade may generally be in doubt as to validity of an 
assignment that is likely to be set aside later on the ground that 
confusion and deception have been caused or are likely to be caused 
to the public, and (2) that such deception and confusion would 
often have already occurred before steps are taken to set aside the 
assignment. It is, therefore, necessary that the law should clearly 
lay down what kinds of assignment are valid. According to the 
evidence before the Committee the principle underlying both 
statutor;'^ and common law relating to assignment of trade marks 
is based on the theory that a trade mark owes its value to the good- 
will and reputation of the business concerned. This, in the un- 
animmrs opinion of the commercial community no longer holds 
good under modern conditions of trade. Nowadays, the tendency 
is for the business to be built up around the trade mark, and any 
goodudll of the business is for all practical purposes inherent in 
the trade mark itself. The Committee were impressed by the 
weight of evidence in the matter and felt bound to recommend that 
the existing law should be relaxed so ns to permit assignment with- 
out goodwill, provided such assignment is not likely to cause con- 
fusion and deception of the purchasing public. The Committee 

(28) See Minutes of Evidence, p. 13, 
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recommended accordingly that Sec. 22 should be amended as 
follows*® : — 

(t) “A trade mark when registered should be assignable 
and transmissible in respect of any of the goods for which, it 
is registered, either with or without the goodwill of the business in 
which it is being used ; provided that there does not arise by reason 
of such assignment or transmission a right for more than one 
independent proprietor to use the mark or a similar mark for the 
same goods or description of goods so as to be likely to deceive or 
cause confusion. ” 

(it) “Notwithstanding tlic preceding provision, a regis- 
tered trade mark should be assignable and transmissible as afore- 
said in respect of goods to be sold in the United Kingdom only, or in 
respect of goods to be exported from the United Kingdom to any 
overseas country or countries only, and the assignee or transferee 
be registrable as proprietor of the mark with corresponding geo- 
graphical limitations notwithstanding that the assignor or trans- 
feror remains registered as proprietor of the mark for other 
markets." 

These recommendations arc of very great significance and if 
adopted will remove the present hardships of trade mark owners as 
evidenced, for example, by the recent Sinclair Trade Marks case.*® 
The sections dealing with assignment of trade marks in the future 
Indian Act should accordingly be framed on the basis of these 
recommendations . 

Another useful provision which may be incorporated is that 
where a registered trade mark has been associated with the goods 
of an Indian firm assignment should not be allowed in respect of 
such mark to a person or a body of persons in a foreign, country 
without previous permission from the Governor-General in Council 
or from the Registrar of Trade Marks. 

The rule under common law relating to apportionment of 
trade marks on dissolution of partnership has been dealt with in 
Chap. V and should form the basis of statutory law as in England 
(Sec. 23 of the English Act). In the case of Associated trade 
marks the Indian Act must provide that the marks shall be assign- 
able as a whole and not each mark separately. (Sec. 27 of the 
English statute) . 

(23) See Goschen Committee Beport, para. 115, pp. 29-30. 

(24) 49 B.P.C. 123 (1932). See Chapter V where this ease is dis- 
cussed. See also Goschen Committee Beport, para., 105, p. 26. 
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XI. Associated trade marks. — Section 24 of the English 
Act provides that where an application is made for the registration 
of a trade mark so closely resembling a trade mark of the appliccant 
already on the Register l‘or the same goods as to lie calculated to 
deceive if used by a person other than the applicant, registration 
may be allowed of such marks as associated trade marks. Sections 25 
and 26 deal with combined trade marks and series of trade marks 
which are also treated like associated marks for the pur]>oses of 
assignment. Similar provisions may be incorporated in the Indian 
Act. 


XU. Group marks. — In these days of rationalisation and 
amalgamation it becomes necessary for a group of companies to use 
a trade mark registered by one of the members of the group, linder 
the existing law in England t his is not [)ossible, the theory being that 
the public identify a trade mark with the goods of a particular 
trader and if a system of licensing be introduced the public are 
likely to be deceived. But, under modern conditions of trade in a 
unmber of cases the iniblic have no idea of the namci of the manu- 
facturer or selector of goods and regard the trade mark only as a 
means of identifying goods, possessing certain quality or charac- 
teristics. The question of a restricted system of licensing was 
raised before the Ooschen Committee by the Federation of British 
Industries, London and Birmingham Chambers of (Commerce, Trade 
Marks, Patents and Designs Federation, and the Chartered Insti- 
tute of Patent Agents. While admitting that the existing law was 
inherently sound, these bodies asked for the introduction of a pro- 
vision whereby certain persons associated in trade with the 
proprietor of a registered mark should be allowed the use of his 
mark. The Goschen Committee recommended that in special cases 
the proprietor of a registered trade mark may get the names of 
associated traders entered in the register as ‘‘registered users,’’ 
without depriving himself of the right to use the same, the new 
system being thus differentiated from ordinary assignment. This 
type of registration is granted only on grounds of public interest 
and hedged in by a number of conditions or restrictions as to mode 
and place of user.*® 

In the present state of industrialisation in India it will be 
difficult to ensure that the grant of this type of registration wiD 
serve public interest and will not be abused; its introduction 
cannot, therefore, be confidently recommended. 


(25) See paras. 117 to 123 of the Report of the Ooschen Committee. 
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XIII. Certifioation. marks. — ^With the growing industria* 
lisation of a country good.s (raw produce or manufactured articles) 
aiv not generally accepted by the trade unless they satisfy certain 
standard specifications. As the purchaser is not ordinarily in a 
position to test for him.self tlie quality of the goods, associations 
come into exislenee which draW up specifications and undertake to 
certify wliether the goods offered for sale are in accordance with 
sucii specifications, floods so cei'tified are often marked with 3 
special identification mark to distinguish them from those not certi- 
fied. Such associations are not manufacturei’s or vendoi's of goods. 
The (jnestion arises whether the marks used by tliem for the almve 
purpose can be treated as trade marks. It is extremely doubtful 
whether any of them will receive protciction under common law. 
The Act of 1905 recognised for the first time the need to grant pro- 
t»‘ction for these maihs in England . Section 62 of the Act provided 
for the registration of standardisation or certification marks as 
trade marks under the Act and the statutory definition of a trade 
mark was amended accordingly to include such special marks. It 
was also provided that for the recognition of these marks the con- 
sent of the Board of Trade was neee.s.sary apart from the require- 
ment as to distinctiveness. Such permis.sion could be given only 
if the registration was in the public interest and if the association 
was competent and ivas willing to undertake to certify. Regis- 
tration of these marks was liable to concellationt at any time if the 
Board of Trade felt that the particular certification mark was no 
longer in public interest . Section 62 of the Act of 1905, as amended 
by the Act of 1919, enacts as follows: — 

'' Where any associatian or person, undertakes to certify the 
origin, material, mode of manufacture, quality, accuracy or other 
characteristic of any goods hy tnark used upon or in corinection 
with such goods, the Board of Trade, if and so long as they are satis- 
fied that such association or person is competent to certify as afore- 
said, may, if they shall judge it to he to the public^ advantage, 
permit such association or person to register such mark as a trade 
mark in respect of such goods, whether or not such association or 
person he a trading association on trade or possessed of a good, will 
in connection with such certifying.” 

On behalf of the British Standards Institution the late Sir 
Richard Glazebrook, F.R.S., in his evidence before the Goschen 
( committee submitted that the requirements as to distinctiveness 
and intention to use should not be insisted upon in the case ; of 
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certification marks.^ He quoted some instances where the Institu- 
I tion was unable to prevent misuse or piracy of its registered trade 
mark “British Standard.’’ Tlius, shortly after a British standard 
schedule for lubricating oils was issued in 1924 a company was 
formed under the title of British Standard Lubricating Oil Co., 
]jd. Again, while the prtq)aration of a British standard specifi- 
cation for taps and dies for making screws was under consideration 
by the Institution a company was registered undei' tlie name of 
British Standard Taps, lid. Tlie most glaring misuse was the use 
of the word ‘Britisli Standard’ for an American artichj .sold by a 
German firm in England. Sir Richard, then'fore, submitted that 
it would 1)0 in tlie interests of tlie iniblic if the Institution were per- 
mitted to register the mark “British Standard” in respect of a 
wide range of goods and that registration should be allowed in 
tlie case of such marks for any class of goods notwithstanding that 
there was no immediate intention to \ise the mark. It was, how- 
ever, pointed out. by Dr. Ijindlcy, in the course of the examination 
that the requirement of distinctiveness was much more imperative 
in the ease of standardisation marks as the goods marked with these 
marks were likely to be extensively used; and Sir Richard ulti- 
mately agreed with this contention. The Gosehen Committee have 
accordingly recommended (paras. 229 and 230 of their Report) 
that, (1) a certification mark should be ‘adapted to distinguish’ 
the goods so certified from similar goods not so certified, (2) that 
wherever practicable the difference between a certification mark 
and an ordinary mark .should be clearly indicated on the goods 
so as to avoid any possibility of confusion between the two classes 
of marks, and (3) that regulations governing the use of a certifi- 
cation mark should meet with the approval of the Board of Trade 
and be so drawn up as not to exclude any trader’s goods from the 
benefits* of the mark. The other recommendations of the Com- 
mittee mainly relate to iirocedure and aim at ensuring that the grant 
of a certification mark should only be in public interest. 

The subject of certification marks i.s of some imjiortance in 
India and in making statutory enactment great care and thought 
should be devoted not only to framing the main section but also 
to drawing up a set of sufficiently stringent rules, the keynote of 
which should be to allow registration of the marks solely on con- 
siderations of public interest. Registration should be refused 
unless the Registrar is satisfied that the applicant association or 
person is competent to certify and that the registration will be to 

(.1) Minutes of Evidence, pp. 227-232. 
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the public advantage. The Government of India should be the 
final authority on this question and .should have power to caned 
registration if at any time it appears to them that the registered 
proprietor is incompetent to certify or that the use of the certi- 
fication mark is not to the interests of the public. The Act should 
also provide that registration be limited to non-trading bodies 
which will be guided by national as distinguished from sectional or 
communal interests. As bodies eligible to register certification 
marks we may cite the instances of the Institution of Engineers 
(India) and the Indian Stores Department. 

XIV. I>uration of rejgistnation. — In Great Britain the 
registration is in the first instance for a period of 14 years (Sec. 28) 
and can be renewed for a jieriod of 14 years from the expiration of 
the original registration or of the last renewal of registration. 
(See. 29). In his evidence before the Goschen Committee 
Dr. Lindley advocated the adoption of a shorter period. He said 
that many of the trade marks which were registered ceased to be 
used after a year or two but nevertheless remained on the Register 
to the embarrassment of future applicants for similar marks. It 
would be useful, “in order the sooner to clear the Register of such 
marks, if registration, at all events in the first instance, were for 
a shorter period than fourteen years." The Chartered Institute 
of Patent Agents took the same view and pointed out the advant- 
ages of clearing the register of dead marks. The Goschen Com- 
mittee have recommended that the period of first registration be 
reduced to seven years and the period between renewals be retained 
at 14 years. 

The adoption in India of a shorter period of duration of regis- 
tration will be a great advantage as several of the trade marks will 
be owned by petty traders who may drop them off after a few years’ 
use. Ten years will not be an unduly long period of duration for 
the first registration . The period is 15 years in Prance and Canada, 
and 20 years in the United States, Japan and China. On the 
other hand, the period is ten years in most of the other countries, 
(e.flr.), Germany, Austria, Hungary, Norway, Sweden; Russia, 
Latvia, Denmark, Creece, Portugal, Czechoslovakia, Belgium, 
Persia, Siam, Bulgaria, Poland and the South American States.* 
The renewal period in India may also be fixed at ten years. 

XV. Status of unreuewed trade marks. — Section 31 of the 
British Act provides that, where a mark has been removed 


(2) 8 ie Ajkpendix XIV. 
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■t'roin the Register for non-payment of the renewal fee, such mark 
sliall nevertheless be deemed to be a registered mark for the pur- 
pose of any application for registi'atiun during one year next after 
the date of such removal. It may be provided in the Indian Act 
on the lines of Sec. 31, that an unrenewed mark shall bd cited for 
one year against new applications. 

XVI. Correctioin and. rectification of Register. — A Regis- 
tihtion Act should provide that registration once granted may bo 
modified or cancelled whenever circumstances demand such a step. 
According to the Englisli Act, a registered proprietor of a trade 
mark may be allowed to add or alter the same in a manner which 
does not substantially alter the identity of the mark. (Sec. 34). 
He may also be allowed to have the mark removed from the Register 
if it is not in use or ask that the registration shall be limited to 
particular goods on which the mark is used and not to extend to 
all goods for wdiich registration was originally grunted. Similarly, 
on the application of any person aggrieved tin; court may pass an 
order for expunging or varying entries in the Register of trade 
marks. Again, in ease of fraud in the original registration or 
transmission the Registrar may himself apply to the court for 
rectification of the Register. (Sec. 35). Similar provisions may 
be made in the Indian Act. In order to avoid confiictiug decisions 
it may be necessary to provide that an application for the recti- 
fication of the Register may be filed only f)cfore the Federal Oourt 
or any High Court or other court constituted for this purpo.se by 
the Federal Court. 

XVII. Non-user. — ^The principle on which trade mark 
registration is granted is that the owner of the mark is already 
using the mark or intends to use it on his goods in the immediate 
future. ’ The object will be defeated if the mark is allowed to 
be on the register for an indefinite period without being used. The 
mark will then be only blocking the Register and be embarrus.sing 
to the other traders. Section 37 of the English Act-’ provides 
that on application made by any aggrieved person a registered 
trade mark may be struck off the Register in respect of any of the 
goods for which it is registered on the ground that it was registered 
by the proprietor without any bona fide intention to use the same 
in connection with his goods and that there has been in fact no 
bona fide user of the same in connection with such goods during 
the five years immediately preceding the application for removal, 

(3) For amendments proposed by the Goschen Committee, See paras. 160 
and 170 of tiieir report. 
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unless such non-user is shown to be due to special circumstances 
in the trade . A provision of this nature will prevent traders from 
registeiing trade marks merely with the object of hampering other 
traders in the choice of trade marks. Where defensive registration 
is granted this provision cannot obviously apply. 

XVIII . Unreigistered trade marks. — It must be specifically 
provided in the legislation that nothing in the Act shall be deemed 
to affect the existing rights of trade mark owners under the common 
law. The right to an action for passing off and the remedies in 
respect thereof under the Common Law shall not be affected by 
registration. 

XIX. Defensive Registratkm. — It was urged before the 
Goschen Committee by Mr. Evans Jackson* appearing for the 
London Chamber of Commerce, that “where a trade mark has 
become identified with the proprietor to such an extent that the use 
of the mark by others on any goods is calculated to cause members of 
the public to think that there may be connection between the goods 
in question and the proprietor of the mark, such marks should be 
registrable as a general trade mark for all goods.” He agreed 
that surnames or geographical names were ineligible for this type 
of registration. But marks, which have become household words, 
as for instance, ‘Kodak’, ‘Bovril,’ ‘Izal’ ‘Glaxo’ and ‘Hovis’ or 
devices such as ‘Players’ or ‘Johnnie Walker’ would be suitable for 
such registration. In the course of examination Dr. Lindley 
pointed out that the granting of general registration to devices 
would be difficult and embarrassing to traders and that such regis- 
tration if given at all, should be confined to invented words of 
world-wide reputation. The Committee accepted this suggestion 
and have recommended that provision may be made for this type 
of registration, such marks being termed “defensive trade marks”.® 
Begistration may be granted for any or all classes of goods and will 
not be subject to cancellation on the ground of non-user. For the 
purposes of assignment these marks will be governed by the provi- 
sions for ‘Associated trade marks’ and shall be assignable as a 
whole. 

This new type of registration is beset with grave difficulties. 
To determine whether a mark has acquired sufficient reputation 
to entitle it to general registration is not an easy matter, and 
depends largely on the discretion of the Registrar. The privilege 
may be claimed for practically every invented word, and if granted 

(4) Minutes of Evidence, pp. 33-37. 

(5) See Goschen Committee Beport, paras 73-77, pp. 21r22. 
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£rccly may block tiie entire Register. A similar thing happened 
jji Canada where any trade mark could formerly be registered as a 
general mark for all classcis of goods on payment of an extra fee, 
and the practice had to be abandoned. A second difficulty is that, 
although the word in question is an invented one and distinctive 
for the particular class of goods for which it was originally regis- 
tered it may come very near a descriptive word for an entirely 
different class of goods. For instance, the word “Oiiwoola” may 
be considered as an invented word and distinctive for steam boilers 
but not for woollen goods. This necessitates a Ihorougli exami- 
nation of the word in question in relation to every conceivable 
description of goods. Thirdly, the mark for which defensive 
registration is sought may be identical with or closely similar to one 
already registered in a different class of goods by another pci'son 
and is, therefore, likely to be confused in respect of such goods. 
The prior registrant in this class of goods will be aggrieved when the 
owner of the defensive trade mark commences to manufacture the 
same goods. In such cases defensive registration cannot be granted 
to cover all classes of goods. 

As against these difficulties it may be claimed in support of 
defensive registration that it is unfair to the owner of a well-known 
trade mark that he has no effective remedy against piracy oL* his 
mark. An unscrupulous trader may use it on goods not covered 
by the class or classes in which registration has been obtained. 
Such unfair use of the trade mark may bring the mark into 
disrepute and thus cause injury to its owner. The grant of defen- 
sive! registration would give the owners of valuable trade marks 
the protection they deserve. Further, in the event of defensive 
registration being confined to invented words it would not deprive 
other tradei*s of their freedom in choosing their marks. After all, 
the claim of the person for the exclusive use of the word he had 
invented and made poi)ular is justifiable on grounds of eciuity. 
The future Indian Act may, therefore, provide for the registration 
of defensive marks in very exceptional cases where the mark in 
question is specially qualified for this privilege. Suitable safe- 
guards will be necessary to ensure that this new tyiK^ of registration 
does not tend to block the Trade mark register. The grant of such 
registration must be entirely at the discretion of the Registrar. 

XX. Old marks.. — The position of trade marks already in 
existence at the time when the Trade Marks Act comes into force, 
would require special consideration. Several of these are good 
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trade marks with luhcrent distinctiveness and can, therefore, be 
registered. Difficulty will, however, arise in regard to marks that 
are not sufficiently distinctive for registration. A sptecial provi- 
sion will have to be made in the Act extending the benefit of regis- 
tration to these non-registrable marks, provided the registration is 
applied for and refused within a specified period (say 10 years) 
after the passing of the Act. Under the English law “old marks” 
are put in a special position as to their registrability and have some- 
times been allowed ixigistration although new marks would be 
refused registration in similar circumstances. 

XXI. Cotton marks. — Some of the difficulties of registra- 
tion of cotton marks have already been pointed out in Chapter III 
and a tentative scheme has been put forward for dealing witli textile 
marks seeking registration immediately after the Trade Marks Act 
comes into force. It was pointed out that in England line headings 
were excluded from registration in cotton classes as these marks 
were so numerous and the differences between them were so 
negligible that it was, practically impossible to classify them. The 
position in India would be more or less similar in this respect and 
it would be desirable to insert in the Indian Act a section for 
excluding registration of line headings in cotton classes on the lines 
of the English statute. Registration of word marks for cotton 
goods was formerly refused in England but the sub-section relating 
thereto has been subsequently repealed by the Amendment Act of 
1919. Exclusion of word marks from registration in the cotton 
classes would entail great hardship to traders in India. These arc 
quite popular and their classification does not involve the same 
difficulty as in the case of line headings. Exclusive rights in such 
marks have in many ca.ses been recognised by the Indian courts. 
The Indian Act should not, therefore, exclude word marlis from 
registration in the cotton classes provided the marks otherwise 
satisfy the requirements of the Act. 

In this connection it may be mentioned that the Bombay Mill 
Owners’ Association have framed certain rules for the purposes of 
registration of trade names in their Register. Rule No. 3 defines 
registrable trade names, and Rule No. 4 specifies the types of words 
which .shall not be registrable.* The restrictions on registration 


(6) "Buie No. 3. — ^For the purposes of those Buies a registrable trade 
name shall be: — 

. (a) An invented word or words printed or written in T!!w gH«b 

characters; or 
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j of trade names contained in thq latter rule appear, however, to be 
somewhat severe. For instance, the names of gods and goddesses, 
the names of mythological persons, monograms, words describing 
scenes from scriptures or mythology of any religion whatever, are 
not registrable as trade names. 

A refused list may be maintained ol! cotton marks that have 
been in actual uso by the applicant or his predecessors in business 
prior to the date of application and have been refused registration. 
A fee may be charged for keeping such marks on this list and a 
search may be made in this list also in the case of cotton marks 
seeking registration. The refused list should also be open to 
public inspection. 

XXII. Trade Marks Law a federal subject. — The advantages 
of making trade marks law a federal subject are too obvious and 
the disadvantages of making it a non-fedcral subject are too 


(6) An English Dictionary word or words having no direct rofcronco 
to the character, quality, design, colour, border or dimonsions 
of tlio cloth on which it is used; or 

(c) An Indian Vernacular Dictionary word or words having no direct 

reference to the character, quality, design, colour, border or 
dimensions of the cloth on which it is used. 

Provided that such vernacular word or words shall only be used in the 
vernacular or varnaculars from which it | they is [are taken and shall be recorded 
in the Trade Names Begisters of the Association (x)honetic spelling) in 
English characters, ’ ^ 

Rule No. 4, — “Notwithstanding anything contained in the foregoing 
Buies, the following types of words shall not bo registrable: — 

(a) Personal names. 

(b) Geographical Names. 

(cj Mis-spelt Words. 

(d) Names of Gods and Goddesses. 

(6») Names of mythological persons. 

(/) Word or Words describing scenes from scriptures or mythology of 
any religion whatsoever. 

(i/) Word or words likely to olfeiul religious susceptibilities. 

(h) Indecent or obscene word or words. 

(i) Trade names known to be current on imported goods. 

(J) Recognized textile terms, for example, African Domestics, 
Alhambra Quiltings, etc. 

(A;) Word or words already registered with the Association as the 
name of a trade mark. 

(l) Monograms. 

(m) Names or colourablq imitations of names of Indian Mills. 

(n) Colourable imitations of letter combinations already registered 

with the Association as trade numbers.” 
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numerous to call for any discussion. Indeed, this question does 
no longer arise as according to the present Government of India 
Act, patents, designs and trade marks have already been included 
as a federal subject.^ This is in conformity with the present 
practice in several federal countries. In Australia the separate 
States had their own trade marks laws up to 1905 when a new Act 
had to be passed for the whole Commonwealth replacing the 
separate state laws.^ 


(7) Government of India Act (1935), Seventh Schedule (Federal 
Legislative List), Article 27. 

(8) A more complicated system prevails in the United States where side 
by side with separate state laws there is a federal Act for the whole country, 
.turisdiction between the State Courts and the Federal Courts is divided and is 
often confusing to the parties seeking redress. 



APPENDIX L 

• THE INDIAN MERCHANDISE MARKS ACT, 1889. 

ACT NO. IV OF 1889.^ 


[1st March, 1889.] 

An Act to amend tue Law kelattnu to Fbaudulent Marks on 

Merchandise. 

[As modified up to tfie 1st August, 1908.] 

Whereas it is expedient to amend the law relating to 
fraudulent marks on merchandise ; It is hereby enacted as 
follows : — 

Title, extent and 1- (1) This Act may be called The 

commencement. INDIAN MERCHANDISE MARKS Act, 1889. 

(2) It extends to the whole of British India; and** * * 

(3) It shall come into force on the first day of April, 1S89. 

2. In this Act, unless there is something 
Definitions. repugnant in the subject or context, — 

(1) ‘‘trade mark” has the meaning assigned to that expres- 

sion in Sec. 478 of the “Indian Penal Code as 
amended by this Act : 

(2) ‘‘trade descriihion”'* means any description, statement 

or other indication, direct or indirect, — ■ 

(«) as to the numiier, <piantity, measure, gauge or weight 
of any goods, or 

(1) For Stiitoiuent of Objects jintl Keasons, .vrr Gazette of Indian 1888, 
Pt. V, £). 109; for Beport of tlie Select Committee, acc ibuL, 1889, Pt. V, p. 27; 
and for Proceedinffs in Council, sev ibid., 1888, Pt. VI, pp. Ill and 136, and 
ibid., 1889, Pt. VI, p. 38. 

(2) The words ‘^subject to the provision of the last section of tJiis Act’^ 
were repealed by the Indian Merchandise Marks and Sea Customs Acts 
Amendment Act, 1891 (IX of 1891), Sec. 1, General Acts, Vol. VI. 

(3) For Act 45 of 1860, see the revised edition, as modified up to Ist 
April, 1903. 

(4) Cf. the Merchandise Marks Act, 1887 [50 & 51 Viet., c. 28, 

Sec. 3 (1)]. 
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(5) as to the place or country in which, or the time at 

whicli, any goods were made or produced, or 

(c) as to the mode of manufacturing or producing any 

goods, or 

(d) as to the material of which any goods are composed, 

or 

m 

(e) as to any goods being the subject of an existing 

patent, privilege or copyright ; 
and the use of any numeral, word or mark which 
according to the custom of the trade is commonly 
taken to be an indication of any of the above matters 
shall be deemed to be a trade description within the 
meaning of this Act : 

(3) “false trade description” means a trade description 

which is untme in a material respect as regards the 
goods to which it is applied, and includes every 
alteration of a trade description, whether by way 
of addition, cffacemcnt or otherwise, where that 
alteration makes the description untrue in a material 
I'espect, and the fact that a trade description is a 
trade mark or part of a trade mark shall not prevent 
such trade description being a false trade description 
within the meaning of this Act; 

(4) “goods” means anything which is the subject of trade 

or manufacture : and 


(5) “name” includes any abbreviation of a name. 


Amendment of the Indian Penal Code. 


Substitution of new 
sections for See. 478 
to 489 of the Indian 
Penal Gode. 


3. For that part of Chapter XVIll of 
the •'■’Indian Penal Code which relates to 
Trade and Property Marks, the following 
shall be sul)stituted, namely: — 


“0/ Trade, Property and other Marks.” 

*’“478. A mark used for denoting that goods are the manu- 
facture or merchandise of a particular person- 
is called a trade mark, and for the purposes 
of this Code the expression ‘trade mark’ includes any trade mark 
which is registered in the register of trade marks kept under the 


Trade mark. 


(5) For Act XLV of 1860, see the revised edition, as modified np to 1st 
April, 1903. 

( 6) Cf. the Merchandise Marks Act, 1887 [50 & 61 Viet./ c. 28| 

Sec. 3 (1)]. 
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Patents, Designs and Trade Marks Act, 1883, and any trade mark 
which, either with or without registration, is protected by law in 
any ^British possession or foreign State to which the provisions 
of the one hundred and third section of the Patents, Designs and 
Trade Marks Act, 1883, arc, under Order in Council, for the time 
being applicable. 


‘^479. A mark used for 'denoting that 
•Property mark moveable property l^elongs to a particular 
person is called a property mark. 


‘‘480. Whoever maihs any goods or any case, package or 
other recei)laele containing goods, or uses 
^ false trade package or other receptacle with 

any mark thereon, in a manner I'easonably 


calculated to cause it to b<^ believed that the goods so marked, 
or any goods contained in any such reeeptaele so marked, are the 
manufacture or merchandise of a person whose manufacture or 
merchandise they are not, is said to \iso a false trade mark. 


TTsing a false pro- 
perty mark. 


'481. Whoever marks any moveable property or goods or 
any case, package or other receptacle 
containing moveable property or goods, or 
uses any case, package or other receptacle 
having any mark thereon in a manner reasonably calculated to 
cause it to be believed that the property or goods so marked, or any 
property or goods contained in any such receptacle so marked, 
belong to a person to whom they do not belong, is siiid to use a false 
property mark. 


"482. Whoever uses any false trade mark or any false 
property mark shall, unless he proves that 
tr£e acted withoiit intent to defraud, be 

mark or property punished with imprisonment of either 
description for a term which may extend to 
one year, or with fine, or with both. 


“483. Whoever counterfeits any trade mark or property 


. Counterfeitixig a 
trade mark or pro- 
perty mark used by 
another. 


mark used by any other person shall be 
punished with imprisonment of either 
description for a term which may extend 
to two years, or with fine, or with both. 


(7) For list of Possessions and States to which 46 & 47 Viet., c. 57, has 
been applied, see TJst of* General Bulos and Orders in force in British India, 
p. 13, 
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“484. Whoever counterfeits any property mark used by a 

Counterfoitini: a Public servant, or any mark used by a public 
mark used by a servant to denote that any property has been 
public servant. manufactured by a particular person or at 

a particular time or place or that the property is of a particular 
quality or has passed thimi}?h a particular office or that it is entitled 
to any exemption, or uses as fjenuine any such mark knowing the 
same to be counterfeit, shall be punished with im])risonment 'of 
eitlier description for a term which may extend to three year's, and 
.shall also be liable to fine. 


“48.'). Whoever makes or has in his [>os.session any die, plate 

or otlrer Instrument for the purpose of 

Making or posses- counterfeiting a trade mark or property mark 
Sion of any instni- , . , . . ^ , , 

ment for counterfeit- bas in his pos.sess)on a trade mark or 

Ing a trade mark or property mark for the purpose of denoting 

property mark. goods are the manufacture or 

merchandise of a person whose manufacture or merchandise they 
are not, or that they belong to a person to whom they do not belong 
shall be punished with imprisonment of either description for a 
term which may extend to three years, or with fine, or with both. 


“486. Whoever sells, or exposes or has in pos.session for sale or 


Selling goods mark- 
ed with a counterfeit 
trade mark or pro- 
perty mark. 


any purpose of trade or manufacture, any 
goods or things with a counterfeit trade 
mark or property mark affixed to or impressed 
upon the same or to or upon any case. 


package or other receptacle in which such goods are contained. 


shall, unless he proves — 


(а) that, having taken all reasonable precautions against 

committing an offence against this .section, he had 
at the time of the commission of the alleged offence 
no reason to suspect the genuineness of the mark, 
and 

(б) that, on demand made by or on behalf of the prosMU- 

tor, he gave all the information in his power with 
respect to the persons from whom he obtained such 
goods or things, or 

(c) that otherwise he had acted innocently, 
be punished with imprisonment of either description for a term 
which may extend to one year, or with fine, or with both. 
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“487. Whoever makes any false mark upon any case, package 
or other I'eceptacle containing goods, in a 

ifoking a false manner reasonably calculated to cause any 
mark upon any recept- , 

acle AtmtMnine goods, public servant or any other person to believe 
that such receptacle contains goods which it 
does not contain or that it does not contain goods which it 
does contain or that the goods contained in such receptacle are of 
a jiature or quality diffei’ent from the real nature or quality thereof 
shall, unless he proves that lie acted without intent to defraud, be 
punished with imprisonment of either dcseriiition for a teinn which 
may extend to three yeaiw, or with fine, or with both. 

“488. Wlioever makes use of any such false mark in any 
manner jirobibited by the last foregoing 
section shall, unless he pmves that he acted 
without, intent to defraud, be punished as if 
he had committed an offence against that 


Puniahmont. for 
making use of any 
nucli false mark. 


.section. 


“489. Whoever removes, destroys, defaces or adds to any 
jiropcrty miu’k, intending or knowing it to bo 
Tampering with likely that he may thereby cause injury to 
intenMo injury. Person, shall be punished with imprison- 

ment of cither description for a term which 
may extend to one year, or with fine, or with both.” 

Trade Descriptions. 

* 4 . (1) The provisions of this Act respecting the application 

of a false trade description to goods or res- 

ProTisions supple- pecting goods to which a false trade descrip- 

mental to the de^- if, applied, shall extend to the applica- 
tion of false trade dee- . , . . i ^ 

cription. tion to goods of any such numerals, words or 

marks, or arrangement or combination thereof, 
whether including a trade mark or not, as are or is reasonably cal- 
culated to lead persons to believe that the goods are the manufacture 
or merchandise of some person other than the person whose manu- 
facture or merchandise they really are, and to goods having such 
numerals, words or marks, or arrangement or comhination, applied 
thereto. 

®(2) The provisions of this Act respecting the application of 
a false trade description to goods, or respecting goods to which a 

(8) Cf. the Merchandise Marks Act, 1887 fSO Sc 51 Viet., c. 28, Sec. 3 
(2)], and Wright thereon, pp. 16 and 38. 

(9) Cf. the Merchandise Marks Act, 1887 [50 & 51> Viet., c. 28, Bee. 3 
(3-)]. 
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false trade description is applied, shall extend to the application 
to goods of any false name or initials of a person, and to goods with 
the false name or initials of a person applied, in like manner as if 
such name or initials were a trade description, and for the purpose 
of this enactment the expression false name or initials means as 
applied to any goods any name or initials — 

(a) not being a trade mark, or part of a trade mark, and 

(ft) being identical with, or a colourable imitation of, the 
name or initials of a person carrying on business in 
connection with goods of the same description and 
not having authorized the u.se of such name or 
initials. 

(3) A trade description which denotes or implies that there 
are contained in any goods to which it is applied more yards, feet 
or inches than there are contained therein standard yards, standard 
feet or standard inches is a false trade description. 

AppUcation of trade ’"®' (D A person shall be deemed to 

descriptions. apply a trade description to goods who — 

(a) applies it to the goods themselves, or / 

(ft) applies it to any covering label, reel or other thing in 
or with which the goods are sold or are exposed or 
had in possession for sale or any purpose of trade or 
manufacture, or 

(c) places, encloses or annexes any goods which are sold, 

or are exposed or had in possession for sale or any 
purpose of trade or manufacture, in, with or to any 
covering, label, reel or other thing to which a trade 
description has been applied, or 

(d) uses a trade description in any manner reasonably cal- 

culated to lead to the belief that the goods in con- 
nection with which it is used are designated or 
described by that trade description. 

(2) A trade description shall be deemed to be applied 
whether it is woven, impressed or otherwise worked into or annexed 
or affixed to the goods or any covering, label, reel or other thing. 

(3) The expression “covering” includes any stopper, cask, 
bottle, vessel, box, cover, capsule, case ; frame, or wrapper, and the 
expression “label” includes any band or ticket. 

(10) C/. the Merchandise Marks Act, 1887 [50 & 61 Vic., c. 28, See. 5] . 
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*'6. If a person applies a false trade description to goods 
he shall, subject to the provisions of this Act, 

Pen^ty for apply- and unless he proves that he acted without 
mg a false trade des- 
cription. intent to defraud, be punished with imprison- 

ment for a term which may extend to three 
months or with fine which may extend to two hundred rupees, and 
in the case of a second or subsequent conviction with imprisonment 
^Yhich may extend to one year, or with fine, or with both. 


Penalty for selling 
goods to which a false 
trade description is 
applied. 


7 . If a person sells, or exposes or has in 
possession for sale or any purpose of trade or 
manufacture, any goods or things to which a 
false^^ trade description is applied, he shall, 
unless he proves — 


(a) that, liaving taken all reasonable precautions against 
committing an offence against this section, he had 
at the time of the commission of the alleged offence 
no reason to suspect the genuineness of the trade 
description, and 

(h) that, on demand made by or on lielialf of the prosecu- 
tor, he gave all the information in his power with 
respect to the persons from whom he obtained such 
goods or things, or 

(c) that otherwise he had acted innocently, 
be punished with imprisonment for a term which may extend to 
three months or with fine which may extend to two hundred 
rupees, and in case of a second or subsequent conviction with 
imprisonment which may extend to one year, or wuth fine, or with 
both. 


Vnintentio'iml Contravention of the Law relating to ma7'kss and 
• Descriptions. 

. Where a person is accused under Sec. 482 of the Indian 
Unintentional con- Penal Code^^ of using a false trade mark or 
SXgtomaSS Propefty mark by reason of his having 
descriptions. applied a mark to any goods, property or 

(11) Cf. the Merchandise Marks Act, 1887 f50 & 51 Viet., c. 28, Sec. 2 
( 1 ) 1 - 

(12) For instructions as to prosecutions under Secs. G and 7 for offences 
relating to short reeling of yarn in Indian mills, see Resolution by the Depart- 
ment of Commerce and Industry, Nos. 2843- -2S50-4, dated the 14th April, 
1906, Bom. Govt. Gazette, 1906, Pt. I, p. 487. 

(13) Cf, the Merchandise Marks Act, 1887 [50 & 51 Viet., c. 28, Sec. 6] . 

(14) For Act XLV of 1860. see the revised edition, as modified up to Ist 
April, 1903. 
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receptacle in the manner mentioned in Sec. 480 or Sec. 481 of that 
Code, as the case may be, or under Sec. 6 of this Act of applying 
to goods any false trade description, or under Se6. 485 of the 
Indian Penal Code of making any die, plate or other instrument 
for the purpose of eountei’foiting a trade mai’k or property mark, 
and proves — 

(rt) that in the ordinary coui’se of his business he is em- 
l)loyed, on liehalf of other persons, to apply trade 
mafks or property marks, or trade desci-iptions, oi*, 
as the case may l)e, to make dies, plates or other 
instruments for making, or being used in making, 
trade marks or property marks, and that in the case 
which is the subject of the charge he was so employed 
and was not interested in the goods or other thing 
by way of profit or commission dependent on the sale 
thereof, and 

(h) that he took reasonable precautions against commit- 
ting the offence charged, and 

(c) that he had, at the time of the commission of the alleged 

offence, no reason to suspect the genuineness of the 
mark or description, and 

(d) that, on demand made by or on behalf of the prosecu- 

tor, he gave all the information in his power with 
respect to the persons on whose behalf the mark or 
description was applied, 
he shall be acquitted* 

Forfeiture of Goods. 

'*9, (1) When a person is convicted under Sec. 482 of the 
Indian Penal Code** of using a false trade 
Forfeiture of mark, or under Sec. 486 of that Code of 
selling, or exposing or having in possession 
for .sale or any purpose of trade or manufacture, any goods or 
things with a counterfeit trade mark applied thereto, or under 
See. 487 or Sec. 488 of that Code of making, or making use of, a 
false mark, or under Sec, 6 or Sec. 7 of this Act of applying a 
false trade description to goods, or of selling, or exposing or having 
in possession for sale or any purpose of trade or manufacture, any 

(15) Cf. the Merchandise Marks Act, 1887 [50 k 51 Viet., e. 28, See. 2 
(3) 

(16) For Aet 45 of 1860, see the revised edition, as modified up to 1st 
April, 1908. 




I.] 


The Indian Merchandisp. Marks Act, 1889. 


587 


goods or things to which a false trade description is applied, or is 
acquitted on proof of the matter or matters specified in Sec. 486 
of the Indian Penal Code or Sec. 7 or Sec. 8 of this Act, the Court 
convicting or acquitting him may direct tlie forfeiture to Tier 
Majesty of all goods and tilings by means of, or in relation to, 
which the offence has been committed or, but foi' such jiroof as 
aforesaid, would have been committed. 

• (2) When a forfeiture is directed on a conviction and an 

appeal lies against the conviction, an ap])ca1 shall lie against the 
forfeiture also. 

(.S) When a forfeiture is directed on an acquittal and the 
goods or things to whicli Ihe diirction relates are of value exceeding 
fifty rupees, an appeal against the fot*feiture may be preferreil, 
within thirty days from the ilate of tlu^ direction, to the Court to 
which in appealable cases apiieals lie from sentences of the Court 
which directed the forfeiture. 


Amendment of the f^ea Ouxtom/t Act, 1878. 


Amendment of 
»Sec. 18, Act VIII of 
1878. 


”10. (1) For Clause (d) of Sec. 18 of 

the ’"Sea Customs Act, 1878, the following 
shall be substituted, namely: — 


“(d) goods having applied thereto a counterfeit trade 
mark within the meaning of the Indian Penal 
Code,’® or a false trade description within the 
meaning of the Indian Merchandise Marks Act, 
1889 : 

(e) goods made or produced beyond the limit.8 of the 
United Kingdom and British India and having 
applied thereto any name or trade mark being, or 
purporting to be, . . the name or trade 
mark of any person who is a manufacturer, dealer 
or trader in the United Kingdom or in British 
India unless — 

(i) the name or trade mark is, as to every application 
thereof, accompanied by a definite indication of 


(17) O/. the Merchandise Marks Act, 1887 [50 & 51 Viet., c. 28, Sec. 16 

( 2 )]. 

• (18) For Act 8 of 1878, eee the rpvi8e<1 edition, as modifted np to Ist 
•Tune, 1908. 

; (19) For Act 45 of 1860, Jtee the revised edition, as modified up to Ist 
AprU, 1903. 

(20) The words ' ‘ or being a colourable imitation of ’ ’ were repealed by 
the Sea Customs (Amendment) Act, 1904 (16 of 1904). 
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the goods having been made or produced in a 
place beyond the limits of the United Kingdom 
and British India, and 

(it) ®’[the country in which that place is situated is] in 
that indication indicated in letters as large and 
conspicuous as any letter in the name or trade 
mark, and in the same language and character 
ns the name or trade mark.” 

(2) To Section 18 of the ®®Sea Customs Act, 1878, as amend- 
ed by sub-Soc. (1), the following shall be added, namely: — 

“ if) piece-goods, such as are ordinarily sold by length or 
'by the piece, which — 

(i) have not conspicuously stamped in English 
numerals on each piece tlie length thereof in 
standard yards, or in standard yards and a 
fraction of such a yard, according to the real 
length of the piece, and 

{ii) have been manufaetured beyond the limits of 
India, or, 

(m) having been manufaetured within those limits 
have been manufactured beyond the limits of 
British India in premises which, if they were 
in British India, would be a factory as defined 
in the ®’Indian Factories Act, 1881.” 


Addition of a following shall be added after 

BORtion after See. 19, Sec. 19 of the *®Sea Customs Act, 1878, 

Act VIII of 1878, 

XV of 1881. namely: — 

®^“19-A, (1) Before detaining any such goods as are or may 

be specified in or under^ Sec. 18 or Sec. 19, as the case may be, or 
taking any further proceedings with a view to the confiscation 
thereof under this Act, the Chief Customs officer or other officer 
appointed by the Local Gk>vemment in this behalf may require the 
regulations under this section, whether as to information, security. 


(21) These words were substituted for the words "that place and the 
country in which it is situated are" by the Indian Merchandise Marks and 
Sea Customs Acts Amendment Act, 1891 (9 of 1891), Sec. 3, General Acts, 
Vol. VI. 

(22) For Act 8 of 1878, nee the revised edition, as modified up to 1st 
.Tune, 1908. 

(23) For Act 15 of 1881, tee the revised edition, as modified up to 1st 
December, 1904. 

(24) Cf. the Merchandise Marks Act, 1887 (50 & 51 Viet., c. 28, See, 10 
(2), (3), (4), (5), (70 and (8)]. 
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conditiou8 or other mattui's, to be complied with and may aatialy 
himself in accordance with those regulations that the goods are 
such us are prohibited to be imported. 

. (2) The Oovernor-tJeneral in Council may make *^regula- 

tions, either general or special, respecting the detention and 
confiscation of goods the importation of which is prohibited, and 
the conditions, if any, to !be fulfilled before such detention and 
confiscation, and may by such regulations determine the infor- 
mation, notices and security to be given, and tlie evidence requisite 
for any of the purposes of this section and the mode of verification 
of such evidence. 

(3) Where there is on any goods a name which is identical 
with, or a colourable imitation of, the name of a place in the United 
Kingdom or British India, that name, unless accompanied in 
equally large and conspicuous Icttei-s, and in the same language 
and character, by the name of the country in wliich such place is 
situate, shall be treated for the purposes of Secs. 18 and 19 as if 
it were the name of a place in the United Kingdom or British 
India. 

(4) Such regulations may apply to all goods the importation 
of which is prohibited by Sec. 18 or umlor Sec. 10, or ditferent 
regidations may be made respecting different classes of such goods 
or of offences in relation to such goods. 

(5) The regulations may provide for the informant reim- 
bursing any public officer and the Secretary of State for India in 
Council all expenses and damages incurred in respect of any 
detention made on his information, and of any proceedings 
consequent on such detention. 

(6) AU regulations under this section shall be published in 
the Gazette of India and in the Calcutta, Fort St. George, Bombay 
and Burma Gazettes.” 

Stamping of Length of PicM-goods manufactured in 
British India. 

12. (1) Piece-goods, such as are ordi- 

Stamping of lengtli narilv sold by length or by the piece, which 
factared in Britidi have been manufactured m premises which 
India. are a facloiy as defined in the ^Indian 

(25) For such Begulations, see General Statutory Buies and Orders, VoL I, 
p. 378, and Gazette of India, 1907, Pt. I, p. 401. 

(1) For Act 15 of 1881, see the revised editi^, as modified up to the 
1st December, 1904. - ^ 
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Factories Act, 1881, shall not be removed from those premises 
without having conspicuously stamped in English numerals on each 
piece the length thereof in standard yards, or in standard yards 
and a fraction of such a yard, according to the real length of 
the piece. 

(2) If any person removes or attempts to remove any such 
piece-goods from any such premises without the length of each 
piece being stamped in the manner mentioned in sub-Sec. (1*), 
every such piece, and everything used for the packing or removal 
thereof, shall be forfeited to Her Majesty, and such person shall 
be punished with fine which may extend to one thousand rupees. 


^pplemental Provisions. 


Evidence of origin 
of goods imported by 
sea. 


■'13. In the ease of goods brought into 
British India by sea, evidence of the port of 
shipment slmll, in a prosecution for an 
offence against this Act or Sec. 18 of the "Sea Customs Act, 1878, 
as amended by this Act, be pnma facie evidence of the place or 
country in which the goods were made or produced. 


*14. (1) On any such prosecution as is 

Costs of defence or mentioned in the last foregoing section, or on 
prosecution. prosecution for an offence against any of 

the sections of the Indian Penal Code,® as amended by this Act, 
which relate to trade, property and other marks, the Court may 
order costs to be paid to tiie defendant by the prosecutor or to the 
prosecutor by the defendant, having regard to the information 
given by and the conduct of the defendant and prosecutor 
respectively. 

(2) Such costs slmll, on application to tlie Court, be 
recoverable as if they were a fine. 


"16. No such prosecution as is men- 
Cimitation of pro- tinned in the last foregoing section shall be 
commenced after the expiration of three 
yeais next after the commission of the offence, or one year after 


(2) Of. tlio Mcrehundisu Marks Act, 1887 [50 & 51 Viet., c. 28, Sec. 10 

( 2 )].- 

(3) For Act 8 of 1878, see the revised edition, iis modifled up to lot 
June, 1908. 

(4) Cf. the Merchandise Marks Act, 1887 (50 & 51 Viet., c. 28, 8ec. 14). 

(5) For Act 45 of 1860, see the revised edition, as modified up to 1st 
April, 1903. 

(6) Cf . the Merchandise Marks Act, 1887 (50 & 61 'Viet., c. 28, See. 16), 
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to 


the finst discovery thereof by the prosecutor, whichever expiration 
first happens. 

Authority of the 16. (1) The Governor-General in 

Cdiu^”'^to***^i88TO l^ouncil may, by notification in the Gazette 

instructions as to <>1 India and in local official Gazettes, issue^ 

^ ^istration of this instructions for observance by Criminal 

Courts in giving effect to any of the 
provisions of this Act. 

(2) Instructions under sub-Scc. (1) may provide, among 
other matters, for the limits of variation, as regards number, 
quantity, measure, gauge or weight, which are to be recognized by 
Criminal Courts as permissible in th^ case of any goods. 


• TT..pHn.i warranty ^>11 the sale or in the contract for 

on sale of marked tlie sale of any goods to which a trade mark 
or mark or trade description has been 
applied, the seller shall be deemed to warrant that the mark is a 
genuine mark and not counterfeit or falsely used, or that the trade 
description is not a false trade description within the meaning of 
this Act, unless the contrary is expressed in some writing signed 
by or on behalf of the seller and delivered at the time of the sale 
or contract to and accepted by the buyer. 


*18. (1) Nothing in this Act shall exempt 

Savings. person from any suit or other proceeding 

Avhich might, but for anything in this Act, be brought against him. 

(2) Nothing in this Act sliall entitle any person to refuse 
to make a complete discovery or to answer any question or interro- 
gatory in any suit or other proceeding, but such discovery or 
answer shall not be admissible in evidence against such person in 
any such prosecution as is mentioned in Sec. 14. 


(3) Nothing in this Act shall be construed so as to render 
liable to any prosecution or punishment any servant of a muster 
resident in British India who in good faith acts in obedience to the 
instructions of such master, and, on ilemand made by or on behalf 
of the prosecutor, has given full information as to his master and 
as to the instructions which he has received from his master’. 


(7) For such instructionfi, see General Statutory Buies and Orders, 
Vol. IT, p. 1245. 

(8) Cf. the Merchandise Marks Act, 1887 (50 & 51 Viet., c. 28, Sea. 17). 
(0) Cf. tho Merchandise Marks Act, 1887 (50 & 51 Viet., c. 28, Sec. 19). 
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19. [Date af commencement of this Act as regards unstamped 
piece-goods.] Rep. Act IX of 1891.*“ 


**19. For the purposes of Sec. 12 of 
Definition of piece- this Act and Clause (/) of See. 18 of tiie 
**Sea Customs Act, 1878, as amended by this 
Act, the Goveriior-Ceneral in Council may, by *“notification in the 
Gazette of India, declare what classes of goods are included in the 
expression ‘piece-goods, such as arc ordinarily sold by length or 
by the piece.’ 


Determination of 
character of goods by 
sampling. 


**20. (1) The Governor-General in 

Council may *®make rules, for the purposes 
of this Act, to provide, with respect to any 


goods which purport or are alleged to be of uniform number. 


quantity, measure, gauge or weight, for the number of samples to 
be selected and tested and for the selection of the samples. 


(2) With respect to any goods for the selection and testing 
of samples of which provision is not made in any rules for the time 
being in force under sub-Scc. (1), the Court or officer of customs, 
as the case may be, having occasion to ascertain the number, 
quantity, measure, gauge or weight of the goods, sliall, by order in 
writing, determine the number of samples to be selected and tested 
and the manner in which the samples are to be selected. 


(3) The average of the results of the testing in pursuance 
of rules under sub-Sec. (1) or of an order under sub-Sec. (2) 
shall be prima facie evidence of the number, quantity, measure, 
gauge or weight, as the case may be, of the goods. 

(4) If a person having any claim to, or in relation to, any 
goods of which samples have been selected and tested in pursuance 
of rules under sub-Sec. (1) or of an order under sub-Scc. (2) 
desires that any further samples of the goods be selected and 
tested, they shall, on his written application and on the payment 
in advance by him to the Court or officer of customs, as the case 


(10) The heading to this section, namely, “Transitory Provision” was 
repealed at the same time by B. 2 of Act 0 of 1801. 

(11) Sections 10 to 22 here printed were added by the Indian Merchan- 
dise Marks and Sea Customs Acts Amendment Act, 1801 (0 of 1801), Sec. 4, 
General Acts, Vol. VT. 

(12) For Act 8 of 1878, see the revised edition, as modified up to 1st 
June, 1008. 

(13) For rules and orders in respect of piece-goods and yams, see General 
Statutory Buies and Orders, Vol. II, p. 1247. 
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may be, of such sums for defraying the cost of the further selection 
And testing as the Court or officer may from time to time require, be 
selected and tested to such' extent as may be permitted by rules to 
be made by the Governor-General in Council in this belialf or as, 
in the case of goods with respect to which provision is not made in 
such rules the Court or officer of customs may determine in the 
circumstances to be reasonable, the samples being selected in man- 
ner prescribed under sub-Sec. (1), or in sub-See. (2), as the oa.!e 
may be. 

(5) The average of the results of the testing referred to in 
sub-See. (3) and of the further testing under sub-Sec. (4) shall be 
•conclusive proof of the number, quantity, measure, gauge or weight, 
as the case may be, of the goods. 

(6) Riilcs under this section shall Ijc made after previoxis 
publication. 


^ . ^* 21 . An officer of the Government 

Information as to , ... , . , 

commission of off- whose duty it IS to take part in the cnforcc- 

ment of this Act shall not be compelled in 
any Court to say whence he got any information as to the commis- 
sion of any offence against this Act. 


Punishment of 
ubetment in India of 
■acts done out of 
India. 


^*22. If any person, beinj? within 
British India, abets the commission, without 
British India, of any act which, if com- 
mitted in British India,^® would under this 
Act, or under any section of that part of Chapter XVIII of the 
Indian Penal Code which relates to trade, property and other 
marks, be an offence, he may be tried for such abetment in any 
place in British India in which he may be found, and be punished 
therefor with the punishment to which he would l>c liable if he had 
himself committed in that place the act which he abetted. 


(14) See foot-note 11 on p. 592, supra. 

(15) See Sec. 108-A, of the Indian Penal Code (Act 45 of 1860), as 
modified up to 1st April, 1903. 
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APPENDIX II. 

THE SEA CU8T0ISS ACT Vm OF 1878. 

Chapter IV. 

PROHIBITIONS AND RESTRICTIONS OF IMPORTATION 
AND EXPORTATION. 

18. No goods specified in the following 
Prohibitions. clauses shall be brought, whether by land or 

sea, into British India : — 

i(tt) • • • • • 

(6) Counterfeit coin; or coin which purports to bo Queen’s: 
coin of India, or to be coin made under the Native 
Coinage Act, 1876, but which is not of the established 
standard in weight or fineness. 

(c) Any obscene book, pamphlet, paper drawing, painting, 
representation, figure or article: 

®(d) Goods having applied thereto a counterfeit trade mark 
within the meaning of the Indian Penal Code, or a 
false trade description within the meaning of the 
Indian Merchandise Marks Act, 1889. 

(e) Goods made or produced beyond the limits of the United 
Kingdom and British India and having applied thereto 
any name or trade mark being, or purporting to be 
• • • • • the name 

or trade mark of any person who is a manufacturer, 
dealer or trader in the United Kingdom or in British 
India, unless — 

(t) the name or trade mark, is, as to every application 
thereof, accompanied by a definite indication of 
the goods having been made or produced in a place 
beyond the limits of the United Kingdom and 
British India, and 


(1) danse (a) was repealed by the Indian Copy-right Act 1914 (3 of 
1914). 

(2) The Gls. (d) k (e) were sabstitnted by Sec. 10 (1) of the ICer* 
chandise Marks Act, 1889. 
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(n) (the country in which that place is situated is) in 
- that indication indicated in letters as large and 
conspicuous as any letter in the name or trade 
mark, and the same language and character as the 
name or trade mark." 

*(/) Piece-goods, such as are ordinarily sold by length or 
by the piece, which — 

. (i) have not conspicuously stamped in English numerals 

on each piece the length thereof in standard yards, 
or in standard yards and a fraction of such a 
yard, according to the real length of the piece, and 
(it) have been manufactured beyond the limits of India, 
or 

(tit) having been manufactured within those limits have 
been manufactured beyond the limits of British 
India in premises which, if they were in British 
India, would be a factory as defined in the Indian 
Factories Act, 1881. 

*(g) Matches made with white phosphorus. 

POWER TO PROHIBIT OR RESTRICT IMPORTATION OR 
EXPORTATION OP GOODS. 

19. The Governor-General-in-Council may from time to time, 
by notification in the Gazette of India, prohibit or restrict the 
bringing or taking by sea or by land goods of any specified des- 
cription into or out of British India,^ or any specified part thereof, 
either generally or from or to any specified country region, port 
or place beyond the limits of British India. 

19-A. See Sec. 11 of Merchandise Marks Act, 1889, {Vide 
Appendix I, page .588). 


(3) (Hause (/) was added by Sec. 10 (2) of the Merchandise Marks 
Art 1889. 

(4) This clause was added by Sec. 3 of the White Phosphorus Matches- 
Pr<diibition Act, 1913 (5 of 1913) . 

(5) For list of notifications issued under Sec. 19, see Gen. B. & O.. 
Ybi. II, pp. 70 to 125. 

(6) These words were substituted for the words <^or any specified part 
of British India” by Sec. 2 of the Sea Customa Amendment Act 1914 (XIX 
of 1914) . 



APPENDIX III. 


Act. 


THE TRADE MARKS ACT, 1005. 

[5 EDW. 7. CH. 15.] 

An Act to consolidate and amend the Law relating to Trade 
Marks. August, 1905.] 

Be it enacted by the King’s most Excellent Majesty, by and 
with the advice and consent of the Lords Spiritual and Temporal, 
and Commons, in this present Parliament assembled, and by the 
authority of the same, as follows : 

1 . This Act may me cited as The Trade 
S hort tide. J905 

2. This Act shall, save as otherwise expressly provided, 

Commencement of operation on the first day of April 

one thousand nine hundred and six. 

Past I. 

Definitions. 

3. In and for the purposes of this Act 
(unless the context otherwise requires) : — 

A ''mark” shall include a device, brand, heading, label 
ticket, name, signature, word, letter, numeral, or any 
combination thereof : 

A “trade mark” shall mean! a mark used or proposed to be 
used upon or in connexion with goods for the purpose 
of indicating that they are the goods of the proprietor 
of such trade mark by virtue of manufacture, selection, 
certification, dealing with, or offering for sale: 

A “registrable trade mark” shall mean a trade mark which 
is capable of registration tinder the provisions of this 
Act: 

“The register” shall mean the register of trade marks kept 
under the provisions of this Act: 

A “registered trade mark” shall mean a trade mark which 
is actually upon the renter: 


Defnitions. 
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“Prescribed” shall mean, in relation to proceedings before 
the Court, prescribed by rules of court, and in other 
cases, prescribed by this Act or the Buies thereunder: 

“The Court” shall mean (subject to the provisions for 
Scotland, Ireland, and the Isle of Man) His Majesty’s 
High Court of Justice in England. 

Register of Trade Marks . 

4 . There shall be kept at the Patent Office for the purposes 
of this Act a book called the Begistcr of 

Register of trade Trade Marks, wherein shall be entered all 
. nutrks. 

registered trade marks with the names and 
addresses of their proprietors, notifications of assignments and 
transmissions, disclaimers, conditions, limitations, and such other 
matters relating to such trade marks as may from, time to time be 
prescribed. The register shall be kept under the control and 
management of the Comptroller-General of Patents, Designs, and 
Trade Marks, who is in this Act referred to as the Begistrar. 


6. There shall not be entered in the register any notice of 

any trust expressed, implied, or constructive. 

Trust not to bo shall any such notice be receivable by 

entered on register. ,, „ . , 

the Begistrar. 


6. The register of trade marks existing at the date of the 
commencement of this Act, and all registers 
Incorporation of of trade marks kept under previous Acts, 
existing register. which are deemed part of the same book as 

such register, shall be incorporated with and form part of tho 
register. Subject to the provisions of sections thirty-six and forty- 
one of this Act the validity of the original entry of any trade mark 
upon the registers so incorporated shall be determined in accordance 
with the statutes in force at the date of such entry, and such trade 
mark shall retain its original date, but for all other purposes it 
shall be deemed to be a trade mark registered under this Act. 


7. The register kept under this Act shall at all convenient 
times be open to the inspection of the public, 
teiiZi s"^ject to such regulations as may be pres- 
cribed; and certified copies, sealed with the 
seal of the Patent Office, of any entry in any such register shall be 
given to any person requiring the same on payment of the pres- 
cribed fee. 
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Regisirdble Trade Marks. 

8. A trade mark must be registered in 
respect of particular goods or classes of 
goods. 

9. A registrable trade mark must con- 
tain or consist of at least one of the following 
essential particulars: — 

(1) The name of a company, individual, or firm represented 

in a special or particular manner; 

(2) The signature of the applicant for registration or some 

predecessor in his business; 

(3) An invented word or invented words; 

(4) A word or words having no direct reference to the 

character or quality of the goods, and not being 
according to its ordinary signification a geographical 
name or a surname; 

(5) Any other distinctive mark, but a name, signature, or 

word or words, other than such as fall within the 
descriptions in the above paragraphs (1), (2), (3) 
and (4), i^all not, except by order of the Board of 
Trade or the Court, be deemed a distinctive mark : 

Provided always that any special or distinctive word or words, 
letter, numeral, or combination of letters or numerals used as a 
trade mark by the applicant or his predecessors in business before 
the thirteenth day of August one thousand eight hundred and 
seventy-five, which has continued to be used (either in its. original 
form or with additions or alterations not substantially affecting 
the identity of the same) down to the date of the application for 
registration shall be registrable as a trade mark under this Act. 

For the purposes of this section “distinctive” shall mean 
adapted to distinguish the goods of the proprietor of the trade 
mark from those of other persons. 

In determining whether a trade mark is so adapted, the tri- 
bunal may, in the case of a trade mark in actual use, take into 
consideration the extent to which such user has rendered such trade 
mark in fact distinctive for the goods with respect to which it is 
rostered or proposed to be registered. 


Trade mark must be 
for particular goods. 


Begistrable trade 
marks. 
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10 . A trade mark may be limited in whole or in pai*t to one 

or more specified colours, and in such case 

Coloured trade jg so limited shall bo taken 

marks. . , . eat* 

into consideration by any tribunal having to 

decide on the distinctive character of sueli trade mark. If and so 

far as a trade mark is registered without limitation of colour it 

shall be deemed to be registered for all, colours. 


11. It shall not be lawful to register as a trade mark or i)art 
of a trade mark any matter, the use of which 
^triction on would by reason of its being calculated to 
deceive or otherwise be disentitled to pro- 
tection in a court of justice, or would be contrary to law or morality, 
or any scandalous design. 


Registration of Trade Marks. 

12. (1) Any person claiming to be the proprietor of a 

trade mark who is desirous of registering the 
same must apply in writing to the Begistrar 
in the prescribed manner. 


(2) Subject to the provisions of this Act the Registrar may 
refuse such application, or may accept it absolutely or subject to 
conditions, amendments, or modifications. 

(3) In case of any such refusal or conditional acceptance 
the Registrar shall, if required by the applicant, state in rvriting 
the giH)unds of his decision and the materials used by him iir arriving 
at the same, and such decision shall be subject to appeal to the 
Board of Trade or to the Court at the option of the applicant. 

(4) An appeal under this section shall be made in the 
prescribed manner, and on such appeal the Board of Trade or the 
Court, as the case may be, shall, if required, hear the applicant 
and the Registrar, and shall make an order determining whether, 
and subject to what cohditions, amendments, or modifications, if 
any, the application is to be accepted. 

(5) Appeals under this section shall bo heard on the materials 
so stated by the Registrar to have been used by him in arriving at 
fiis decision, and no further grounds of objection to the acceptance 
of the application shall be allowed to be taken by the Registrar, 
other than those stated by him, except by leave of the tribunal 
hearing the appeal. Where eny further grounds of objection are 
taken the applicant shall be entitled to withdraw his application 
without payment of costs on ipving notice as prescribed. 
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(6) The Begistrar or the Board of Trade or the Court, as 
the case may be, may at any time, whether before or after accept- 
ance, correct any error in or in connexion with the application, or 
may permit the applicant to amend his application upon such terms 
as they may think fit. 

13. When an application for registration of a trade mark 

has been accepted, whether absolutely or 
Advortisement of subject to conditions, the Begistrar shall, as 
application. after such acceptance, cause 

the application as accepted to be advertised in the prescribed 
manner. Such advertisement shall set forth all conditions subject 
to which the application has been accepted. 

14. (1) Any person may, within the prescribed time from 

the date of the advertisement of an appU- 
re^teSion*^ *** cation for the registration of a trade mark, 
give notice to the Begistrar of opposition to 


such registration. 

(2) Such notice shall be given in writing in the prescribed 
manner, and shall include a statement of the grounds of opposition. 

(3) The Begistrar shall send a copy of such notice to the 
applicant, and within the prescribed time after the receipt of such 
notice, the applicant shall send to the Begistrar, in the prescribed 
manner, a counter-statement of the grounds on which he relies for 
his application, and, if he does not do so, he shall be deemed to have 
abandoned his application. 

(4) If the applicant sends such counter-statement, the 
Begistrar shall furnish a copy thereof to the persons giving notice 
of opposition, and shall, after hearing the parties, if so required, 
and considering the evidence, decide whether, and subject to what 
conditions, registration is to be permitted. 

(5) The decision of the Begistrar shall be subject to appeal 
to the Court or, with the consent of the parties, to the Board 
or Trade. 


(6) An appeal under this section shall be made in the pres- 
cribed manner, and on such appeal the Board of Trade or the 
Court, as the case may be, shall, if required, hear the parties and 
the Begistrar, and shall make an order determining whether, and 
subject to what conditions, if any, registration is to be peirmitted. 

(7) On the hearing of any such appeal any party may either 
in the manner prescribed or by special leave of the tribunal bring 
forward further material for the consideration of the tribunal. 
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(8) In proceedings under this section no further grounds 
of objection to the registration of a trade mark shall be allowed to 
be taken) by the opponent or the Registrar other than those stated 
by the opponent as herein-above provided except by leave of the 
tribunal hearing the appeal. Where any further grounds of 
objection are taken the applicant shall be entitled to withdraw 
his application without payment of the costs of the opponent on 
giving notice as prescribed. 

(9) In any appeal under this section, the tribunal may, 
after hearing the Registrar, pcrmitj the trade mark proposed to be 
registered to be modified in any manner not substantially affecting 
the identity of such trade mark, but in such case the trade mark 
as so modified shall be advertised in the prescribed manner before 
being registered. 

(10) The Registrar, or in the case of an appeal to the Board 
of Trade the Board of Trade, shall have power in proceedings 
under this section to award to any party such costs as they may 
consider reasonable, and to direct how and by what parties they 
are to be paid. 

(11) If a party giving notice of opposition or of appeal 
neither resides nor carries on business in the United Kingdom, the 
tribunal may require such party to give security for costs of the 
proceedings before it relative to such opposition or appeal, and in 
default of such security being duly given may treat the opposition 
or appeal as abandoned. 

15. If a trade mark contains parts not separately registered 
by the i>roprietor as trade marks, or if it 
Disclaimers. contains matter common to the trade or other- 

wise of a non-distinctive character, the Registrar or the Board of 
Trade or the Court, in deciding whether such trade mark shall be 
entered or shall remain upon the register, may require, as a con- 
dition of its being upon the register, that the proprietor shall dis- 
claim any right to the exclusive use of any part or parts of such 
trade mark, or of all or any portion of such matter, to the exclusive 
use of which they hold him not to be entitled, or that he shall make 
such other disclaimer as they may consider needful for the purpose 
of defining his rights under such registration: Provided always 
that no disclaimer upon the register shall affect any rights of the 
proprietor of a trade mark except such as arise out of the regis- 
tration of the trade mark in respect of which the disclaimer is 
made. 


76 
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16. When an application for reg^tration of a trade 
mark has been accepted and has not been 
Date of regifltra- opposed, and the time for notice of opposition 
has expired, or having been opposed the 
opposition has been decided in favour of the applicant, the 
Begistrar shall, unless the Board of Trade otherwise direct, register 
the said trade mark, and the trade mark, when registered, shall be 
registered as of the date of the application for registration, ^d 
such date shall be deemed for the purposes of this Act to be the 
date of registration. 


17. On the registration of a trade mark the Begistrar shall 
issue to the applicant a certificate in the 
prescribed form of the registration of such 
trade mark under the hand of the Begistrar, 
and sealed with the seal of the Patent Office. 


Certificate of regis- 
tration. 


18. Where registration of a trade mark is not completed 
within twelve months from the date of the 
Non-completion of application by reason of default on the part 
registration. applicant, the Begistrar may, after 

giving notice of the non-completion to the applicant in writing in 
the prescribed manner, treat the application as abandoned unless 
it is completed within the time specified in that behalf in such 
notice. 


Identical Trade Marks. 


Identical marks. 


19. Except by order of the Court or in the case of trade marks 
in use before the thirteenth day of August 
one thousand eight hundred and seventy- 

five, no trade mark shall be registered in respect of any jgoods or 
description of goods which is identical with one belonging to a 
different proprietor which is already on the register with respect 
to such goods or description of goods, or so nearly resembling such 
a trade mark as to be calculated to deceive. 

20. . Where each of several persons claims to be proprietor of 
the same trade mark, or of nearly identical 
trade marks in respect of the same gobds 
or description of goods, and to be regis- 
tered as such proprietor, the Begistrar may refuse to register any 
of them until their rights have been determined by the Court, or 
have been settled by agreement in a manner approved by him or 
<on appeal) by the Board of Trade. 


Bival daiois 
identical marks. 


to 
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21. In case of honest concurrent user or of other special 

circumstances which, in the opinion of the 
Concurrent user. . , . , . 

Court, make it proper so to do, the Court may 

permit the registration of the same trade mark, or of nearly 
id^tical trade marks, for the same goods or description of goods 
by more than one proprietor subject to such conditions and limi- 
tations, if any, as to mode or place of user or otherwise, as if may 
think it right to impose. 


Assignment. 


22. A trade mark when registered shall be assigned and trans- 
mitted only in connexion with the goodwill of 
ABsignment and the business concerned in the goods for which 
' nmrira. it has been registered and shall be determin- 

able with that goodwill. But nothing in this 
section contained shall be deemed to affect the right of the proprie- 
tor of a registered trade mark to assign the right to use the same in 
any British possession or protectorate or foreign country in conne- 
xion with any goods for which it is registered together with the 
goodwill of the business therdn in such goods. 


Apportionment of 
marks on dissolution 
of partnership. 


23. In any case where from any cause, whether by reason of 
dissolution of partnership or otherwise, 
a person cea.ses to carry on business, 

and the goodwill of such person does 

not pass to one successor but is 

divided, the Registrar may (subject to the provisions of 

this Act as to associated trade marks), on the application 
of the parties interested, permit an apportionment of the registered 
trade m^rks of the person among the persons in fact continuing 
the business, subject to such conditions and modifications, if any, 
as he may think necessary in the public interest. Any decision of 
the Registrar under this section shall be subject to appeal to the 
Board Of Trade. 


Associated Trade Marks. 

•> 24. If application be made for the registration of a trade 
mark so closely resembling a trade mark of 
applicant already on the register for 
the same goods or description of goods 
as to be calculated to deceive or cause confusion if used by a person 
other than the applicant, the tribunal hearing the application may 
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require as a condition of registration that such trade marks shall 
be entered on the register as associated trade marks. 


25. If the proprietor of a trade mark claims to be entitled to 
the exclusive use of any portion of such trade 
i^^bined trade marks separately, he may apply to register 
)t, ‘ the same as separate trade marks. Each 

such separate trade mark must satisfy all the conditions and shall 
have all the incidents of an independent trade mark, except that 
when registered it and the trade mark of which it forms a part 
shall be deemed to be associated trade marks and shall be entered 
on the register as such, but the user of the whole trade mark shall 
for the purposes of this Act be deemed to be also a user of such 
registered trade marks belonging to the same proprietor as it 
contains. 


When a person claiming to be the proprietor of several 
trade marks for the same description of 
of trade goods which, while resembling each other in 
the material partierdars thereof, yet differ in 

respect of — 

(o) statements of the goods for which they are respectively 
used or proposed to be used ; or 

(b) statements of number, price, quality, or names of 

places; or 

(c) other matter of a non-distinctive character which does 

not substantially affect the identity of the trade 
mark; or 

(d) colour; 

seeks to register such trade marks, they may be registered as a 
series in one registration. AH the trade marks in a series of trade 
marks so registered shall be deemed to be, and shall be registered 
as, associated trade marks. 

27. Associated trade marks shall be assignable or transmissible 
only as a whole and not separately, but they 
Assignment and shall for all other purposes be deemed to 
trtSe registered as separate trade 

marks. Provided that where under •the 
provisions of this Act user of a registered trade mark is 
required to be proved for any purpose, the tribunal may if and so 
far as it shall think right accept user of an associated registered 
trade mark, or of the trade mark with additions or alterations not 
substantially affecting its identity, as an equivalent for such user. 


26. 

Series 

marks. 
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Duration of regia* 
Iration. 


Benewal of regia 
tration. 


Renewal of Registration. 

28. The registration of a trade mark shall be for a period 
of fourteen years, but may be renewed from 
time to time in accordance with the provi- 
sions of this Act. 

29. The Registrar shall, on application made by the registered 
proprietor of a trade mark in the prescribed 
manner and within the prescribed period, 
renew the registration of such trade mark 

for a period of fourteen years from the expiration of the original 
registration or of the last renewal of registration, as the case may 
be, which date is herein termed “the expiration of the last 
registration.” 

30. At the prescribed time before the expiration of the last 

’ registration of a trade mark, the Registrar 

^ ^re sJiall send notice in the prescribed manner to 
tratio^^ ** registered proprietor at his registered 

address of the date at which the existing 
registration will expire and the conditions as to payment of fees 
and otherwise upon which a renewal of such registration may be 
obtained, and if at the expiration of the time prescribed in that 
behalf such conditions have not been duly complied with, the 
Registrar may remove such trade mark from the register, subject 
to such conditions (if any) as to its restoration to the register as 
may be prescribed. 

31. Where a trade mark has been removed from the register 
for non-payment of the fee for renewal, such 
trade mark shall, nevertheless, for the 
purpose of any application for registration 

during 6ne year next after the date of such removal, be deemed to 
he a trade mark which is already registered, unless it is shown to 
the satisfaction of the Registrar that there has been no hona fide 
trade user of such trade mark during the two years immediately 
preceding such removal. 

Correction and Rectification of the Register. 

•< 32. The Registrar may, on request made 

in the prescribed manner by the registered 
proprietor or by some person entitled by law 
to act in his name, — 

(1) Correct any error in the name or address of the regis- 
tered proprietor of a trade mark ; or 


Status of unrenew- 
trade mark. 


Correction of regis- 
■ter. 
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(2) Enter any change in the name or address of the person 

who is registered as proprietor of a trade mark; or 

(3) Cancel the entry of a trade mark on the register; or 

(4) Strike out any goods or classes of goods from those for 

which a trade mark is registered; or 

(5) Enter a disclaimer or memorandum relating to a trade 

mark which does not in any way extend the rights 
given by the existing registration of such trade mark. 
Any decision of the Registrar under this section shall be 
subject to appeal to the Board of Trade. 


33. Subject to the provisions of this Act where a person 
becomes entitled to a registered trade mark 
by assignment, transmission, or other 
operation of law, the Registrar shall, on 
request made in the prescribed manner, and on proof of title to his 
satisfaction, cause the name and address of such person to be 
entered on the register as proprietor of the trade mark. Any 
decision of the Registrar under this section shall be subject to 
appeal to the Court or, with the consent of the parties, to the Board 
of Trade. 


34. The registered proprietor of any trade mark may apply 
in the prescribed manner to the Registrar 

Alteratioa of regis- f^j. leave to add to or alter such trade mark 
tered trade mark. . >. .. 

m any manner not substantially affecting 

the identity of the same, and the Registrar may refuse such leave 

or may grant the same on such terms as he may think fit, but any 

such refusal or conditional permission shall be subject to appeal 

to the Board of Trade. If leave be granted, the trade mark as 

altered shall be advertised in the prescribed manner. 

« 

Bectifleation of Subject to the provisions of this 

register. Act — 

(1) The Court may on the application in the prescribed 

manner of any person aggrieved by the non-insertion 
in or omission from the register of any entry, or by 
any entry made in the register without sufficient 
cause, or by any entry wrongly remaining on the 
register, or by any error or defect in any entry in the 
register, make such order for making, expunging, or 
varying such entry, as it may think fit : 

(2) The Court may in any proceeding under this section 

decide any question that it may be necessary or 
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expedient to decide in connexion with the rectification 
■■ of the register: 

(3) In case of fraud in the registration or transmission of 

a restored trade mark, the Registrar may himself 
apply to the Court under the provisions of this 
section ; 

(4) Any order of the Court rectifying the register shall 

. direct that notice of the rectification shall be served 

upon the Registrar in the prescribed manner who 
shall upon receipt of such notice rectify the register; 
accordingly. 

36. No trade mark which is upon the register at the com- 

mencement of this Act and which under this 

Trade marks re^- jg ^ registrable trade mark shall be 

tered under previous i » 

Acts. removed from the register on the ground 

that it was not registrable under the Acts 
in force at the date of its registration. But nothing in this section 
contained shall subject any person to any liability in respect of any 
act or thing done before the commencement of this Act to which he 
would not have been subject under the Acts then in force. 

37. A registered trade mark may, on the application to the 

Court of any person aggrieved, be taken 
Non-user of trade off the register in respect of anv of the goods 

tti r tIc * 

for which it is registered, on the ground that 
it was registered by the proprietor or a predecessor in title without 
any hona fide intention to use the same in connexion with such 
goods, and there has in fact been no bona fide user of the same in 
connexion therewith, or on the ground that there has been no 
hona fide user of such trade mark in connexion with such goods 
during tHe five years immediately preceding the application, unless 
in either case such non-user is shown to be due to special circum- 
stances in the trade, apd not to any intention not to use or to 
abandon such trade mark in respect of such goods. 

Effect of Registration. 

Bowers of regis- 38. Subject to the provisions of this 

terod proprietor. Act— 

(1) The person for the time being entered in the register 
as proprietor of a trade mark shall, subject to any 
rights api>earing from such register to be vested in 
any other person, have power to assign the same, and 
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to give effectual receipts for any consideration for 
such assignment: 

(2) Any equities in respect of a trade mark may be 
enforced in like manner as in respect of any other 
personal property. 

39. Subject to the provisions of section forty-one of this Act 
and to any limitations and conditions entered 
Bights of pro- upon the register, the registration of a person 
mark” proprietor of a trade mark shall, if valid, 

give to such person the exclusive right to 
the use of such trade mark upon or in connexion with the goods 
in respect of which it is registered: Provided always that where 
two or more persons are registered proprietors of the same (or 
substantially the same) trade mark in respect of the same goods 
no rights of exclusive user of such trade mark shall (except so far 
as their respective rights shall have been defined by the Court) 
be acquired by any one of such persons as against any other by 
the registration thereof, but each of such persons shall otherwise 
have the same rights as if he were the sole registered proprietor 
thereof. 


40. In all legal proceedings relating to a registered trade 
mark (including applications under section 
Begistration to be thirty-five of this Act) the fact that a person 
of*”validi^ evidence registered as proprietor of such trade mark 
shall be prima facie evidence of the validity 
of the original registration of such trade mark and of all sub- 
sequent assignments and transmissions of the same. 


41. In all legal proceedings relating to a registered trade 
mark (including applications under section 
Begistration to be thirty-five of this Act) the original regis- 
seven years. tration of such trade mark shall after the 

expiration of seven years from the date of 
such original registration (or seven years from the passing of this 
Act, whichever shall last happen) be taken to be valid in all res- 
pects unless such original registration was obtained by fraud, or 
unless the trade mark offends against the provisions of section 
eleven of this Act: 


Provided that nothing in this Act shall entitle the proprietor 
of a registered trade mark to interfere with or r^rain the user by 
any person of a similar trade mark upon or in connexion with goods 
upon or in connexion with which such person has, by himsdf or 
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his predecessors in business, continuously used such trade mark 
from a date aiiterioii to the user of the fii*st-mentioned trade mark 
by the proprietor thereof or his predecessors in business, or to 
object (on such user being proved) to such person being put upon 
the register for such similar trade mark in respect of such goods 
under the provisions of section twenty-one of this Act. 


42. No person shall be entitled to institute any proceeding 
• to prevent or to recover damages for the 

. * , X j infringement of an unregistered trade mark 

mark. unless such trade mark was in use before the 

thirteenth of August one thousand eight 
hundred and seventy-five, and has been refused registration under 
this Act. .The Registrar may, on request, grant a certificate that 
such registration has been refused. 


43. In an action for the infringement of a trade mark the 
Court trying the question of infringement 
Infringement. shall admit evidence ol* the usages of the 

trade in respect to tlic> get-up of the goods for which the trade 
mark is registered, and of any trade marks or get-up legitimately 
used in connexion with such goods by other persons. 


44. No registration under this Act shall interfere with any 
User of name, ad- ^ person of Jiis own name or 


dress, or 
of goods. 


description place of business or that of any of his 
predecessors in business, or the use by any 
person of any bona fide description of the character or quality of 
his goods. 


* ‘ Past^ng-off ^ ' ac- 
tion. 


46. Nothing in this^ Act contained shall 
be deemed to affect rights of action against 
any iici’son for passing off goods as 
those of another person or the remedies in 
respect thereof. 


Legal Proceedings. 

4». Ill any legal proceeding in whicli the validity of the 
• registration of a registered trade mark 

Certificate of vali- comes into question and is decided in. favour 
of the proprietor of such trade mark, the 
Court may certify the same, and if it so certifies then in any subse- 
quent legal proceeding in which such validity comes into question 
the proprietor of the said trade maik on obtaining a final order or 
77 
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jiulgmviit ill liis I'avuui' sluill liavi: his lull coals, charges, and 
expenses as between solicitor and client, unless in such subsequent 
proceeding the Court certifies that he ought not to have the same. 

47. In any legal proceeding in which the relief sought 

includes alteration or rectification of the 
Itegistrai- to have register, the Registrar shall have the right 

apiiear and be heard, and sliall appear if 
so directed by the Court. Unless otherwise 
directed by the Court, tlic Registrar in lieu of appearing and being 
heard may submit to the Court a statement in writing signed by 
him, giving partieulai's of the proceedings before him in relation 
to the matter in issue or of the grounds of any decision given by 
him affecting the same or of the practice of the office in like cases, 
or of such other matters relevant to the issues, and within his 
knowledge as such Registrar, as he shall think fit, and such state- 
ment shall be deemed to form part of the evidence in the 
proceeding. 

Costs. 

48. In all proceedings before the Court under this Act the 

costs of the Registrar shall be in the dis- 
Costo of proceed- crotion of the Court, but the Risgistrar shall 
ings before the Court, ordered to pay the costs of any other 

of the parties. 

Evidence. 

49. In any proceeding under this Act before the Boanl of 

Trade or the Registrar, the evidence shall be 
v^ence given by statutorj’- declaration .in the 

absence of directions to the contrary, but, in 
any case in which it shall think it right so to do, the tribunal may 
(with the consenl of the parties) take evidence viva voce in lieu 
of or in addition to evidence by declaration. Any such statutory 
declaration may in the case of appeal be used before the Court in 
lieu of evidence by affidavit, but if so used shall have all the 
incidents and consequences of evidence by affidavit. * 

In case any part of the evidence is taken viva voce the Board 
of Trade or the Registrar shall in respect of requiring the atten- 
dance of witnesses and taking evidence on oath be in the same 
position in all respects os an Official Referee of the Supreme Court. 
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60. Printiid or wrilleii copies or extracts of or from the 

rej^ister, purporting to be certified by the 
Sealed copies to bo Registrar and sealed with the seal of the 
evidence. Patent Office, shall be admitted in evidence 

in all courts in His Majesty’s dominions, and in all proceedings, 
without further proof or production of the originals. 

61. A certificate purporting to be under the hand of the 

Registrar as to any entry, matter, or thing 

Certif^atc ofBegis- wliich he is authorised l)y this Act, or rules 
trar to be evidence. i .i i . , . , , 

made thereunder, to make or do, shall be 

prima facie evidence of the entry having 

been made, and of the contents thereof, and ol* the matter or thing 

having been done or not done. 

62. (1) All documents f)urporting to be orders made by the 

Board of Trade and to be sealed with the 
Certificate of Board seal of the Board, or to bc^ signed by a secre- 
evide^e?^^ secretary of the Board or by 

any ])erson authoriscid in tliat behalf by the 
President of the Board, shall be received in evidence, and shall be 
deemed to be such orders without further ])roof, unless the contrary 
is shown. 


(2) A certificate, signed by the President of the Board of 
Trade, that any order made or act done is the orden* or act of the 
Board, shall be conclusive evidence of the fact so certified. 

Part II. 


Powers mul Duties of Registrar of Tmde Marks. 

63. Where any diseretionary or other power is given to the 

Registrar by this Act or rules made there- 
Kxcrciso of disen?- under, he shall not exercise that ])Owcr 
^giBtear, advorsoly io the a|)i)lie«nt for registration or 

the ivgistm'd proprietor of the trade mark 
ill question without (if duly riHiuired so to do within the lu-esorihed 
time) giving such a|>plicant or registered jiroprietor an opportu- 
iiity of being heard. 

64. Except wliere exiircs.sly given iiy the provisions of this 

Act or rules made f hereunder there shall be 
Appeal from Be- no ajipeal from a decision of the Registrar 
otherwise than to the Board of Trade, but 
the Courts in dealing with any question of the reetification of the 
register (including all applications under the provisions of section 
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thirty-five of tJiis Act), shall have power to review any decision of 
the Registrar l^'lating to the entry in question or the cori'ectiou 
sought to be made. 

55. Where by this Act any act has to be done by or to any 
person in connexion with a trade mark or 
Km-ognition of proposed trade mark or any procedure 
.igents. relating thereto, such act may under and in 

accordance with rules made under this Act or in particular cades 
by special leave of the Boai*d of Trade be done by or to an agent of 
such party duly authorised in the prescribed manner. 


56. The Registrar may, in any case of doubt or 
Registrar may take difficulty arising in the administration of 

tlireetions of law any of the provisions of this Act, apply to 

officers. j£jg Majesty’s Attorney-General or Solicitor- 

General for England for directions in the matter. 


57. The Comptroller-General of Patents, Designs, and Trade 
Marks shall in his yearly report on the 
^ Annual reports of execution by or under him of the Patents, 
Designs, and Trade Marks Act, 1883, and 
Acts amending the same, include a report 
I'especting the execution by or under him of this Act as though it 
formed a part of or was included in such Acts. 


Powers and Duties of the Board of Trade. 

58. All things required or authorised under this Act to be 

done by to or before the Board of Trade may 

Proceedings before be done by to or before the President or a 
Board of Trade. . • ^ ^ a. j. 

secretary or an assistant secretary of the 

Board or any person authorised in that behalf by the President of 

the Board. 


59. Where under this Act an appeal is made to the Board of 
Trade, the Board of Trade may, if they think 
Appeals to Board fit, refer any such appeal to the Court in lieu 
of Trade. hearing and deciding it themselves, but, 

unless the Board so refer the appeal, it shall be heard and decided 
by the Board, and the decision of the Board shall be final- * 


00. (1) Subject to the provisions of 

Power of Board Board of Trade may from 

of Trade to xnake time to time make such rules, prescribe such 
forms, and generally do such things as they 
think expedient — 



III.] 


Thb Tradr Marks Act, 1905. 


613 


(a) For reffulating the practice under this Act: 

(ft) For classifying gooils for the purposes of registration 
of trade marks: 

■ (c) For making or requiring diiplicates of trade marks 

and other documents: 

(d) For securing and regulating the publishing and 

. selling or distributing in such manner as the 

Board of Trade think fit, of copies of trade marks 
and other documents: 

(e) Cicnerally, for regulating the business of the office 

in relation to trade marks and all things by this 
• Act placed xmder the direction or control of the 
Registrar, or of the Board of Trade. 

(2) Rules made under this section shall, whilst in force, he 
of the same effect as if they were contained in this Act. 

(3) Before making any rales under this section the Board 
of Trade shall publish notice of their intention to make the rules 
and of the place where copies of the draft rales may be obtained in 
such manner as the Board consider most expedient, so as to enable 
peisons affected to make representations to the Board before the 
rales are finally settled. 

(4) Any rules made in pursuance of this section, shall be 
forthwith advertised twice in the Trade Marks Journal, and shall 
be laid before both Hou.ses of Parliament, if Parliament be in 
session at the time of making thereof, or, if not, then as soon as 
practicable after the beginning of the then next session of 
Parliament. 

(5) If cither House of Parliament within the next forty 
days after any rales have been so laid before such House, resolve 
that such rules or any of them ought to be annulled, the same shall 
after the date of such resolution be of no effect, without prejudice 
to the validity of anything done in the meantime under such rales 
or rale or to the making of any new rules or rale. 

Fees. 

61, Tlicre shall be paid in respect of applications and regis- 
tration and other matters under this Act, 

!Foo8 

■ such fees as may be, with the sanction of the 

Treasury, prescribed by the Board of Trade, 
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Special Trdde Marks. 

62. Where any association or person undertakes the exa- 
mination of any goods in respect of origin, 
Standardization, material, mode of manufacture, quality, 
&c., trade marks. accuracy, or other characteristic, and certi- 

fies the result of .such examination liy mark used upon or in con- 
nexion with such goods, the Board of Trade may, if they shall judge 
it to be to the public advantage, permit such association or person 
to register such mark as a trade mark in respect of such goods, 
whether or not such association or person be a trading as.sociation 
or trader or posses.sed of a goodwill in connexion with such exa- 
mination and certifying. When .so registered such trade mark shall 
be deemed in all respects to be a registered trade mark, and such 
as.sociation or person to be the proprietor thereof, save that such 
trade mark shall be transmissible or a&signable only by permission 
of the Board of Trade. 


Sheffield Marks. 


Sheffield marks. 


63. With respect to the master, wardens, searchers, assist- 
ants, and commonalty of the Company of 
Cutlers in Hallamshire, in the county of 
Tork (in this Act called the Cutlers’ Company), and the marks or 
devices (in this Act called Sheffield marks) assigned or registered 
by the master, wardens, searchers, and assistants of that company, 
the following provisions shall have effect : — 


(1) The Cutlers’ Company shall continue to keep at Sheffield 
the register of trade marks (in this Act called the Sheffield register) 
kept by them at the date of the commencement of this Act, and, 
save as otherwise provided by this Act, such register shall for all 
purposes form part of the register: 

(2) The Cutlers’ Company shall, on request made in the 
prescribed manner, enter in the Sheffield register, in respect of 
metal goods as defined in this section, all the trade marks, whidi 
shall have been assigned by the Cutlers’ Company and actuaUy 
used before the first day of January one thousand eight hundred 
and eighty-four, but which have not been entered in such register 
before the passing of this Act: 

(3) An application for registration of a trade mark used 
on metal goods shall, if made after the commencement of this Act 
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by a peraoii carrying on bnsinoss in Hallamshirp, or witliin six 
miles thereof, be made to the (Antlers’ Company: 

(4) Every application so made to tlie Cutlers’ Company 
shall be notified to the Registrar in the pivscribed manner, and, 
unless the Registrar within tlie prescribed time gives no1i(^e to the 
Ontlers’ Company of any objection to the aeeejfiance of the appli- 
cation, it shall be proceeded with by the (hitlers* Conpiany in the 
prescribed manner : 

(5) If the Registrar gives notice of an oli’jection as afore- 
said, the application shall not be proceeded with by tiie Cullers’ 
Company, but any person aggrieved may in the rescribed manner 
appeal to the Court: 

(6) Upon the registration of a trade mark in the Sheffield 
register the Clutlers’ Company shall give notice thereof to the 
Registrar, who shall thereupon enter the mark in the register of 
trade marks; and such registration shall bear date as of the day 
of application to the Cutler's’ Company, and have the same effect 
as if the application had been made to the Registrar on that day: 

(7) The provisions of this Act, and of any rules made under 
this Act with respect to the registration of trade marks, and all 
matters relating thereto, shall, .subject to the provisions of this 
section (and notwithstanding anything in any Act relating to the 
Cutlers’ Company), apply to the I'egistration of trade marks on 
metal goods by the Cutlers’ Com])any, and to all matters relating 
thereto ; and this Act and any such nrlcs shall, so far as applicable, 
1)0 construed accordingly with the substitution of the Cutlers’ 
Company, the office of the Cutlei-s’ Company, and the Sheffield 
register, for the Registrar, the Patent Office, and the Register of 
Trade Marks respectively; and notice of every entry, cancellation, 
or correction made in the Sheffield register shall he given to the 
Registrar by the Cutlers’ Company; 

(8) When the Registrar receives from any person not 
carrying on business in Hallamshirc or within six miles thereof 
an application for registration of a trade mark used on metal 
goods, he shall in the prescribed manner notify the application and 
proceedings thereon to the CTutlers’ Company: 

(9) Any person aggrieved by a decision of the Cutlers’ 
Company in respect of anything done or omitted under this Act 
may, in the prescribed manner, appeal to the Court ; 
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(10) For the puri) 08 es of this section the expiresmon “metal 
goods” means all metals, whether wrought, unwrought, or partly 
wrought, and all goods composed wholly or partly of any metal: 

(11) For the purpose of legal proceedings in relation to 
trade marks entered in the Sheffield register a certificate under 
the hand of the Master of the Cutlers’ Company shall have the 
same effect as the certificate of the Registrar. 

« 

Cotton Marks. 

64 . (1) The Manchester Branch of the Trade Marks Registry 

of the Patent Office (herein-after called “the 
0 on mar . Manchester Branch”) shall be continued 

according to its present constitution. A chief offic.er of the 
Manchester Branch shall be appointed who shall be styled “the 
Keeper of Cotton Mark.s,” and shall act under the direction of 
the Registrar. The present keeper of the Manchester Branch shall 
be the first Keeper of Cotton Marks. 

(2) As regards cotton goods which have hitherto constituted 
classes 23, 24 and 25, under the classification of goods under the 
Patents, Designs, and Trade Marks Acts, 1883 to 1902, the Register 
of Trade Marks for all such goods, except such as may be prescribed, 
shall be called “the Manchester Register,” and a duplicate thereof 
shall be kept at the Manchester Branch. 

(3) All applications for registration of trade marks for such 
cotton goods in the said classes (herein-after referred to as “cotton 
marks”) shall be made to the Manchester Branch. 

(4) Every application so made to the Manchester Branch 
shall be notified to the Registrar in the prescribed manner together 
with the report of the Keeper of Cotton Marks thereon, and nnleaw 
the Registrar, after . considering the report and hearing, if so 
required, the applicant, within the prescribed time gives notice to 
the Keeper of Cotton Marks of objection to the acceptance of the 
application, it shall be advertised by the Manchester Branch and 
shall be proceeded with in the prescribed manner. 

(5) If the Registrar gives notice of objection as aforesaid 
the application shall not be proceeded with, but any person aggriev- 
ed may in the prescribed manner appeal to the Court or the Board 
of Trade, at the option of the applicant. 

(6) Upon the registration of a trade mark in the Manchester 
Register the Keeper of Cotton Marks shall upon notice thereof 
from the Registrar thereupon enter the mark in the duplicate of 
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tlie Manchester Register, and such registration shall bear date as 
of the day of application to the Manchester Branch, and shall have 
the same effect as if the application had been made to the Registrar 
on that day. 

(7) When any mark is removed from or any cancellation or 
correction made in the Manchester liegister notice thereof shall he 
given by the Registrar to the Keeper of Ootton Marks, who shall 
alter the duplicate register accordingly. 

(8) For the purpose of all proceedings in relation to trade 
marks entered in the Manchester Register a certificate under the 
hand of the Keeper of Cotton Marks shall have the .same effect as 
a certificate of the Registrar. 

(9) In everj’^ application for registration of a cotton mark, 
if such mark has been xi.sed by the api)licant or his predecessors 
in business prior to the date of application, the length of time of 
such user shall bi? stated on the application . 

(10) As from the passing of this Act — 

(a) In respect of cotton piece goods and cotton yam no 
mark consisting of a word or words alone (whether 
invented or otherwise) .shall be registered, and no 
word or words, shall be deemed to be distinctive in 
respect of such goods: 

(ft) In respect of cotton piece goods no mark consisting 
of a line heading alone shall bo registered, and no 
line heading shall be deemed to be di.stinctive in 
respect of such goods: 

(c) No registration of a cotton mark shall give any exclu- 
sive right to the use of any word, letter, numeral, 
line heading, or any combination thereof. 

(11) The right of inspection of the Manchester Register 
shall extend to and include the right to inspect all applications 
whatsoever that have been since the passing of the Trade Marks 
Registration Act, 1875, and hereafter shall have been made to the 
Manchester Branch in respect of cotton goods in clas.ses 23, 24 and 
25, whether registered, refused, lai:)sed, expired, withdrawn, 
abandoned, cancelled, or pending. 

(12) The Keeper of Cotton Marlra, shall, on request, and 
on production of a facsimile of the mark, and on payment of the 
prescribed fee, issue a certified copy of the application for re^s- 
tration of any cotton mark, setting forth in sttch certificate the 

78 
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length of time of nser (if any) of such mark as stated on the appli- 
cation, and any other particulars he may deem necessary. 

(13) As regards any rules or forms affecting cotton marks 
which are proposed by the Board of Trade to be made, the draft 
of the same shall be sent to the Keeper of Cotton Marks and also 
1o the Manchester Chamber of Commerce. And the said Keeper, 
and also the said Chamber, shall, if they or either of them so 
request, be entitled to be heard by the Board of Trade upon such 
proposed rules before the same arc carried into effect. 

(14) The existing practice whereby the Keeper of the Man- 
chester Branch consults the Trade and Meix*handise Marks Com- 
mittee appointed by the Manchester Chamber of Commerce upon 
questions of novelty or difficulty arising on applications to register 
cotton marks shall be continued by the Keeper of Cotton Marks. 


Intei'national and Colonial Arrangements. 

06. The provisions of sections one hundred and three and 

International and 0 *^® liundred and four of the Patents, 
and Colonial arrange- Designs, and Trade Marks Act, 1883 (as 
48 & 49 Vict., amended by the Patents, Designs, and Trade 
' ' Marks (Amendment) Act, 1885), relating to 

the registration of trade marks both as enacted in such Acts and as 
applied by any Order in Council made thereunder, shall be con- 
strued as applying to trade marks registrable under this Act. 

Offences. 


66. If any person makes or causes to be made a false entry 

in the register kept under this Act, or a 

Falsification of writing falsely purporting to be a copy of 
entries in register. . . u ■ i. j 

an entry in any such register, or produces or 

tenders or causes to be produced or tendered in evidence any such 

writing, knowing the entry or writing to be false, he shall be guilty 

of a misdemeanor. 


67. (1) Any person who represents a trade mark as regis- 

Penalty on falsely *®*’®‘^ which is not so, shall be liable for every 
representing a trade offence on summary conviction to a fine not 
mark as registered. exceeding five pounds. 

(2) A person shall be deemed, for the purposes of this en- 
actment, to represent that a trade mark is registeired, if he uses in 
connexion with the trade mark the word “registered,” or any 
words expressing or implying that registration has been obtained 
for the trkde mark, 
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Royal Arms . 

68. If any person, withont the anthority of His Majesty, 
uses in eonnexion with any trade, business, 

Unanfliori^ as- eallins, or profession, the Royal Anns (or 
stimptum of Boyal , , , xi. ,.1 

Ayma ui’nis SO closoiy rcsembling the same as to l)e 

ealeulated to deceive) in such manner as to 
be calculated to lead to the belief that he is duly authorised so to 
use the Royal Arms, or if any peiNon without the authority of His 
Majesty or of a member of the Royal Family, xises in connexion 
with any trade, business, callinfjf, or profession any device, emblem, 
or title in such manner as to be calculated to lead to the belief that 
he is employed hy or supplies a;oods to His Majesty or such member 
of the Royal Family, he may, at the suit of any person who is 
authorised to use such arms or such device, emblem, or title, or is 
authorised by the Lord Chamberlain to take proceedin{»s in that 
behalf, be restrained bj^ injunction or interdict from continuing 
so to use the same: Provided that nothing in this section shall be 
construed as affecting the right, if any, of the ])ro]>rietor of a trade 
mark containing any such arms, «levice, emblem, or title to con- 
tinue to use such trade mark. 


Courts. 

69. The. provisions of thk Act conferring a special juris- 
diction on the Court as defined by this Act 
<^er^ saving for shall not, except so far as the jurisdiction 
jw^^ction of j,xt.ends, affect the jurisdiction of any court 

in Scotland or Ireland in any proceedings 
relating to trade marks; and with reference to any such proceed- 
ings in Scotland the term “the Court” .shall mean the Coiirt of 
Session ; and with reference to any .such proceedings in Ireland the 
term “the Court” .shall mean the High Court of Jiisticc in Ireland. 

70. This Act shall extend to the Isle 
Isle of Man. „ - 

of Man, and — 


(1) Nothing in this Act shall affect the juri.sdiction of the 
Courts ill the Isle of Man in proceedings for infringement or in 
any action or proceeding respecting a f rade mark competent to 
those courts: 

(2) The punishment for a misdemeanor under this Act in 
the Isle of Man shall be imprisonment for any term not exceeding 
two years, with or without hard labour and with or without a fine 
not exceeding one hundred pounds, at the discretion of the Court-; 
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(3) Any offence under this Act committed in the Isle of 
Man which would in England be punishable on summary conviction 
may be prosecuted, and any fine in respect thereof recovered at 
the instance of any person aggrieved, in the manner in which 
offences punishable on summary conviction may for the time being 
1)0 prosecuted. 

71. The Court of Chancery of the County Palatine of Lan- 

caster shall, with respect to any action or 
Jurisdiction of other proceeding in relation to trade marks, 
(jourt. registration whereof is applied for in the 

Manchester Branch, have the like jurisdic- 
tion under this Act as His Majesty’s High Court of Justice in 
England, and the expression “the Court” in this Act shall be con- 
strued and have effect accordingly: 

Provided that every decision of the Court of Chancery of 
of the County Palatine of Lancaster in pursuance of this section 
shall be subject to the like appeal as decisions of that Court in 
other cases. 

72. In Scotland any offence under this Act declared to be 
Offences in Scot- punishable on summary conviction may be 

land. prosecuted in the Sheriff Court. 

Repeals; Savings. 

73. The enactments described in the schedule to this Act are 

repealed to the extent mentioned in the third 
Repeal and saving column, but this repeal shall not affect any 
for roles, &e. rule, table or fees, or classification of goods 

made under any enactment so repealed, but every such rule, table 
of fees, or classification of goods shall continue in force as if made 
under this Act until superseded by rule.s, tables of fees, or classi- 
fication under this Act. 

74. The provisions of sections eighty-two to eighty-four of 

the Patents, Designs, and Trade Marks Act, 
Application of 46 1883, as amended by any subsequent enact- 

M sLsT***' ** ui®ut, shall continue to apply with respect 

to the administration at the Patent Office of 
the law relating to the registration of trade marks, and shall 
accordingly be c.onstrued as if this Act formed part of that Act, 




APPENDIX IV. 

TRADE Mi^lKS ACT, 1914. 

[4 AND 5 Geo. 5. Ch. 16.] 


A'n Act to amend section sixty-four of the Trade Marks Act, 
1905. [7th August, 1914.] 

Bie it enacted by the King’s most Excellent Majesty, by and 
with the advice and consent of the Lords Spiritual and Temporal, 
and Commons, in this present Parliament assembled, and by the 
authority of the same, as follows : — 

1. Clause (c) of sub-section (10) of section sixty -four of the 
Trade Marks Act, 1905, shall be and the 
Amendment of 5 same is hereby amended by insertion therein 
Bdw. 7. c. 15. B. 04. words “in respect of cotton piece 

goods or cotton yarn” immediately after the opening words, “No 
registration of a cotton mark.” 


2. This Act shall be construed as one witli the Trade Marks 
Act, 1905, and the said Act of 1905 shall Ire 
construed and take effect from the date of its 
f)assing as if this Act had then formed part 
thereof. 


Construction 

cmnmencemont 

Act. 


and 

of 


3. This Act may be cited as the Trade Marks Act, 1914; and 
Short title Trade Marks Act, 1905, and this Act may 

1905 and 1914. 


be cited together as the Trade Marks Acts, 



APPKNJDIX V. 

TRADE MARKS ACT, 1919. 

[9 AND 10 CrEO. 5, Uh. 79. J 
Ah Act to amend the Trade Marks Act, 1905. 

[23rd December, 1919 . ] 

Be it enacted by tlie King's most Excellent Majesty, by and 
with the advice and consent oE the Lords Spiritual and Temporal, 
and Commons, in this present Parliament assembled, and by the 
authority of the same, as follows : 


Pabt I. 

Reoistration of cvaiTAiN Trade Marks not 

llEOISTRAUliE UNDER PRINCIPAL ACT. 

1. (1) The register of trade marks (including the Man- 

chester Register) kept under the Trade 

Division of Begta- referred to as 

tor of trade marks the principal Act), sliall be divided into two 
into two parts. jiarts to be called respectively Part A. and 

Part B. 


(2) Part A. of the register shall comprise all trade marks 
entered in the register of trade marks at the commencement of this 
Act and all trade marks which after the commencement of this 
Act may be registered under the iirovisions of the principal Act. 

(3) Part B. shall comprise all trade marks registered under 
this Part of this Act, and all trade marks entered on or removed 
thereto under this Act. 


2. — (1) Whei'e any mark has for not less than two ycai*s been 
Bogistration of used in the United Kingdom upon 


Irado 
Part B. 


marks 


in 


or in connection witli any' goods (whether for 
sale in the United Kingdom or exportation 
abi'oad), for the purpose of indicating that they are the goods of 
the proprietor of tlie mark by virtue of manufacture, selection, 
certification, dealing with or offering for sale, the person claiming 
to be the proprietor of the mark may apply in writing to the 
registrar in the prescribed manner to have the mark entered as his 
registerad trade mark in Part B, of tlur register in respect of such 
goods. 
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(2) The registrar shall consider every suqh application for 
registration of a trade mark in Part B. of the register, and if it 
appeal's to him, after such search, if any, as he may deem necessary, 
that the application is inconsistent with the provisions of section 
eleven or section nineteen of the prineipal Act, or if he is not 
satisfied that the mark has been so used as aforesaid, or that it is 
capable of distinguishing the goods of the applicant, he may refuse 
the application, or may accept it subject to conditions, amendments 
or modifications as to the goods or classes of goods in respect of 
which the mark is to be registered, or to such limitations, if any, 
as to mode or place of user or otherwise as he may think right to 
impose, and in any other case he shall accept the application. 

(3) Every such application shall be accompanied by a 
statutory declaration verifying the user, including the date of first 
user, and such date shall be entered on the register. 

(4) Any such refusal or conditional acceptance shall be 
subject to appeal to the court, and, if the ground for refusal is 
insufficiency of evidence as to user, such refusal shall be without 
prejudice to any application for registration of the trade mark 
under the provisions of the principal Act. 


(5) Every such application shall, if accepted,, be advertised 
in accordance with the provisions of the principal Act. 

(6) A mark may be registered in Part B. notwithstanding 
any registration in Part A. by the same proprietor of the same 
mark or any part or parts thereof. 


3. The provisions of the principal Act, as amended by this 
Act, with the exception of those set out in 
th® First Schedule to this Act, shall, subject 
priiusipal Act to to the provisions of this Part of this Act, 

Part B. trade marks, apply in respect of trade marks to which this 

Part of this Act applies as if they were herein re-enacted and in 
teims made applicable to this Part of this Act. 


4 . The registration of a person as the proprietor of a trade 
mark in Part B. of the register shall be 
^****”* facie evidence that that person has the 

exclusive right to the use of that trade mark, 
but, in any action for infringement of a trade mark entered in 
Part B. of the register, no injunction, interdict or other relief shall 
be granted to the owner of the trade mark in respect of such regis- 
tration, if the defendant establishes to the satisfaction of the coart 
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that the iiser of which the plaintiff complains is not calculated to 
deceive or to lead to the belief that the goods the subject of such 
viser were goods manufactured, selected, certified, dealt v?ith or 
offered for sale by the proprietor of the trade mark. 


6. If any person applies for the registration of a trade mai’k 
under the principal Act. in Part A. of the 


Power to treat ap- 
plications for regis- 
tration in Part A. as 
applications for regis- 
tration in Part B. 


I’egister, the registrar may, if the applicant 
is willing, instead of refusing the appli- 
cation, treat it as an application for regis- 
tration in Part B. of the register under this 


Part of this Act and deal with the 


application accordingly. 


PART II. 

Provisions for the Prevention op Abuses of Trade Marks. 


6. — (1) Where in the case of an article or substance manu- 
factured under any patent in force at or 
Removal from Re- granted after the passing of this Act, a word 
gister of word trade ^rade mark registered under the principal 
of articles. Act or Part I. of this Act is the name or only 

practicable name of the article or substance 
so manufactured, all rights to the exclusive use of such trade mark, 
whether under the common law or by registration (and notwith- 
standing the provisions of section forty-one of the principal Act), 
shall cease upon the expiration or determination of the patent, and 
thereafter such word shall not be deemed a distinctive mark, and 
may be removed by the court from the register on the application 
•of any person aggrieved. 

(2) No word which is the only practicable name or des- 
cription of any single chemical element or single chemical com- 
pound, as distinguished from a mixture, shall be registered as a 
trade mark, and any such word now or hereafter on the register 
may, notwithstanding section forty-one of the principal Act, be 
removed by the court- from the register on the application of any 
■person aggrieved: 

Provided tlutfr— 

^ («) the provisions of this sub-section shall not apply 

where the mark is used to denote only the 
proprietor’s brand or make of such substance, as 
distinguished from the substance as made by 
others, and in association •with a suitable and 
practicable name open to the public use; and 


7 » 
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(6) in the case of marks registered before the passing of 
this Act, no application under this section for the 
removal of the mark from the register shall be 
entertained until after the expiration of four years 
from the passing of this Act. 

(3) The power to remove a trade mark from the iregister 
conferred by this section shall be in addition to and not in deroga- 
tion of any other powers of the court in respect of the removal of 
trade marks from the register. 

(4) The provisions contained in Part III. of this Act 
authorising applications for the rectification of the register to be- 
made in the first instance to the registrar instead of to the court 
shall apply to applications under this section. 

PART III. 

General Amendments ok Principal Act. 

7. In paragraph (5) of section nine of the principal Act 

(which defines the particulars which regis- 
Amendmemt of the trable trade marks must contain or consist 

words “except by order of the 
Board of Trade or the court be deemed a dis- 
tinctive mark,” there shall be substituted the words “be registrable- 
under the provisions of this paragraph, except upon evidence of 
its distinctiveness.” 

8. — (1) All appeals from the decisions of the registrar under 

section fourteen of the principal Act shall 
Appeals. be made to the court, and an appeal shall not 

lie from any such decision to the Board of 
Trade, and accordingly that section shall have effect, subject to the 
modifications set forth in the Second Schedule to this Act : 

f 

Provided that nothing in this sub-section shall affect any 
appeal which may be pending at the commencement of this Act. 

(2) In any appeal from the decision of the registrar to the 
court under the principal Act or this Act the court shall have and 
exercise the same discretionary powers as under the principal Act 
or this Act are conferred upon the registrar. 

9. — (1) Any application for the rectification of the register 

or the removal of any trade mark from the 
_ 'Rectification of re- register in respect of any goods which, under 
section thirty-five or section thirty-seven of 
the principal Act or under Part II. of this Act, is to be made to- 
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the court, may, at the option of the applioant, be made in the first 
instance to the registrar : 

Provided that no such application shall be made otherwise 
than to the court where an action concerning the trade mark in 
question is pending. 

(2) The registrar may, at any stage of the proceedings, 
refer any such application to the court or he may, after hearing 
the parties, determine the question between them, subject to 
appeal to the court. 

(3) In any proceedings for the rectification of the register 
under this Act or undei? section thirty-five of the principal Act as 
amended by this section the court or the registrar shall, in addition 
to the powers conferred by that section as so amended, have power 
to direct a trade mark entered in Part A. of the register to Ije 
removed to Part B. of the register. 

10. In all proceedings before the registrar under the principal 
Act or this Act the registrar shall have 
power to award to any paily such costs as 
he may consider reasonable, and to direct how and by what parties 
they are to be paid, and any such order may be made a rule of 
court. 

11. For section thirty-three of the 
Registration of principal Act, the following section shall be 
assignments. substituted 

‘ ‘33. — (1) Where a person becomes entitled by assignment, 
tmnsmission, or other operation of law to a registered trade mark, 
he shall make application to the registrar to register his title, and 
the registrar shall, on receipt of such application and on proof of 
title to his satisfaction, register him as the proprietor of the trade 
mark, and shall cause an entry to be made in the prescribed manner 
on the register of the assignment, transmission, or other instrument 
affecting the title. Any decision of the registrar under this section 
shall be subject to appeal to the court. 

* “(2) Except in cases of appeals under this section and 

applications made under section thirty-five of this Act, a document 
or instrument in respect of which no entry has been made in the 
register in accordance with the provisions of sub-Sec. (1) aforesaid 
shall not be admitted in evidence in any court in proof of the title 
to a trade mark unless the court otherwise directs.” 
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12. The amendments specified in the second column of the 
, Second Schedule to this Act, which rdate 

of principal Act. minor details, shall be made in the provi- 

sions of the principal Act specified in the 
first column of that schedule. 


13. — (1) This Act may be cited as the Trade Marks Act, 1919, 
and the Trade Marks Acts, 1905 and 1914, 


Short title, cons- 
tmction, and com- 
mencement. 


and so much of the Patents and Designs 
Acts, 1907 to 1919, as relates to trade marks. 


and this Act may be cited together as the 


Trade Marks Acts, 1905 to 1919. 


(2) This Act shall be construed as one with the principal 
Act and shall come into operation on the first day of April, nineteen 
hundred and twenty. 
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FIRST SCHEDULE. 


Provisions of Principal Act not applied. 


No. of Section. 


Subject-matter. 


;i 

2 

6 

9 

12 

14(9) .. 

15 

24 

25 
27 

31 

36 

39 (except proviso) . . 

41 down to the words 

“against the provi- 
sions of section 
eleven of this Act." 

42 . . • • 

62 . . • * 

73 . • • • 


Short title. 

Commencement of Act. 

Incorporation of existing register. 
Registrable trade marks. 

Application for registration. 
Modification of trade mark on appeals. 
Disclaimers. 

Associated trade marks. 

Combined trade marks. 

Assignment and user of associated 
trade marks. 

Status of unrenewed trade marks. 
Trade marks registered under previous 
Acts. 

Rights of proprietor of trade mark. 
Registration to be conclusive after 
seven years. 


Unregistered trade mark. 
Standardization, &c., trade maite. 
Repeal and saving for rules, &c. 
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SECOND SCHEDULE. 

Minor Amendments of Principal Act. 

Section Nature of Amendment. 

Amended. 

Section 12 . . At the end of sub-Sec. (2) there shall be inserted 

the following words “or to such limitations, 
“if any, as to mode or place of user or other- 
“wise as he may think right to impose.” 

In sub-Section (4), after the words “modi* 
“fications, if any,” shall be inserted the words 
“or to what limitations, if any, as to mode or 
“place of user or otherwise.” 

Section 13 .. After the word “conditions” in both places 

where it occurs, there shall be inserted the 
words “and limitations.” 

At the end of the section there shall be 
inserted the words “Provided that an appli- 
“ cation under the provisions of sub-Sec. (5) 
“of section nine of this Act may be advertised 
“by the Registrar on receipt of such appli- 
“ cation and “before acceptance.” 

Section 14 . . In sub-Section (4), after the word “conditions” 

there shall be inserted the following words 
“or what limitations as to mode or place of 
“user or otherwise.” 

In sub-Sec. (5) the words “or with the consent 
“of the parties to the Board of Trade” shall 
be repealed. 

In sub-Sec. (6) the words “the Board oi Trade 
or” and “as the case may be” shall be 
repealed; and after the words “conditions, if 
any” there shall be inserted the words “or 
“what limitations, if any, as to mode or place 
“of user or otherwise.” 

Sub-Sec. (10) shall be repealed. 

Section 16 .. After the words “the register shall” there shall 

be inserted the words “unless the mark has 
“been accepted in error or.” 

Section 21 .. After the word “court” there shall be inserted the 

words “or registrar’ ’ in each case . 
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Section 

Amended. 


Section 22 


Section 23 


Section 24 


Section 34 


Section 41 


Section 43 


Section 62 


Nature of Amendment. 

Delete the words “as it may think it right to 
impose” and insert “as the eourt or the 
“registrar, as the ease may be, may think it 
“right to impose.” 

. At the end of the section there shall be added the 
following words “and the assignment of such 
“right to use the same shall constitute the 
“assignee a proprietor of a separate trade mark 
“for the purpose of section twenty-one of this 
‘ ‘ Act, subject to such conditions and limitations 
“as may be imposed under that section.” 

. After the words “modiheations, if any,” there 
shall be inserted the words “and to such 
“limitations, if any, as to mode or place of 
“user.” 

. After the words “registration of a trade mark” 
there shall be inserted the words “identical 
“with or.” 

. After the word “terms” there shall be inserted 
the words “and subject to s\ich limitations as 
“to mode or place of user.” 

. In the proviso, after the words “anterior to the 
user” there shall be inserted the words “or 
“registration, whichever is the earlier.” 

. For section forty-three the following section shall 
be substituted: “In any action or proceed- 
“ing relating to a trade mark or trade name the 
“tribunal shall admit evidence of the usages 
“of the trade concerned and of any relevant 
“trade mark or trade name or get up legiti- 
“mately used by other persons.” 

. For the words “Where any association or person 
“undertakes the examination of any goods in 
“respect of origin, material, mode of manu- 
“faeture, quality, accuracy or other charae- 
“teristie, and certifies the result of such 
“examination by mark used upon or in con- 
“nection with such goods, the Board of Trade 
“may, if they shall judge it to be to the public 
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Section 

Amended. 


Section 64 


Nature of Amendment. 


‘'advantage, permit such association or person 
“to register such mark as a trade mark in 
“respect of such goods whether or not such 
“association or person be a trading association 
“or trader or possessed of a goodwill in eon- 
“neetion with such examination and certify- 
“ing,” there shall be substituted the words 
“Where any association or peison undertakes 
“to certify the origin, material, mode of 
“manufacture, quality, accuracy or other 
“characteristic of any goods by mark used 
“upon or in connection with such goods, the 
“Board of Trade, if and so long as they are 
“satisfied that such association or person is 
“competent to certify as aforesaid, may, if they 
“shall judge it to be to the public advantage, 
“permit such association or person to register 
“such mark as a trade mark in respect of such 
“goods, whether or not such association or 
“person be a trading association or trader or 
“possessed of a goodwill in connection with 
“such certi^ng.” 

. Sub-section [10 (a)] shall be repealed. 

In sub-section [10 (c)] the word “word” shall be 
omitted. 



APPENDIX VI. 


Interpretation. 


THE TRADE MARKS RULES, 1920.^ 

Dated 9th March, 1920. 

By virtue of the provisions of the Trade Marks Act, 1905, to 
1919, the Board of Trade do hereby make the followinj? Rules : — 

Preliminary. 

1. These Rules may be cited as the Trade Marks Rules, 1920, 
and shall come into operation from and immediately after the 31st 
day of March, 1920. 

Interpretation . 

2. In the construction of these Rules any words herein used 
the meaning of which is defined by the said 
Acts or the Interpretation Act, 1889,^^ shall 

have the meanings thereby assigned to them respectively. 

Agent” means an agent duly authorized to the satisfaction 
of the Registrar. 

Office” means Patent Office, Trade Marks Branch, 25, 
Southampton Buildings, London, W.C. 2. 

'^Journal” means ”Trade Marks Journal.” 

“Acts” means the Trade Marks Acts, 1905 to 1919. 

Fees. 

3. The fees to be paid in pursuance of the Act sliall be the 
fees specified in the First Schedule to these 
Rules. 

Forms. 

4. The forms herein referred to are the forms contained in 
the Second Schedule to these Rules and such 
forms shall be used in all cases to which they 

are applicable, and shall be modified as directed by the Registrar 
to meet other cases. 


Fees. 


Forms . 


(1) Statutory Buies and Orders, 1920, No. 397. 
c (2) The more material definitions of the Interpretation Act are: — 

'^Statutory Declaration’’ means a declaration made by virtue of the 
Statutory Declarations Act, 1835. 

Month” means Calendar month. 

” Person” unless the contrary intention appears, includes any body of 
persons corporate or unincorporate. 

Words in the singular shall include the plural and words in the plural 
shall include the singular. 

80 
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at docu- 


dassification of goods. 

6. For the purposes of trade marks registration and of 

^ . . these Rules goods are classified in the manner 

goods. appearing in the Third Schedtde hereto. 

If any doubt arises as to what class any particular descrip- 
tion of goods belongs to, the doubt shall be determined by the 
Registrar. 

ff 

Documents. 

, . 6. Subject to any other directions that may be given by the 

Size, etc., of docu- Registrar, all applications, notices, eounter- 
statements, papers having representations 
affixed, or other documents required by the Acts or by these Rules to 
be left with or sent to the Registrar or to the Keeper of Cotton Marks 
or to the Cutler’s Company, shall be upon foolscap paper of a size 
of approximately 13 inches by 8 inches, and shall have on the left- 
hand part thereof a margin of not less than one inch and a half. 

7. Any application, statement, notice, or other document 
authorised or required to be left, made, or 
given at the Office, or to or with the Regis- 
trar, or with or to any other person may be 

sent through the post by a prepaid or official-paid letter ; any docu- 
ment so sent shall be deemed to have been delivered at the time 
when the letter containing the same would be delivered in the 
ordinary course of post, and in proving such service or sending, it 
shall be sufficient to prove that the letter was properly addressed 
and put into the post. A letter addressed to a registered pro- 
prietor of a trade mark at his address as it appears on the register, 
or address for service, or to any applicant for or person opposing 
the registration of a trade mark at the address appearing in the 
application or notice of opposition or given for service as here- 
inafter provided shall be deemed to be sufficiently addressed. 

8 . Where any person is by the Acts or these Rules bound 
to furnish the Registrar with an address the 
address given shall in all cases be as full as 

imssible, for the purpose of enabling any person easily to find the 
place of business of the person whose address is given. 

The Registrar may require the address to include the name 
of the street, and the number in the street or name of premises, if 
any. 


Service 

ments. 


Address. 
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9. Every applicant for the registration of any trade mark, 

... . . and every opponent to such registration, and 

^dCuQBB xor somco* 

every agent, who dot« not reside or carry on 
business in the United Kingdom, shall, if so required, give an 
address for service in thq United Kingdom, and such address may 
be treated as the actual address of such applicant, opiwnent, or 
agent for all purposes connected with such application for regis- 
tration or the opposition thereto. 

The Registrar may require the proprietor of a registered trade 
mark who does not reside or carry on business within the United 
Kingdom to give an address for service within the United Kingdom, 
and such address may be treated as the actual address of the pro- 
prietor for all purposes connected with such trade mark. 


Agents . 

10. An application for registration and an opposition to 
registration and all other communications 
Ageiuy. between an applicant, an opponent and the 

Registrar, or the Board of Trade, and between the pi'opvietor of a 
I’egistered trade mark and the Registrar, or the Board of Trade, 
or any other person, may be made by or through an agent. 

Any such applicant, opponent, or i)ropvietor may ai)i)oint an 
agent to represent him in the matter of the trade mark by signing 
and sending to the Registrar an authority in writing to that effect 
in the Form TM No. 1, or in such other form as the Registrar may 
deem sufficient. In case any proprietor of a registered trade mark 
shall appoint such an agent, service upon such agent of any docu- 
ment relating to such trade mark shall be deemed to be service upon 
the person so appointing him, and all communications directed to 
be made to such person in respect of such trade mark may be address- 
ed to such agent. 

The Registrar shall not be bound to recognize as such agent 
any person who has been convicted criminally or struck off the Roll 
of Solicitors, or whose luime, by reason of his having been adjudged 
guilty of conduct discreditable to a patent agent has been erased 
from the Register of Patent Agents, kept under the provisions of 
the Patents and Designs Act, 1907 and 1919, and not since restored. 

Registrable Trade Marks. 

11. The Registrar may refuse to accept 
Begistrable trade any application for the registration of a 
mark upon which any of the following 


marks. 


appear ^ 
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(o) The words ‘‘Patent,” “Patented,” or “By Royal. 
Letters Patent,” “Registered,” “Registered Design,” 
“Copyright,” “Entered at Stationers’ HaU,” “To 
counterfeit this is a forgery,” or words to like effect. 
(b) Representations of Their Majesties or of any member 
of the Royal Family. 


12. Representations of the Royal or Imperial Arms or crests, 
armorial bearings, insignia or devices so 
Royal ArmB, etc. nearly resembling them as to lead to mistake, 
or of British Royal or Imperial crowns, or of the Royal, 
Imperial or National flags, or the word Royal or Imperial 
or any other words, letters, or devices calculated to lead persons to 
think that the applicant has Royal patronage or authorization, may 
not appear on trade marks the registration of which is applied for. 
Provided always that nothing contained in this rule shall preclude 
the Registrar from allowing the registration as an “old mark,” that 
is as a mark which was used by the applicant or his predecessors in 
business before the 13th Ahgust, 1875, of any mark which was 
capable of being so registered before the Trade Marks Act, 1905, 
came into operation. 


13. Where a representation of the armorial bearings, insignia, 

decorations or flags of any state, city. 
Arms of City, etc. , . , • l j 

■” borough, town, place, society, body corpo- 
rate, or institution appears on a mark, the applicant 
shall, if so required, furnish the Registrar with a consent 
from such official as the Registrar may consider entitled to give 
consent to the use of such emblems. 


14. Where the niunes or representations of living persons 
appear on a trade mark, the Registrar ifliall, 
^ ^presentatioiis of if he SO require, be furnished with consents 
r^tt%ead[ such persons before proceeding to 

register the mark, and in the case of persons 
recently dead the Registrar may call for consents 'from their legal 
representatives. 


16. Where the name or a description of any goods appears on 
a trade mark the Registrar may refuse to 
tio^^of* register such mark in respect of any goods 

other than the goods so named or described. 
Where the name or description of any goods appears <m a 
trade mark which name or description in use varies the Registrar 
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may permit the registration of the mark with the name or descrip- 
tion upon it for goods other than those named or described, tlie 
applicant stating in his application that the name or description 
varies. 


Application for Registration. 


• 16. An application for the registration of a trade mark 

must be made upon the appropriate form as 

Form of applies- Second Schedule to these Rules, and 

Ion. 

must be signed by the applicant or hi.s 


agent. 


17. If application for registration of a trade mark be made 
by a firm or jiartnership it may be signed in 
the name or for and on behalf of the firm or 
partnership by any one or more members 
thereof, but the full names of all the partners .shall be given in the 
body of the application. 


Application 
body corporate. 


If the application be made by a body 
corporate it may be signed by a Director or 
by the Secretary or other principal officer 
of such body corporate. 


18. Where application is made for registration of a cotton 
mark the applicant shall address and send 
cat^^*^*** appb- application to the Keeper of Cotton 

Marks at the Manchester Branch, 501, Boyal 
Exchange, Manchester. Other applications (except applications 
which under Sec. 63 of the Trade Marks Act, 1905, should be made 
to the ’Cutlers' Compwiy) shall be addressed and sent to the 
Registrar at the Office. 


Acknowledgment of 
application. 


19. On or after receipt of the appli- 
cation the Registrar shall furnish the appli- 
cant with an acknowledgment thereof. 


20. Where application is made to register a trade mark which 
was used by the applicant or his predecessors 
^ Application for old ijusiness before the 13th August, 1875, the 
application shall contain a statement of the 
time during which and by whom it has been used in respect of the 
goods mentioned in the application. The Registrar may require a 
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statutory declaration verifying such user with exhibits showing 
the mark as used. 

21. Every application for registration of a trade mark shall 
Contents of fom contain a representation of the mark afRx^ 
of application. to it in the square which the application 

form contains for that purpose. 

Where the representation exceeds such square in size the 
representation shall be mounted upon linen, tracing cloth or other 
material that the Registrar may consider suitable. Part of the 
mounting shall be affixed in the space aforesaid and the rest may 
be folded over. 


22. There shall be sent with every application for registration 
of a trade mark four additional representa- 
Additional repre- tions of such mark on the Form TM No. 4 or, 
sentstions. ^ potton mark, on Form 

Cotton No. 3, exactly corresponding to that affixed to the appli- 
cation form, and noted with all such particulars as may from time 
to time be required by the Registrar or by the Keeper of Cotton 
Marks. Such particulars shall, if required, be signed by the 
applicant or his agent. 


23. 


All representations of marks must be of a durable nature, 
but the applicant may in case of need apply 


to 


Bepresentationa ^ -n 

be durable. place of representations on the Form 

TM No. 4, or Form Cotton No. 3, half 
sheets of strong foolscap of the size aforesaid with the representa- 
tions affixed thereon and noted as aforesaid. 


24. Applications for the registration of the same mark in 
different classes shall be treated as separate 
f applies- and distinct applications, and in all cases 

where a trade mark is registered under the 
same official number for goods in more than one class, the regis- 
tration shall henceforth for the purpose of fees and otherwise, be 
deemed to have been made on separate and distinct applications in 
respect of the goods included in each class. 

26. The Registrar, if dissatisfied with any representation of 
a mark, may at any time require another 
be^TOtis^*^” *** representation satisfactory to him to be 
substituted before proceeding with the 


application. 
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26, Where a drawing or other representation or specimen 

Specimens of trade lie given in manner aforesaid, a 

marks in exeeptional specimen or copy of the trade mark may be 
sent either of full size or on a reduced scale, 
and in such form as the Registrar may think most convenient. 

The Registrar may also, in exceptional cases, deposit in the 
Office a specimen or copy of any trade mark which cannot con- 
veniently be shown by a representation, and may i-efer thereto in the 
register in such manner as he may think fit. 

27. When application is made for the registration of a .series 

of trade marks under Sec. 26 of the Trade 
trade Jilarks Act, 1905, a representatidn of each 
trade mark of the series shall be affixed, as 
aforesaid, to the application form, and to each of the accompanying 
Forma TM No, 4 or Poims Cotton No. 3. 


28. When a trade mark contains a word or words in other 
than Roman characters, there shall be 
endor.sed on the application form, and on 
each of the accompanying Forms TM No. 4 
or Forms Cotton No. 3, a sufficient transliteration and translation 
to the satisfaction of the Registrar of each of such words and every 
such endorsement shall be signed by the applicant or his agent. 

Where a trade mark contains a word or words in a language 
other than English, the Registrar may ask for an exact translation 
thereof, and if he so requires such translation shall be endorsed 
and signed as aforesaid. 


Procedure on Receipt of Application. 

29. Upon receipt of an application for registration the 
. . Registrar shall, or may, if he deem it neces- 

■ sary, in the case of an application under the 

provisions of Sec. 2 of the Trade Marks Act, 1919, cause a search 
to be made among the registered marks and pending applications 
for the purpose of ascertaining whether there are on record any 
marks for the same goods or description of goods identical with 
the mark applied for or so nearly resembling it as to be calculated 
t6 deceive. 


30. After such search (if any), if on consideration of the 
application and of any evidence which the 
Aeeeptanee. applicant may or may be required to furnish 

the Registrar thinks there is no objection to the mark being regis- 
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teired, he may accept it absolutely, or subject to such conditions, 
amendments, modifications or limitations as he may think right 
to impose, which he shall communicate to the applicant in writing. 

31. After such search (if any), if on consideration of the 

application and of any evidence which the 
Objections. applicant may or may be required to furnish 

any objections appear, a statement of those objections shall be sent 
to the applicant in writii^, and unless within one month tlie 
applicant applies for a hearing, he shall be deemed to have with- 
drawn his application. 

32. If the Registrar accepts an application subject to any 

conditions, amendments, modifications, or 
Heanngs. limitations, and the applicant objects to such 

conditions, amendments, modifications or limitations, he shall within 
one month from the date of the communication notifying such 
acceptance apply for a hearing, and if he does not do so he shall 
be deemed to have withdrawn his application. If the applicant does 
not object to such conditions, amendments, modifications, or limita- 
tions, he shall forthwith notify the Registrar in writing. 

33. The decision of the Registrar at such hearing as afore- 

Deeision of communicated to the applicant 

™ in writing, and if he objects to such decision, 
he may within one month apply upon Form 
TM No. 5, requiring the Registrar to state in writing the grounds 
of his decision and the materials used by him in arriving at the same. 

Upon receipt of such form the Registrar shall send to the appli- 
cant such statement as foresaid in writing, and the date when such 
statement is sent shall be deemed to be the date of the Registrar’s 
decision for the purpose of appeal. 

34. The Registrar may call on an applicant to insert in his 

Diaelaimers application such disclaimer as the Registrar 

may think fit, in order that the public 
generally may understand what the applicant’s rights, if his mark 
is registered, will be. 

36. An application under the provisions of Sec. 2 of the 
Trade Marks Act, 1919, shall be made <m 
AppUeatim Form TM No. 3 or in the case of a cotton 

Marks Act, 1919. mark, on Form Cotton No. 2, with a statutory 

declaration as required, but the Registrar 
may require such further evidence as to user or otherwise as he 
may think necessaiy. 
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Special Trade Marks under Section 62 . 

36 . Where an association or person desires to register a mark 
under See. 62 of the Acts, application shall 
^Application under made to the Registrar in writing upon the 
Form TM No. 6. 


Mode 

cation. 


37. Such application shall be in dupli- 
of appli- (*ate and shall be aceom})anied by four copies 
of the mark applied for. 


38. Upon the receipt of such application the Registrar shall 
as soon as may be notify the same to tlie 

Report by Regia- Board of Trade together with his report 
trar . 

upon the application, and shall at the same 
time send a copy of the application together with two copies of 
the mark applied for to the Board. The Registrar shall also send 
the applicants a copy, of his report, and within one month from 
the receipt of such report the applicants shall send the Comptroller, 
Industrial Property Department, Board of Trade, 25 Southampton 
Buildings, London, W.C. 2, in duplicate a case setting out the 
grounds upon which they rely in support of their application and 
if they fail so to do their application shall be deemed to be 
abandoned. 


88. Ui)on receipt of such case the Board may call for such 
evidence, if any, as they think fit and shall 
Hearings. ueecssary, hear the applicants and the 

Registrar, and make an order determining whether and subject to 
what conditions, amendments, modifications or limitations, if any, 
the application may be permitted to proceed. 


40. If such application is permitted to proceed the mark 
shall be advertised and the application shall 
Advertisement, eto. treated in all respects as if it were an 

ordinary application, and it shall be open to opposition in the same 
vmy and all such proceedings shall be had therein as if it were an 
-application under Sec. 12 of the Trade Marks Act, 1905. 


, ' Advertisement of Application. 

41 . Every application either before or after acceptance, as 

provided by Sec. 13 of the Acts, shall be 

Advertisement of i advertised by the Registrar in the Journal 
application. 


Thay direct. 

81 


during such times and in .such manner as he 
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If no representation of the trade mark be inserted in connexion 
with the advertisement of an application, the Registrar shall refer 
in such advertisement to the place or places where a specimen or 
representation of the trade mark is deposited for exhibition. 


For the purposes of such advertisement the applicant 
may be required to furnish a wood block or 
Wood Block or electrotype (or more than one, if necessary) 
electrotype. trade mark, of such dimensions as may 

from time to time be directed by the Registrar, or such other in- 
formation or means of advertising the trade mark, as may be 
required by the Registrar; and the Registrar, if dissatisfied with 
the block or electrotype furnished by the applicant or his agent, 
may require a fresh block or electrotype before proceeding with the 
advertisement. 


43. When an application relates to a series of trade marks 
differing from one another in respect of the 
AdTcrtifleineiit of particulars mentioned in Sec. 26 of the Trade 
Marks Act, 1905, the applicant may be 
required to furnish a wood block or electrotype (or more than one, 
if necessary) of any or of each of the trade marks constituting the 
series; or the Registrar may, if he thinks, fit, insert with the 
advertisement of the application a statement of the manner in 
respect of which the several trade marks differ from one another. 


AdTertiaement an* 
der Sec. 14 (9). 


44. Advertisements under Sec. 14 (9) 
of the Trade Marks Act, 1905, shall mutatis 
mutandis be made in the same manner as 
advertisements relating to an application for 
registration. 


Oppoaitim to Registration. 


45 . Any person may within one month from the date of any 
advertisement in the Journal of an appli- 
^ ’ cation for registration of a trade mark give- 

notice in writing at the Office of opposition to the registration. 


46. Such notice shall be in Form TM No. 7 and shall con-^ 
„ . . tain a statement of the grounds upon whioh 

tion. the opponent objects to the registratiim. If 

registration is opposed on the ground that 
the mark resembles marim already on the register, the numbers of 
such marks and the numbers of the Journals in which they have 
been advertised shall be set out . Such notice shall be accompanied 
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by a duplicate which the Registrar will forthwith send to the 
applicant. 


Counter statement 


47. Within one month from the receipt of such duplicate the 
applicant shall send to the Registrar a 
counterstatement (Form TM No. 8) in writ- 
ing setting out the grounds on which he relies as supporting his 
application. The applicant shall also set out what facts, if any, 
alleged in the Notice of Opposition he admits. Such counter- 
statement shall be accompanied by a duplicate, in writing. 

48. Upon receipt of such counterstatement and duplicate the 
Registrar will forthwith send the duplicate to 
the opponent and within one month from the 
receipt of the duplicate the opponent shall 

leave at the Office such evidence by way of statutory declaration as 
he may desire to adduce in support of his opposition and shall 
deliver to the applicant copies thereof. 


Evidence in sup- 
port of opposition. 


49. If an opponent leaves no evidence, he shall, unless the 
Registrar otherwise directs, be deemed to 
Evidence in ^ sup- have abandoned his opposition, but if he does 
port of application. within one month from the receipt of 

the copies of declarations, the applicant shall leave at the Office 
such evidence by way of statutory declaration as he desires to 
adduce in support of his application and shall deliver to the 
opponent copies thereof. 

60. Within fourteen days from the receipt by the opponent 
of the copies of the applicant’s declarations 
Evidence in reply opponent may leave at the Office evid- 

^ ■ ence by statutory declaration in reply, and 

shall deliver to the applicant copies thereof. Such evidence shall 
be confined to matters strictly in reply. 


Further evidence. 


61 . No further evidence shall be left on either side, but in any 
proceedings before the Registrar, he may at 
any time, if he thinks fit, give leave to either 
the applicant or the opponent to file any evidence upon such terms 
as to costs or otherwise as he may think fit. 

■52. Where there are exhibits to declarations filed in an 
opposition, copies or impressions of such 
Exhibits. exhibits shall be sent to the other party on 

his request, or, if such copies or impressions cannot conveniently 
be furnished, the originals shall be sent to the Office, so that they 
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Diay be open to inspection. The original exhibits shall be produced 
at the hearing unless the Registrar otherwise directs. 


63. Upon completion of the evidence the Registrar shall give 
„ . notice to the parties of a date when he will 

hear the arguments in the case. Such 
appointment shall be for a date at least fourteen days after the 
date of the notice, unless the parties consent to a shorter notice. 
Within seven days from the receipt of such notice both parties 
shall file Form TM No. 9. A party who receives such notice and 
who does not, within seven days from the receipt thereof, give 
notice on Form TM No. 9 that he intends to appear, may be treated 
as not desiring to be heard and the Re^strar may act accordingly. 


64. Where in opposition proceedings any extension of time is 
. ,, granted to any party, the Registrar may 
thereafter, if he thinks fit, without giving 
the said party a hearing, grant any reasonable extension of time 
to the other party in which to take any subsequent step. 


Security for costs. 


66. Where a party giving notice of opposition neither resides 
nor carries on business in the United 
Kingdom, the Registrar may call upon him 
to give a security, in such form as the Registrar may deem suffi- 
cient, for the costs of the proceedings before the Registrar, for such 
amount as to the Registrar may seem fit, and at any stage in such 
opposition may require further security to be given at any time 
before giving his decision in the case. 


66. In the event of an opposition being uncontested by the 
applicant, the Registrar in deciding whelher 
costs should be awarded to the opponent 
shall consider whether proceedings might 
if reasonable notice had been given by the 
opponent to the applicant before the opposition was filed. 

Non-Completion. 


OoBta ja nneon- 
tested cases. 

have been avoided 


67. Where registration of a trade mark is not completed 
Non • com within twelve months from the date of the 

wifliin 12 mon^ application by reason of default on the part 

of tile applicant, the Registrar Hbnll give 
notice to the applicant in writing in the Form 0 No. 1 of such non? 
completiou, and if the applieant has an agent, shall send a dupli- 



VL] 


The Trade Marks Rules, 1920. 


645 


cate of such notice to such agent. If after fourteen days from the 
date when such notice was sent, or such further time as the Registrar 
ihay allow, the registration is not completed, the application shall 
be deemed to be abandoned. 


Entry on the Register. 

• 68. As soon as may be after the expiration of one month from 

_ ^ , the date of the advertisement in the Journal 

Entry on register. 

ot any application, the Registrar shall, 
subject to any opposition and the determination thereof, and 
subject to the provisions of See. 16 of the Acts, and upon payment 
of the prescribed fee, on Form TM No. 10, enter the trade mark on 
the register. The entry of a trade mark on the register shall give 
the date of the registration, the goods in respect of which it is regis- 
tered, and all particulars named in Sec. 4 of the Trade Marks Act, 
190.5, together with particulars of the trade, business, profession, 
or occupation, if any, of the proprietor, and such other particulars 
as the Registrar may deem necessary. 

69. Where a mark is registered as associated with any other 

. . ^ , . mark or marks the Registrar shall note upon 

Associated marks. , . . ” ■ . , , • 

the register in connection with such mark the 

numbers of the matka with which it is associated and shall also note 

upon the register in conhectioh with each of the associated marks 

the number of the newly registered mark as being an associated 

mark with each of them. 


‘ 60. In case of the death of any applicant for a trade mark 
after the date of his application, and before 
Deatfi of applicant trade mark applied for has been entered 
on the tegistef, the Registrar after the 
expiration of the prescribed period of advertisement, may, on 
being satisfied of the applicant’s death, enter on the register, in 
place of the name of such deceased applicant, the name, address, 
ahd description of the person owning the goodwill of the business, 
oh sudi owhership being proved to the satisfaction of the 
Registrar. 


Certlficiite Of regis- 
tration. 


61. Upon the registration of a trade 
mark the Registrar shall issue to the appli- 
cant a certificate in the Form O No. 2. 
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Renewal. 

62. At any time not less than two months and not more than 
„ .... three months before the expiration of the 

tration. l^t registration of a trade mark any person 

may leave at the Office a fee for the renewal 
of the registration of the mark upon Form TM No. 11. Such 
person shall endorse upon such form his name and address, and 
before taking any further step the Begistrar may require such' 
person to furnish within five days an authority to pay such fee 
signed by the registered proprietor, and if such person does not 
furnish such authority, may return sudi fee and treat it as not 
received. 


63. When he does not require such authority, the Begistrar 

idiall upon receipt of such fee communicate 
Notification of with the registered proprietor at his regis- 
TMoipt o renewa address, stating that the fee has been 

received and that the registration will in due 

course be renewed. 

64. At a date not less than one month and not more than two 

X months before the expiration of the last 

Notice before re- registration of a mark, if no fee upon the 
Son^re^Btof* Form TM No. 11 has been received, the 

Begistrar shall send to the registered pro- 
prietor at his registered address a notice in the Form O. No. 3. 

65. At a time not less than 14 days and not more than 28 

days before the eviration of the last regis- 
Second notice be- tration of a mark, the Begistrar shall, if no 
^ric'from're^S!^ renewal fee has been received, send a notice 
to the registered proprietor at his registered 
address in the Form 0 No. 4. 


- Advertisement 
non-payment. 


of 


66. If at the date of the expiration of the last registration 
of a mark the renewal fee has not been paid, 
the Begistrar shall advertise the fact forth-, 
with in the Journal, and if within one month 
of such advertisement the renewal fee upon Form TM No. 12 
together with an additional fee upon Form TM No. 13, is received, 
he may renew the registration without removing the mark from the 
Tegister. 
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Bemoral of trade 
mark from register. 


67, Where after one month from such advertisement such 
fees have not been paid, the Registrar may 
remove the mark from the Register as of the 
date of the expiration of the last registration, 
but may upon payment of the renewal fee upon Form TM No. 12, 
together with the additional fee upon the Form TM No. 14, restore 
the mark to the register if satisfied that it is just so to do, and ui)on 
sudi conditions as he may think fit to impose. 


68. Where a trade mark has been I'emoved from the regis- 

Becord of removal Registrar shall cause to be entered in 

of mark from regia- the register a record of such removal and of 
the cause thereof. 


69. Upon the renewal of a registration a notice to that effect 
shall bo sent to the registered proprietor at 
ti^^ “ten^' registered address and the renewal shall 
be advertised in the Journal. 


Assignments. 

70. Where a person becomes entitled by assignment, trans- 

mission, or other operation of law to a regis- 
^ Joint ^p^tion tcred trade mark he may conjointly with the 
j^^e ntry o assign rggigtered proprietor, make application to the 

Registrar on Form TM No. 15 to register his 

title. 

71 . Where a person becomes entitled to a registered trade 

mark in the manner referred to in Rule 70, 
A ppUftB«nn for sud uo coujolnt application as therein men- 
wtry of a s signme nt tioned is made, he shall make application to 
l^etOT. the Registrar on Form TM No. 16 to register 

• his title. Sudi application shall in the case 

of an individual be signed by the applicant and in the case of a firm 
or partnership by one or more members of such firm or partnership, 
and in the case of a body corporate shall be signed by a director or 
by the secretary or other principal officer of such body corporate. 

72. An application under Rule 70 or Rule 71 shall contain 

the name, address and description of the per- 
eta^*in^li«»ti(^ • son claiming to be entitled, together with full 
..particulars of the instrument, if any, under 
which he claims, and such instrument shall be produced for in- 
spection by the Registrar. The full names of all the partners in 
a firm or partnership shall be given in the body of the application. 
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Copies 

xnents. 


The RefHstrar may in any case require an attested copy 
of docu- instrument produced for inspection 

in proof of title. * 


74. Where in the case of an application on Form TM No. 15 
or Form TM No. 16 the applicant does not 
Cw accompanying claim to be entitled under any document or 
appication. instrument which is capable in itself of fur- 

nishing proof of his title, he shall, unless the Registrar otherwise 
directs, either upon or with the application, state a case setting 
forth the full particulars of the facts upon which his claim to be 
proprietor of the trade mark is based, and showing that the tr^e 
mark has been transmitted or assigned in connection with the 
goodwill of the business concerned. Such case shall be verified 
by a statutory declaration if so required by the . Registrar on 
Form TM No. 17. 


76. In any case, the Registrar may call on any person who 
Proof of title desires to be registered as proprietor of a trade 

mark for such proof or additional proof of 
title and of the existence and ownership o,f such goodwill as afore- 
said as the Registrar may require for his satisfaction. , 


76. When the Registrar is satisfied as to the applicant’s 

. . title, he shall cause the applicant to be regis- 

ntry m register. ag proprietor of the trade mark, and 

shall record in the Register such particulars as he may consider 
necessary of the instrument, if any, under which the. title was 
acquitted. 

Alteration of Address, 

t 

77. Every registered proprietor of a trade mark who alters 

his address shall forthwith apply to thcj 
Registrar on Form TM No. 18 to insert the 
new address on the register, and the Registrar 
shall alter the register accordingly. 

Discretionary Poiaer. 

78 . Before exercising any discretionary power given to the 

Registrar by the Acts, or these Rules, adver- 
sdy to any person, the Registrar shall, if eh 
required, hear the person whe* urill be affected by the eterelscr of 
such power . ■ ' :> 
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79. An application for a hearing shall be made within one 

Applicstien for date when the matter on which 

hearing. the Registrar is called on to exercise discre* 

tionary power has arisen. 

80. Upon receiving such application the Registrar shall give 

Notice of hearing. person applying ten days’ notice of a time 

^ when he may be heard by himself Or his 

agent. 

Within live days from the date when such notice would be 
delivered in the ordinary coui'sc of ])ost the person applying shall 
notify the Registrar whether or not he intends to he heard on the 
matter. 

81. The decision of the Registrar in the exercise of any such 

Notification of de- Nonary power as aforesaid shall be 

eiaion. notified to the pei-son affected. 

ApplicaUons under Section 23 of the Trade Marks 
Act, 1905. 

82. All applications to the Registrar under See. 23 of the 

Trade Marks Act, 1905, shall be upon the 
Application undw Form TM No. 19. Such application shall be 

OOC. 2o Of Act of . 1 , . « „ . 

1905 . accompanied by a case setting out fully the 

facts relating to the marks which the Regis- 
trar is requested to permit an apportionment of. 

83. Upon receipt of such reqiiest and of such case the Regis- 

^ . trar shall enquire into the facts and call for 

Registrar to en- i . j i 

quire and decide. evidence as he may deem necessary upon 

the subject of such application. Before giving 

his decision the Registrar shall, if necessary, give the parties an 

opportunity of attending before him at a hearing either by therh- 

selves OP by their agents. 

The decision of the Registrar shall be in writing. 

84. Upon any apportionment of marks under this section the 

Registrar shall insert in the register a note in 
Note in register. connection with each of the registered trade 

ftiarks of the fact of such apportionment, and shall in such notd 
refer to the date of the decision under which such apportioiimefit 
has taken place. 

82 
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A.pplicaiiom mder Section 32 of the Trade Marks Act, 1905. 

85. Applications under Sec. 32 of the Trade Marks Act, 1905, 

to the Registrar may be made by the regis- 
^ mto tered proprietor, or by the trustee in 
190 ^ bankruptcy of the registered proprietor, or 

where the registered proprietor is a company 
in liquidation, by the liquidator, and in other cases by such person 
as the Registrar may decide to be entitled to act in the name of the 
registered proprietor. 

86. Where such application is made the Registrar may 

Evidence require such evidence by statutory declara- 

tion or otherwise as he may think fit as to 

the circumstances in which the application is made. 

87. Where application is made^ on Form TM No. 24, to enter 
^ a disclaimer or memorandum relating to a 

application. trade mark, the Registrar, before deciding 

upon such application, shall advertise the 
application in the Journal for one month in order to enable any 
person desiring so to do to state any reasons in writing against the 
applicant being allowed to make such disclaimer or enter such 
memorandum. 


AdTertisement of 
application. 


Applications under Section 34 of the Trade Marks Act, 1905. 

88. Where a person desires to apply under Sec. 34 of the 

w Trade Marks Act, 1905, to alter a trade 
Alteration of trade i u v n i v i- 

mark he shall make ms application in 

writing on Form TM No. 25, and shall fur- 

ni^ the Registrar with four copies of the mark as it will appear 

when altered. 


89. Before proceeding with such application the IKigistrar 
^ may call on the applicant to furnish a block 

alt^Stt**""™* * suitable to advertise in the Journal the fact 

that such application has been made, or, if 
he think fit, the Registrar, without calling for a block, may insert 
an advertisement describing the alteration proposed in words so 
that it can be understood by persons interested in the matter. , 
When leave is granted the Registrar may, if he is not already 
in possession of a blo<^ showing the trade mark as altered, cause 
the applicant to furnish a blo<^ showing the trade mark as altered 
for advertisement in the Journal, and upon receipt of such l^odc 
shall forthwith advertise the mark as altered in the Journal. 
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Interveation 
third partiai. 


^ AptMoaAiom under Section 9 of the Trade Marks Act, 1919. 

90. An application for the rectification of the register, or the 

removal of a trade mark from the register, 
m made to the Registrar, shall be in 

trate mark from the Form TM No. 26. Such application shall be 
accompanied by an unstamped copy and a 
statement in duplicate setting out fully the nature of the appli- 
cant’s interest, the facts upon which he bases his case and the relief 
which he seeks. Copies of the application and the statement of 
case will be transmitted forthwith by the Registrar to the 
registered proprietor. 

91. Upon such application being made and copy thereof 

Forth A transmitted to the registered proprietor the 

er proee ure. ^ppjy 

mutatis mutandis to the further proceedings thereon. In any case 
of doribt any party may apply to the Registrar for directions. 

92. Any person other than the registered proprietor alleging 

Intervmitioii to in a registered Trade Mark in 

third parties. ^ respect of which an application is made on 
Form TM No. 26 may apply to the Registrar 
on Form TM No. 27 for leave to intervene, and the Registrar may 
refuse or grant such leave, after hearing the parties concerned, 
upon such conditions and terms as he may deem fit. Before 
dealing with such application in any way the Registrar may 
require the applicant to give an undertaking to pay such costs as 
in the circumstances he may award to any party. 

Search. 

93. The Registrar, if requested so to do in writing upon a 

* Form TM No. 28, may cause a search to be 

Searches. made in any class to ascertain whether any 

marks are on record at the date of such search which may resemble 
any mark sent in duplicate to him by the person requesting such 
search and may cause that person to be informed of the result of 
such search. 

’ Hours of Inspection. 

94. The office shall be open to the public every week day. 

Hours of Inspec- except Saturday, between the hours of ten 

^OB. and four; and on Saturday between the hours 

of ten and one, except on the days following : 


Searches. 
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Dispensing 

evidence. 


with 


Christmas Day; Good Friday; the day observed as His 
Majesty’s birthday; the days observed as days of public 
fast or thanksgiving, or as holidays at the Bank of 
England; and days which may from time to tihie be 
notified by a placard posted in a conspicuous place at 
the Office. 

Power to Dispense with Evidence. 

96. Where under these Rules any person is required to do 
any act or thing, or to sign any document, 
or to make any declaration on behalf of 
himself or of any body corporate, or any 
document or evidence is required to be produced to or left with the 
Registrar, or at the office, and it is shown to the satisfaction of the 
Registrar that from any reasonable cause such person is unable to 
do such act or thing, or to sign such document, or make such decla- 
ration, or that such document or evidence cannot be produced or 
left as aforesaid, it shall l)e lawful for the Registrar, and upon the 
production of such other evidence, and subject to such terms as he 
may think fit, to dispense with any such act of thing, docuitteut, 
declaration, or evidence. 

Amfindmetnts. 


96. 


Amendment 

documents. 


of 


Any document or drawing or other representation of a 
trade mark may be amended, and any 
irregularity in procedure which in the 
opinioU of the Registtar may be obviated 
without detriment to the interests of any person may be corrected, 
if the Registrar think fit, and on such terms as he may direct. 

Enlargement of Time. 

97. The time prescribed by these Rules for doing Any act, 
or taking any proceeding thereunder, may 
be enlarged by the Registrar, if he think fit, 
and Upon such notice to other imrties, and 

proceedings thereon, and upon such termsf as he may direct, and 
such enlargement may be granted though the tijne has eiq>ired for 
doing such act or taking such proceeding. , 

98. Whenever the last day fixed by the Acts or by these 

Rules, for leaving any docUident or paying 
Exelu days. office shall fall On Chtistilias 

Day, Good Friday, or on a Saturday or Sunday, or any day 
observed as a holi^y at the Bank of England, or afiy day Observed 


Enlargement 

time. 


of 
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as a day of public fast or thanksgiving, herein referred to as 
excluded days, it shall be lawful to leave such document or to pay 
such fee on the day next following such excluded day, or days if 
two or piore of them occur consecutively. 

Certificates. 

99. The Registrar, when required otherwise than under 

, Sec. 17 of the Trade ]i|arks Act, 1905, to giv» 

Certificate by re- 

^trar. 8 cortiheate as to any entry, matter, or thing 

which he is authorized by the Acts, or any 
of these Rules to make or do, may, on receipt of a request in writing, 
and on payment of the prescribed fee, give such certificate, but 
cverj'^ certificate of registration so given shall have specified on the 
face thereof, whether the same is to be used in legal proceedings, 
or for the purpose of obtaining registration abroad, or for purposes 
other than use in legal proceedings or obtaining registration abroad. 


100. Where a mark is regi-stered without limitation of colour 


it shall be lawful for the Registrar to grant 


Marks registered 
without limitation of 
colour. 


a certificate of its registration for the purpose 
of obtaining registration abroad either in the 
colour in which it appears upon the register 


or in any other colour or colours. 


101. Where a certificate of registration is desired for use in 
obtaining registration abroad, the Registrar 
Certificates for use shall affix to the said certificate a copy of the 
^tion^to^. mark, and shall state in such certificate such 

particulars concerning the registration of 
the mark as to him may seem fit, and may omit therefrom reference 
to any disclainters appearing on the register. 

Declarations, 


in which 102- The statutory declarations re- 

and person before quired by the Acts, and these Rules, or used 
to*bo ttU^L"*****” ** ™ proceedings thereunder, shall be 

made and subscribed as follows: — 

(») In the United Kingdom, before any justice of the peace, 
or any commissioner or other officer authorized by 
law in any part of the United Kingdmn to administer 
an oath for the purpose of any legal proceeding; 

(b) In any other part of His Majesty’s dominions, before 
any court, judge, justice of the peace, or any officer 
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authorized by law to administer an oath there for the 
purpose of a legal proceeding; and 
(c) If made out of His Majesty’s dominions, before a 
British Minister, or person exercising the functions 
of a British Minister, or a Consul, Vice-Consul, or 
other person exercising the functions of a British 
Consul, or a notary public, or before a Judge or 
Magistrate. 

108. Any document purporting to have afSxed, impressed, 
or subscribed thereto or thereon the seal or 
sig^^ature of any person hereby authorized 
ration to pr^ ^ake such declaration in testimony of such 

declaration having been made and submitted 
before him, may be admitted by the Registrar without proof of the 
genuineness of any such seal or signature, or of the official character 
of such person or his authority to take such declaratiou. 

Cutlers* Company. 

104. All applications to the Cutlers’ Company for registra- 
tion of a trade mark, under See. 63 of the 
Applications. Trade Marks Act, 1905, shall be in duplicate 

accompanied by the prescribed fees and 
representations. Bequests to enter old corporate marks on the 
Sheffield Register, under Sec. 63 (2) of the Trade Marks Act, 1905, 
should be made on form Sheffield No. 1. 


Notice 

trar. 


to Regis- 


105. The Cutlers’ Company shall, within seven days of the 
receipt by them of an application to register 
a trade mark, send the Registrar one copy of 

such application, by way of notice thereof, 
together with two representations of the mark for each class for 
which the applicant seeks registration. 

106. The time within which the Registrar shall give notice to 

eetions b Be- Cutlers’ Company of any objection he 

gisbra^to’^aLeptanee. ^ acceptance of an application 

for registration made to the said Company 
shall be one month from the date of the receipt by the B^i^rar qf 
the notice from the said Company of the making of the application. 


107. 


AdTertisemeiit 

application. 


If no such objection is m^de by the Registrar, the 
Cutlers’ Company shall require the appli- 
cant to send the Registrar a wood block or 
electrotype as the Registrar may direct, and 


of 
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the Registrar shall, if satisfied with such wood block or electrotype, 
advertise the application in the same manner as an application 
made to him at the Office. 

108. The manner in which the Registrar shall notify to the 

Cutlers’ Company an application and pro- 
thereon made as mentioned in 
plication. sub-Sec. 8 of Sec. 63 of the Trade Marks 

• Act, 1905, shall be by sending to the Cutlers’ 

Company a copy of the Journal containing the application of which 
notice is required to be given with a note distinguishing such 
application. 

109. The provisions of these Rules as to fornuj, representa- 

tions, the proceedings on opposition to regis- 
Siwlarity of pro- tration, registration, and all subsequent 
and proceedings* shall, as far as the circum- 

stances allow, apply to all applications to 
register made to the Cutlers’ Company, and to all pi'oceeding's 
consequent thereon. 


Cotton Marks. 


110. An application to the Manchester Branch for regis- 

. tration of a trade mark under Sec . 64 of the 

Application. duplicate. 

The special Forms for cotton marks contained in the Second 
Schedule to these Rules shall be used. One of the Forms of appli- 
cation shall be stamped and the other unstamped. 


Ill . The Keeper of Cotton Marks shall forthwith, on receipt 


One representation 
to be sent to regis- 
trar. * 


of such application, send the Registrar one 
representation of the mark applied for. 


112. As soon as may be after receiving any application, the 
Keeper ot* Cotton Marks shall, or may, if he 
Search. necessary, in the case of an appli- 

cation Tinder the provisions of Sec . 2 of the Trade Marks Act, 1919, 
make a search amongst the marks on the Manchester register, in 
the B List, those which have been refused upon application made 
within fourteen years neirt before the date of application under 
examination and those refused upon applications of earlier dale, 
which have been continued for quotation in the collection of refused 
marks under the provisions of Rule 113 of these Rules and those 
which are pending, and shall notify to the Registrar the application. 



656 The Law of Trade & MbbghaMdisb Ma r k s in India. [App. 


and the marks, if any, which he has found so nearly resembling the 
mark applied for as to be calculated to deceive, and together with 
such notification shall send a report upon the application. 

113. A mark shall not be continued in the collection of 

' „ ^ ^ , refused marks as a mark to be quoted by the 

Befused marks. . , „ , . 

Keeper tor a period ot more than fourteen 

years from the date of the application to register unless the appli- 
cant or his successor in business shall before the expiration of the 
said period of fourteen years from the date of application to regis- 
ter, pay the prescribed continuance fee ; and a mark which has been 
continued for quotation in the said collection on payment of the 
prescribed continuance fee shall not be continued in the collection 
for quotation after the expiration of a period of fourteen years 
from the date when the prescribed continuance fee became payable, 
unless the said fee shall be again paid before the expiration of such 
period and so on for every succeeding period of fourteen years 
from the date when the last prescribed continuance fee became 
payable . 


114. Before discontinuing for quotation a mark in the 
collection of refused marks, the Keeper of 
Discontinuance on Cotton Marks shall, at a date not more than 

months nor less than three months from 
the date on which the mark would be so dis- 
continued, give notice that the mark will not be continued for 
quotation in the collection of refused marks unless the prescribed 
continuance fee shall be paid before the expiration of the periods 
of fourteen years mentioned in the last preceding Rule. 


116. The notice mentioned in Rule 114 of these Rules shall 
be addressed to the applicant at the" address 
caS^*^** *** sppfi- jyiven on the form of application. In case 
such notice is returned by the Postal authori- 
ties, the Keeper of Ootton Marks may, so far as he can but without 
being under any obligation to do so, discover the present addr^ 
of the applicant if he be still in business, or of his successors in 
business or of the existing owner of the refused mark, if any, with 
a view of bringing the notice to his or their attention. 

116. The prescribed continuance fee shall be paid by trans^ 
mitting to the Keeper of Cotton Marks, at the 
Continuance Fee. Manchester Branch, the Form Cotton No. 6 
in the Second Schedule hereto. 
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Upon considering the report of tiie Keeper of Cotton 
_ . Marks, if the Registrar thinks it will be neces- 

sary to object to the acceptance of the appli- 
cation, he shall give notice to the applicant of a time when he can 
be heard, and within one month after hearing the api)licaut, may 
give notice to the Keeper of Cotton Marks of objection to the 
acceptance of the application, or that he has no objection, as the 
ease may be. If no notice of objection, or if notice of no objection 
is received from the Registrar, the application shall be advertised 
in the Journal by the Manchester Branch . 

If the applicant, being notified as aforesaid of a time for hear- 
ing, does not attend, his application shall be deemed to be refused. 

118. If the mark is advertised by the Manchester Branch 
. and is not opposed, the Keeper of Cotton 

Marks may call upon the applicant for the 
prescribed fee for the registration of sueh trade mark, and ui)on 
receipt thereof shall report to the Registrar, who shall forthwith, 
if he think fit, register the same . 

110. Where under the Acts, or these Rules, an application 
has to be made to the Keeper of Cotton Marks, 
Procedure. aijplication shall be made and such 

proceedings shall be had thereon as if in these Rules the expres- 
sion ‘‘Manchester Branch, 501, Royal Exchange, Manchester,” 
were substituted for the word “Office”, and the expression “Keeper 
of Cotton Marks” were substituted for the word “Registrar.” 

120. Where any document is by these Rules directed to. be 

of docu- upon the Registrar it shall, in re8i>eet 

uents. of cotton marks, be served in duplicate upon 

the Keeper of Cotton Marks, who shall forth- 
with transmit one copy to the Registrar. 

121. Where under Rule 93 a search has to be made by the 

Keeper of Cotton Marks, such search shall 
Search under Buie cover all marks of which there is a right of 
inspection under Sec. 64 (11) of the Trade 

Marks Act, 1905. 


Procedure. 


Service of docu* 
luents. 


Appeals to the Court. 

122. When any person intends to appeal to the Court, such 
appeal shall be made by motion in the usual 
Appeal to Ooort^ way, and no such appeal shall be entertained 
unless notice of motion be given within one month from the date 
88 
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of the decision appealed against or within such further time as the 
BegistraD shall allow. 


App0als to the Board of Trade. 

123. When any person intends to appeal to the Board of 
Trade he shall, before doing so, apply to the 
to Board of xiegistrar for a hearing and obtain a decision 
from him upon the point raised. Within 
one month from the date of such decision he> shall, if he is advised 
to appeal to the Board of Trade in any case in which an appeal is 
given by the Acts, leave at the Office a notice of such his intention, 
on Form TM No. 29. 


Such notice shall be accompanied — 

(1) In case the appeal concerns an application not yet ad- 
vertised, by a copy of the form of application and two representa- 
tions of the mark applied for and a copy of the grounds of the 
Registrar ’s decision. 

(2) In other cases by a copy of the decision of the Registrar 
and a statement of the date of the hearing before him. 

124. Such notice shall also be accompanied by a statement 
OioniidB of Appeal in writing of the grounds of appeal, and of 

to be atsted. the appellant’s case in support thereof. 

125. A copy of the notice and all the accompanying docu- 

^ ments shall also be forthwith sent by the 

n yp-TIOlWl— IaW Oa mi 1 11 -r 1 1 

jijrtice. appellant to the comptroller, Industrial 

Property Department, Board of Trade, 25 
Southampton Buildings, London, W.C. 2. 


126. The Board of Trade may thereupon give such directions 
(if any) as they may think fit with respect 
hy to parties and evidence, or otherwise, for the 
purpose of the hearing of the appeal by the 
Board of Trade, or for the purpose of their referring the appeal to 
the Court to hear and determine the same. 


A 

127. Where the Board of Trade intend to hear the appeal, 
seven days’ notice, or such shorter notice as 
mxtDg appeal, Board of Trade may in ajxy particular 
case direct, of the time and place appointed for the hearing, diaU 
be given to the Registrar and to the appellant. 
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12S. No appeal shall be entertained of which notice has 
not been given within one month from the 
decision appealed against, or such 
farther time as the Registrar may allow, 
except by special leave of the Board of Trade. 

Withdr^moal of Appeals. 

129. Where under Sec. 12 (5) or Sec. 14 (8) of the Trade 
‘ Marks Act, 1905, an appellant is entitled to 

TW&drswal of withdraw his appeal, such withdrawal shall 
be effected by notice given to the Registrar 
and to the other parties, if any, to such appeal within seven days 
after the leave referred to in such sections has been obtained. 

Applications to and Orders of the Court. 

130. Every application to the Court 
under the said Acts shall be served on the 
Registrar. 

Where an order has been made by the Court in any case 
under the Acts, the person in whose favour 
such order has been made, or such one of 
them, if more than one, as the Registrar may direct, shall forthwith 
leave at the Office an office copy of such order, together with Form 
TM No. 30 if required. The register may, if necessary thereupon, 
be rectified or altered by the Registrar. 

132. Whenever an order is made by the Court under the 
Pablication of Acts the Registrar may, if he thinks that 

order of CSonrt. such order should be made public, publish 

it in the Journal. 


Applications 

Ooort. 


131. 


Order of Court. 


to 


Repeal. 

• 

133. All general rules relative to Trade Marks heretofore 
made by the Board of Trade under the 
Trade Marks Act, 1905, and in force on the 
31st March, 1920, shall be, and they are, hereby repealed as from 
that date, without prejudice nevertheless, to anything done imder 
such rules, or to any application or other matter then pending. 

Dated this 9th day of March, 1920. 

A. C. GEDDES, 
President of the Board of Trade. 



APPENDIX VII. 

Notice in respect of detention of goods aix.eged to be liable 
TO confiscation under the Sea Customs Act, 1878. 


Collector 

To the at the port of 

Chief Customs Officer 


We hereby give notice that the undermentioned goods 


(1) Descriution at 
Vessd and name or 
oflier details for 
identification. 


arc about to be 

brought into British India 

have been 

at on or about the 


day of in the (1) from and 

that they are liable to confiscation under the provisions of the Sea 
Customs Act, 1878, for reasons stated below: — 


(2) State the num- Details of goods (2) 

ber of packagesy 

marks, description of 
goods and any other 
particulars necessary 
for identification. 

(3) State in what Grounds of liability to confiscation (3). 
way the marks or 

odier indications on 
the goods infringe the 
provisions quoted^ 
giving copies, if 
available, of the 
genuine and counter- 
feit marks, etc. 


Mr. of is . prepared to become 

surety in such bond as may be required upon detention of the goods. 
Reference as to his sufficiency for the penally of the bond may be 
made to Messrs. (4). 


(4) Bankers. Soli- 
citors, etc. 


I 

request that the said goods be 

We 

detained and dealt with accordingly. 


Dated this day of 

A. B. (or Agent for) 



APPENDIX VIII. 

Fosu OF INDEMNITY IN RESPECT OP DETENTION OP GOODS ALLEGED 
TO BE LIABLE TO CONFISCATION UNDER THE SeA SuSTOMS 

. Act, 1878. 

• We 

Collector of Customs 

having requested the at to detain the goods 

Chief Customs Officer 

be or about to be 

mentioned below which we allege or believe to 

have been 

brought into British India at that Port and to be liable to confis- 
cation under the provisions of the Sea Customs Act, 1878, we 
hereby jointly and severally for ourselves and our respective heirs 
executors or administrators and representatives undertake and 
agree with the Secretary of State for India in Council and also 

Collector of Customs 

separately with the said at 

Chief Customs Officer 

and his successors in office and their representative assigns in the 
event and in consideration of the said goods being so detained as 
aforesaid for any period whatever to indemnify and keep indemni- 
fied the Secretary of State for India in Council and the said 
Collector of Customs 

and aU other officers of Customs and other 

Chief Customs Officer 

Officers of the Government of India, or servants of the Secretary 
of State for India in Council and their representative successors 
in office heiis executors administrators representatives and assigns 
from and against all actions proceedings claims and demands costs 
and damages or expenses for or on account or in respect or in any 
way arising out of the detention as aforesaid of the said goods or 
any part thereof for any period whatsoever or for or on account 
or arising out of any act thing or proceeding done or omitted to 
or in respect of or in connection with or any loss damage or deterio- 
ration of to or in the said goods while so detained or before or after 
the detention thereof or on account or by reason of such detentioa 
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or of any other act tiling or proceeding at any tuna done or taken 
or omitted with a view to or respecting the detention or confiscation 
of the said goods or otherwise to or in resi>ect of or in rdation to 
the said goods in pursuance or in consequence of our said request 

Collector of 

And we hereby expressly declare that if the said 

Customs Chief Customs 

shall see fit to detain the said goods (it being a matter 

OfiScer 

entirely within his discretion whether tii^ diall be detained or 
not) he shall be at liberty to detain them for such period whether 
provided for by rule or not as he shall in his absolute and un> 
controlled discretion think fit and to release and deliver them at 
any time or to take such other action with respect thereto as he 
shall so think fit and the liability of us and each of us and of our 
respective heirs executors or administrators and representatives 
hereunder shall not be discharged or in any way impaired or 
affected by the release or ddivery thereof by him at any time. 


Particulars of goods. 



APPENDIX IX. 

Articles Imported prom Aprica, Arabu, Persia and Persian 
Gulp and Turkey in Asia, por which marks op origin 

NEED NOT BE INDICATED. 


Dragon’s blood. 

Drugs (Persian) and medi- 


Almonds. 

Aloes, Socotra. 

Amber. 

Aniseed. 

Arsenic. 

Asafoetida. 

„ Coarse, Hingra. 
Attary (Persian). 

Bees ’-wax. 

Betelnuts. 

Bones. 

Bran. 

Brimstone (Amalsara). 
Buzgand (Gnlpista). 
Calumba root. 

Cheese. 

Chillies, dry. 

Cloves. 

Clove stem& 

Cloves, Narlavang. 
Cocoanuts. 

„• sea. 

Coffee (Mocha). 

Copra. 

Corals. 

Cotton, raw. 

Cowries. 

Cpwras. 

Currants. 

Dates, dry. 

„ Wet. 

Downa. 

Dhuppanadi. 


cines. 

Ebony wood. 

Elephant tusks. 

Pigs, dry. 

Pish, drj' (salted and unsalted). 
Pishmaws. 

Fruits, fresh and dry. 

Gallnuts (Persian). 

Garlic. 

Genda horns. 

Ghee. 

Crowla. 

Grain of sorts. 

Groundnuts (with and without 
shells). 

Gum, Ammonia. 

„ Arabic. 

„ Bdellium. 

„ Bysabol (coarse Myrrh). 
,, Copal. 

„ false. 

„ Hirabol (Myrrh). 

„ Olibanum. 

„ other sorts. 

Hair. 

Hair bags, goat. 

Hajrate — How. 

Halwa. 

Hazelnuts. 

Hides and skins (tanned and 
untanned). 

Honey. 
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Horns. 

Kishmish. 

Lava wood. 

Lavender flowers. 
Lemons, dried. 
Liquorice root. 

Long pepper. 

Madder or manjit. 
Mats. 

„ cuppas. 

„ saffies. 

Mother-of-Pearl Shells. 
Moye teeth. 

Nakh, tortoise. 
Nakhala. 

Ochre, red. 

Orange peel. 

Orchilla wood. 

Orris or Kewda root. 
Pearls. 

Pellitory roots. 
Pistachio nuts. 

Prunes (alu bokhara). 
Quince, bihidana. 
Raisins, red. 

„ black. 


Seeds, black. 

Bose flowers, dried. 

Bose water. 

Bumi Mustaki. 

Saffron. 

Sajikhar. 

Salep. 

Samooderfal. 

Samoodrafen. 

Sankhli. 

Seed of sorts. 

Senna leaves. 

Sharkflns. 

Shells, tortoise. 

Silk, raw. 

Storax. 

Tale, Mica. 

Tanning barks. 

Tobacco (manufactured and 
unmanufactured) . 

Vegetables, other sorts, fresh 
and dry. 

Vinegar. 

Walnuts. 

Wood. 

Wool, raw. 



APPENDIX X. 

International Convention for the Protb:ction 
OF Industrial Property, (1934). 

The International Convention for the Protection of Industrial 
Property was signed at Paris on the 20th March, 1883, and revised 
at Brussels, on the 14th December, 1900, at Washington, on the 
2nd June, 1911, at The Hague on 6th November, 1925, and at 
London on the 2nd June, 1934. Some of tlie more important 
Articles as accepted at the London Conference ai'e given lielow — 

Article 1. 

1. The Countries to which the present Convention applies 
constitute themselves into a Union for the protection of industrial 
property. 

2. The protection of industrial property is concerned with 
patents, utility models, industrial designs or models, trade marks, 
trade names and indications of source or aiipellations of origin, 
and the repression of unfair competition. 

3. Industrial property is to be understood in the broadest 
sense and applies not only to industry and commerce properly so 
called, but likewise to agricultural and extractive industries and 
to all manufactured or natural products, for example, wines, corn, 
tobacco leaves, fruit, cattle, minerals, mineral waters, beer, flowers 
and flour. 

.4. Under the term ‘‘patents’^ are included the various 
kinds of industrial patents recognised by the laws of the countries 
of the Union, such as patents of importation, patents of improve- 
ment, patents and certificates of addition, etc. 

Article 2. 

1. Persons within the jurisdiction of each of the countries 
/>f the Union shall, as regards the protection of industrial property, 
enjoy in all the other countries of the Union the advantages that 
their respective laws now grant, or may hereafter grant, to their 
nationals, without prejudice to the rights specially provided by the 

(1) Taken from the Translation published by H. M. Stationery Office, 
London, with the kind permission of the controller. 

84 
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present Convention. Consequently they shall have the same 
protection as the latter, and the same legal remedy against any 
infringement of their rights, provided they observe the conditions 
and formalities imposed on nationals. 

2. Nevertheless, no condition as to the possession of a. 
domicile or establishment in the country where protection is 
claimed may be required of persons entitled to the benefits of the 
Union for the enjoyment of any industrial property rights. 

Article 4. 

A-1. Any person who has duly deposited an application 
for a patent, or for the registration of a utility model, industrial 
design or model or trade mark in one of the countries of the Union, 
or his legal representative or assignee, shall enjoy, for the purposes 
of deposit in the other countries, a right of priority during the 
periods hereinafter stated. 

2. Every application which, under the domestic law of any 
country of the Union, or under international treaties concluded 
between several countries of the Union, is equivalent to a regular 
national application, shall be recognised as giving rise to a right of 
priority. 

B. Consequently, a subsequent deposit in any of the other 
countries of the Union before the expiration of these periods shall 
not be invalidated through any acts accomplished in the interval, 
either for instance, by another deposit, by publication or exploita- 
tion of the invention, by the putting on sale of copies of the design 
or model, or by use of the mark, and these acts cannot give rise 
to any rights of third parties or of personal possession. Bights 
acquired by third parties before the date of the first application 
which serves as a basis for the ri^t of priority are reserved in 
accordance with the domestic legidation of each country of the 
Union. 

C-1. The above-mentioned periods of priority shall be 
twelve months for patents and utility models, and six months for 
industrial designs or models and trade marks. 

( 

Article 5. 

C-1. If, in any country, the utilisation of a registered trade 
mark is compulsory, registration cannot be cancelled until after a 
reasonable period has dapsed, and then only if the person interested 
cannot justify the causes of his inaction. 
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2. The use of a trade mark by the proprietor in a form 
differing in elements which do not alter the distinctive character 
of the mark from the form in which it was registered in one of the 
countries of the Union shall not involve cancellation of the regis- 
tration, and shall not prejudice the protection granted to such mark. 

8. The concurrent use of the same mark on identical or 
similar goods by industrial or commercial establishments who, 
under the provisions of the national law of the country where pro- 
tection is claimed, are considered as co-proprietors of the mark, 
shall not prevent the registration nor prejudice in any manner the 
protection granted to the said mark in any country of the Union, 
provided that such use does not result in misleading the public, 
and is not contrary to the public interest. 

Article 6. 

A. Every trade mark duly registered in the country of 
origin shall be admitted for deposit and protected in its original 
form in the other countries of the Union, subject to the reservations 
indicated below. These countries may, before proceeding to final 
registration, require the production of a certificate of registration 
in the country of origin, issued by the competent authority. No 
legislation shall be required for this certificate. 

B. Registration of trade marks in the other countries of 
the Union shall not be refused for the sole reason that such marks 
differ from the marks protected in the country of origin only by 
elements which do not alter the distinctive character and do not 
affect the identity of the marks registered in the said country of 
origin. 

C. The country of the Union where the depositor has a 
real and effective industrial or commercial establishment ; if he has 
not such an establishment, the country of the Union where he is 
domiciled, and if he is not domiciled in the Union, the country of 
his nationality, if he is a person within the jurisdiction of one of 
the countries of the Union shall be considered as the country of 
origin. 

• D. When a trade mark has been duly registered in the 
country of origin and then in one or several other countries of the 
Union, each of these national marks shall be considered, as from 
the date of its registration, as independent of the mark in the 
country of origin, provided it conforms to the domestic legMation 
of the country of importation. 
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E. In no case shall the renewal of the registration of a 
mark in the countiy of origin involve the obligation to renew the 
registration of the mark in other countries of the Union where 
it has been registered. 

Article 6 &is« 

1. The countries of the Union undertake to refuse or to 
cancel, either administratively i:^ their legislation so permits, or at 
the request of an interested party, the registration of any trade 
mark which constitutes a reproduction, imitation or translation 
capable of creating confusion with a mark considered by the compe- 
tent authority of the country of registration to be well-known in 
that country as being already the mark of a person entitled to the 
benefits of the present Convention and utilised for identical or 
similar goods. These provisions shall also apply when the essen- 
tial part of the mark constitutes a reproduction of any such well- 
known mark, or an imitation capable of creating confusion 
therewith. 

2. A period of at least three years shall be allowed for 
claiming the removal of such marks. This period shall run from 
the date of registration of the mark. 

3 . There shall be no limit to the period within which appli- 
cation may be made for the removal of marks registered in bad 
faith. 


Article 6 qmter. 

1. When, in conformity with the legislation of a country 
of the Union, the assignment of a trade mark is valid only if it takes 
place simultaneously with the transfer of the business or goodwill 
to which the mark belongs, it shall be sufficient to establish validity 
if the portion of the business or goodwill situated in that country, 
together with the exclusive right of manufacturing or selling in 
that country the goods bearing the mark assigned, is transferred 
to the assignee. 

2. This provision does not impose upon the countries of 
the Union any obligation to consider valid the assignment of any 
mark of which the use by the assignee would, in fact, be of such a 
nature as to deceive the public, in particular as regards the origin, 
nature or substantial qualities of the goods to which the mark is 
applied. 
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j Article S. 

A trade name shall be protected in all the countries of the 
Union without necessity of deposit or registration, whether or not 
it forms part of a trade mark. 

Article 9. 

1. All goods illegally bearing a trade mark or trade name 
shall be seized on importation into those countries of the Union 
where this mark or name has a right to legal protection. 

2. Seizure shall be effected equally in the country where 
the mark or name was illegally applied, or in the country into 
which the goods bearing it may have been imported. 

3. The seizure shall take place at the request either of the 
Public Prosecutor or of any other competent authority or of any 
interested party whether an individual or a body of persons cor- 
porate or unincorporate in conformity with the domestic law of 
each country.. 

4. The authorities shall not be bound to effect the seizure 
of goods in transit . 

5. If the laws of a country do not admit of seizure on 
importation, such seizure shall be replaced by prohibition of im- 
portation or seizure within such country. 

6. If the laws of any country do not admit either of 
seizure upon importation, or of prohibition of importation, or of 
seizure within the country, and pending the requisite modification 
of these laws, these measures shall be replaced by the remedies 
available in such cases to nationals. 

Article 10. 

1 . The stipulations of the preceding Article shall be appli- 
cable to all goods which falsely bear as an indication of origin the 
name of a specified locality or coixntry, when such indication is 
joined to a trade name of a fictitious character or used with fraudul- 
ent intention. 

2. Any producer, manufacturer or trader, whether an 
iftdividual or a body of persons corporate or incorporate, engaged 
in the production, manufacture, or trade of such goods, and esta- 
blished either in the locality falsely indicated as the place of origin, 
in the <Sstrict where the locality is situated, or in the countiy 
falsely indicated, or in the country where the false indication of 
origin is used, shall in any case be deemed a party interested. 
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Article 10 bis. 

1. The countries of the Union are bound to assure to i>er> 
sons entitled to the benefits of the Union an effective protection 
against unfair competition. 

2. Every act of competition contrary to honest practices in 
industrial or commercial matters constitutes an act of unfair 
competition. 

3. The following acts among others shall be prifiiibited 

(1) All manner of acts of such a nature as to create con- 

fusion by any means whatsoever with the establish- 
ment, the goods, or the industrial or commercial 
activities of a competitor; 

(2) False allegations, in the course of trade, of such a 

nature as to discredit the establishment, the goods, 
or the industrial or commercial activities of a com- 
petitor. 

Article 10 ter. 

1. The countries of the Union undertake to assure to per- 
sons within the jurisdiction of other countries of the Union appro- 
priate legal remedies to repress effectively all acts referred to in 
Articles 9, 10 and 10 bis. 


Article 11. 

1. The countries of the Union shall, in conformity with 
their domestic legislation, grant temporary protection to patentable 
inventions, utility models, industrial designs or models, and trade 
marks, in respect of goods exhibited at official, or officially recog- 
nised, international exhibitions held in the territory of one of them. 

Article 12. 

1. Each of the countries of the Union undertakes to esta- 
blish a lE^edal Government department for industrial property, 
and a central office for communication to the public of patents, 
titility models, industrial designs or models, and trade marks. ' 



APPENDIX XI. 

Intekkationali Agreement eob teie Prevention op 
False Indications op Origin on goods. 

The lutemational Agreement for the Prevention of False 
Indications of Origin on goods was signed at Madrid on the 14th 
April, 1891, and revised at Washington on the 2nd June, 1911, at 
The Hague on the 6th November, 1925, and lastly at London on the 
2nd June, 1934. Some of the important Articles as accepted at the 
London Conference are given below:* 

Article 1 . 

1. All goods bearing a false indication by which one of the 
countries to which the present Agreement applies, or a place 
situated therein, shall be directly or indirectly indicated as being 
the country or place of origin, shall be seized on importation into 
any of the said countries. 

2. The seizure shall take place either in the country where 
the false indication of origin has been applied, or in that into which 
the goods bearing the false indication may have been imported. 

^ 3. If the law of any country does not permit seizure on 
importation, such seizure shall be replaced by prohibition of 
importation. 

4. If the law of any country does not permit either seizure 
upon importation, or the prohibition of importation, or seizure in 
the interior, and pending the requisite amendment of that law, 
these measures shall be replaced by the remedies assured in such 
case by the law of such country to its nationals. 

5. In the absence of any special penalties ensuring the 
repression of false indications of origin, the penalties provided 
by the corresponding stipulations of the laws relating to marks or 
trade names shidl be applicable. 

Article 2. 

1. The seizure shall be made by the Customs Authorities, 
who shft H immediately inform the person interested, whether an 
individual or a body of persons corporate or unincorporate, in 

(1) Taken from the Translation published by H, M. Stationery Office, 
London, with the kind permission of the Controller. 
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order that such person may, if he so desires, take appropriate steps 
to confirm the seizure made as a protective measure. Nevertheless, 
the Public Prosecutor or any other competent authority may 
demand the seizure either at the request of the party injured or 
in their ofiicial capacity; the procedure shall then follow its 
ordinaiy course. 

2. The Authorities are not bound to effect the seizure of 
the goods in transit. 

Article 3. 

The present stipulations shall not prevent the vendor from 
indicating his name or address upon goods coming from a country 
other than that in which' the sale takes place; but in such case the 
address or the name must be accompanied by a clear indication in 
legible characters of the country or place of manufacture or 
production, or by some other indication sufficient to avoid any error 
as to the true origin of the goods. 

Article 3 bis. 

The countries to which the present agreement applies similarly 
undertake to prohibit the use in connection with the sale or 
exposing or offering for sale of any goods, of all indications in the 
nature of publicity capable of deceiving the public as to the origin 
of the goods, and appearing on signs, advertisements, invoices, 
wine lists, business letters or papers or any other commercial 
communication. 



Al'Jr'JUjNJDlJiL A.11. 

Fobkion Statks and British 

Possessions to which Orders 

IN Councuj relating 

TO International and 

COLiONIALi 

arrangbmknts apply. ^ 

(a) International Arrangements. 



Bate of Order 

Foreign State. 


in Council. 

Austria-Hungary 

. • 

17 May, 1909. 

Belgium 

• • 

26 June, 1884. 

Brazil 

• • 

26 June, 1884. 

Bulgaria 

• • 

14 July, 1921. 

Cuba 

• • 

12 Jan. 1905. 

Czechoslovakia 

• • 

11 March, 1920. 

Dantzig (Free City of) 

. • 

21 Nov. 1921. 

Denmark (including the 

Faroe 


Islands) 

• • 

20 Nov. 1894. 

Dominican Republic 

• • 

21 Oct. 1890. 

Ecuador 


16 May, 1893. 

Finland 

, . 

11 Oct. 1921. 

France (with Algeria 

and 


Colonies) 

. • 

26 June, 1884. 

(lermany 

• . 

9 Oct. 1903. 

Greece 

• • 

15 Oct. 1894. 

Honduras 

• . 

26 Sep. 1901. 

Hungary 

. • 

See Austria-Hungary. 

Italy 

• • 

26 June. 1884. 

Japan 

• « 

7 Oct. 1899. 

Jugo-Slavia 

• • 

26 P'eb. 1921. 

Luxembourg 

• • 

14 July, 1922. 

Mexico 

• • 

28 May, 1889. 

Morocco (part under French 


’protection) 

. . 

1918. 

Netherlands 

• • 

26 June, 1884. 

Netherlands (East 

Indian 


colonies) 


17 Nov. 1888. 

(1) Originally, Secs. lO.’l and 

104 of the Patents, etc., Act, 1883, now 

replaced by Sec. 91 of the Patents and Designs Act, 1907. 

' S5 
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Foreign State. 

■* 

Date of Order 
' in Council. 

N etherlands ( Curacao 

and 


Surinam) 


17 May, 1890. 

Norway 


See Sweden. 

Paraguay 


24 Sep. 1886. 

Poland 


25 Nov. 1919. 

Portugal (with the Azores 

and 


Madeira) 


26 June, 1884. 

Koumania* 


13 Oct. 1920. 

Sorb-croat-slovone State 


14 Feb. 1921. 

Serbia 


26 June, 1884. 

Spain 


26 June, 1884. 

Sweden 


9 July, 1885. 

Switzerland 


26 June, 1884. 

Tunis 


26 June, 1884. 

United States 


12 July, 1887. 

Umguay* 

* 

24 Sep. 1886. 


Colony 


(b) Colonial Arrangements. 

Date of Order 
in Council. 


Ceylon 

Commonwealth of Australia 

Queensland 

Ncav Zealand 

Tasmania 

Trinidad and Tobago . . 
Western Australia 


7 Aug. 1903. 
26 March, 1907 
17 Sep. 1885. 

8 Pcb. 1890. 
30 April, 1894. 
12 Aug. 1907. 
11 May, 1895. 


(1) Originally Secs. 103 and 104 of the Patents, etc., Act, 1888, now 
replaced by Sec. 91 of the Patents and Designs Act, 1907. 



APPENDIX Xlll. 

1 .Tst T OF Countriks without Tbadk Mark LiRGIssliATion. 


Abyssinia. 

British Honduras. 

British Solomon Islands Prt»tt!Clorate. 
Brunei. 

Gilbert and Ellice Islands Colony. 
Grenada. 

India. 

Johorc. 

Kedah. 

Kelantan. 

Malay Peninsula. 

Monaco. 

Oman. 

St. Helena. 

St. Vincent. 

Sarawak. 
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Table showing the date of legislation, dusation and effect of segistbation of Tsade Marks in 
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APPENDIX XV 


Table showing the fees fob Registration and Renewal of- 
Trade Marks in some Foreign Countries. 



Fee for application. I 

Fee for registration 

Fee for renews 

Country. 






• 

Domestic 

Fxiuivalent 

Indian 

currency. 

Domestic 

Equivalent 

Indian 

1 currency. 

Domestic 

Equi- 

valent 



Currency. 

currency. 

currency. 

Indian 

currency* 



Rs. 


Rs. 


Rs. 

Australia.. 

£2 

27 

£3 

40 

£5 

67 

Belgium .. 



250 Belga 

95 



Canada . . 

25 Dollars. 

69 



15 dollars 

41 

C^lon . . 

Rs. 10 

10 

Rs. 20 

20 

Rs. 20 

20 

Denmark. 



64 Kr. 

47 

19 Kr. 

14 

France • . 

DepositTax 

5 

State Tax 

9 




43 Francs. 


80 francs. 




German 

15 G.M. 

10 

15 G.M. 

10 

50 G.M. 

33 

Klech 

Holland .. 



30 gulden 

33 



Iraq 

R8.5 

5 

Rs. 30 

30 

Rs. 20 

20 

Irish Free 

£ 1. 

13 

£2 

27 

£2 

27 

State . . 
New Zeland 

15 sh. 

10 

£l 10 

20 

£2 

27 

Norway .. 



40 Kr. 

29 

40 Kr. 

29 

U.S.S.R. 

25 roubles. 

35 

25 roubles 

35 for each 

5 roubles * 

7 for each 




for each 

year and 

each year 

year and 




year and 

printing 

and 20 

28 for 




printing 

cost Rs. 

roubles 

publica- 




cost 20 

28 

for publi- 

tion 




roubles 


cation 


Siam 

10 ticals. 

12 

25 ticals. 

15 

25 ticals. 

15 

SouthAfrica 

£ 1. 

13 

£2 

26 

£1 

13 

Turkey 

Turkish 


T 30 1 

40 

T 30 1 

40 

pound 


(T £) 


(T£) 


United 


13 

£2 

27 

£2 

27 

Kingdom. 

United 




41 

l5 dollars 

41 

States 
of America, 



|15 dollars 










APPENDIX XV.— (Conirf.) 

South American Countries. 


Country. 

Fee for Re^stration. 

Fee for renewal. 

Domestic currency. 

1 

Equivalent 
Indian currency. 

Domestic 

currency.* 

Fxjuivalent 

Indian 

currency. 




Rs. 


Ks. 

Argentine 

• e 

50 pesos. 

55 



Bolivia 

•• 1 

30 bolivianos. 

30 



Brazil 


; ..milreis. 

33 



Chile 

e e 

|i 8-10. 

113 

£ 9 10. 

127 

Colombia 

• • 

36*10 dollars. 

99 

22*50 dollars. 

62 

Costa Rica 

• • 

28 coiones. 

36 



Cuba 

.. 

12*7 pesos. 

35 

12*70 pesos. 

35 

Dominican Republic. 

20 years 46 dollars 

126 


126 



15 years 41 dollars 

112 


112 



10 years 36 dollars 

99 


99 

Equador 


67'6 sucres. 

37 

67*6 sucres. 

37 

Guatemala 


36 quetzales. 

123 

36 quetzales. 

123 

Haiti 


20-6 

56 

20*6. 

56 

Honduras 


95 pesos. 

130 

95 pesos. 

130 

Mexico 


25 pesos. 

21 

10 pesos. 

8 

Nicaragua 


25 pesos. 

69 

25 pesos. 

69 

Panama 


25 pesos. 

69 

20 pesos. 

55 

Paraguay 


20 gold. 

53 

20 gold. 

53 

Peru 


4 libras. 

26 



Uruguay 


10 pesos. 

22 

25 pesos. 

55 

Venezuela 


70 Olivares. 

57 

70 bolivares. 

57 

£1 Salvador 


25 coiones. 

34 

25 coiones. 

• 34 


* Figntes taken from the Balletin of the American Trade Mark Bnreaa, March, 1936. 
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Classification of goods for the purpose of Trade Mark ’ 

REGISTRATION ADOPTESJ AT THE LONDON CONFERENCE OF THE 

International Convention. 

The followin$i scheine of a classifteation of goods for Inter- 
national adoption was recommended by the London Conference 
for the .Protection of Industrial Proj)prt.y, Ijn May 1934: — 

(Note . — ^Parts of an article or apparatus are, in general 
classified with the article or apparatus except where such parts 
constitute articles included in other classes.) 

1. Chemical products used in industry, science, photo- 
graphy, agriculture, horticulture, forastry, manures (natural and 
artificial), fire-extinguishing compositions, tempering substances 
and chemical preparations for soldering; chemical substances for 
preserving foodstuffs; tanning substances; adhesive substances 
used in industry. 

2. Paints, varnishes, lacquers; preservatives against rust 
and against deterioration of wood colouring matters, dyestuffs; 
mordants, resins ; metals in foil and powder form for painters and 
decorators. 

3. Bleaching preparations and other substances for 

laundry use; cleaning, polishing, scouring and abrasive prepara- 
tions; soaps, perfumery, essential oils, cosmetics, hair lotions; 
dentifrices. . 

4. Industrial oils and greases (other than edible oils and 
fats and essential oils) ; lubricants dust laying and absorbing com- 
positions, fuels (including motor spirit) and illuminants; candles, 
tapers, nightlights and wicks. 

5. Pharmaceutical, veterinary and sanitary substances; 
children’s and invalids’ goods; plasters; material for bandaging;, 
material for stopping teeth, dental wax; disinfectants; prepara- 
tions for killing weeds and destroying vermin. 

6 . Unwrought and partly wrought common metals, anchors, 
anvils, bells, rolled and cast building materials; rails and other 
metallic materials for railway track; chains except driving ehsiiui 
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for vcliicles, cables aud wires (uon-electric), locksmiths’ work; 
metallic pipes and tubes; safes and cash boxes; steel balls; hoi’se- 
shoes; nails and screws and other goods in non-precious metal not 
included in other classes; ores. 

7. Machines and machine tools; motor's (except for vehi- 
cles), machine couplings and belting (except for vehicles), lai'gc 
size agricultural implements; incubators. 

8 . Hand tools and instruments ; cutlery, forks and spoons ; 
side arms. 

9. Scientific, nautical, surveying and electrical apparatus 
and instruments (including wireless), photographic, cinemato- 
graphic, optical, weighing, measuring, signalling, checking 
(supervision), life-saving and teaching apparatus aud in- 
struments; coin or counterfreed apparatus; phonographs; cash 
registers; calculating machines; fire extinguisiiiug apparatus. 

10. Surgical, medical, dental and veterinary instruments 
and apparatus (including ai'tificial limbs, eyes and teeth) . 

11. Installation for lightning, heating, steam generating, 
cooking, refrigerating, drying, ventilating, water supply and 
sanitary purposes. 

12. Vehicles; apparatus for locomotion by laud, air or 
water. ' 

13. Firearms; ammunition and projectiles; explosive 
substances; fireworks. 

14. Precious metals and tlieir alloys and goods in pmiious 
metals or coated therewith (except cutlery, forks aud spoons) ; 
jewellery; precious stones; horologe and other clu-onometric 
instruments. 

15. Musical instruments (other than phonographs aud 
wireless apparatus) . 

16. Paper and paper articles, cardboard and cardboard 
articles, printed matter, ncwspapei's and periodicals, books; book- 
■bindiug material, photographs ; stationery ; adhesive materials 
(stationery); artists’ materials, paint brushes, typewriters and 
office requisites (other than furniture), instructional and teaching 
material (other than apparatus), type and cliches (stereotype). 

17. Gutta percha, India rubber, balata and substitutes, 
articles made from these substances, and not included in other 
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classes; materials for packing, stopping or insulating; asbestos, 
mica, and their products; hose pipes (non-metallic) . 

18. Leather and imitations of leather, and articles made 
from these materials, and not included in other classes, skins, hides, 
trunks and travelling bags ; umbrellas, parasols and walking sticks ; 
whips, harness and saddlery. 

19. Building materials, natural and artificial stone, 
cement, lime, mortar, plaster and gravel, pipes of earthenware qr 
cement, road-making materials, asphalt, pitch and bitumen; 
portable buildings; stone monuments, chimney pots. 

20. Furniture, mirrors, picture frames; articles (not 
included in other classes) consisting of wood, cork, reeds, cane, 
wicker, horn, bone, ivorj% whalebone, shell, amber, mother-of-pearl ; 
meerschaum, celluloid, and substitutes for all these materials. 

21. Small hardware and hollow- ware articles (not of pre- 
vious metal, nor coated tlicrewith), combs and sponges; blushes 
(other than paint brushes), brush making materials; instruments 
and material for cleaning purposes; steelwool; glassware, porcelain 
and earthenware not included in other classes. 

22. Ropes, siring, nets, tents, awnings, tarpaulins, sails, 
sacks; padding or stuffing materials, (hair, capoc, feathers, seaweed, 
&c.), raw fibrous textile materials. 

23. Yams; threads. 

24. Tissues (piece goods), bed and table covei's, textile 
articles not included in other classes. 

25. Clothing, including boots, shoes and slippers. 

26. Lace and embroidery; ribbands and braid, buttons, 
press buttons, hooks and eyes; pins and needles; artificial flowers. 

27. Carpets, rugs, mats and matting; linoleums and other 
materials for covering floors; wall hangings (non-textile). 

28. (James and playthings; gymnastic and sporting arti- 
cles; ornaments and decorations for Christmas tree. 

29. Meat, flsli, poultry' and game; meat extracts, preserved, 
dried and cooked fruits and vegetables; jellies, jams, eggs, milk 
and other dairy products; edible oils and fats, preserves^ pickles. 

30. Coffee, tea, cocoa, sugar, rice, tapioca, sago, coffee 
substitutes; flour, and preparations made from cereals; bread, bis- 
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cuiis, cakes, pastry and eonfcidionery, ices, honey, treacle, yeast, 
baking-powder, salt, mustard, pepper, vinegar, sand's, spices, ice. 

31. Agricultural, horticultural and forestry products and 
grains not included in other das.ses; living animals; fresh fruits 
and vegetables; seeds; live plants and flowera; foodstuffs for 
animals, malt. 

32. Beer, ale and porter; mineral and aerated waters and 
other non-alcoholic drinks; syrups and other preparations for 
making beverages . 

33. Wines, spirits and li<iueura. 

34. Tobacco, raw or manufactured; smokers' articles, 
matches. > 



APPENDIX XVIII. 

PiiBAoiNos IN Actions fob Passino off. 

Statement of Claim in Reddaway Co. v. Bentham Hemp 
Spinning Co., 9 R.P.C. 503. 

By the Statement of Claim the plaintiffs stated as follows: — 

“The plaintiffs have, for many years, been manufacturers of 
belting for driving machinery, and have extensively advertised, 
and sold the belting made by them under the styles of “Camel," 
‘‘Camel Brand," and “Camel Hair.” In consequence thereof, 
belting called “Camel," “Camel Brand," or “Camel Hair" has 
become to be known in all parts of the world where belting is used 
as belting of the Plaintiffs’ manufacture — as the defendants well 
know. 

The dofeiidauts have lately commenced the business of belt* 
iiig manufacturers, and in order to obtain for themselves the 
reputation acquired by the Plaintiffs, and to pass off their belting 
as that of the Plaintiffs, and to deceive purchasers thereof, have 
adopted the words “Camel," “Camel Brand," and “Camel Hair," 
so used by the^ Plaintiffs us aforesaid, and have sold belting under 
the same de.signation, and have advertised for sale belting manu- 
factured by them as “Camel,” “Camel Brand,” and “Camel Hair 
Belting.” 

The use of the' words “Camel," “Camel Brand," and “Camel 
Hair," by the Defendants as aforesaid, is calculated to.>deceive 
purchasers of belting into the belief that they were buying belting 
of the plaintiffs’ manufacture, and many persons have been so 
deceived." The plaintiffs alleged that they hud suffered damage 
thereby, and that they had lost the benefit of their expenditure and 
advertisement. 

Defence. 

By their Statement of Defence, the defendants denied that 
belting called “Camel," “Camel Brand" and “Camel Hair 
Belting" has become to be known in all parts of the world where 
belting is used as belting of the plaintiffs’ manufacture; and, if 
it had, they denied that the defendants were aware of the fact. 
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"The Defendants and their predecessors have long carried on 
the business of hemp spinning, and some time ago commenced the 
manufacture of various kinds of belting in connection with and as 
a branch of their said business. 

Amongst other materials used by the Defendants in the manu- 
facture of belting was yarn made of camels’ hair; and the Defen- 
dants have, as they lawfully may, described and sold, the said 
belting as the ‘Bentham Solid Woven Camel-Hair Belting’. The 
defendants have applied to the said belting manufactured and 
sold by them their distinctive trade-mark. 

Save as aforesaid, the defendants deny that they have sold or 
advertised their belting manufactured by them as ‘Camel,’ ‘Camel 
Brand,’ and ‘Camel Hair.’ 

The Defendants deny tiiat the use of the words ‘ Camel, ’ ‘ Camel 
Bi’and,’ and ‘Camel Hair,’ would be calculated to deceive persons 
into the belief that they were buying goods of the Plaintiffs’ manu- 
facture. The Plaintiffs had no prescriptive or distinctive right to 
the use of the said words. 

The Defendants deny that the use of tlic words, ‘Camel Hair,’ 
as used by them, was calculated to deceive purchasers of belting 
manufactured by the Defendants into the belief that they were 
buying belting of Plaintiffs’ manufacture. The Defendants deny 
that any persons have been so deceived. ’ ' 

The Defendants al.so denied that the Plaintiffs had been 
damnified, and alleged that their competition with the Plaintiffs 
was fair ti'ade competition. 
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APPENDIX XIX. 


Forms ov Orukrs in Trade Mark Cases. 

SeiuM V. Provezende, L.R. 1 Ch. 194, (1865), Cranworth, L.C^ 

An injunction to restrain the defendants from “afSxing, or 
causing to be affixed, to any casks of wine shipped to their ordeib, 
the brand or mark of a crown and the word Seixv, or any other 
combination of marks or words so contrived, as by colourable 
imitation, or otherwise, to represent the marks or brands of the 
plaintiff, and from employing any marks or words which should 
be so contrived as to represent, or induce the belief, that such wines 
were Crown Seixo, or the produce of the Quinta do Seixo, or other- 
wise using the word Seixo, without clearly distinguishing the same 
from the wines produced by the Quinta do Seixo.” 

Wotherspoon v. Currie, L.R. 5 II. 1j., p. 523 (1872). 

Injunction restraining the respondent, his servants and 
agents, “from using the word ‘Olenfield’ in or upon any labels 
affixed to packets of starch manufactured by or for him, and from 
in any other way representing the starch manufactured by or for 
iiim to be “ Glenficld Starch ” and from selling or causing the same 
to be sold as “(llenfield Starch” and from doing any act or thing 
to induce the belief that starch manufactured by or for him, the. 
respondent is “Ulenfield Starch” or starch manufactured by the 
appellants.” 


Raili V. Fleming, 3 Cal. 417. 

Sir Richard (larth, C.J., and Markby, J. 

(Interlocutory.) 

“Order, that the defendants be restrained from selling any 
cloth impressed with the combination of marks described in 
exhibit D, annexed to the affidavit of Alexander Westerhout, or 
any other combination resembling that used by the plaintiffs, and 
especially from using the number ‘2008’ in any such combination.*” 


Orr-Ewing & Co. v. Johnston & Co., 13 C.D., p. 450 (1880), 
Fry, J., and C.A. 

“To restrain the defendants, Robert Johnston & Co., their 
servants, workmen, and agents, from affixing or causing to be 
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afiixcd to any Turkey red yam not dyed bj" the plaintiffs, 
xVrchibald Orr-Ewing & (Jo., the ticket marked B, and from using 
two elephants on any tickets used on Turkey red yarn, without 
clearly distinguishing such tickets from the Plaintiffs’ ticket.” 


Massam v. Thoiieif’s Cattle Food Company, 14 C.D., 
p. 762 (1880), James, L.J. 

• An injunction to restrain “the defendant company, their 
servants, workmen, agents and travellers, and representatives 
respectively, from selling, exporting, or shipping, or causing or 
procuring, or allowing to be .sold, shii>pod, or exportetl, and from 
in any manner repre.senting, or causing, or procuring to be repre- 
sented, any goods manufactured by the defendant company as the 
manufacture or goods of the late Joseph Thorley, or of the plaintiffs, 
his tmstees and successoi's in bu-siness; and also from in any 
manner representing, oi" causing, or procuring to be rei)rcsented, 
or doing anything which shall lead to the belief that the defendant 
company have been or are carrying on the business of the late 
Joseph Thorley, or are the succes.sora in business of the late Joseph 
Thorley-, and also from affixing or permitting, or causing to be 
affixed to any goods or articles manufactured or bought, or 
procured, or sold, or shipped, or exported by tlie defendant com- 
pany, or otherwise using or employing, or permitting to be 
used or employed, any labels, wrappei-s, or marks used by the, late 
Joseph Thorley and the idaintiffs, his trustees and successoi-s in 
busincs.s, or so contrived and prei)ared as to re))resent or lead to the 
belief tliat the goods or articles manufactured, or sold, or shipped 
or exported by the defendant company are tlic gowls or manufac- 
ture of the late Joseph Thorley, or of the plaintiffs; and also from 
emploviiig, using, or circulating, or causing to be employed, used, 
or circulated, any circulars, pamt)hlcts, notices, or advertisements 
of the late Joseph Thorley, or of the plaintiffs, or which shall in any 
manner repi'esent or lead to the belief that the defendant company 
have been or are carrying on the business of the late Joseph Thorley, 
or that they are his successors in business.” 


Lever v. Goodwin, 4 R.P.C., p. 503 (1886), (,’hitty, J., and C.A. 

“This Court doth order that this action, so far as the same 
claims protection in respect of the trade-mark. No. 39, 714, stand 
dismissed out of the said Court. And it is ordered that the defen- 
dants, Goodwin Bros., their agents and servants, be restrained from 
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selling, offering for sale, or disposing of any soap, not being manu- 
factured for or by the plaintiffs in the wrapper, or of the form of 
any one of the three exhibits admitted in this action to have been 
issued by the defendants, and marked J.S.S. 1., J.S.S. 4, and 
B.B. 1, or in any wrapper or in any form calculated or intended 
to pass off, or to enable others to pass off, such soap as or for the 
goods of the plaintiffs. And it is ordered that the following 
account be taken, that is to say, an account of the profits made l)y 
the defendants in selling or disposing of soap, made by or for the 
defendants, in any wrapper such as that contained in the exhibits 
marked J.S.S. 1, J . S . S . 4, and B.B. 1, and in the form of those 
exhibits. And it is ordered that the defendants, (Joodwin Bros., 
do within fourteen days after the date of the chief clerk’s certificate, 
to be made pursuant to this order, pay to the plaintiffs. Lever & Co., 
the amount which, upon taking such account, shall be certified to 
be payable by the defendants to the plaintiffs. And it is ordered 
that it be referred to the taxing master to tax the costs of the 
plaintiffs of this action, up to and including the trial, except so far 
as the same have been incurred by their claim for protection in 
respect of the trade-mark aforesaid. And it is ordered that it be 
referred to the taxing master to tax the costs of the defendants of 
the action, so far as the same have been incurred by the plaintiffs 
setting up the said claim for protection in respect of the said trade- 
mark, and costs of the plaintiffs when so taxed, are to be set off 
against the said costs of the defendants, when taxed, and the taxing 
master is to certify to whom, after such set-off, the balance is due. ■ 
And it is ordered that the party from whom such balance^ shall be 
certified to be due do pay the amount thereof to the other party. 
And the question of the costs of this action incurred subsequent to 
the trial are reserved, and either of the parties are to be at liberty 
to apply as they may be advised.” 

The Apollinaris Co. v. Herrfeldt, 4 R.P.C., 488 (1887), O.A. 

Interlocutory Injunction. 

“That the defendants, Messrs. Herrfeldt and Campbell, their 
serv ants, agents, and workmen, be. restrained, until judgment in 
this action or further order, from using the word ‘ApolUnU’,’ 
or any other word only colourably differing from the word 
‘Aimllinaris,’ upon any labels or corks used by them in the course 
of their trade in any mineral water, and also from offering for sale, 
or selling, or otherwise disposing of any mineral water in bottles 
bearing the word *ApoOmia.’ ” 
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Montgomery v. Thompson, 41 C.D. 47, (1889) Chitty, J., and C.A. 

An injunction I’cstrainin;; “the defendant until judgment or 
further order from carrying on the Iniainess of a brewer at Stone, 
under the title of “Stone Brewery,’’ or “Montgomery’s Stone 
Jirewery,’’ or under any other title so as to represent tliat the 
defendant’s brewerj'^ is the brewery of the idaintiflFs, and from 
selling or causing to l)e sold any ale or beer not of the plaintiffs' 
manufacture, under the term “Stone Ale’’ or ’‘Stone Ales,” or 
in' any way so as to induce tlie belief lliat such ale or beer is of the 
plaintiffs’ manufacture." 

Powell V. Bii'niingham Vinegar Brewery Co,, Ld., (1890) 

2 Ch. 54; 12 R.P.C. 496, Stirling, J. 

“This Court doth order tliat the derendants, Tlie Birmingham 
Vinegar Brewery Co., Ld., their .servants and agents, be pei*pctually 
restrained by injunction from using the words “Yorkshire Relish” 
as descriptive of or in connection with any sauce or relish manu- 
factured by them, or sauce or relish (not being of the plaintiff’s 
manufacture) sold, or offered for sale, by them without clearly 
distinguishing such sauce or relish from the sauce or reli.sh of the 
plaintiff. And it is ordered that the following account be taken 
at the risk of the plaintiff; an account of all profits made by the 
defendants by the sale of any sauce or relish (not manufactured 
by the plaintiff) in bottles having labels with the words “Yorkshire 
Relish’’ thereon. And it is ordered that in case the defendants shall 
•on or before 12th November, 1895, serve a notice of appeal from 
this order, the restraint hereby imposed is, so far as regards the 
label secondly issued by the defendants, to he suspended until 
after such appeal shall have been heard or otherwise disposed of. ’ ’ 

Saxlehner v. ApoUinaris Co,, 14 R.P.C. 657, (1897). 

Kekewich, J. 

An injunction to restrain the defendants, their officers, &c., 
“from selling or offering, or exposing or advertising for sale, in the 
United Kingdom, any Hungarian bitter water, not being “Hunyadi 
Janos" water derived from the plaintiff’s spring near Buda Pesth, 
irt the Kingdom of Hungary, under or with or by means of any 
name or description of which the name “Hunyadi" forms part., 
without clearly distinguishing the same from the water derived 
from the said spring. Delivery up or destruction of all labels and 
other documents, and also capsules in the possession or power of the 
defendants^ or under their control, which exhibit the name 
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“Hunyadi” in connection with Hungarian bitter water without 
clearly distinguishing the same from water derived from the said 
spring.” (Defendant to pay costs except .so far as they have been 
increased by plaintiff charging deception.) 

Eaxtnwn Photographic Materials Co., Ld. v. John Griffiths 
Cycle Corporation, Ld., and Kodak Cycle Co., Ld., 

15 R.P.C. 112, (1898), Romer, J. 

An injunction restraining “the defendant companies, or either 
of them, from carrying on business under the name ‘Kodak Cycle 
Co., Ld. ’, or under any name comprising the word ‘Kodak’ 
likely to mislead or deceive the public into the belief that the defen- 
dant company is the same company as or is connected with either 
of the plaintiff companies, or that the business of the said 
companies, or either of them, is the same as, or is in any way 
connected with, the businessi of the plaintiffs. The Eastman Photo- 
graphic Materials Co., Tid. I also grant an injunction to restrain 
the defendant companies, and each of them, from selling, or offer- 
ing to sell, any of their cycles or, goods as ‘Kodak.’ ” 


Valentine Meat Juice Co, v. Valentine Extract Co., Ld., 

17 R.P.C. 688, (1900), C.A. 

“This Court, doth order that the defendants, the Valentine 
Extract Co., Ld., and Herbert Hughes, and each of them, their 
servants and agents, be perpetually restrained from carrying on 
business as manufacturers or vendors of any preparation of extract 
of meat, or meat juice under any name or title of which the name 
‘Valentine’ or ‘Valentine’s’ forms part, and from selling, or 
offering, or exposing, or advertising for sale, or procuring to bo 
sold any such preparation lui aforesaid not being of the plaintiff’s 
manufacture under any nanlc or description of which the name 
‘Valentine,’ or ‘Valentine’s,’ or ‘Valtines; forms part. And it is 
ordered that the defendant, Charles Richard Valentine, his 
servants and agents, be perpetually restrained from carrying on 
any such business as aforesaid, under any such name or title as 
aforesaid, without clearly distinguishing such business from the 
business of the plaintiffs, and from selling, or offering, or exposing, 
or advertising for sale, or procuring to be sold, any such prepa- 
ration as aforesaid, under any such name or description as afore- 
said, without clearly distinguishing such preparation from goods 
of the plaintiffis. And doth order that the defendants, the 
Valentine Extract Co., Ld., Charles Richard Valentine, and 
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Herbert Hughes, and each of them, their servants and agents, be 
perpetually restrained from in any manner representing or acting 
HO as to be calculated to lead to the belief that the defendant, 
Charles Richard Valentine, is or ever has been interested in or 
connected with the Imsiness of the ])laintifl‘s, and from passing off, 
or enabling or assisting othcM*s to j)ass off, any such preparation as 
aforesaid not being of tlu‘ plaintiff’s mniuifaeture, as or for the 
plaintiff’s goods.” 

Hendrih^n v. Mmilmfu, (ISSl) 17 Cb.D. p. 6S3, C.A. 

“An injunclion to restrain the defendants from applying to 
the Registrar ot Joint Stock ( Vjinpanies in Kngland foi* regist rat ion, 
under the Com])anies Acts, of any company to be incorporated 
under the name of i-nirerse Life Assurance Association, or any 
other name likely to mislead or deceive the public into the belief 
that the company, lieing incorf)orated as aforesaid, is the same as 
the IJnivei'sal Life Avssurance Smuety, from issuing or publishing 
advertisements, circulars, or prospectuses, representing that a 
company is to be incorporated pursuant to the Companies Act. 
1862, under the name of the Universe Life Assurance Association^ 
Ld,, or any other such name as aforesaid; and from carrying or 
commencing any business under the name of the Universe Life 
Assurance Association^ Ld., or any such other name as aforesaid.” 

J. and J. Cash, Ld, v. Cash. 

18 R.P.C. 220; 19 R.P.O. 186. C.A. 

(Vaughan Williams, Stirling and Oozens-Hardy, L.JJ.). 

“This Court doth order that the Defendant, Joseph Cash, be 
restrained from selling any trillings or woven names or intials 
not manufactured by the Plaintiffs as ‘ Cash ’s Prillings’ or ‘ Cash ’s 
Woven Names or Initials’, and from carrying on the business of a 
manufacturer or seller of frillings or woven names or initials under 
the name of ‘Joseph Cash & Co.,’ while not in partnership with 
any other person, and from carrying on any such busincijs either 
in the name of ‘Cash’ or under any style in which the name ‘Cash* 
appears without taking reasonable precautions to clearly distin- 
guish the business carried on and the frillings and woven names 
and initials manufactured or sold by the Defendant from the busi- 
ness carried on and the frillings and woven names and initials 
ihanufactured by the Plaintiffs, and from carrying on any such 
business under any name or in any manner so as to mislead or 
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deceive the public into the belief that the business of the Defendant 
or the frilling or woven names or initials manufactured or sold 
by him are the business of or goods manufactured by Plaintiffs, or 
that the Defendant is carrying on the business formerly carried on 
at Conventry by Messrs. J. and J. Cash, the vendors to and pre- 
decessors in business of the Plaintiffs. And it is ordered, that the 
Defendant be also restrained from making over his business in fril- 
lings or woven names or initials to or acting as managing director 
of anj' limited or other Company formed to carry on business in 
frillings or woven names or initials, and having a name which is 
calculated or likely to mislead or deceive the public into the, belief 
that the business, frillings or woven names or initials, of such 
Company are the business, frillings or woven names or initials of 
the Plaintiffs, or that such Company is carrying on the business 
formerly carried on at Coventry by the said Messrs. J. and J. 
Cash, and from otherwise assisting any such Company to so mislead 
or deceive the public, and that the defendant be also restrained 
from soliciting or assisting any limited or other Company or other 
person or persons to solicit, whether by circular or otherwise, any 
former customer or customers of the aforesaid old firm of Messrs. 
J, and J. Cash, of Coventry, to deal with the Defendant or such 
limited or other Company or other person or persons for goods of 
a kind manufactured by the said old firm and still manufactured 
by the Plaintiffs, or not to deal with the plaintiffs, the successors in 
business of the said old finn, for goods of the kind aforesaid. And 
it is ordered, that the Defendant pay to the Plaintiffs their costs- 
of this action, to be taxed by the Taxing Master, and the Defendant 
is to be at liberty to apply for an inquiry as to damages sustained 
by reason of the said interim Order upon giving to the Plaintiffs 
two days’ previous notice of his intention so to do.” 


Joseph Rodgers & Sons, Ld. v, Joseph Rodgers Simpson, 

23 R.P.C. 348. 

Buckley, J. 

“This court doth order and adjudge that the Defendant Joseph 
Rodgers Simpson, his servants and agents, be perpetually restrained 
from passing-off table knives and other cutlery not being the goods 
of the Plaintiff Company as and for such goods, and from carrying 
on the business of a manufacturer or seller of knives or cutlery 
under the name of Rodgers, or under any style in which the name 
of Rodgers appears, without taking reasonable precautions to 
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clearly distinguisli the business carried on and the knives or cut- 
lery manufactured or sold by the Defendant from the 
business carried on and the knives and cutlery manu- 
factured by the Plaintiffs, and from carrying on any such 
business under any name or in any manner so as to mislead or 
deceive the public into the belief that the l)usiness of the Defendant, 
or the knives or cutleiy manufactured or sold by him is the busi- 
poss or are the goods manufactured by tln^ Plaintiff Company. And 
it is ordered that the following inquiry be made, that is to say: — (1) 
An inquiry as to what damages have been sustained or incurred by 
the Plaintiff Company l)y reason of the manufacture or sale by the 
Defendant of table knives and oilier cutlery stamped or sold as the 
manufacture of ‘Joseph Rodgers Sim]>son & Sons, Sheffield.’ And 
it is ordered that the Defendant, Jose])h Rodgers Simpon do pay 
the plaintiffs, Joseph Rodgers & Sons, Ijd., their costs of this action 
up to and including this judgment, such costs to l)e taxed by the 
Taxing Master, and Ihis Court doth reserve the costs of such 
inquiry, and the parties are to be at liberty to apply as they may 
be advised.' ’ 


Mrs, Pomeroy, Ld, v. Scale ^ 24 R.P.C. 193. 

Parker, J. (Lord) . 

“That the Defendant Jeannette Shepherd Scale (the wife of 
James Bernard Scale) be perpetually restrained from carrying on 
the business of hygienic complexion treatment and electrolysis or 
of a complexion specialist under the name or style of ‘Jeannette 
Pomeroy’ or ‘Mrs. Pomeroy’ or any other style of which the name 
of ‘Pegneroy’ forms part, and from representing or inducing the 
belief that she carries on or is connected with or interested in the 
business carried on by the Plaintiffs or formerly carried on by 
Mrs. Pomeroy, Ld. (now in liquidation) ; and the Defendant by 
her Counsel undertaking not to-, sell or offer for sale or use any of 
the secret recipes or prescriptions the benefit of which was sold 
and transferred by her to the said Mrs. Pomeroy, Ld., (now in 
liquidation) or make any use of any recipes, prescriptions, index 
cards, electrolysis cards, labels, lists of customers addresses or 
copies thereof, or any other documents relating to the business in 
the writ mentioned and taken or obtained by her while she was a 
director of or in the employment of Mrs. Pomeroy, Ld., (now in 
liquidation) or any copies thereof since made by or for her,” 

88 
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tlavana Cif/ar and Tobacco Factories, Ld. v. Tiffva, (1906) hd^ 
26 R.P.C. pp. 480, 481. 

(Cozens-Hardy, M. R., Buckley & Kennedy, L.JJ.), 

“Ami it is ordered that the Defendants, their officers, servants 
and agents be perpetually restrained from selling or offering, or 
exposing or advertising for sale, or procuring to be sold, or passing- 
off, or inducing, or enabling others to pass off cigars not of th^ 
Plaintiffs’ manufacture, as or for the Plaintiffs’ ‘lia Corona’ brand 
of cigars by the use of any words consisting of or containing the 
word *Coi*ona’ as a brand name. And it is ordered that the 
Defendants do pay to the Plaintiffs the sum of 40s. by way of 
damages. And it is ordered that it be referred to the Taxing 
Master to tax the costs of the Plaintiffs of this action, and of and 
o<*casioned by the .said appeal, except so much thereof (if any) as 
relate to the claim set up by them in respect of infringement of 
Trade Mark, and to tax the costs of the Defendants of so much of 
this action, and of and occasioned by the said appeal, as relates to 
the said claim, and the Taxing Master is to set off the said costs of 
the Plaintiffs and of the Defendants, and certify to which of them 
the balance after .such set-off is due.” 


The West End Watch, Company v. The Bema Woitch 
Company, 35 Bom. 437. ■ 

(Sir Basil Scott, C.J. ) . 

“ In j unction restraining the defendant Company, their servants, 
agents, travellers, and representatives respectively, froln in any 
manner representing or causing or procuring to be represented or 
doing anything which shall lead to the belief that the defendant 
Company have been or are carrying on the business carried* on by 
the plaintiffs or are the successors in business of the plaintiffs, and 
from employing using or circulating or causing to be employed 
used or circulated any circulars, notices, or advertisements which 
shall in any manner represent or lead to the belief that the defend- 
ant Company are carrying on or have succeeded to the business of 
the plaintiffs.” 


Warwick Tyre Co., Ld. v. New Motor and General 
Rubber Co., Ld. (1910) 27 R.P.C. 171. (Neville, J.). 

Injunction restraining the defendants, their directors, and 
servants and agents, “from selling or offering for sale motor tyres 
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as ‘Warwick’ tyres or using the word ‘Warwick’ in connection with 
the sale or offering tor sale of motor tyres in such a way as to lead 
to the belief that the defendants’ motor tyres are motor tyres of 
the plaintiff company. And it is ordered that the defendants do 
deliver up to tiie jdaintiffs all advertisements and tyres in their 
po.sse.ssion or pow'or which are in contravention of this injunction, 
or delete therefrom any stalemenls which offend against this in- 
junction.” 


Liquid Vmecr Co., Ld. v. Stoit nnd olhrrii. 29 R.P.f). 6.‘19. 

(Swinfen-Eady, J. ). 

An injunction ‘‘to n^strain tlie Defendants and tlieir re.s- 
pective servants and agimts until tln^ trial of thc‘ action or further 
Order — (1) from publishing or divulging to any person a secret 
process for the manufactui'e of a polish or licpiid veneer in breach 
of their former contract of employment with and the confidence 
reposed in them by the plaintiffs, and from using any secret or 
confidential information or list of the Plaintiffs’ customers acquired 
or made by them in the course of such employment, or acting in 
any other way in breach of their former contract of employment 
with and of the confidence reposed in them by the Plaintiffs; (2) 
from manufacturing a polish called ‘‘Elve” or any other sub- 
stance in accordance with the Plaintiffs’ secret process or in any 
way making use of the Plaintiffs’ secret proce&s or any other in- 
formation or list acquired or made by the Defendants John Thomas 
Scott, Cecil Douglas Clack, and Bamett Barnett while in the 
employ of the Plaintiffs, and from selling or otherwise dealing in 
the said polish called ‘Elve’ or any other x>olish manufactured in 
accordance with the Plaintiffs’ x>rocess or any variation thereof; 
and (^) from selling or dealing in any polish not of the manufacture 
or merchandise of the Plaintiffs as and for the Plaintiffs’, or in 
bottles, boxes or wrappers which are a colourable imitation of the 
plaintiffs’, and from representing in any way that the Plaintiffs 
have ceased to sell their Liquid Veneer, and have gone or are 
intending to go out of business.” 


Chetarpal Sharma v. Jaganmeth Das, A.I.II. 1922 All. 178. 
(Hears, C. J., and Banerjee, J. ) . 

“It is ordered that the defendant be restrained from scll- 

ihg or offering for sale his medicine ‘‘Piyus Sindhu” in any outside 
wrajqier dr inside label or with any instructions for use or adver* 
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tisements in any form calculated or intended to pass off or enable 
others to pass off such medicine as and for the medicine of the 
plaintiff.” 


Upev.dm Nath Brahmachari v. Union Drug Co., Ld., 

A. I. R. 1926 Cal. 837. 

(C. C. Ghose, J.). 

(Interlocutoiy) . 

“ I . . .make the rule absolute and direct that the defendant com- 
jiany, their servants and agents, be restrained until the final deter- 
mination of this .suit and until the further orders of this Court from 
heinsr or applying or causing to be used or applied to the antimony 
compound mentioned in the plaint herein and sold by the defendant 
company the name “Urea Stibamine” with the present get-up or any 
colourable imitation thereof, and I further direct that the defendant 
company, their servants and agents, be further restrained until 
as aforesaid from using or employing the said word “Urea 
Stibamine” or any other words in a manner contrived or calculated 
to represent or induce the belief on the part of purchasers that the 
said antimony compound sold by the defendant company, their 
.servants and agents is the antimony compound manufactured and 
sold by or on behalf of the plaintiffs; plaintiffs undertaking in 
damages.” 


Lissen, Ld. v. Harley, 46 R . P . C . , p . 12 . 

(Clauson, J.) 

“That the Defendants their servants and agents be restrained 
until Judgment in this action or until further order from ifHssing 
off high tension batteries not of thel Plaintiffs’ manufacture as and 
for high tension batteries manufactured by the Plaintiffs and from 
selling or offering for sale any batteries under a label containing 
the word ‘Lissenon’ or under any label calculated to deceive with- 
out clearly distinguishing the said batteries from the batteries of 
the Plaintiffs.” , 


Mnolji Sicca & Co. v. Ramjan AU, A.I.R. 1930 Cal. 678. 

(Page, J.). 

’/In order to afford reasonable protection to the plaintiffs the 
injunction will be in the following form; That the defendant) his 
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servants and agents be restrained from selling or offering for 
sale biris in jiackcts, bundles or cases bearing the label Exhibit 10 
or Exhibit 11 or any other label, (whether the word ‘Mohini, ’ the 
figure of the woman, registered No. 247 in Exhibit 1 are used alone 
or in combination thci'ein or not) in a form calculated or intended 
to pass off or to enable others to pass off his goods as and for the 
goods of the plaintiff. 

I further order that the defendant within a week from the 
date hereof do file an affidavit stating the number of labels 
Exhibit 10 and Exhibit 11 in his possession or that of his servants 
and agents, and within a fortnight after the filing of such affidavit 
the defendant do destroy the said labels in the presence of the plain- 
tiffs or their attorneys. Reference to determine profits that have 
accrued to defendant within a period of three years prior to the 
date of the institution of the suit.” 


C. & A. Modes, Ld. v. Central Purelutsing Association, Ld., 

48 R.P.C. at p. 167. 

(Humphreys, J.). 

“This Court doth order that the Defendant Company, their 
Directors, servants, and agents, and the Defendants Herbert Frank 
Clarke and William Clarke, be restrained fi-om carrying on or 
causing or permitting to be carried on business by advertisement 
or otherwise under the name or style of ‘C.P.A. Modes’ or 
‘C.P. Modes’ without sufficiently distinguishing such business 
fi-om that of the Plaintiffs or under any other style so closely 
resembling the Plaintiffs as to be calculated to lead to the belief 
that, the Defendants are the Plaintiffs or are connected with them 
or are a branch or department of the Plaintiffs and from passing 
off the Defendants’ goods as and for the goods of the Plaintiffs.” 


^hailis V. Freeman and Stirling Press, Ld., 48 R.P.C. at p. 374. 

(Lord Tomlin). 

“An injunction to restrain the Defendants and each of them 
fixim printing, publishing and selling or distributing greyhound 
racing programmes, not being the programmes of the Plaintiff, as 
Stirling cards.” 
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Mohamed Noordin v. Abdul Kureem & C7a., and another, 

48 R.P.C. pp. 509-510. 

(Lords Tliankertoii and Bussell and Sir Lancelot Sanderson). 

(Judicial Committee of the Privy Council). 

“This Court doth order that as against the first Defendant, 
E. P. Mohamed Noordin, this appeal 1)0 dismissed, but that as 
against the second Defendant, S. Mohamed Hussain Sahib, this 
appeal be allowed and the said judgment dated the 23rd day of 
September, 1929, be reversed. And this Court doth Order that 
the second Defendant, his servants and agents, be restrained by 
the injunction of this Court from infringing the Plaintiffs" trade 
marks in the pleadings mentioned and from affixing or applying 
or causing to be affixed or apifiied to any sarong not manufactured 
by the Plaintiffs any mark or label containing the representation 
of a fez or topi or any colourable imitation of the Plaintiffs" said 
marks or any marks or device which would be calculated to cause 
any sarongs on which they were fixed to be believed to be of the 
manufacture of the Plaintiffs always save and except the blue label 
used by the second defendant and referred to in Clause 11 of the 
Statement of Claim and marked C.I. A., in terms of an agreement 
made between Plaintiff and the second Defendant dated the 28th 
day of September, 1927. And this Court doth order and adjudge 
that under the said agreement the second Defendant was prohibited 
from using any colour except blue or any shade, or hue of blue on 
the second Defendant's Chop Glass label. And the Court doth 
further oi'der as against the second Defendant that he and his 
servants be restrained by the injunction of this Court from com- 
mitting a breach of the undertaking of the second Defendant 
contained in. the said agreement referred to in paragraphs .11 and 
12 of the statement of claim. And it is adjudged that the Plain- 
tiffs recover against the second Defendant the sum of 1,000 dollars, 
being liquidated damages as provided in the said agreement. And 
this Couil doth make no order on paragraphs 2 and 3 of the prayer 
in the Statement of Claim. And it is ordered that the costs of the 
Plaintiffs of this action be taxed as between party and pai*ty and 
that the second Defendant do pay to the Plaintiffs one-half of the 
costs up to the close of the pleadings and one-third of the costs 
subsequent thereto, and it is ordered that the Appellants do pay 
to the first Defendant his costs of this appeal and that the second 
Defendant do pay to the Appellants their costs of this appeal, to be 
taxed in each case as between party and party, and this Goprt. doth 
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certify for two Counsel for tlic Plaintiffs Iwth in this Court and the 
Court below and doth certify for two Counsel for the first Defen- 
dant in this Court.” 


British Medical Association v. Marsh, 48 R.P.C. pp. 576-577. 

(Maugham, J.). 

“An injunction to restrain the Defendant from representing 
that he is canying on business as a department of or in connection 
with or by the authority of the Plaintiff Association, or from other- 
wise holding out the Plaintiff Association as the owners of or in any 
way connected with the Defendant’s business, or from carrying on 
business or advertising or issuing to the public circulars or exliibiting 
for sale or selling drugs or medical remedies under, the name of 
the Plaintiff Association or the description “B.M.A.” or 
“B.M.A. Drug Stores” or under any other name or names or 
description containing the lettei-s “B.M.A.” in juxtaposition so 
as to represent that the Plaintiffs ai’e in any way connected with 
the Defendant’s business.” 


Westinghomc Brake & Huxbij ifiynal Co., Ld, v. The Varsity 
Eliminator Co., Ld., .52 K.P.C. at p. 21)6. 

(Luxmoore, J.). 

“Restraining llie Defendants, their servants and agents (») 
from selling or offering for sale or advertising as a Wostinghouse 
rectifier a Westingliousb rectifier from which parts have been 
abstracted or which has been reassembled in a Form other than the 
form in which the s am e was manufactured and sold by the I’lain- 
tiffs, (6) Fi*om selling or offering for .sale or advertising rectifiers 
under the name “Westinghou.st!” or any other name representing 
that the same were Wholly of the Plaintiffs’ manufacture or 
merchandize unless the same were wholly made or assembled by the 
Plaintiffs without alteration by any other person, (c) From 
selling or offering for sale or advertising under the name “Westing- 
house” rectifiers or like apparatus not of the Plaintiffs’ manufacture 
or merchandise.” 
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Mininiax, Ld. v. Moffat {trading as L. Q. Fire Appliance Co.,) 
52 R.P.C. at p. 344. 

(Eve, J.). 

" Restraining the Defendant, his servants and agents from 
passing off or causing to be passed off Fire Extinguisher Refills 
not of the Plaintiffs’ manufacture or merehandisc as or for 'ttie 
Plaintiffs’ goods, and in particular from supplying in response to 
orders for “Minimax Refills’ refills not the Plaintiffs’ manufactu^ 
or merchandise without clearly indicating that the refills supplied 
are not of the Plaintiffs’ manufacture or merchandise and from 
using the name “Minimax” upon or in connection with fire- 
extinguisher refills not of the Plaintiffs’ manufacture or merchan- 
dise without clearly indicating that the said refills are not refills 
of the Plaintiffs’ manufacture or merchandise.” 


The Clock, Ld. v. The Clock House Hotel, Ld., 

52 R.P.C. at p. 397 (Farwell, J.) 

Restraining the Defendants etc., “from carrying on the busi- 
ness of an hotel, road house or restaurant under the name of ‘The 
Clock House,* ‘The Clock House Hotel’ or ‘The Clock House Hotel, 
Ld., ’ on the premises now occupied by the Defendants or any name 
colourably resembling the Plaintiffs’ name or the name ‘The Clock’ 
or from otherwise carrying on business under any description cal- 
culated to produce the belief that the Defendants’ business is that 
of the Plaintiffs or that the one is a branch or department of the 
other.” 


Walter v. Ashton, (1902) 2 Ch. 295 (Byrne, J.)" 

Restraining “from representing that the cycles offered by liim 
for sale are in fact offered for sale by the proprietors of ■ The Times’ 
newspaper, or representing that he is carrying on business as a 
department of, or in connection with, ‘The Times’ newspaper, or 
in any way holding out ‘The Times’ ncwspai)cr, or the proprietors 
thereof, to be the owners of the business.” . 



APPENDIX XX. 

Procedure itor offences under Sections 478-489 of the 
Indian Penai, Code. 

Section 482. Not cognizable — Warrant — Bailable — Com- 
poundablc when permission is given by the 
Court before which the prosecution is 
pending — Triable by Presidency Magistrate, 
or Magistrate of the first or second class. 

Section 483. Not cognizable — W^arrant — Bailable — Com- 
poundable when jicrmission is given by the 
Court before which the prosecution is 
pending — Triable by Presidency Magistrate, 
or Magistrate of the fii*st or second class. 

Section 484. Not cognizable — Summons — BailaMe — Not 
compoundable — Triable by Court of Session, 
Presidency Magistrate, or Magistrate of 
the first class. 

Section 485. Not cognizable — Summons — Bailable — Not 
compoundable — Triable by Court of Session, 
Presidency Magistrate, or Magistrate of the 
first class. 

Section 486. Not cognizable — Summons — Bailable — Com- 
* poundable when permission is given by the 

Court before which the prasccution is pend- 
ing — ^Triable by Presidency Magistrate, or 
Magistrate of the first or second class. 

Section 487. Not cognizable — Summons — Bailable — Not 
compoundable — Triable by Court of Session, 
Presidency Magistrate or Magistrate of the 
first or second class. 

Section 488. Not cognizable — Summons — Bailable — Not 
compoundable — Triable by Court of Session, 
Presidency Magistrate, or Magistrate of the 
first or second class. 


89 
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Section 489. Not cognizable — Summons — Bailable — Not 
compoundable — Triable by Presidency 
Magistrate, or Magistrate of the first or 
second class. 


APPENDIX XXI. 

Form of Deci^vration of ownership of Trade Marks 

GENERALLY MADE BEFORE THE REGISTRAR OF ASSURANCES.^ 

I (or we)® hereby declare: — 

(1) that I am the sole proprietor of the trade mark, a 
facsimile of which is given below;® 

(2) that I am using the trade mark on® 

(3) that I have acquired the right of prior usage in British 
India in the said trade mark for the said class of goods; 

(4) that any one counterfeiting the said trade mark or 
using a colourable imitation thereof for the said or closely allied 
class of goods will be dealt with according to law ; 

(5) that the facts and matters stated herein are true to the 
best of my knowledge, information and belief. 

Dated this . day of 

(Signed). 

Witness: — 

Witness : — 


(1) The deelaration should be made on Be. 2 stamped paper and a . 
further fee.of Bs. 2 should be paid for registratioa, . 

(2) Insert name and address of the declarer. 

(.3) A facsimile of the trade mark may be aflixed. Two copies of the 
trade mark nhould be forwarded. 

(4) Qive the deserii>tion of the goods on which the trade mark Is used. 



INBEX. 


Abandonment, 390-392. 
as defence, 390. 
delay may amount to, 360. 

failure to prosecute every infringer does not constitute, 392. 
and publid juris, 203. 
a question of intention, 391. 

abandoned mark, right of exclusive user may subsequently be acquired, 69. 
abandoned mark may become common to the trade, 392. 
test of, 391, 392. 

where owner of mark ceases to manufacture or sell, 391. 
abroad, 

commission, 85, 273. (f.n.* 18). 
difficulties of Indian trade mark owners, 25. 
evidence of confusion, 144. 
goods made. See under M.M. Actf 

loss of title, does not affect rights of proprietor in England, 105, 172. 
registration, certificate of home registration required for, 25, 557. 
trade name protected though place of business is, 171, 172. 
user. See under AcqiUsition. 

*^A.B.C.,'' 64. See Albert Baker Co.*s Application. 

‘^Absorbinb,^' 47. See Christy ^ Co. v. Tipper Sons. 

AC7CESSOBIES, 

easy to establish affinity between goods in the case of, 181. • 

punishment of, See under the Merchandise Marks Act. 

Account of Profits, Ch. VIT. pp. 355-374. 

abandonment and, 360. ‘ 

acquiescence and, 361. 
alternative to damages, 355. 

choice between damages and, is left to plaintiff, 355. 
delay and, 360. 

defendant cannot claim that part of the profits was due to intrinsic 
value of the goods, 357. 
directed at plaintiff’s risk, 356. 

* * form of order, 692, 693, 701. 

innocent infringement and, 140 (f.n. 4), 361. 
joint proprietor entitled to his share of profits, 355 (f.n. 25) 
not allowed in cases of short user or small sales, 358-361. 
plaintiff entitled to the whole profit, 357. 


*. (f.n.); — ^Footnote. 

fM. M. Act: — ^Indian Merchandise Marks Act. 
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Account of Profits — {Contd.) 

plaintiff entitled to discovery^ 358. 
refused but damages allowed^ 365. 

Account of Sales, 

defendant ordered to keep until trial, 348. 

Acquiescence, 385. See also Defence. 
account of profits and, 361. 
fraud and, 386. 

license of a mark constitutes proof of, 393. 

mark must be distinctive of plaintiff’s goods, 181. 

mere delay in taking legal action does not amount to, 385. 

mere non-interference does not constitute, 341. 

none where there is no knowledge of infringement, 385. 

onus of proving, is on the defendant, 385, 392. 

test of, 385. 

what constitutes, 341. 

Acquisition, Ch. V. pp. 68-98. See also, Title to trade mark; User, 
advertisements, circulars, and price lists do not constitute user, 69. 
agent i;. manufacturer, 89. 
aliens may acquire title, 85. 
by purchase. See Assignment, 

exclusive association with plaintiff’s goods must be proved for non- 
distinctivc marks, 76. 
importer v, manufacturer, 87. 
intention to use does not confer title, 69. 
invention .of a mark does not confer title, 69, 70. 
joint ownership of manufacturer and dealer, 117. 
length of user immaterial for distinctive marks, 74, 78. 
length of user may be material for descriptive marks, 78. 
mark may be applied on or attached to goods, 71. 
mark must be distinctive of plaintiff’s goods, 181. 
mark need not indicate actual ownership of goods, 35, 81, 173. 
name given by the public, 77, 247, 251. 
prior user alone confers title, 69, 431. 

registration of declaration of ownership of trade mark does not confer 
title, 13. ^ 

rights limited to class of goods, 94, 96, 176 — 179. , 

transitory and spasmodic user does not confer title, 79. 
use on or with vendible goods necessary, 70. 
use distinguished from intention, 76. 
use without intention can constitute user, 75, 76. 
user abroad does not confer title, 81, 171. 
user must be continuous, 79. 
user must be in British India, 81. 

volume of business immaterial, 74. ■ 

where public recognition required, 73. 
wrongful user does not confer title, 93. 

Action, 

for deceit, trade mark action regarded as, at common law, 123. 
for infringement under the English Act, 27, 609. 
for passing off, Chap. VI, 
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Action — {Vontd.) 

for trade libel; Chap. X. 
notice of; not necessary; 137. 

Acts Done out op India, abetment in India of (See. 22, M.M.A.) 

* punishable; 549 . 

Actual Deception, See under Fraud, 

Adapted to Distinguish, Sec under DisHnciivtntss; lUf/iaf ration of 
Trade mark, 

, registrable trade mark must be, 557, 501, 598. 

Addition of minor features, defendants* name, etc., to iraide mark, See 
under Colourable Imitation, 

ADDRESS,. 

confusion between private addresses not actionable, 150, 294, 330. 
of the defendant with the infringing mark, no defence, 241. 
of the proprietor of the mark need not be known to public, 35, 81, 173, 
Adulteration, See under Merchandise Marks Act, 

Advantages of trade marks legislation, G, 15, 27, 28. 

“ADVENTURE,** 199. See Itidffwny Co, v. II utchinson. 

Advertisement, 

false and misleading advertisements msiy disentitle owner to relief, 

See under Deceptive Marks, 
mere advertisement does not constitute user, 09, 
mere advertisement may constitute passing off, 280. 
not done in case of declarations of ownership under the Kegistration 

Act, 12. 

imitation of system of advertisement not actionable, 154. 
of marks necessary before registration, 504, 
of undertaking by infringer, 370, 377. 


“ABILYTON,^^ 39, 40, See Stephens* Tm, 

“Aerator,*^ 55. See Aerators, Ld, v. Tollit, 

Agency, name suggesting of, See Trade Names, 

AGENT, 

acquisiton of trade marks by. See Acquisition, 

does not acquire title to manufacturer’s mark, 89. 

liability of master for acts of, 8ec under Master and Servant. 


Agreement, 

among concurrent users, 602, 

of partners for apportionment of goodwill on * 

to allow use of marks may constitute estoppel, 393, 394. 


<«AgubRINB,»' 38, 45, See Sirumal v. Fmperor, 
“Albion,** 184. See Jlarrison McGregor Co,*s Tm. 


^\I4ENS 

may acquire title to trade mark in lndi«i, 80. 

* ^Alpine,** 39. See In re Stapley 4' Smith, 

Alteration op Beoister, 573. 

“AJ-TOHNAX,” 47, 60. See The Salter Paint and Colour Co. s Applicatum. 
“AliTODOM," 45, 47. See Norton Co.’s Application. 

AhaMAKATION, name suggesting of. See Trade Names, 
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“Amata/' ‘<Amami," 255. See Prichard ^ Constance, (Wholesale), Ld, y. 
Amata, Ld. 

AMERICAN Alien Property Custodian, 114. 

American Law, as to damages, 372. 

^^AifERlCAN Shoes,” 55, 198, 295. See Bandall, Ld^ v. Bradley ^ Son, 
“Amrutanjan,” 28. 

Amritsar Imitation gabe^ 23. 

Amritsar Hotel, 333. 

“Ananda Bodhint,” ”Ananda Guna Bodhini,” 145. Sec Munisami^ 
Mudaliar v. Bajagopala Muddliar. 

” Anatolia Liquorice,” 56, 209, 359. See Me Andrew v. Bassett, 
”Anchola,” ”Anohovette,” 256. See Waide ^ Co,, Ld.^s Application. 
“Anchovies,” essence of, 314. See Burgess v. Bwrgess. 

“Anglo-American Shoe Co.” See Bandall, Ld, v. Bradley 4' 
“Angostura Bitters,” 210. See Siegert v. Findlater. 

^^Anzora.” See Lewis v. Vine and Vines Perfumery Co. 

A, Part, Trade Mark Register. See Begistration of Trade Marks, 
“Appollinis.” Sm Apollinaris Co. v. Herrfeldt. 

Apology, by infringer, publication of, 375, 376. 

Appeals, from Registrar, 564. 

APPENDICES, 57^706. 

Application of trade marks to goods, 71, 72, 507. 
applying false trade description, See under Merchandise Marks Jet. 
“Apolunaris” for mineral water, 39, 42, 51, 52, 56, 214, 216, 561, See 
Apollinaris Co,*s Tm. 

“APOLLINIS,” “Apollinari,” 254. See Apollinaris Co. v. Jlerrfeldt. 
“AQUascutum” and “Aquatite,” 256. See Aquascutum v. Cohen. 

“ Aquatite” and “Aquaturn,” 257. See Cohen's Tm. 

Area op Reputation, 225. 

may be merely local in case of hotel, 227, 329. 
universal user not necessary, 226. 

Arms, Royal. See Boyal Arms. 

“AROMATIC Bitters,” 210. See Siegert v. Findlater. 

“ARSENoid,” 47. See V aiding Manufacturing Co's Application. ^ 
“ASAHI,” 348. 

“ASHFORD Lodge,” 156, 330. See Day v. Brownrigg. 

Assignees of Trade Marks, rights of. See Assignment. 

Assignors of Trade Marks, rights of, See Assignment. 

Assignment, Ch. V. pp. 98-— 118. 

assignee may not use the personal name of assignor, so as to cause him 
Kability, 305. 

goodwill indivisible, 112. ' * 

Goschen Committee on, 118,t 567. 
invalid where goodwill not sold, 98. 

limit of divisibility of goodwill for purposes of, 103 (f.n. 3.), 113 (f.n. 3). 

of trade mark implied in sale of goodwill, 103. 

of associated trade marks, must be with goodwill, 98 — 103. 

of trade mark for limited period or licensing, 110. 

pf tn^e nmrk liniit^ to clas 9 9t goods on which \ 
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ASSIGNMENT— ( C’onW. ) 

partnership and, 104, 114—116, 
personal marks, 106, 107. 

registered trade mark in England and, 99, loa (f.n. :i), 111, i)0:i. 
rights of assignor and assignee, 113. 

• rights of assignor and assignee in foreign markets, 114. 
rights of retiring partner, 116. 

selection marks,- 109. 

secret process involved in manufacture, 104, 106, 406. 

severance of goodwill of vending and manufacturing departments non 

• valid, 112. 

severance of goodwill of vending and manufacturing departments under 
Section 22 of the English Act, when permissible, 113 (f.n. 3). 
trade names and, 305. 

Association op Chambers op Commerce, of United Kingdom, memorial for 
trade marks legislation in India, 5, 6. 

Associated Chambers of Commkiice, demand for a Trade Marks Registration 

Act, 8, 21. 

associated Trade Marks, 

assignable only as a whole in England, (S. 27), 56K, 604. 

rule for assignment of, suggested for India, 568. 

rule for registration in England, (Hs. 24 — 26), 569, (iO.*!. 

Attributive Registration, 553. 

Authob, 

name ofy protected, 121 (f.n. 8), 127 (f.n. 3). 
nonii de plume of, protected, 128 (f.n. 3). 

<< Automatic Aerators, 55, 198, 296. Sec Aerators, Ld. v. TolUt 
Avery, 79. See W. # T. Avery Ld,^s Application. 

<^Avro,»’ '^Avro TyPE,»» ‘^Vvro 504, K,’' 183. See A. V. Hoe ^ Co., Ld. 
V. Aircraft Disposal Co., Ld. 

^‘Bank op England Sealing Wax/^ See Uyde «)’• Co,\s Tm. 

“Banks & Co.,^^ 115. Sec Jtanlcs v. Gibson. 

Bankruptcy, sale of goodwill on, 8ee Goodwill. 

“ Beatrice, “ for shoes, 39. See Harris^ Trade Mark. 

“Bkchstein,“ 364. Sec Bechstein v. Barker Barker. 

“BelgSIavia Magazine,” 387. See Maxwell v. Jlogy. 

“Benledi”, Whisky, 39. See In re Ainslie ^ Co. 

Bengal National Chamber of Commerce, memorandum on Trade Marks 
Legislation, 10, 23. 

“BbRNA” motor cars, 52> 57, 215. Sec Berna Commercial Motors, Ld.*s Appl. 
“Bbrna” watches, 81, 88. See The West End Watch Co. v. The Berna 

Watch Co. 

“Bhb Hathi,” 248. See Johnston ^ Co. v. Orr Ewing d' Co. 

^^Bile Beans,” 396. See Bile Beans Manufactwring Co., Ld. v. Davidson.. 
f*BlOSOOPB>” 49. See Warwick Trading Co,, Ld. y. Urban. 

“Black Oat Cigarettes,” 38. 

“Black cat films.” See Tatem Co. v. Gaumont Co. 

^^Black Drink for animal medicines, 279 (f.m 16), 

^^Black 8wan DistillbrYj, “ 330 ^ See flieholson v. Buchanan, j v 
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309. See British Medical Association v. Marsh. 

214, 329. See Bodega Co. v. Owens. 

^^Bokol/’ 39, 60, 232. See Davis Co., Ld. v. Stribolt 4" Co. 

Bolivar,” 255, 262. See Percy Middlemas and Wood (trading as Walters 
4 Co.) V. Molivar # Co., Ld, 

” Bombay Ducks,” 506. 

Bombay Mill owners’ Association, 1. 

private registei* of, 6, 13, 33, 563, 576. 

Bond, form of indemiiity bond for the detention of goods under the 
Merchandise Marks Act, 661. 

Books, 

imitation of title of, 128, 164, 178. 

piracy of, actionable under S. 486 I.P.C., 472. 

whether included as goods, 437. 

wrongful publication in the name of well-known author restrained, 121 
(f.n. 127 (f.n. 3), 128 (f.n. 3). 

Boi'TLES, use of, moulded with plaintiff’s name or mark 284 (f.n. 12), 474, 
478. 

^‘Bovril,” 38, 39, 574. See Bovril Tm. 

” Bowden Wire.” See Bowden Wire Ld. v. Bowden Brake Co., Ld, 
Boxes, trade mark or description may be applied on, 72, 508. 

‘'B.P.,” 157. 

B, Part, Trade Mark Register, 
history of„ 557, 558. 

registration in, only prima facie evidence of exclusive idght to the mark, 
559. 

only few marks are annually registered in, 559. 
not recommended for India, 560. 

'‘Brazilian Silver,” 381. See Daniel 4' Arter v. Whitehome. 

“Brick,” “Brico,” 255, 285. See Hans Lauritzen^s Application. 

“Brink Baths,” 192 (f.n. 12). See Jlesketh Estates v. Droitwich Brine 
Baths, Ld. 

“Brinsmead,” 192 (f.n. 12), 323. See Brinsmead 4' Sons, Ld, v. 

Brinsmead. 

“Britannia,” for soap, 39. See Hodgson v. Sinclair. 

“British Bond,” “British Dominion Bond,” 260. See Spicer Bros., Ld, 
V. Spalding and Hedge, Ld. 

“British Legion,” 310. 

British Possessions, to which Sections 103 and 104 of the English Act of 
1883 apply (section 91 of the Patents and Designs Act, 1907), 428> 
673. 

“British Standard,” 571, 

British Standards Institution, evidence before Goschen Committee, 570-. • 
“British Tarragona Wine,” 491. 

“Brownie,” 50, 191. See Kodak, Ld. v. London Stereoscopic, etc., Co,, Ld, 
“Brymbo Special” for iron, 39, 52. See Batt 4" Co.*8 Tm. 

“B.S.A.,” 64. See Birmingham SmaXl Arms Co.^s Application. 

“Bull” nosed cigars, 284. See Elliot 4r Co, v. Hodgson. 

“Bill’s Eye,” 50, See Kodak, Ld, v. London 8tercQ9<S>pio, etc., Co,, XA, 
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ii\3KDBN OF ruooF. Sec Onus. 

‘‘Burfoed/' 79. See Bmford Co., Ld.'s Applimtiou. 

Burgess Essence of Anchovies,’^ 314. 

<<Burgoyne/' 387. See Burgoyne cj* Co. v. Godfree 4' Co. 

Burgundy/^ 216. 

Business Names. See Trade Names. 

Business Premises^ see also Goodwill. 
name of, entitled to protection, 328. 
name of hotel, right to use by lessee, 332. 
secondary signification of tlie name to be proved, .331). 
use of the name by purchaser, 331. 

Business, successors in, see Successors in business. 

< ‘ Buttercup, ' ^ sec Ewing {trading as the Buttercup Dairy Co.) v. Bui ter cup 

Margarine Co., Ld. 

<<Butto Kristo Pal,»" 471. See Anath Nath Dvy v. Emperor. 

Byron, (L?)rd), publication of poems m the name of, restrained, 121 (f.n. 8). 

64, 65. 

‘^Cadbury,** 79. 

^ ^ Calculated to deceive/^ see under Prohahiliiy of deception; Besemhlance 
calculated to deceive. 

'^Calcutta^' Soap, 27. 

‘^Caledonia Springs, 217, See Grand Hotel Co. of Caledonia Sirrings, Ld. 

V. Wilson. 

< ‘ California Syrup of Figs, ” .39, 55, 50, 215, 501. See California Fig 

Syrup Co.^s Applic<ition. 

'^Camay^^^ ^ * Cameo, 255. See Proctor and Gamble v. Pugsley. 

Cambridge Hotel, 332. See Nisam Din v. Sher Bahadur. 

^^Camel Hair Belting,'^ 54, 159, 168, 188, 242. See Keddaway v. Ahlers; 
Meddaway v. Banham; Tteddavmy v. Bentham Hemp Spinning Co.: 
Keddaway v. Frictionless Engine Paclcing Co.; Keddaway v. Hartley; 
Keddaway v. Stevenson; Keddaway v. Smidt. 

'^Carnival'* Cigarettes, 39. Sec Lloyds ^ Sons^ Tm. 

< ^Carters Littlis Liver Pills. S ee Carter Medicine Co.*s Tm. 
^'CarviNo,'' 256. See Coleman 4' Ld. v. Stephen Smith 4' 

Case for Trade Marks Legislation in India, Ch. II, 11 — 28. See also under 
Legislation. 

* ^ Cash 's Prillings, * * 321 . See Cash v. Cash . 

Castes, names of, as trade marks. See under Kegistration of Trade Marks. 
^^CastIiB AI3UM,^^ 199. See Schove v. Schmincke. 

‘^CASTLE Brewery,'^ 330. 
i'OJUlTROL/’ 257, 360. 

^^Cat and Barrel'^ device, 61, 242, 25l). See Board 4" y. Thom. 

and Cameron, Ld. 

CATALOGUES, passing off by, 127 . 

Cathedral’’ and ^^Cathedralk,” 540. 

''CELLULAR,” 49, 65, 194. See Cellular Clothing Co. v. Maxton 4r Murray. 
"Century,” 49. See Printing Machinery Co.*s Application, 

90 
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<<Cere6£X/^ 256. See British Drug Houses* Tm. 

Certificate^ of home registration necessary for obtaining registration 
abroad, 25, 557. 

Certification Marks, 570. 

registration in England governed by S. 62 of Trade M^rks Act, .614, 631.* 
rule suggested for registration in India, 571. . * 

should be distinctive, 571 . 

Chambers op COm'merce, 

private registers of trade marks, 6, 13. 

registration ^ith, has no legal value, 13. * 

'^Chancery Court,'' see Equity. 

*'Chand,'^ ^'Chand Tara," 206. See Talli Earn v. Emperor. 

“Chandan Soap,"^ 27. 

^ ^Oharbonnel & Walker," 409. See Levy v. Walker. 

Charitable Societies, protection of name of, 128, 309. 

50, 58, 184. See Keystone Knitting Mills, Ld.*s Tm. 
Chartreuse," 52, 59, 105, 172, 215, 222. See Bey v. Lecouturier. 

Chemical Names, 58, 564, 625. 

not registrable as trade marks in England, 564, 625. 

“Chequerboard,’^ 199, See Associated Industries^ Ld. v. Victoria Wagon 
Works, Ld. 

"Chivers," 55, 195, 327. See Chivers ^ Sons v. Chivers ^ Co., Ld. 

" Chlorodynb, " 154, 158, 182. See Browne v. Freeman. 

^^Chocaroons," 36. Williams, Ld.*s Application. 

Cinematograph Version, restraining of, 128, 178. 
circulars, 

deceptive, constituting trade label, 419. 
deceptive, by servant, master's duty, 141. 
do not constitute user, 69. 
passing off by, 127. 

Circumstances, 

leading to presumption of fraudulent intention, 149, 451. 
of the trade to be considered in comparing marks, '272 — 274, 

CiviTi Proceiutre Code* 

amendment of plant 145, (f.n. 23.) 

costs, 374. . 

diB4*overy and inspection under, 287. 

plaint may be rejected where particulars ot fraud are not set forth, 
144 (f.n. 21.) 

Civil Bemepy 

not affected by prosecution under the Merchandise Marks Act, 456, 457, 
640, 641. 

"Civil Service Boot Supply," 265. See Civil Service Supply Associaiion 
V. Dean. \ * s 

"Clarke's (Sir James) Consumption Pills," 419. See Clarice v. Freeman; 
Class of Purchasers, See Fwrehasers. 

Classes of Goods, 96. 

and probability of deception, 442. 

determination of, in trade mark suits in India^ not jg^idi^ by; thS 
Ciassificatloa under the TtSn^lish Trade Marliuf Jtulee^ 176 (f.n.), . 
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Classes of (ioods — (Contd.) 

) distinctiveness of a mark may depend upon, 199. 
goods held to be dis similar, 176 (f.n. 25), 177, 178. 

International Classification of goods, 566, 684. 
one class passed off as another, 219. 

. title acquired limited to, 94—96, 176, 179. 

*^C^SSIC, 50, 184. See Sharpe, Ld. v. Solomon Jirofi., Ld, 

** Clock, The,^^ 329. See The Clock, Ld. v. The Clock House Hotel, Ld. 

Clover Leap,^^ 431, See Imperial Tobacco Co., (Newfoundland), Ld. v. 

• Duffy. 

^*Cliib Soda,’' 54, 19!. See Sir Henry Cochrane v. McNish d’ Son. 

* ^Coalite,” 255. See Magdalena Securities Ld.*s Application. 

* ‘ Cobra, boot polish, 38. 

^^Coco,»^ 252, 255. 

<<COCOOEJkff,'» 28. 

“COCOBOLINE, ” ‘ ‘COTTOLKNE, ” 256. SiH? Fairhaiik T'o. v. ('ocos Hut ter 
Mart/ufaciwrvng Co. 

^^OOCOTINA,’* ^^COCAOTINE, ” 255. Sec Sweitzer v. Atkim. 

Collateral Misrepresentation, see under Misrepresentation. 

Collector op Customs. See under Customs. 

Colleen,^’ 396 (f.n. 7.) See Jones and Campbell Ld.’s Application. 
Colonel and Colonial,” 256, See St, Mungo Manufacturing Co. v. 
Viper 4r Recovering Co, 

Colour, as trade mark, 65, 281. 

Colourable, differences, sec Colourable Imitation. 

Colourable Imitation, 233 — 236, 

addition of indistinct scrolls does not make mark distinctive, 36. 
colour, shape, form and design of the marks to be considered, 237, 241. 
combination of marks may constitute, though no one mark is imitated, 
63, 237. 

comparison of marks and get-up, 234 — 246. 

Court will not suggest alterations of the mark to prcvi'iit likoHliood of 
deception, 351. 

Herschell Conunittee on comparison of marks, 61, 239. 
identity of features in the two marks not essential, 237. 
imitation of distinctive features of plaintiff’s mark constitutes, 245. 
imitation cumulative, 246. 

leading features of a mark to be especially considered, 239. 
maker’s name when added may or may not be the leading feature, 241. 
marks to be compared as when fairly used in trade, 237. 
marks not to be compared side by side, 238, 441. 

given by the public to plaintiff’s goods may not be copied, 247. 
net impression to be considered, 235. 

* ‘none, where the features copied are common to the trade, 242. 

resemblance in non-essential matters does not constitute, 240. 
standard of comparison, 234, 441. 

wear and tear, effects of, to be considered in comparing the marks, 237. 
where a combination of features common to the trade is imitated, 246. 
word marks, confilsion between, 251 — 256. See also, Word Marks. 

NOIXYNIgWOO 



716 The Law of TRAoii & Merchandise Marks in Indu. 


(Commercial Signature, to one’s goods, trade mark is, 35. 

Commission, abroad, to take evidence of prior user, refused, 85, 273 (f.n. 18.) 
Commission Agent, not liable for false trade description on goods, 512. 
Committee, 

Lord Ooschen ’s. See Goschen Committee. 

Lord Herschell’s. See Herschell Committee. 

Merchandise Marks Committee of 1862, 181)0, 1803, 1807, and 1010, 
22. (f.n. 23.), 427. 

of experts in the cotton trade, 30, 32. 

Common Law, 

fraud considered essential to obtain relief at, 122, 126. 
imitation of trade mark not forgery at, 460. 
of England governs trade mark rights in India, 68. 
plaintiff required to establish title and validity of mark in every 
suit, 24. 

protection inadequate, 16, 23. 

trade mark consisting of letters and initials, 65. 

not necessarily registrable in England, 53 (f.n. 1), 550. 

not registrable abroad, 558. 

■ right to, acquired by prior user, 69, 431 . 

protected in England, 18, 557. 

protection of, not affected by registration, 574. 

protection of, under the Indian Merchandise Marks Act. 

See under M.M. Act. 

Common to the Trade, 242 — 247. 

abandonment may make a mark, 392. 
distinctive mark may become, 66, 203. 

features combination of, may not be copied in some erases, 67, 24(). 

features, may be copied, 242. 

instances of marks held to be, 244. 

words or devices, not valid as trade mark, 67. 

Company, name of, see under Trade Name. 

Companies Act, registration of names under, see under Trade Name, 
Comparison of Marks, see Colourable Imitation, 

Comparison of Word Marks, 253. See Word Marks. 

“(COMPOUND op IRON OxlDE TABLETS,'^ 147. 

Concurrent User, 
as defence, 380. 

must be continuous and honest, 381. 

not joining in a suit will not affect plaintiff's right to relief, 173. 
partnership and personal names, 382. 

right must belong to defendant and not to a third party, 382. 
test of, 381, 382. 

volume of business immaterial, 380. 

Confusion, between word marks, 251 — 256. See also Word Marks. 
Connection, , , 

false suggestion of connection with another's business, 299. 
of the goods with a particular maker or vendor indicated by a trade 
mark, 28, 35, 93. 

of the mark with the goodwill of the business, see Goodwill. 
with former business may be advertised, 300, 408. 

^‘Console,'* ^'Consolettb," 46, 184, 244. See The 8. M. T. Gramophone 
Co., Ld. V, Jtonia Gramophone Ld. 



Index. 


717 


Convention, International,’^ sec International Convention. 

<< Conveyance Co., The,” 246, 279. Sec Knott v, Morgan. 

CONVICTIONS for false marking of goods. Sec M.M. Act. 

Copy of trade mark to constitute infringement. See Colourable Imitation. 
Copyright in a play or story, 128, 178. 

trade mark distinguished from, 283, 438. 

Corona,” 192, 202. See Havana Cigar ami Tobacco Factories Ld. y. 
Tiffm Ld.; same v. Oddenino. 


CORPORATION, 

cannot liave mens rea, 510. 

liable to prosecution under M.M. Act, 437, 511. 

Costs, 374 — 378. 

allowed to plaintiff notwithstanding defendant’s complete offer to submit, 
in case of fraud, 375 (f.n. 25) . 
form of order as to, 69*2, 693, 698- 
in actions under M.M. Act, 531, 590. 
in passing off actions, general rule, 374. 

refused where the successful plaintiff had resorted to unnecessary 
litigation, 140, 141, 375. 

refused where su<*ccaaful plaintiff had claimed too much, 376. 
refused to a successful defendant if fraud is shown, 152 (f.n. 1), 377. 
refused in case of delay, 377, 389. ^ 

refused in case of innocent infringement, 140 (f.n. 4), 141, 142, 153, 375. 
refused in case of trivial instances of passing off, 378. 
set off, 376, 377. 

< * Cottolenb, ” 256. See Fairhanh Co. v. Cocos Butter Manufacturing Co. 
Cotton Marks, Ch. Ill, 29 — 33, 576 — 577. 


A . & iB. lists, 30, 31. 
abolition of B list, 31. 

and English Trade Marks Act, 29, 30, 31, 61 (i— 8. 

and line heading^, 32, 617. 

classification of, .in England, 29, 30. 

exhibition of, at the Manchester office, 28. 

piracy of English, in India, 8, 20, 21. 

private register of, maintained by Bombay Mill Owners 


’ Association, 



576 . 


refused list, 32, 577. ^ 

scheme for registration in India, 32, 5/6. 

word marks,' registration of, formerly refused, o/O. 

Counterfeit Marks. See under M.M. Act, 

COUNTER-INDICATION of origin of goods. See under M.M. Act. 

Countess* Waldbgrave’s Eadstock collieries,” 218. voe ramm v 


'Beaohwn, 

‘‘COUNTRY OP ORiaiN,” indication of. See under M.M. 

Covenants in Eestraint op Trade, 394, 415. 

doDET, win not lay down course o£ conduct lor defendant, 351. 

••Crbuc O’NOBTH," 257. See mtehirnon’a Appl*caUo^ 

Covramo, trade mark may be impressed or woven on the covering 
goods, 72, 607. 

OMHIKAI. PROBBCOTION. Seo under dot. 

does not bar right to passing off a^on, 456, 457, o40, 641. 
not sulBoiont to prevent trade mark piracies, 16, 17. 
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“Crossley.^^ See Crossley Bros., Ld^'s Application. ‘ : 

<< Crowley Millington/' 124. See Millington v. Fox. 

“Crown Seixo." See ‘*Seixo.^* 

“Crown Works/' 328. 

“Crystal Palace/' 215. See Brook 4* Co.*s Crystal Palacr Fireworks Ld. 

V. Pain. 

customs House, see also under Sea Customs Act. 
powers of Collectors, 519. 
private trade mark registers opened at, 4 . 
property in coniiscated goods vests in the Crown, 517. 
seizure of goods at, 516, 593. 

Customers, 

class of, to be considered in comparing marks. See Purchasers. 

discovery of, see Discovery. 

solicitadon of former, by vendor, see Goodwill. 

CuLTERS' Company, 

memorandum on Trade Marks legislation, 4. 

Sheffield register for trade marks, 614. 

“Cyclostyle," 39, 66, 256. See Gestetner's Tm. 

“Daimler," 79, 276, 302. 

“Dairy Maid," 77, 249. See Anglo- Swiss Condensed MUk Co. v. Metcalfe. 

Damage, 

actual, not necessary for passing off action, 122, 356. 
by loss of custom or injury to reputation, 137. 
probability of, is the gist of a passing off action, 135, 155. 
risk of, should not be too remote, 156, 340. 
special, to be proved in Trade Libel cases, 424. 
to a third party not cause of action, 157. 

Damages, 353 — 374. 

allowed in case of joint ownership, 355 (f.n. 25} . 
alternative relief to account of profits, 355. 
alternative choice of, vests in the plaintiff, 355. 
assessment of, 367, 371 — ^374, 
at common law, 122. 

computation to be made on the figures showing falling off of plaintiff’s 
trade, 372. 

estimate of, not to be based on defendant's profits, 373. 

form of order as to, 697, 698. 

injury to reputation and, 137, 222, 369. 

limitation for suit for, 342. . , 

not allowed in case of innocent infringement, 142, 362, 363.. 
no injury to reputation where defendant 's goods are not inferior, 222, 370. 
nominal, given, though no fraudulent intention, 142, 356. 
nominal given, though no special damage shown, 122, 356. 
plaintiff entitled to all damages fiowing directly from defendant’s wron£* 
ful conduct, 366. 

r^uction in prices of plaintiff’s goods, 367. 

refused in cases of abandonment, acquiescence, short .user, and small 
sales, 358, 360, 361. 

special danrn^ to be shown by plaintiff, 364, 366. 
undertaking to indemnify ag^nst, in actions for interlocutory injuna* 
tion, 348. 
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1>A MACKS — ( Contd, ) 

undertaking to indemnify against, in respc‘et of detonlion of goods under 
the Sea Customs Act, 18, 520, 001. 

*<Day & Martin ^8/ ^ 312. See Croft v. Day, 

JlKALERS^ non-deception of, see under Purchasers. 

Deceit, 

, trade mark action regarded as an action for deceit at common law, 122. 

Deception, See also under Ptohahility of Deception. 

by similarity to mark in a different class of goods, not actionable, 94, 
95, 176. 

evidence of actual, may be material in actions for passing off, 142 — 144. 
evidence of actual, may not be conclusive, 265. 

evidence of actual, not necessary in passing off actions, 133—135, 447— 

449. 

non-deception of dealers or middlemen immaterial, 259, 443, 453. 
particulars of, should bo given in the pleadings, 144. 
probability of. Sec ProhahUity of Deception. 

Deceptive Marks, 394, 398. 

description though true, may be deceptive, 158, 505. 
misrepresentation as to origin, etc., disentitles owner to protection, 94, 
394r— 397. 

misrepresentation as to protection by patent, 395, 397, 398 (f.n. 11, 13), 
496—499. 
wrongful user, 93. 

Declaration, 

of ownership of trade marks under the Indian Tlegistration Act, 11. 

> does not confer title to mark, 13. 

, form for, 706. 

, before the Presidency Magistrate, 14. 

of mere intention to use the mark, gives no title to mark, 15. 

Defence, Cli. VIII, 379—398. 
abandonment as, 390. 
acquiescence as, 385. 

addition of the defendant's name to mark, no, 241. 

conduct of tiie plaintiff disentitling to relief, 342, 344. 

concurrent user as, 380. See also Concurrent User, 

concurrent user must be that of defendant and not of third party, 382 > 

covenants in restraint of trade as, 394. 

damage trivial or remote, 156, 340, 384. 

deceptiveness of plaintiff's mark as, 394 — 398. 

defendant's act does not amount to passing off, 383. 

defendant company's name registered under the Companies Act, no, 290. 

defendant's goods equal in quality to plaintiff’s, no, 221. 

_ ’ defendnii t 's Tnar k not calculated to deceive, 161. 
delay as, 341, 388. 
estoppel, 384. 

false representation as to patent constitutes, 397. 
features copied are 'common to the trade, 242 . 
yfonn of,,App. XVIII, 688. . 

goodwill not assigned along with trade mark, 98. 
innocent Infringement, no, 138. 
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Defence — (Contd.) 

isolated instances. 340. 
license of trade mark, 393. 

Limitation Act (India) and, 388. 
master and servant, 384. 

Merchandise Marks Act, for actions under, 473 — 478, 509. 
misrepresentation by plaintiff as, see under Misrepresentation, 
plaintiff's mark not a valid mark, 383, 394, 397. 
plaintiff's mark is puhlici juris, 382, 383. 
plaintiff's title denied, 379. 

substitution of plamtiff 's goods of different quality no defence, 219. 
use of personal names as, see under Personal Name; Trade Name, 
wrongful user as, 93. 

Defensive Beoistration, 574. 

Definition, of trade mark, 34, 35, 428, 560, 598. 

Deities, 

names of, as trade marks, 563, 577. 
pictures of, as trade marks, 281. 

Delay, 

and damages or account of profits, 360. 

and delivery up of goods, 354. 

and interlocutory injunction, 349, 388. 

as defence, 341, 388. 

costs may be refused in case of, 389. 

may amount to abandonment, 360. 

may be explained, 144, 389. 

not a bar to relief where infringement is fraudulent, 389. 

Trade Mark suit in India involves delay, 23. 

Deliveby up, of marked goods, 351 — ^354. 
delay may prejudice the right to, 354. 
erasure of mark|i 352. 
form of order, 352, 693, 699. 

ordered only where false marks cannot be removed, 353. 
right to, questioned, 354. 

ordered only where false marks cannot be removed, 353. 
spurious labels, 353. 

unnecessary destruction of goods will not be ordered, 353. 

*‘Demon" and ^‘Demotic," 254, 352. See Slazenger v. Feltham. 

‘<Dent, London," 352. See Dent v. Turpin^ 

Description, though scientifically correct may constitute false description, 505. 
Descriptive Marks, 182 — 185. 

and secondary signification. See Secondary Signification. 
cannot be monopolised as trade marks, 182. 

descriptive name written in ordinary handwriting not distinctive, 36., • 
descriptive of design, 184. 
descriptive of goods, 182. 
descriptive of quality, 186. 

descriptiveness not necessarily incompatible with distinctiveness, 61. 
difficulty in establishing acquired distinctiveness. See Secondary Signi- 
fleation. 

distinctive words may become descriptive. See, Puhlioi Jtutis. 



Index. 


721 


Descriptive Marks — (Contd.) 

laudatory. See Laudatory word, 
marks held to be descriptive, 194 — 199. 

may be distinctive for one class of goods but not for another, 199. 

^ may become distinctive by user. See Secondary Signification, 
name of a new article. See New articles. 
name of patented articles. See Patented Articles. 

* names, descriptive of business. See Trade Name, 
not registrable in England, 557, 559, 560. 

^ protected where secondary meaning is established, 76, 171, 181. 
Descriptive Business Names, 295. See Trade Name, 

Desiccated Soup,^^ 49. Sec Frederick King ^ Co.'s Tm. 

Design, 

distinguished from trade mark, 282, 472. 
name descriptive of, not valid trade mark, 184. 
on piece goods, 285, 472. 

pictorial representation of, may be valid trade mark, 285. 
secondary signification of, 283. 
textile, does not constitute trade description, 472. 
textile, not covered by Section 486 I.P.C., 472. 
trade mark not registrable as, under Patents and Designs Act, 4. 
Destruction, 

delivery up of infringing labels and goods for, 351. 
unnecessary, will not be ordered, 353. 

Detention of Goods, see under Sea Customs Act. 

Determination, 

of trade mark rights by non-user, 573. 
of trade mark rights by abandonment, see Abandonment. 
of trade mark rights by separation from goodwill of business, 
see Assignment. 

of trade mark rights by loss of distinctiveness see Publici Juris. 
“DIABOLO,'* 36, 47. See Philippart v. William Whiteley, Ld, 

Diamine,’’ 50, 58, 59. See Casella 4 r Co.'s Appl. 

Difficulty, 

of establishing title to trade mark in India, 22, 379. 
of Indian Trade Mark owners in foreign countries, 25. 
of preventing piracy of marks in India, 4, 5, 8, 22,- 25. 

^^Dindioul,’^ cigars, 56, 218. See Bewlay 4r Go. v, Hughes. 

Disclaimers, me, JRegistration of Trade Marks. 

Discovery and Inspection, 

in actibns under Merchandise Marks Act, 540. 
in passing-off actions, 287, 358. 
not granted where it would be oppressive, 288. 
where account of profit is ordered, 358. 

Dissolution of Partnership, 306, 413. See also under Assignment^ 
(JoodwUl; Partnership. 

partner may use former name in the absence of stipulation to the 
contrary, 115, 306. 

partner will be restrained from using the name if it exposes the other 
partners to risk of liability, 115, 306. 
retiring partner may start new business under his own name but not 
solicit old customers, 116. 

.. W 
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Distillery, name of, 330. 

Distinctiveness of Trade Mark, 35. 
and class of goods, 199. 
area of reputation, 225, 227. 
addition of indistinct scrolls, not distinctive, 36. 

addition of manufacturer’s name to trade mark may not constitute, 241. 
definition of, by Lord Halsbury, 35. 

descriptive marks may acquire distinctiveness, 52, 76, 171, 181. 

length of user may be considered, 78. 

loss of, 66, 203. See also Puhlici Jwris. 

not' incompatible with descriptiveness, 200. 

ordinary handwriting, not distinctive, 36. 

ordinary word marks, 48. 

real invention essential, 46. 

trade mark or name protected only if distinctive, 181 . 

Dolly Blue,” 282, 380. See Edge v. Gallon, 

” doctor Johnson’s Yellow Ointment,” 121. See Singleton v. Bolton. 
”Dorman’s Motor Engine,” 192. 

Dresden China,” 476. 

“Dry Monopolb/’ 219 (f.n. 19). See Champagne Ileidsieck et cie v. 
Scotto and Bishop. 

^'Duchess of Devonshire,” 244. See Lov/ise 4‘ Co., Ld. v. Gainshorough. 
“Dunlop,” 54, 148, 191, 296, 353. See Dwnlop Pneumatic Tyre Co. v. 
Dunlop Motor Co., Ld., same v. Dunlop Lubricant Co., same v. Booth 
Co., Ld. 

Duration, 

of registration, 572. 
of temporary injunction, 350. 

“Dunn’s fruit salt and potash lozenges,” 191. See Eno v. Dtmn Co. 
“DURGA,” see ”i8ri Durga.^^ 

“E.A.S.” 241. See Schwerdtfeger #*0. v. Hart Publishing Co., Ld. 
“Eanco„^’ 47. See Eisman 4' Co.^s Application. 

“Eau de Cologne,” 506. 

“Eboline,” for silk, 42, 51, 52. See Sir Titus Salt 4* Co.^s Appl. 

“Effect of Registration,” see uhder Registration for Trade Marks. 
“EOALL” AND “Eoroll,” 255. See Egg Products Ld.*s Appl. 

“El Destino,” “El Destinacion,” 52, 100, 214, 254. See Pinto v. Trott. 
“Electroid,” 39. 

“Electric Velveteen,” 39. See Leaf^s Trade Mark. 

“EiiECTROiD antifouling COMPOSITION,” 39. Sco In re Hanney. 
“Electrozone,” for medicinal substances, 421. See British Eleotroeone 
Co.*s Appln. . • 

“Elbj’hant Cigarettes,” 38. 

“Elephant, Two,” see “Tioo Elephants.*^ 

“EiiKiNGTON’s A,” spoons, 494. 

“Emollis,” toilet cream, 39, 49, 254. See Gro'ssmith^s Tm. 
“Emoluolorum,” 40, 256. See Talbots* Tm. 

EMPI.OYEE and Employer, see Master and Servant. 
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“Eno’s Feuit Salt," see Eno Ld.’s Appln. * 

E4U1TT, 

actions at equity and law compared, 12(> (f.n. 25). 
at first followed common law, 123. 

. basis of remedy in, 123. 

fraudulent intent considered immaterial, 123. 
intervention of, in protecting trade mark rights, 121. 
maxims of, 342, 384. 
property right, basis of action, 124—126. 

'Erasure, of infringing marks, 352. 

Erector, >> ^<Erectico,»' 256. See William Bailey Ld.^s Appln. 

^^ERnaldb,'' 257 . 

^'Essence of Anchovies, 314. Sec Burgess v. Burgess. 

Essential Particulars, 

evidence relating to, before the (loschen Committee, 5C1. 
of a registrable trade mark in Sec. 9 of the English Act, 560. 
resemblance in, to be considered in comparing two marks see 
ProhahUity of Deception. 

Estoppel, 384. 

acquiescence, see Acquiescence. 
covenants in restraint of trade, 394. 
licence, 393 . 

<< Eureka, »» 40, 59, 86, 202, 395, ( f.n. 4). See Ford v. Foster. 

Evidence, 268—278. 

absence of, where user is abroad, may bo explained, 144. 

as to cases of confusion abroad, reasonable time to obtain, allowed, 144. 

as to practice in trade admissible, 273, 

Buckley, L.J., on relevant, 274. 
delay for obtaining, permissible, 144. 

difficulty of establishing evidence of ownership under the common Law, 
22 . ! 
earlier decisions not binding, 276. 
of actual deception where material, 142, 268. 

of experts in trade as to probability of deception, not admissible, 269, 445. 
of fact may be adduced, 272. 
of fraud by third person inadmissible, 275. 
of 'fraudulent intention where material, 145 — 148, 268. 
of malice and special damage necessary for an action for trade libel, 
423, 424. 

of secondary signification necessary, for protection of non-distinctive 
masrks, 70, 171, 181. 
of user abroad, commission refused, 85. 

registration of declaration of ownership may serve as secondary 
evidence, 13. 

• . registration to be prima facie evidence of title and validity, 565. 

trap orders as, 276. 

under the Merchandise Marks Act, see M.M. Act. 
witness may state effect of mark on his own mind, 275. 
witness shall not be asked whether mark is calculated to deceive the 
public, 269, 274, 445. 

<< Excelsior, ^ ' soap, see Braham v. Bustard. 

Exclusive use, see under Title to Trade Mark. 
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Exhibition Medals, see Medals. 

Expert Committee, under Cotton Marks, 

Exporter^ 

may acquire title, see under Acquisition, 

trade mark rights of Indian exporters not protected abroad, 25. 

Extent op user, see under User, 

* ‘ Extract op Meat, Liebig 's, ' ^ 182, 232. 

False Indication op Origin on Gtwos, see under Merchandise Marks Act, 
International Agreement for the prevention of, (App. XI) 671. 

False Bepresentation, see Misrepresentation, 

False Trade Description, 502 — 507. See also Trade Description. 

application of trade marks or descriptions to unmarked goods after 
importation may amount to, 488. 
commendatory description not actionable, 492, 495. 
commission agent not liable for, 512. 
definition under M. M. Act, 502, 503, 580, 583. 

improper use of the words, ^patent,’ design’ and Hrade mark’, 496 — 500. 
limits of variations permissible, 505. 

penalty for applying, (S. 6 Merchandise Marks Act),i 508. 

penalty for selling goods with, (S. 7, M.M. Act), 508. 

percentage of impurities permissible, 492 (f.n. 18). 

quality of the goods immaterial, 492. 

though literally true, 506. 

trade puff not actionable, 492, 495. 

use of the word ^patent’ before acceptance of application is, 500. 

use of the word ^patent’ not constituting, 499. 

verbal, even if deliberately made, not actionable, 482 — 3. 

‘‘Fancy Words not in Common use,” 39 — 40. 

list of words held to be not fancy words, 39 (f.n. 25). 
list of words held to be, 39 (f.n. 24). 

“Fanfold,” 47. See Fanfold Ld,^s Appln, 

‘‘Farris Cycles,” “Fairy Cycles,” 257. See Lines Bros,, Ld. v. Farris 
4r Coa 

Federal Subject, trade mark law is, 577. 

Federation of Industrial and Commercial Congress,) demand for trade 
marks legislation in India, 7, 9. 

Fees, for registration of trade marks in foreign countries. Appendix XV., 
680, 681. 

“FetiS — ^Naptha,” 198. See Fels v. Christopher Thomas ^ Bros. 

“FEZ,” 444. 

Fictitious Name, 506. 

“Filtered Blue,” 49, 396. See Edge ^ a Tm. 

“Filtrate,” 257. • • 

Firm, see Partnerships 

connection with former firm may be stated, 300, 407, 408. 
name, goodwill of, see Goodwill. 
name of, see Trade Name. 

right to use namei of, after dissolution of partnership, see under Goodwill. 
“Fisu liARK,” 251. See Emperor v. Bakaullah Mallik. 
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IfxVE Years, registration conclusive evidence of ownership imdcr the English 
Acts of 1875, and 1883, 5(36. 

“Flaked Oatmeal,*' 55, 198, 205. See Parsons Pros. Co, v. GilUspie ^ 
Co. 

“Flex," 24. 

“Florde Creanso," 491. 

Foreign, 

certificate required for registration in foreign countries, 25, 557. 

, App. XIV, 676—679. 

right not affected by loss of title in foreign country, 105, 172. 
states and British Possessions, 428, 673, App. Xlf. 
subjects, may acquire title, see tinder Acquisition, 
trade marks, protection of, under the M. M. Act, 429. 
user does not entitle to protection, see under Acquisition. 

Foreign Words, as trade marks, 59. 

invented words of foreign origin, 44, 60. 
not valid mark, if name of article, 60. 

Forfeiture op Goods, 515, 516. 

Forgery, infringement of signature mark not forgery at Common Law, 460. 
“Formalin,/' 46, 66. See Formalin llytfiaiio Co.\*< Appl. 

“Formamint,*' 97. See Wulfing v. Jivandas Co. 

Forms, 

for registering declaration of owneiyhip of trade marks, 706. 
of indemnity in respect of detention of goods liable to condscation under 
the Sea Customs Act, 660. 
of injunctions and orders in trade mark cases; — 

* ApoUinaris Co. v. Jlerrfeldt, 692. 

Pritish Medical Association v. Marsh, 703. 

Cash v. Cash, 695 — 696. 

Chetarpal Pharma v. Jagannath Das, 699. 

Clock, {The) Ld. v. The Clock House Hotel, Ld., 704. 

Kastman Photographic Materials Co,, Ld. v. John Griffiths Cycle 
Corporation Ld., 694. 

Havanas Cigar and Tobacco Factories Ld. v. Tiffin, 698. 

•• Hendriks v. Montagu, 695. 

Joseph Hodgers 4 ' Pons Ld. v. Joseph Fodgers Simpson, 696 — 697. 
Lever v. Goodwin, 691, 692. 

Liquid Veneer Co., Ld, v. Scott, 699. 

Lwen Ld, v. Harley, 700. 

Massam v. Thorley^s Cattle Food Co., 691. 

Minimax Ld. v. Moffat, 704. 

Modes Ld, v. Central Pwrehasing Association, Ld., 701. 

Mohamed Noordvn v. Abdul Karrem 4 ‘ Co., 702. 

• • Montgomery v. Thompson, 693. 

Moolji Sicca ^ Co. v. Kamjan AH, 700. 

Orr-Kwing 4 * ^o. v. Johnston 4 ' Co., 690 — 691. 

Pomeroy Ld. v. Scale, 697. 

Powell V. Birmingham Vinegar Brewery Co,, Ld., 693. 

HalU V. Fleming, 690. 

Saxlehner v. ApoUinaris Co., 693 — 694. 

Peixo V. Provezende, 690. 
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it'OKMs — (Contd). • >■ 

of injunctions and orders in trade mark oases — (Contd.) 

Hhollis V. Freeman 4r Stirling Press, Ld., 701. 

Upendra Math Brahmachari v. Union Drug Co,, Ld., 700. 
Valentine Meat Juice Co. v. Valentine Extract Co., Ld., 694 693. 
Walter v. Ashton, 704. 

Warwick Tyre Co., Ld., v. New Motor and General Rubber Co., Ld., 
698“~699 . 

West End Watch Co., (The), v. The Berna Watch Co., 698. 
Westinghouse Brake 4r Saxby Signal Co., Ld. v. The Varsity 
Eliminator Co., Ld., 706. 

Wot her spoon v. Currie, 690. 

of pleading and defence in passing-off actions, Appendix XVIII, 688. 

«<Fownes Gloves,'^ 327. See Rigden v. Jones. 

Forwarding Agents, 133. 

Fraud, 131 — ^166. 

actual deception of purchasers needi not be proved, 133. 

actual deception not conclusive, 163, 166. 

actual deception proof of, may be material, 142. 

awarding of costs in cases of, see under Costs. 

basis of action' at Common Law' 122, 126. 

close similarity in goods not ne<!essary in case of, 148, 179. 

continuance of infringement after notice is, 140. 

evidence of, in passing-off actions, see Evidence. 

fraudulent intent, per se not actionable, 151. 

intention need not be proved, 124, 131, 294. 

not necessary in equity courts, 1^3, 124. 

not presumed where mark is common to the trade, 151. 

not presumed where there is no probability of deception, 161. 

on public does not necessarily entitle plaintiff to action, 158. 

particulars of, to be given in pleadings, 144. 

presumed where there is probability of deception, 149, 447. 

presumed where similarity not explained, 149, 280, 451. 

probability of deception is the gist of action, 136, 294. 

^ — , presumed in case! of, 145, 166. 

presumption of fraud may be rebutted, 150, 166. 
risk of damage should not be too remote, 156. 

special damage need not be shown, 133. .. ^ 

third person’s, inadmissible, 275. 
though description may be true, 158. 

Fraudulent Intention. See Fraud. 

French legislation does not affect right of user in England, 105. 

‘^FROM,’» 301. 

«^Feuit Salt,” 54, 179, 191. See Eno v. Dwvn # Co. 

*^Fry,” ”Freia,” 255. See Akt. Freia Chocolade Fabrik*s Application. 

Gainsborough picture op Duchess of Devonshire. See Louise v. Gains- 
borough. 

^‘GALAXY,” 255. 

”GAZiPORE” rose water, 52. See Balladin and Allddin v.Puranmvl. 
”Gem” air guns, 39. See In re Arhem. 

”Germocea,” <^Germolene,” 255. See Taylor *8 Drug Co., Ld.^s Apfh 
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Geographical Names, 

and natural products, 21G . 
as trade marks, 50, 56, 207—218. 
as trade descriptions, 490. 
classified, 215. 

examples of, held) to be valid marks, 50. 

f held to be not valid, 50, 

. 9 where secondary si^ification established, 208 — 215. 

where secondary signification not established, 215. 

Lord Moulton on, 51. 

Glenfleld Starch case, 56, 210. 

popular meaning must be geographical, 51 . 

secondary signification of, 56, 208. 

— — , difficult to establish in the case of natural products, 217. 

Seixo case, 209. 

Stone ale case, 56, 212. 

Get-up, 65, 279—282. 
colour, 281. 

comparison of, 240. Sec under Colourable Imitation. 
designs, as part of get-up, 283, 434. 

imitation of, actionable under Merchandise Marks Act, 433. 
imitation of, actionable for passing otf, 240, 279. 
pictorial representations and, 280. 
useful parts of articles not included in, 281. 

^^Gibbens soda water, 51. See Schweppes Ld. v. Gibbens. 

^‘Gillette*' blades, selling used blades as genuine, restrained, 220. 
'^Glacier.*' See McCaw, Stevenson 4" Orr v. Lee Brothers, 

‘‘Glaxo,'' 255, 574. See Smithes Application. 

“Glenfieij) Starch case," 56, 159, 168, 174, 208, 210, 212, 241. See 

Wotherspoon v. Currie. 

“Gloria de inolaterra" cigars, 90. See llirsch v. Jonas. 

“Gnidroc," 47. See Cordinf/ (Geo) Ld.^s Application. 

“Goddard’s Plate Powder,” 192 (f.n. 12), 324. See Goddard v. The 
at ford Co-operative Society j Ld. 

“Goldplake" cigarettes, 38, 92, 403. S<h^ Imperial Tobacco Co. of India 
Ld. V. Albert Bonnan and Bonnan Co. 

Goods* See also under Classes of Goods, 

affixing of trade marks to, see Applying. 

bearing counterfeit mark, possession for sale of, 471. 

certification of, 570. 

classification of, see Classes of goods. 

close 'similarity in, not required, in case of fraud, 148, 179, 297. 

counter-indication of origin on, 524, App. IT. 

defined under Merchandise Marks Act, fSec. 2 (4)], 580. 

detention of, under Sea Customs Act, 522, 594. 

delivery up of infringing goods, see under Delivery up. 

difference in, material factor in considering probability of deception, 164. 

equality in quality of, no defence in passing off actions, 221. 

falsely marked goods, innocent vendor of, 478, 509. 

forfeiture of, 515. 

International Agreement for preventation of false indication of origin on, 
App. XI, 671, 
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Goods — (C ontd.) 

International Classification of, App. XVII, 684. 
malicious disparagement of, see under Trade Libel, 
manufactured according to secret recipe, 232. 
mere trade puff of, see under Trade Libel. 

need not be closely similar for infringement in case of literary property, 178,* 
non-user, 573. 

port of shipment evidence of origin of, 530, 590. 

probability of deception and class of, 177, 442. See also under Pro- 
bability of Deception. 

sampling of, for determining character, 592. 

seizure of, by Customs authorities, 516, 517 — 527. See under Sea 

Cnstoms Act. 

title to mark limited to class of, 94 — 96, 176, 179, 
warranty of, 539, 591. 
whether books are, 437. 

Goodwill, Ch. IX. 399—417. 

assignment of, not valid without transfer of business, 404. 
assignment of, not valid without transfer of secret recipe, 104, IOC, 406, 
business name essential part of, 403. 

Chartreuse case, 105. 
definition of, 400. 
divisibility of, 406. 

Indian Partnership Act and, 412. 

Laeteosote case, 112. 
limited period, sale for, 405. 
locality and, 402. 
mortgagee’s right to, 414. 
of business indivisible, 112. 
of name of hotel, 332. 

personal, can be assigned only if no deception of the public is caused, 
403, 406. 
professional, 402. 
property right in, 401. 

property right to trade mark consists in, 169. 

retiring partner may start business in his own name but must not solicit 
his old customers, 116. 

rights of vendor and vendee, 407—412. •• 

rights of partners, after dissolution of partnership, 413. 
sale of, 403. 

sale of, implied in sale of business, 404. 

sold separately on dissolution of partnership, 306, 404, 413. 

Sinclair Ld.’s trade mark case, 101. 

severance of goodwill of registered mark under Sec. 22, 103 (f.n. 3) . 
trade mark essential part of, 403. 

vendor or outgoing partner may start similar business, 305, 407. 
vendor may covenant not to compete in business, 407. 
vendor may state connection with old business without causing deception 
of the public, 407. 

vendor may not use the old firm name, 305, 408. 

vendor may not solicit former customers, 116, 410. 

vendor may solicit former customers in case of sale in bankruptcy, 411. 

vendor ’s right to use his ^rsonal name limited to honest trade purpose, 305. 
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GooDwiLir— (Contd.) 

vendor may by express covenant preclude Iiimself from using his personal 
name, 305, 410. 

vendee acquires right to use old lirni name, 409. 

vendee 's use of old firm name should not involve vendor in risk of liability. 
306, 409. 

vendee must re-register the old name of a limited company, 410. 

, whether incident to premises or stock-in-trade, 405. 

‘^Goupil Gallery,’^ 331. See Baussod, Valadon 4" Co. v. Marchant, 

‘/Graingers' Worc'Ester China," l>14. Bee Worcester Boyal PoretUiin Co. 
V. Locke 4* Co. 

“Gramophone," 66, 186. See Gramophone Co.^s Appln. 

“Grand Cut," tobacco, 223, (f.n. 13). Seo Phillips, Ld. v. B^iasell. 

“Great Two D brand," 63. 

Gripe Water," 50, 55, 182, 198. See Woodward^ Ld. v. Boxdton Macro. Ld, 
“Grosvenor Library," 301. 

“Guaranteed," corsets, 55, 197. Sec Symington 4* Co. v. FooUnan Pretty 
# Co. 

“Guinea Coah Co.," 209. See Lee v. Haley. 

“Gurkha" Sahha, 310. 

^‘Habana," 395. See Newman v. Pinto, 

“Habmatogen," 47, 49, 55, 198, 205, 328. Sec Hommcl v. Bauer 4* Co. 
“Hand Grenade Fire Extinguisher," 39. See Harden, Star Hand Grenade 
Fire Extinguisher Co., Ld.^s. Tm. 

“Hans," mark for Atta, 374, 

“Harms," 96. 

“Harvey's Sauce," 203. 

“Harvino," 255. See Wheatley, Akeroyd 4 Co. Ld.\s Appln. 

“Harvo," 255. Seo Hemming *8 Application. 

“Hazlitt's Select Essays," 163. Seo Cambridge University Press v. 

University Tutorial Press. 

“H.B.T.C.,“ 65, 469. 

Headings, lino heading for cotton classes, not registrable, 32, 617. 
“Health," for Cocoa, 200. See Henry Thorne 4' Co., Ld. v. Eugene Sandow. 
“Hbmvo," 255 See Hemming Appln. 

“Herbalin," for medicine, 39. See Humphries v. Taylor Drug Co, 
“Herogen," 256. See British Drug House, Ld.*s Tm. 

Herschell Committee, 

on comparison of marks, 239. 
on geographical names as trade marks, 50. 
on line headings for cotton marks, 32, 501. 

* on namo of a patented article as trade mark, 229. 
on pictorial representations as trade marks, 61. 

on surnames as trade marks, 37. 

recommendation of, for registration of word marks, 40. 

* * His Master 's Voice, "28. 

“Holloway's Pills and Ointment," 313. See Holloway v. Holloway. 
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^'Hommel's Haematogen. ' ^ See Haematogen, 

^‘Homocba,'^ 255. See Taylors Drug Co. Ld.*8 Appln, 

‘^Hopton Wood,*' ‘^Hopton Stone," 52, 218. See Hopton Wood Stone 
Firms, Ld, v. Gething. 

Horse Brand Shining Black Hair Dye," 469. 

"Horse Shoe," boilers, 55, 192, 363. See Kinnell Co., Ld. v, Ballantine 
4r Sons. 

"Hotpoint," 399. See Hot point Electric Heating Co. *8, Appln. 

Hoi'EL, injunction against using name of, 227, 329, 332. 

House, private address not protected under the law of passing'Oif, 156, 
294, 330. 

Hovis, 38. 

‘^How TO Appeal against your rates," 182. See Mathieson v. Sir Isaac 
Hitman 4r Sons, Ld. 

Hungarian Bitter Water, 214. See Saxlehner v. Apollinaris d* Co. 
"Huntsman's Cherry Brandy," 249. See Barker ^s Tm. 

"Hunyadi," "Hunyadi Janos," 56, 214. See Saxlehner v. Apollinaris # Co. 

Identical, 

concurrent user of identical mark, registered by order of Court, 562, 603. 
infringing mark need not be, with the mark, 237. 

marks not registrable for the same class of goods, 562, 602. 

Ignorance of plaintiff's title to mark, no defence, 138. 

"I.H.,"65. 

Imitation of advertising scheme not actionable, 154. 

Imitation of Trade Mark, see Colomahle Imitation. 

Implied Warranty, on sale of goods, 539, 591. 

Importation, 

of goods, bearing false trade marks, and false name of country of origin, 
see under M. M. Act. 

Importers, 

may acquire title as against manufacturers, 87. 

"Improved orb balls," 287. 

"Incorporated Accountant," 309. 

Indemnity, bond in respect of detention of goods, form of, App, VITI. 
Indian Limitation Act, see Limitation Act. 

Indian Partnership Act, see Partnership Act. 

Industrial Property Convention, see International Convention for the 
Protection of Industrial Property. 

Industrial Property Eight, trade mark is, 97. • • 

Indian and Ceylon Chambers of Commerce, 

Eeport of Conference, 23. 

Indian Industrial and Commercial Congress, 
resolution on trade marks legislation, 9. 

"Indian Companies Act," registration of names under, see under Trade 
Hame, 
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iN^l^iq^EoiSTRATioN AcT, see Registration Act, 

P^IJR^BIUTY, of goodwill of business, 112. 

(Jkpian Specivic KeIjIef Act, see Specific Relief Act, 

Infringement, ace Tossing off, 

INITIAI.S, 

. as trade marks, 64. 

wrongful use to indicate iiioiiiborship of a learned society restrained, 309. 
Injunctions, 335— 350. Sec also Passing off, 
acquiescence and, 341. 

against signatories of Memorandum of Association of Company, 291. 

balance of inconvenience and, 347. 

barred by the Indian Limitation Act, 342. 

conditions of granting, 342, 345 — 347. 

delay and, 341, 388. 

delay fatal to temporary injunction, 349. 

English Law of, how far applicable in India, 3:>7 — :»39. 
false representation or deceptive mark disentitles plaintiff to protection, 
343. 

form of, 208, 350, 690 — 704. Seo also under Forms. 
governed by Indian Specific Eelief Act, 335. 
granted by the 'Court of Equity, 121. 

granted notwithstanding defendant’s offer to submit, 141, 376. 
granted even in ease of innocent infringement, 138. 
injury must be imminent, 346. 

interlocutory, 344. See also Interlocutory Injunctions, 
limited to local area, 227, 329. 

limited to duration of patent in cases of patented articles, 351. 
may be suspended to enable defendant to change name of business, 291. 
not granted where relief in the form of damages would be adequate, 
337, 342. 

not granted where repetition of infringement not likely, 339. 
not granted where probability of deception not shown, IGl — 164. 
plaintiff’s conduct material, 342. 
refused in case of acquiescence, 341. 

refused in case of isolated instances of infringement, 340. 
refused where damage is Irivial or remote, 156, 340. 
refibf discretionary, 336. 
restraining name of hotel, 227, 329. 
to restrain trade libel, see Trade libel. 

Injury to Refutation, see Reputation, 

Innocent Infringement, 138 — ^142. 

account of profits not allow'cd in case of, 140, (f.n. 4), o61. 
does not constitute defence against injunction, 138. 

, . duty of defendant in case of, 140. 

if continued after notice becomes fraud, 140. 
if discontinued on notice defendant not liable to costs, 141. 
nominal damages only in case of, 142, 356, 363. 

Innocently, 

meaning of ''otherwise acted innocently,^’ 478, 509. 

INQUIRY AS TO DAMAGES. Bee under Damages. 
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Inspection and Discovery, v 

in passing-off cases, 287. 
in cases under M.M. Act, 540. 

Intent to Defraud, see under Fraud. 

Intention, not necessary to constitute user. 

Interlocutory Injunctions, 344. 

balance of inconvenience is the criterion, 347. 
defendant ordered to keep an account of sales until trial, 348. 
delay fatal to, 349. 
delay may be explained, 349. 
duration of, 350. 
form of, 351, 690, 692—3, 700. 

granted notwithstanding some delay in case of fraud, 349. 
granted ex parte, 347. 
injury must be imminent, 346. 
prima facie right to bo shown, 345. 
refused, where defendant has prima facie right of concurrent user or 
joint interest in the mark, 346. 

International Agreement for the prevention of false indications of origin 
of goods, App. XI, 671. 

International Classification op Goods, App. XVII, 684. 

International Convention for protection of Industrial Property, 
articles of, App. X, 665. 

India’s non-accession to, 3, 7, 25. 

list of contracting states, App. XVI, 682. 

Interpellations, 

in the House of Commons, 9. 

in the Indian Legislative Assembly, 9. 

Invented Word, 

appropriation of, as trade mark, 40 — 47. 
definition, 46. 
examples of, 47. 

Lord Herschell on, 43. 

Lord Macnaghten on, 44. 

Lord Shand on, 46. 

Lord Parker on, 60. ,, 

mere variation in spelling or termination of a common word will not 
constitute invention, 46. 
need not be meaningless, 43. 
of foreign origin, 44, 60. 

real invention necessary for distinctiveness, 46. 

^^Solio” case, 42. 

Invoice, 

sent with goods, 486. . . 

‘‘Irish Linen Company,” 154. See Flotzleer v. Lucas. 

“Iron Ox Tablets,” 147. See Iron-Ox Remedy Co., Ld. v. Co-operative 
Wholesale Society Ld. 

“ISINGLASS,” 499. See Gridlay v. Swinbome. 

“ITALA,” 56, 215, 561, (f.n. 11). See Itala Fabbrioa di AutomohUi^a 

Application., 


vy 



Index. 


7^3 


“IvoBT," “Ivy," 256. See Goodwin v. Ivory Soap Co. 

241. See Marshall v. Sidebotham, 

<azAL/^ 574. 

'r 

James blistemncs compound/^ 386. See Oldham v. James. 

^^JAGATDHATEI/' 281. 

Jarman & Co.,'^ 409. See Townsend v. Jarman, 

‘‘John Bull/' 49. See Paine *s Tm. 

‘J Johnnie Walker/' gi, 574. 

“Johnson’s Yellow Ointment/' 121. 

.Joint Ownership, 

by manufacturer and dealer, 117. 

joint owner entitled to his share of profit, 355. (f.n. 25) . 
plaintiff’s right to relief not affected by, 173. 

“Jori Mai” case, 90. Sec Vadilal Sakalchand v. Jiurditt Co, 

“Jubilee" Note paper, 39. See Towgood Bros, v. Alexander Pirie 4' Sons. 
Judicature Act, of 1873, 126. 

Jury, 

finding of the, in Reddaway v. Banham, 188, 

, in trade libel cases, 420. 

Kalium META Sulphite, 190. 

“Kaiseb-i-hind," 95. 

“Kananoa Water," 506, 

‘‘Kareem bebdies," 341 (f.n. 19). 

“Karlsbad Wasser," 215. 

“Katti" (Talwar) shirting, 250. See Taylor v. Virasami, 

Keeper op the Cotton Marks in Manchester, 31 . 

“Kblvinside Chemical Co.," 304. 

“Khaddar Act," 492. 

“Khathiam," 456. ! 

“Kleenopp," “Kleenup," 256. See Bale 4- Church, Ld, v. Sutton. 
“K.M.S.," 64, 64, 190, 231. See Boake Roberts d* Co. v. Wayland 4r Co. 
“Kodak," 28, 45, 47, 149, 180, 181, 191, 574, 297. See Kastman 4r Co.; Ld. v. 
John Griffiths Cycle Corporation, Ld; Same v. London Stereoscopic 4r 
Photographic Co. 

“Kokoko," 39, 252, 264. See Jackson 4' Co.*s Tm. 

“KOPKe BORIZ/' 366. See Van Zellar v. Mason, Catfley 4' Co, 

“Kynite," 42. See Kynoch 4' Co,*s Tm, 

•“L.L." Whiskey, 65, 393 (f.n. 25). See Kinahan v. Bolton. 

“La Corona" Cigars, see Mavana Cigar 4 Tobacco factories, Ld, v. Tiffin. 
La^e t. , as trade mark, 62. 

must be looked at as a whole, 63. 

Laoteosotb case, see Lacteosote, Ld. v. Alberman. 

“Laotobacillinb/' 45, 47, 50, 60. See Application of Societe le Ferment. 
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‘'Lady bird Naptha/' 198. See Fels v. Hedley Co., Ld. 

‘‘LA Grande Chartreuse,” see * * Chartreme.^ * 

“I^Nco" “Lancashire," 256. 

“Lal Chap" Polish, 250. See Wilkinson v. Griffith Bros, 

“LA Pureza" Cigars, 395. See Newman v. Pinto. 

“Late of," 407. 

Laudatory Word, 57, 183. 

cannot acquire secondary meaning, 57. 

not necessarily laudatory for every kind of goods, 57, 200. , 

two kinds of, 57. 

“Lavona," “Lavroma," 256. See Tokalon v. Davidson 4“ Oo, 

“Lawford racquet," 39. See Slazenger v. Malings, 

“Lawson Tait," 55, 183, 192, 561. See Whitfield *s Beadstead Ld.^s Appl. 
“Lazenby's Sauce," 325. 

“Leather Cloth Case." See The Leather Cloth Co, v. The American 
Leather Cloth Co, 

Learned Profession, goodwill of, see Goodwill, 

Learned Society, wrongful use of designation indicating membership of, 308, 
309. 

Legal Protection of trade marks, inadequate in India, 16, 18. 
LE(Usuation for Registration of Trade Marks, see also Registration of 
Trade Marks, 

absence of statute law in India, 1, 11, 68. 
advantages of, 6, 15, 27, 28. 

attributive system, 553. ‘ • 

Bills of 1879, and 1880, 1, 3. 

British and Indian Chambers of Commerce, demand for, 5, 6, 8, 9. 
British system of, 553. 

Case for. Chap. II, 11 — ^28. 

Conditions governing registration, see Registration of Trade Marks, 
Cotton marks and, Ch. Ill, 20, 576. 

Countries without (App. XIII), 673. 
commercial opinion is in favour of, 19, 20. 
deposit system, 554. 
difficulties in the absence of, 22 — 27. 
facilitates proof of title to mark, 27, 379, 433. 
federal subject, 577. 

Goschen Committee, 552. 

India’s accession to Industrial Property Convention depends upon, 3, 7.. 
Indian Bill may be modelled on the English Act, 551, 555.' 
interpellations on, in the Indian Legislative Assembly, 9. 
laws of foreign countries compared, 554 (App. XIV), 676. 
foreign, does not affect trade mark rights in England, 105, 106. 
old marks how dealt with after enactment of, 575. * • 

provides better method of procedure, 19, 28. 

registration in home country is a condition precedent for registration 
in foreign countries, 25, 667. 
some guiding principles for India, Ch. XII. 
system of registration recommended for India, 56. 
theories of, 652, 554. 

unregistered marks, status of, after legislation, 18, 574, 
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^<Lemco/^ 235, (f. 11.10). See Coleman 4' Co., Ld. v. Stephen Smith t$* Co, 
Lessee, right to use name of hotel after oxi>iration of tenancy, 332. 

Letters, " I 

• as trade marks, 64. 

misdelivery of, without probability of damage, not actionable, 294. 
Libel, Trade, see Trade Libel. 

License of Trade Mark, ill, 393. 

, action for passing-off against licensee not maintainable, 393. 

• licensee cannot question validity of mark, 393. 
recommendation of Goschen Committee on, 569. 
rights of licensee. 111. 

Licensed Victualler's Mirror,” see Licensed Victnaller's Newspaper Co. 

V. Bingham. 

“Licensed Victuallers' Belisii,” 104. See Cotton v. Gillard. 

“Liebig's” Extract of Meat, 182, 232. See Liebig *s Nxtrael of Meat Co. v. 
Eanbwry. 

“Lieutenant James Blistering Compound.” 386. 

limit,” 253, 256. See Smith Ld.\s Application. 

Limitation, 

for prosecution under M. M. Act, (See. 15), 531 — 538, 590, 
for actions (civil) for passing off, 342, 538. 

Limits of Variations Permissible,” 484, 485, 492, 493, 505, 539. 

“Limton Watch Co,” 303. 

Line Headings. Sec under Cotton Marks. 

“Linoleum,” 66, 182, 229. See Linoleum M ana factoring Co. v. Nairn. 
“Lion Soap.” See Hodgson ^ Simpson v. Kynoch, Ld. 

“Liquorice, Anatolia.” See Me Andrew v. Bassett. 

Lists, 

A. and B. for cotton goods in England, 30, 31, 

Literary Publication, 128, 178. 

cinematograph version of a novel or drama restraining of, 178. 
nom de plume under which plaintiff's literary contributions are known, 
128 (f.n. 3). 

publication of racing programme not of plaintiff's as of plaintiff's, 12/ 
(f.n. 3). 

story not of plaintiff's as of plaintiff's, 127 (f.n. 3). 

“LiTO,” 254, 257. See Fitchetts, Ld. v. Louhet ^ Co. 

“Little Bed Band Cigars,” 288. 

“LiVF^POOL,” Cables, 57, 559. Sec Liverpool Electric Cable Co., Ld.% 
Appln. 

•Local Goodwill. See Goodwill, 

“Lodge,” 79. 

“London Candies,” 56, 215. See Pricers Patent Candle Co., Ld. v. Ogston 
and Tennant, Ld, 

London Chamber of Commerce, 

demand for legislation in India, 5. 
evidence before Goschen Committee, 574. 
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“London Conveyance Co.,” 246, 279. Sea Knott v. Morgan. , 

“lAJNDON Olyupia Ciecus,” 192 (f.n. 12). See MUla v. Chagman. 

“Lord Byron.” See Byron. 

“Louise, Madam,” 307 (f.n. 25). See Isaacson v. Thompson. 

I^oss OF Trapb Mark, see A handonment ; Fublici Juris. 

right of user not lost by loss of title in foreign countries, 105, 172. 

“ Lucas, 176. See Lucas^ Ld. v. Fabry Automobile Co., Ld. 

Madam Louise/^ 307 (f.n. 25). 

Madras Chamber of Commerce, private register for trade marks, 6. 

<< Madras curry powdfji,’' 35, 171. See VenJeatachalam v. Bajagopala 
Naidu. 

Magazine, publication of story under plaintiff’s name restrained, 127 
(f.n. 3). 

'^Magazine op Fiction,” 182, 199. See William Stevens. Ld. v. Cassell 

Co.p Zydm 

” Magnolia,” 49, 51, 52, 214. See Magnolia Metal Co.^s Tm. 

”Maisson Boissier,” 171. 

”Maizena,” 66, 163, 204. See National Starch Co. v. Munn*s Patent 
Maissena Co. 

”Malagole,” ”Mallat,” 255. See 'Einks, Wells 4r Co.*s Appl. 

Malted Milk,” 55, 182, 198. See Horlick^s Malted Milk Co. v. 
SummerskUl. 

” Maltese Cross,” for wine, 62, 82, 83, 387. See Laver gne v. Hooper. 

Maltese Cross,” for golf balls. See Slazenger v. Spalding ^ Bros. 
Manchester Chamber of Commerce, Chairman of the India Committee on 
difficulties of protecting trade mark rights in India, 18, 21. 

Manchester Branch of Trade Mark Office, 28. 

Manchester Committee of Experts, 30. 

”MANOft,” tin plates, 39. See In re Thompson. 

Manufacture, 

monopoly of, not protected by trade mark, 130, 131, 282. 
trade mark need not indicate source of manufacture, 35, 81, 173. 
Manufacturer, addition of name to trade mark may not distinguish his 
goods, 241. 

Mark. See under Trade Mark', Merchandise Marks Act. 

Market, nature of, 442. 

”Mash Marka,” 251, 470. See Emperor v. Bakaullah Mallik. 

Master and Servant,, 141, 223, 384, 511, 541 — 5. 
inadvertance of servant, no defence, 141, 223. 
master liable for substitution, of goods by servant, 141, 223, 384. 
master’s duty to rectify mis-statement made though inadvertmitly l^' 
servant, 141. 

mas^ liable even where servant had acted contrary to instructioni^ 
223, 384. 

master not liable where all reasonable precautions taken, 384. 
mens tea and corporations, 510 — 2. ^ 

” Matterhorn,” cigarettes, 52. 
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Mazawatte, ’ * 39, 42, 52, 60. fJoe Denitham ^ Son ’s Tm. 

65. 

“M.D.S.,” 65. 

MEASOTtB or Damages. See under Damages. 

■Medals, injunction not granted to restrain false statements ns to, 163. 

Medical Man's Practice, goodwill of, formerly held to be non-assignablo, 
403. *’ ' 

“Medicated Mexican Bai-m,’» gee Mexican Italm. 

“Melachrino Egyptian CioARE-m^i,” 307. See Melachrino 4 - Co. y. 
Melachvino, 

“Mellins Infants’ Food,” 421. See White v. Mellin, 

Melrose,” 51. See Van Duzer^s Tm. 

Memorandum of the Cutlers ' Ca, 4. 

Memorandum of Bengal National Chamber of Commerce, 10, 23. 
Memorandum of Assoctation, injunction restraining aignatoricH to, 291. 
”Mendit,” ”Mendine,” 250. See Coomhe v. Mendit, Ld. 

Mens Rea, 454, 510. 

and corporations, 510 — 2. 
and M. M. Act, 454—45(5. 

merchandise Marks Act; Cii. xi; 42(5-550; Afp. I. 579-593. 
abetment in India of offences committed abroad, 549. 
actual deception need not be proved, 447. 
adulteration of goods, Sec False Trade Ueseription, 
agent, See Master and Servant. 
alteration of property mark, 481 . 
analysis of sections, 427. 
appeal, 515 — 517. 

application of trade mark or description to goo<ls, 4:57, 507, 584. 
beer, false trade description as to, 480. 

“Bella de Cuba,” 492. 

Bengal Excise Act, 480. 

blind names, 507. 

books, piracy of, actionable, 472. 

whether they arc goods, 4:i7. 
titles of, are not trade descriptions, 502. 
bottles, using marked bottles, 452, 454, 401, 474, 477, 478. 

‘ ‘ British Bossession or foreign State, ’ ’ 428, 429, 073 . 

“Calculated to deceive,” 439, 440. See also Probability of Deception* 
“Cheavin’s improved gold medal self cleaning rapid filter,” 498. 
“Chilworth gun powder,” 441, 449, 454, 400, 505, 508, 5.39. 

Civil and Criminal Courts, adjudication by former in case of hoiui fide 
dispute^ 450 — 458. 

Civil and Criminal Courts, choice of remedy in, lies with complainant, 457. 
Collector of customs, powers for detention and confiscation of imported 
goods, 519, 520. 

* commission agents and middlemen not liable, 471, 512. 
committees on Merchandise Marks, (England), 427. 
common law marks, protection of, under, 430, 431. 
comparison of marks, 441. 

complainant’s ownership of mark to be established, 4(57, 470. 
confiscation of goods, 515. 

conviction under, does not affect civil remedy, 450, 457^ 541. 
corporation and mens rea, 510. 

. W 
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Merohanoisf. Masks Act — (Contd.) 

counterfeit marks distinguished from false marks^ 468. 
counterfeiting of a mark distinguished from forgery, 460. 
counterfeiting of a mark used by public servant, 462. 
counterfeiting trade and property marks, 458, 464, 581, 582. 
counterfeiting trade and property marks, making or possessing any* 
instrument for, 464, 582. 

counter-indication of origin of goods, see ** place or country of originf** 
below. 

country of origin, see ‘place or country of origin/^ below. 

“covering,’* mark may be affixed to, 437, 508, 582, 584. 
criminal intent presumed, 447, 461 . 
criminal intent, presumption of, rebuttable, 447, 452, 4 SO. 
custom of the trade, 501 . 

damage for breach of warranty of trade mark, 540. 
deception, see Fraud; Probability of Deception. 
defence for action under, 466, 473 — 478, 509, 512 — 515. 
want of local jurisdiction no, 462. 
alternative defences, 473, 476, 509. 
had acted “innocently,” illustrative cases, 474. 
meaning of “otherwise” in Section 486, T.P.C., 476, 478. 
definition of property mark, 434. 
definition of trade mark, 428. 
designs (textile), not trade marks, 472. 
design as part of get-up, 434. 
detention of goods, 518 — 524. 

determination of character of goods by sampling, 546. 
discovery under, 540. 

disclosure of name of informant not allowed, 549. 

English Merchandise Marks Act, comparison with Indian M.M. Act, 
439, 460, 475, 482, 487, 496, 501, 504, 506, 508, 513, 514, 541. 
evidence, 444. See also Evidence. 
as to custom of trade, 488, 489. 

* as to source of information about commission of oifence, 547, 593. 
as to origin of imported goods, 530, 590. 

discovery and interrogatory as evidence in prosecution under, 540. 
of experts, 445. 

port of shipment as prima facie, of place of origin, 531. 
whether mark is “calculate*! to deceive,” 444. 
exemption from prosecution under, 512. 
exposure for sale of spurious goods, 467, 582. 
factory, definition of in Indian Factories Act, 528, 529. 
false marking on receptacles, 479, 583. 
false marking penalty for, 480. 
false property mark, using a, 445, 581 . 
false property mark, punishment for using, 446, 581. 
false trade description, 502 — ^503, 580, 583. See also False Trade 

Description; Trade Description. 
fictitious name, 506. 

foreign trade marks enjoy more advantages than Indian marks under, 
429—431. 

forfeiture of goods, 515 — 517, 528. 
appeal against, 517. 
goods liable to forfeiture, 516. 

goods may be forfeited, though accused is acquitted, 517. 
property in confiscated goods vests in Crown, 617. 
forgery of a trade mark, 460, 461. •• • 
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MERCHANDISE MARKS ACT — (ConUl.) 
fraud, see Fraud. 

actual deception not necessary, 133, 447. 

intent to defraud, 44(5 

intent to defraud, alone not enough, 451. 

• intent to defraud, illustrative eases, 45J — 453. 

intent to defraud, presumed where mark is calculated to deceive, 
447, 449, 461. 

intent to defraud, presumed where similarities are not explained, 
149, 280, 451, 461. 

• meaning of fraud under, (per Coleridge, C. J.), 450. 
not a necessary ingredient of the offence, 454, 455. 
presumption of criminal intent may be rebutted, 447, 452, 480. 

generic terms, 499. 

geographical names under, 207 — 218, 490 — 492. 
get-up, imitation of, actionable, 433. 

goods made partly in one country and partly in another, 489. 
goods transmitted in bond, 4(54. 

goods with counterfeit marks, sale or possession of, 4(57, 471. 

guaranteed British make’’ cigars, 492. 

“guarenteed hand made” cigarettes, 492. 

Hindmarch, evidence before the Committee of 18(52, 475, 
implied warranty on sale of goods, 539. 

indemnity bond for detention of goods under Sea Customs Act, 18, 522, 
661. 

“innocently,” meaning of in, 473, 476, 478, 509. 
instructions as to administration of, 538. 

instruments for counterfeiting trade and properly marks, possession of, 
461, 464—467, 582. 
interrogatory under, 540. 

International Agreement for the prevention of false indications of 
origin on goods, 527, 671. 

invoice sent with goods constitutes trade description, 486, 508. 
“Jaeger’s Sanitary Woollen System,” 488. 
jurisdiction, want of local, no defence, 462. 

“Khaddar,” “Khadi,” 492. 

“Le Bensk,” 490. 

limits of variation allowable (M.M. Manual), 484 (f.n. 24), 485 (f.n.), 
492 (f.n. 18), 

limitation of prosecution under, 531 — 538. 

“lAmdon Supply Stores,” 544. 

“make up,” no trade description, 482. 

making or possessing any instrument for counterfeiting marks, 461, 
464, 582. 

manufacturer, implied warranty that goods purchased from arc of his 
manufacture, 449 . 
market, nature of 442. 

marking goods, case, package or other receptacle, 437. 

“Marks of Origin,” memorandum published by the T^eaguo of 

• • Nations, 526 (f.n. 21) . 

master and servant, 478, 540 — 545. 
materials, of which goods are made, 493, 580. 

“meiw 454, 500, 510. 

Sec. 3 (Trade Property and other Marks). 

Sec. 478, I.P.C. (Trade Mark), 428—4,34. 

Sec. 479, I.P.C. (Property Mark), 434 — 1.35. 

Sec. 480, I.P.C. (Using false trade mark), 435 — 445. 



740 The Law of Trade & Merchandise Marks in India. 


Mekchandise Marks Act — (Contd.) 

See. 481, I.P.C. (Using false property mark), 445 — 440. 
iSec. 482, I.P.C. (Punishment for using false trade or property 
mark), 440 — 458. 

fcJec. 483, I.P.C. (Counterfeiting trade or property mark), 458 — 462. 
Sec. 484, I.P.C. (Counterfeiting mark of public servant), 463— 464.* 
Sec. 485, I.P.C. (Making or possession of instrument for counter- 
feiting trade or property mark), 464—467. 

Sec. 486, I.P.C. (Selling goods with counterfeit marks), 467 — 47*9. 
See. 487, I.P.C. (Making false mark on receptacles), 479—480. 
Sec. 488, I.P.C. (Punishment for using receptacles with false 

mark), 480 — 481. 

Sec. 489, I.P.C. (Tampering with property mark), 481. 

Sec. 2 (2), (Trade descriptions), 482 — 502. 

Sec. 2 (3), (False trade description), 503 — 507. 

Sec. 6, (Penalty for applying false trade description), 508. 

Sec. 7, (Penalty for selling goods with false trade description), 508 — 512. 
Sec. 8, (Unintentional contravention of the law), 512 — 515. 

Sec. 9, (Forfeiture of goods),. 515 — 517. 

Secs. 10 & 11, (Amendment of the Sea Customs Act), 517 — 527. 

Sec. 12, (Stamping of length of Piece goods), 527 — 530. 

Sec. 13, (Evidence), 530. 

Sec. 14, (Costs), 531. 

Sec. 15, (Limitation of Prosecution), 531 — 538. 

Sec. 16, (Instructions as to administration), 538. 

Sec. 17, (Implied warranty on sale of goods), 539. 

See. 18, (Savings), 540—545. 

Sec. 19, (Definition of Piecegoods), 545, 

Sec. 20, (Determination of character of Goods on sampling), 540, 

Sec. 21, (Information as to commission of offences), 547 — 549. 

Sec. 22, (Punishment of abetment in India of acts done out of India), 549. 
Merchandise Marks Manual, 483, 484, 489, 490, 492, 505, 506, 520, 
522, 524, 529, 530, 531, 546, 547. 
mode of manufacturing goods, 492, 580. 

“N.M.^^ (New Zealand mutton), 483. 
national trade mark, 427. 

‘^natural mineral water,’’ 490. 

Newfoundland Trade Marks Act, 431. 

** Norwegian Sardines,” 506 (f.n. 18). 
oil tins, using marked tins, 452. 

onus of proof of innocence on the accused, 446, 447, 454. 

of mens rea under sec. 489, I.P.C. on prosecution,' 481 . 

out of India, abetment of acts done, 549. 

passing-off action, right to, not barred by prosecution under, 456, 457, 
540, 591. 

patent, false representation as to, 496 — 501. 

” patent leatlier,” ” patent medicine,” 499. 

person, engaged in ordinary course of business, exemption from prosecu* 
tion of, 513. 

includes any body of persons, corporate or unincorporate, 437, 511.* 

piecegoods, see Fiecegoods, 
piracy of books actionable, 472. 

place or country of origin of imported goods, see also under Sea Ctis- 
toms Act. 

counter-indication of origin, when required, 524 — ^526. 
description as to, constitutes trade description, 487. 
foreign laws relating to marks of origin on goods, 526. 
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Mkhcuandzsk Marks Act — {Contd,) 

place or country of origin of imported goods — (conftl,) 
indication of, and identical names of places, 520. 

class of goods for which required, 488. 

, for goods made partly in one country and partly in 

* another, 489. 

, general statement as to, 489. 

y and geographical names, 491. 

, not requirctl for unmarked goods, 488. 

— ^where mark indicates quality iiiiniber, 520. 

• ^ recommendation of English Merchandise Marks Com- 

mittee (1919) as to, 427. 

port of shipment, as evidence of origin of goods, 5:11. 

)) 08 session of falsely marked goods for sale, 471. 

probability of deception essential, 451. Sec Prohahility of Dtetpfion; 
Fraud, 

Trocedure for offences under secs. 478 — 489 I.P.C., 705. 
prohibition of imported goods, 517 — 522. 
property mark, 

definition, 434. 
tampering with, 481. 

Xiroprietor, assent of, 440. 

Xmbiic servimt cannot be compelled to give source of information, 547. 
purchasers, 257 — 208, 442, 470. {See Purchnsers, 

qualifying trade description when necessary, examples, 492 (f.n. 18), 
49:i (f.n.). 

quality of goods immaterial, 449, 477. 

receptacle containing goods, false marking of, 479, 583. 

remedy in both civil and criminal courts, 450, 540. 

‘‘Koman Pearls,*' 540. 

iiiiles and regulations under, 519, 540, 547. 
samx>ling of goods, 540. 

Sea Customs Act, see Customs Act. 

search warrant, issue of, for purpose of inciuiry not allowed, 475. 
seizure of goods by Customs Authorities, 51t5. See Sea Custorns Act. 
selling goods with counterfeit trade marks, 407, 582. 

“short reeling," 480. 

“soda crystals," 494. 

Sx)ecific Relief Act, deirlaration of right to trade mark under, 458. 

stamping of length on piecegoods, 484, 527 — 5:U). 

sto>{Q test, 547 (f.n. 23) . 

tampering with property mark, 481. 

tea, false description as to weight, 487. 

textile design is not a trade mark or trade de8crix)tion, 472, 473. 
title of books are not trade descriptions, 502. 

' cpmplainant must be established, 407, 470. 

to mark, bona fide disputes regariling to be adjudicated by the 

Civil Court, 456. 

trade description, see Trade Description. 

^ .unintentional contravention of the law as defence, 512. 

validity of the trade mark, dispute regarding to be decided by Civil 
Court 456 . 

verbal trade description, 482. 

variations, limits of permissible, 484 (f.n. 24), 492 (f.n. 18), 500. 

warrant, search, 475. 

warranty, 

implied, on sale of goods, 539. 

when goods are purchased from manufacturer, 449, 466. 
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Mbrohanoise Marks Act — (Contd.) 
watches, importation of, 489, 490. 
yarn, testing of, 484, 

Merchant Service Guild, 291, 302. 

“Mexican Balm/’ 336. See Perri/ v. Truefitt. 

Middlemen, non-deception of, immaterial, 257, 443, 453. 

“Miesse,” motors, 177, See Turner^s Motor Manufacturing Co., Ld.'y, 
Miesse Petrol Car Syndicate, Ld. 

“Milkmaid Brand,” 77, 249. See Anglo-Swiss Co. v. Metcalf. . 

Millowners* Ass(M’iation, Bombay. See Bombay Mill Owners* Association. 
“Millennium,” 176 (f.n. 2). See Lake ^ Elliott’s Application. 
“Minimax,” 223. 

Misrepresentation. See also under Deceptive Marks. 
as defence. See under Defence. 
as to connection with another business, 299. 
as to material of which the goods are composed, 492-496. 
as to mode of manufacture, 492. 

as to patent and registered trade mark, 395, 397, 398, 496 — 199. 

as to the maker of the goods, 94. 

as to the place of origin of the goods, 487. 

as to quality of goods, 394, 491, 492. . . 

as to quantity, 486. 

as to number, 485. 

as to weight of goods, 487. 

collateral, 395 (f.n. 4). 

defendant not responsible for, by third party, 275. 

disentitling plaintiff to protection, 394. 

must be shown to be for trading purposes, 153. 

Mis-si*elling, does not distinguish, if phonetically equivalent in sound, 252. 
“Mitcham,” tobacco, 359. See Butter 4r Co. v. Smith. 

Mode of packing. See Get-up. 

“MOET’s,” Champagne, 361. 

“Mouvar,” 255. [; 

“Molliscorium,” 256. 

“Monkey,” as geographical name, 51, •• 

“Monkey,” brand soap. Sec Lever Bros., Ld. v. Masbro Equitable Pioneers^ 
Society, Ld. 

“Monobrut”, 49. See Vignier’s Tm. 

“Monopole,” 91, 219. See Richards v. Butcher, 

Monopoly, 

cannot be acquired in laudatory words, 57, 183. 

none, in marks common to the trade", 242. . , 

to manufacture or sell article not conferred by trade mark, 130, 131, 282. 

* ^ Monte Rosa ’ ’ cigarettes, 52. 

Morality, trade mark contrary to, not registrable, 563. 

Mortgagee ’s right in goodwill. See under Goodwill. 

< < Motorine. ” “ Motoricine, ’ * 256, See Compagnie Industrielle des Petroles* 
Application.^ *' 
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^‘Motrate, 257, See Fox <j’ Co,' at Application, 

Moulded Hottles, trade marks on. See Bottles, 

^^MURALO'' AND ‘‘MURiLO/' 256. See Muralo Co. v, Taylor. 

^^Muratti,^^ ^ ‘ Murad, 79, 255. See Muratti Sons Co. v. Murad, Ld, 
Name, 

consent necessary for registration of names of living persons, 37. 

deceptive, 394 — 397. 

descriptive, not protected, 49, 182. 

descriptive of business. See under Trade Names. 

geographical names, 50, 56, 207 — 21 8. 

given by the public as trade mark, 77, 247 — 251. 

name marks, 36. 

natural products, name of, 230. 

no exclusive right in, apart from the goodwill of the business, 30(?. 
of a company, individual or firm, represented in a special or distinctivQ 
manner, 560, 598. 

of articles made by secret fu'oeess, 232. 

• of book, imitation of, 128, 178, 472. 
of business premises, 328 — 332. 

of caste or tribe, 563. » 

of chemical substances, 58, 564, 625. 

of country of origin. Sec under Merchandise Marks Act, 

of former employer may be stated, 300, 408. 

of hotel, right to use of, after sale, 332. 

of manufacturer, addition to trade mark, may not distinguisli his goodSi 
241. 

of new articles, 36, 66, 231. 
of patented articles. See Patented article. 
of person. See Personal Names; Trade Name. 
of predecessor in business may be used as trade mark, 37. 
of proprietor of the mark need not be known to the public, 35, 81, 
173—176. 

registration of. See under Trade Name. 

right to trade mark not. lost by use of, along with, mark, 206. 

right to trade name, after sale or assignment, 305. 

right to use, on dissolution of partnership. See under Goodwill. 

right to use of one’s own. Sec Trade Name, 

surname, 37, 38. 

Naptha,’’ soap, 55, 198. Sea Pels v. Stephenson Bros.; Fcls v. Jlcdlcy 
& Co. 

“National Sperm,” candles, 39. See In re Pricers Patent Caiullc Co. 
“National Bank op India,” 297, 434. 

“National” Cash register, 50, 183. See National Cash Jieyister Co.'s 
Application. 

“Native €Iuano,” 49, 66. See Native Guano Co. v. Sewage Manure Co. 
Natural Product, Name op, 230. 

'*fNECTOR,” 49. See Harrison Crossfield's Application. 

‘ ‘ NeEM TOOTH powder, ”27. 

Neolioence, plaintiff’s in asserting his rights may amount to abandonment, 
390. 

V^NEOfLA,” 266 . 

“NEOSTYLE,” 45, 47, 181, 256. See Neostyle Manufactwing Co., Ldi^s Tm. 
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<< Neptune/ » 97. 

New ArticIjE, name of, not a valid mark, 3(5, 66, 231. 

— ^ name of, should be non-registrable in India, 564. 

Newspaper^ 

announcement in, does not confer title, 14. 
nom-de-plvme of contributor in, protected, 128 (f.n. 3). 

^•Nidroc,^^ 47. 

••NILDB/^ 257. 

<<NoM-DE-PiiUME'* protection of, 128 (f.n. 3). 

Non user, 

disentitles mark to protection, 15, 70. 

Goschen Committee on, 573 (f.n. 3) . 
registration is cancelled in England, 573, 607. 

<< Northern Cream, 257. 

“Norwegian Sardines, “ 396 (f.n. 3). See Concord Canning Co.^s Tm, 
Notice, 

conduct of the innocent infringer after notice of plaintiff’s right, 140. 
form of, in respect of detention of goods, App. VII 660. 
of action need not be given, 137. 

“Nourishing,” 57, 184. See Ragget v. Findlater, 

“Nujol,” 175, 255. See McDowelVs Application, 

Number, 

“777”, 178. 

“2008,” 63. 

“2051,” 64. 

“9000,” 63, 185. 

Numeral, 

as trade mark, 63. 

not valid where it denotes quality or kind of goods, 63, 185. 

“NuvoL,” 175, 255, See McDowelVc Application. 

Objection to Registration. See Opposition. 

Offer, 

of submission by the infringer. See Submission, 

“Ogee” (O.G.), 47. See GarreWs Application. 

Old Connection, name suggesting. See under Trade Name. 

Old Marks, 575. 

“Olympia, circus, London,” 192 (f.n. 12). 

“OMNIBUS,” imitation of, 246, 270, 279. 

“ONSORIA,” 254. See Lewis v. Vine 4r Vine^s Ferfumary Co. 

Onus, 

of proving bona fide intention where marks are similar, 149. 
of proving secondary signification, 193. 

of proving balance of inconvenience in application for interlocutory 
injunction, 349. 

of proving the abandonment or acquiescence, 385, 392. 
of proving that accused had acted innocently within the meaning of 
M.M. Act, 446, 447, 454. 

of proving that reasonable precautions have been takon to prevent acts 
of passing off by servants, 2g3, 384, 542# 
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Onus — (Contd,) 

of proving that a combination of features common to tlie trade is 
distinctive, 246. 

of showing title to trade mark under the Common law, 11. 
of rebutting probability of deception when marks are similar, 150, 166. 
'Opposition to Registration, 564, 600. 

balls, 220, 287, 370. See Spalding Bros. v. Gamage Ld. 

Orders in Council, 

applying sections 103 and 104 of the English Act of 1883, 428, 673. 
OaOERs IN Trade Mark Cases. See Forms, 

Oriental, 192. 

Origin of Goods, 

counter-indication of, 524, (App. 11) 594. 

port of shipment, evidence of (S. 13, M.M. Act), 590. 

prevention of false indication of, (App. XI) 671. 

Original, the,^^ 

only the original inventor entitle<l to use the words, 2:52. 

^‘Orlwoola,'^ 46, 47, 48, 49. 

“Osborne House, 328 (f.n. 3). See Hudson v. Osborne. 

Osman Towels, “ 59. See Barlow if- Jones v. Johnson tf* Co. 

^ ^ Oswego, 56, 214, 561, (f.n. 11). Sec National Starch Co,*s Application. 
<<Otto Dil Bagii,^^ “Otto Dil Bagar,“ 256. See Anglo Indian Drug Co. 
V. Sugandha Perfumery Co. 

“Oval Blue,“ 198. See Bipley v. Griffiths, 

“0X0,“ “OxOT,“ 255. See Oxo Ld. v. King. 

Ownership of a Trade Mark. See also Title to Trad-e Mark. 
declaration of intention to use mark do<*s not constitufo, 70. 
difficulty of establishing, in India, 22, 379. 
form of declaration of, under the Registration Act, 707. 
how acquired. See Acquisition. 
trade mark need not indicate, 81, 173 . 
registration of declaration of, does not confer title, 13. 

Packing Case, 

mark on, may not constitute user, 72. 

“Pain’ Killer, “ 49. See Perry Davis v. Ilarbord. 

Paints, percentage of impurities allowable in, 492 (f.n. 18). 

“Pall Mall Guinea Coal Co,“ 209. See Lee v, Hailey. 

“ Palmolive, “ 50, 53 (f.n. 1). 

“Panchang,“ Sri Chandu, 438, 502. 

“Panoram,“ 47. 

“Paquin Models," 220. See Paquin Ld. v. John Barker tj’* Co.. Ld. 
.'^Paraffin oil,“ 230. See Young v. Macrae. 

Parchment Bank^^ paper, 49, 67. See Pirie <y* Sons v. Goodall ^ Sons. 

“ PARLOORAPH, “ 47. See Lmdstroem Aktiengesellschaft^s Application. 
Part B Register. See B, Part, Trade Marks Kegister. 

Partnership Act (India), 412. 

covenants in restraint of trade, 394. 

Partnership and sale of goodwill, 306, 412. 

94 
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Partnership and Assignment of Trade Marks, 114 — 116. See also under 
Goodwill, 

apportionment of trade marks on dissolution, 115, 413. 
goodwill of, is partnership assets, 115, 306, 412, 413. vi 

retired partner shall not expose other partners to risk of liability, 115. 
retiring partner may resume business but not solicit old customers, 116 
retiring partner cannot use old name if it differed from his personal 
name, 116, 411. 

retiring partner cannot misrepresent that his business is part of, or si 
continuation of the old one, 116. 

right of partner to trade under the name on dissolution of partnership in 
the absence of any stipulation, 115. 
trade mark right is partnership asset, 114. 

Passing off, Ch. VI, 119 — 334. 
accessories, 181. 
by advertisement, 286. 

area of reputation of trade marks and trade namps, 225. 
business names. See. Trade Names, 

cinematograph version of a play may amount to, 128, 178. 
charitable societies, protection of name of, 128, 309. 
by circulars, catalogues, price lists, etc., 127. » 

class of goods. See Classes of Goods, 
class of purchasers. See Purchasers, 
colour, use of, 281. 

colourable imitation, 233 — 25(». S<*e Colourahle Imitation, 
comparison of marks, 234—239, 441. See Colourahle Imitation, 
concurrent user need not join in the suit, 173. 
confusion between word marks, 251. 
connection with former business or employer, 300, 408. 
correspondence, misdirection of, without risk of damage, not actionable, 
156, 294, 330. 

damage or probability of damage is the gist of action, 155. 
damage risk of, should not be too remote, 156. 

damage to plaintiff's reputation by inferiority of defendant's goods, 180. 
damage to plaintiff's reputation does not arise where defendant’s goods 
are not inferior, 222. 

damage to third party not actionable, 157. 
damages in actions for. Hee Damages, 
deception. Se^ under Prohdbility of Deception, 
deceptive marks, 394. 
defences for actions under. See Defence. 

defendant not liable for fraud on the part of a retail dealer, 275. 
definition of the law of, 127. , 

descriptive mark must be open to the trade, 182 . 

descriptive trade name if distinctively printed is entitled to protection, 28l« 
desi^, use of, and, 282 — 285. 

discovery and inspection, 287. ' ' \ 

earlier decisions as to distinctiveness of mark not binding, 276.. 

English law of, followed in India, 164 . 
evidence in. See under Evidence, 

false representation for trading purposes necessary, 153. 
fraud as basis of action, 131 — ^166. See under Fraud, ’ 
get up, imitation of, constitutes, 279. * 

goods must be similar, 176, 
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Passing off' — {Contd,) 

goods need not be of flic same kind in case of fraud, 179. 

history of the law of, 119 — 126. 

imitation of mark, Colourable Imitation, 

, injunction not granted, where probability of deception nut shown, 161 
(f.n. 20). 

injury to plaintiff’s private right and not fraud on public is the causo 
of action, 158. 

innocent infringement no defence, 138. 

issue of racing programmes restrained, 127. 

joint ownership, right to relief not affectxNl by, 173. 

learned society, unauthorised use of designation of ineinbership, 308. 

law, scope of, 127. 

letters, misdelivery of, without probability of damage, not actionable, 
294. 

literary property, protection of, 128, 17S. 

Lord Halsbury’s statement of the law, 130. 

Lord Langdale’s statement of the law, 129. 
maker’s name may or may not be the leading feature, 241. 
mark may be distinctive or descriptive according to article, 199. 
master and servant, 141, 223, 384. 

Merchandise Marks Act docs not affect action for, 540, 591. 
mere fraudulent motive not actionable, 151. 
mere imitation not actionable, 153. 

meaning may be different to the public ami the trade, 185. 

MUlington v. Fdx, 123. 

name given by the public to plaintiff’s goods may not be copied, 247. 

name of business premises, 328 — 332. 

name of charitable societies, 128, 309. 

name of company. See Trade Name, 

name of natural product, 230. 

name of new goods, 231. 

name of patented article, 228. 

nature of business to be considered. Hce Trade Namr,s, 
nature of trade mark. Hee under Trade Mark, 
nom de plume, protection of, 128 (f.n. 3). 

non-deception of vendors or middlemen immaterial, 259, 44.1, 15t5. 
nou'trader may be non-suited, 156. 

not necessary to show close similarity of goods in case ol fraud, 14H^ 
”l79, 297. 

notice need not bo given to defendant, 137 . 
object of the law of, 126. 

one class of plaintiff’s goods passed off for another, 219. 
orders, in passing off actions, 690 — 704. See under Jforms, 
partnership and, See under Partm^rship. 

Personal Names. See Personal Name; Trade Name, 
pictorial representation and, 280. 

. plaintiff’s title to mark must be proved, 170. See Ownership; Title to 
Trade Mark, 

plaintiff’s name or source of goods nc«d not be known, 81, 173. 
private address, imitation of, not actionable, 156, 294, 330. 
probability of deception constitutes sufficient causo of action, 136. 
probability of deception presumed in case of fraud, 145. 
procedure for otfences under Sections 478 — 489 I.P.C., (App. XX), 705. 
proof of actual deception may be material in some cases, 142. 
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PASSING OFF — (Contd.) 

property right as basis of action^ 160, 167, 169. • 
purchasers, 257 — ^268 . 

quality of defendant’s goods immaterial, 221. 

registration under Trade Marks Act does noF affect action for, 18, 609. 

reputation of plaintiff whether injured or not, 180, 222. 

retailers, passing off by, 276. 

right to manufacture or sell not affected, 130. 

second hand goods,' 220. 

secondary signification of non-distinctive Marks. See under Secondary, 
Signification, 

secret recipe, goods manufactured according to, 232. 
statement though literally true may be deceptive, 158, 505. 
substitution of goods, 222. 

, (iefendant liable for acts of his servant, 223, 384. 

, may not amount to passing off, 224. 

summary of the law of, by Kay, L. J., 333. 

title of stage play, restrained from being used as title of cinemato- 
graphic him, 128. 
third person’s acts, 275. 

Trade names. See Trade Nantes, 

vendor and vendee, rights of. See Goodwill; Partnership, 

Patent, 

distinguished from trade mark, 131, 282, 497. 
false representation as to, 395, 397, 398, 496 — 499. 
improper use of the word is an offence under M.M. Act, 497. 

Indian Patents and Designs Act, 1883, 3. 

^Bill, 1930, 7. 

<< Patent Plumbago Crucibles,” 336, 343, 394. Sec Morgan v. MoAdam, 
PATENTED ARTICLES, 

Goschen Committee on protection of name of, 228 (f.n. 6). 
name of, not valid as trade mark, 66, 228. 

name of, may acquire secondary signification after expiry of patetnt, 230. 
name of, should be non-registrable in India, 564. 
natural products and patented processes, 230. 

Herschdl Committee on, 228. 

only original inventor entitled to designate his manufacture as 
^ ^ Original, ’ ’ 232 . • * 

registration refused in England to name of, 229, 625. 

<< Perfection, ” 53, 57, 58, 184, 225. See Crosfleld ^ Son, Ld,*8 Application. 
Period op Eegistration, 572, 605, 676 — 679. 

“Perry’s Medicated Mexican Balm.” Sec ^‘Mexican Balm."’- 
Person, 

includes corporation, 510 — 511. 

name of, as Trade mark. See Personal Name, 

Personal Marks, 106, 107. 

Personal Name. See also Trade Name, 

entitled to same protection as descriptive word mark, 317. 

form of injunction, 325, App. XIX. 695 — 7. 

name of fictitious person, 506. 

right to trade under one’s own name, 311 — 328. 

right to use cannot be conferred without goodwill of business, 306 — 208. 
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PERSONAL Name — (Contd.) 

secondary signification of, difficult to establish, 318. 
summary of the law by Buckley, L.J., 323. 
summary of the law by Komer, J., 325. 

vendor s right to use his, limited to honest trade purposes, 305. 
“Pianola/^ 256. See Fianotist Co. Ld.^s Application. 

‘‘PiCK,^' 280 (f.n. 17) . Sec Briggs v. Dunn 4- Co. 

PICTORIAL BEPRESENTATIONS AS TRADE MARKS, 60, 280. 

Herschell Committee on, 61. 

, Mythological persons and deities, pictures of, 281. 

of designs as trade marks, 61, 285. 

Piece-Goods, 

definition (S. 19, M. M. Act), 545, 592. 
designs on, 285, 472. 

limits of variation permissible regarding length, breadth, etc., 505. 
stamping of length on, 527, 589. 

unstamped goods detained by Customs Authorities, 528. 

-‘PINE-ETTE,'» ^‘PINE-EXX,'^ 256. See Dixon v. Taylor ami Cowells. 
^‘PiNET,>' 319 (f.n. 1). 

Piracy op Trade Marks, 

in India, (viii), 8, 22, 24 (f.n. 25, 2). 
legislation for trade marks and^ 6, 28.. 
prevention of, object of the law of passing ofF, 126. 
unchecked, may make mark common, 390. 

*‘Pirle,'’ 42, 49. See Mipley Son*s Application. 

<«PIYUS SiNDHU,'’ 280. 

Place, 

name of, as trade mark. See Geographical Names. 

Plaintiff, 

injury of, necessary at common law, 123. 

may be disentitled on account of misrepresentation. See Deceptive 
Maries. 

name of, need not be indicated by the trade mark, 81, 173 — 176. 
^^Plasmon,^^ ^^Plasmonade.'^ See International Plasmon, Ld. v. 

Flasmonade^ Ld. 

^ ^Players, 574. 

Pleadings, 

amendment of, 145. 
in passing-off action, form of, 688. 
particulars of fraud to be given in, 144. 
trading interests should be stated in, 156. 

Plumbago Crucibles. See Potent Plumbago Crucibles.*^ 

^<<PoiRBT.>^ See Foiret v. Foiret, Ld., and H. F. Nash. 

Poet op Shipment, 

may be a place of transit from an inland country, 531. 
prtmo fade evidence of country of origin, 530. 

<*posT Office Directory, 198. See Kelly v. Byles. 

Portrait of persons as trade mark, 38. 

Predecessor, use of name as trade mark, 37. 
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PRESUMPTION, 

of fraudulent intent not made where mark is common to the trade, 151. 
of fraud under Merchandise Marks Act, 440—447, 45 4 — 4 55, 
of fraud where there is probability of deception, 145, 447. 
of fraud where the similarity is close and is not explained, 149, 280. 
of probability of deception may be rebutted, 150. 

Price, 

list, mere a<lvertisement of mark in, does not constitute user as trade 
mark, 69. 

list, passing off by circulating, 127. ' 

reduction in prices of the plaintiff’s goods in cases of infringement, 367*. 
“Prince Charlie,’' 104. 

Principal, ^ 

liability for acts of servant. Sec Mauler and Servant, 

Principles^ 

of legislation for adoption in India. Sec Fegistration of Trade Marks; 
Legislation for Megistration of Trade Marks, 

PRIOR invention does not constitute user, 09. 

Prior User, 

rights of, not affected by registration by different proprietor, 553. 
rights of, not protected under Attributive system of registration, 553. 
title acquired by, in India, 09. 

PROBABILITY OP DECEPTION. See also under Fraud, 

close similarity in goods not essential in case of fraud, 148, 179, 297, 

comparison of marks. See Colov/rahle Imitation, 

decided cases, how far helpful in considering, 235. 

evidence of deception may not be conclusive, 265. 

evidence admissible. See Evidence, 

in business name cases, 293. 

is the gist of a passing-off action, 130, 294. 

may depend on class of goods, 177, 263, 442. 

may depend on class of purchasers, 442. 

may depend on nature of market, 442. 

meaning of “calculated to deceive,” 439—441. 

no- in junction granted where there is no, 161 — 164. 

non-deception of vendors, experts, or middlemen immaterial, 259, 443, 453. 

no, where class of goods different, 177. 

no, where mark is common to the trade, 151, 242 — 244. 

of supplier of goods as well as purchaser should be considered, 295. j 

presumed in case of fraud, 145, 166. 

presumption of, may be rebutted, 150, 166. 

proof of actual deception not necessary, 133, 447 — 449. 

proof of actual deception may in some cases be material, 142; 

purchasers for considering. See Pwrchaaers, 

statement though literally true may create probability of deception, 
158—160, 505. 

witness shall not be asked whether mark is calculated to deceive, 269. 
word marks. See Word Marks, 

Procedure, 

for registration of Trade Marks, 564. 

PROFESSIONAL GOODWILL. See Goodwill, 

Profits, A ccowni of Profits, 
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Property Bight, in trade mark, 98, 124, 125, IGfi — 170. 
basis of action in equity, 106, 167. 
in India is right to industrial property, 97, 170. 
consists in the goodwill of the business, 1(»9. 
recognised by the Indian Courts, 169. 

* Lord Herschell on the theory of, 168. 

in common law mark, denied by some, 167, (f.n. 21). 

. trade reputation is property, 299. 

<‘PR0PIIYLACTI(?,»» 184. See Cordes v. Addis Son. 

Proprietor, 

* difficulties of proprietors of trade marks in India, 22 — 27. 
each may sue if joint proprietors, 172. 
name of, need not be known to the public, 81, 17.1 — 176. 
registration of identical marks by ililferent proprietors. .562, .569, 602, 60.1. 
rights of registered, 565, 608. 

Protection of Trade Marks in India, 

governed by English Common Law in civil suits, 68. 
governed by Indian M. M. Act, in criminal suits, 426. 

Pui^ic, 

house, goodwill of. See Goodwill, 
name given by the, to plaintiff’s goods, protected as trade mark, 77» 
247—251. 

plaintiff in passing-off action, does not sue on behalf of the public, 158. 
Public Becoonition, of trade mark. 

necessary for noii-distinctive or descriptive marks, 76. 
not necessary for distinctive marks, 7.1. 
without intention of owner would constitute user, 76, 

Public SiaiVANT, 

shall not be compelled to give information, (Sec. 21, M. M. Act), 547. 
Publication, 

literary. See Literary Puhlieation, 
of apology by infringer, 142, 175, .176. 

I’UBLK^i Juris, 66, 202—204. 

distinctive marks may become, 66, 203. 
for one class of goods but not for other classes, 204. 
in one country, but not in other countries, 204. 

. mime descriptive of patcnteil and new articles, 6(5, 204. 
test, 203. 

PUFFING Trade Advertisements, not actionable, 421. 

‘*PUP,^^ 250, (f.n. 6). See, In re FutPs Tm, 

Purchaser,. 257 — 268. 

class of, and probability of deception, 442, 
effect on ultimate, 258, 262. 
effect on supplier of goods to firm, 295. 

• • export in the trade, not taken as the probable purchaser, 259. 

meaning may be different to the public and the trade, 185. 
middlemen and manufacturers not considered, 257, 443, 453. 
of goodwill of business, rights of. See under Goodwill. 
pnly persons likely to buy the goods to be considered, 262. 

'persons of average intelligence using ordinary caution, 264. 
probable, defined, 202 — 266, 444. 

Buie by Komer, L.J., as to probable purchaser, 261, 
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I’lTRniiASER — (Contd.) ~ 

unwary, 260, 442. 
unwary, defined 261, (f-n. 6) . 
view taken by the Indian Courts, 266. 

Quaker/’ 50. See Ellis 4r Co. *8 Tm. 

Quality, 

equality in, immaterial where there is infringement, 221. 
goods of inferior quality passed off as goods of superior quality of the 
maker, 219. 

mark describing. See under Descriptive Marks. 

mark may denote quality for one class of goods but be distinctive for 
other goods, 199. 

Quia Timet Action, trade mark action is, 13.3, 162. 

Racing Programmes, issue of, restrained, 127. 

‘‘Radstock Coal Co.” ”Radstock Colliery,” 218. See Braham v. Beachim. 
”Ramchandra Murtt, Sri,” 461, 563. 

” Reading,” biscuits, 56, 214. See Jluntley and Palmer v. The Beading 
Biscuit Co. 

Recipe, secret, goods made according to, 104, 106, 232, 406. 

Rectification op Register, 573. 

passing-off action successful, though trade mark ordered to be removed 
from the Register, 18. 

^^Red Band,” cigars, 288. 

”Red Knight,” 255. See Forth 4' Cycle, etc., v. Sugg 4 Co., Ld. 

”Red Medal” polish, 250, See Wilkinson v. Griffith Bros. 4' Co. 

“Red Star,” glass, 252. See Societe, etc., Etoile^s Tm. 

“Red, White, and Blue Label,” tea, 39. See, In re JTanson. 

Refusal to Register, 

marks which should not be registered, 560 — 564. 

provision for old marks for which registration is refused, 576. 

Refused List, 

for cotton marks, 577. 

not recommended by Goschen Committee, 554, (f.n. 2). 

“Regiment,” “Regimental,” 50, 183, 256. See Imperial Tobacco Co., Ld. 
V. De Pasquali. 

Register of Trade Marks. See Begistration of Trade Marks. 

Registers, 

at Customs Houses, 4. 
multitude of, results in conflict, 14. 
private registers, 6, 13. 

private registration confers no legal value, 13. 

under the Indian Begistration Act, 12. ^ 

registered Design, not a trade mark, 282. 

Registered Trade Mars, 

legal protection limited to registered marks under attributive system, 653. 
property right in, 167. 

Registrable Trade Mark. Bee Begistration of Trade Marks. 
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«|j|^lSTBATiON Act, (Act XVI of 1908). 

certificate under, not sufficient to obtain registration of Tmlian Trade 
marks abroad, 13 (f.n. 5). 
no classified list maintained, 12. 
no search for novelty, 12. 
not advertised, 12. 

registers declaration of ownership of trade mark anti not the mark 
itself, 12. 

registration of declaration of ownership of trade mark confers no letral 
. value, 11 — 13 . 

f procedure for, 12 (f.n. 1). 

, form for, 707. 

of any mark possible, 12. « 

Registration Office, difficulties of Indian merchants, in the absence of a 
central, 26. 

Registration of Trade Marks. See also under Legislation. 
absence of statute law in India, 1, 11, 68. 
appeals against Registrar’s decision, (Sec. *12), 564, 599. 
application for registration to be advertised, (Sec. l.S), 564, 600. 
assignment of registered trade marks, (Secs. 22, 23, 27), SOf), 603 — 4. 
assignment of registered trade marks, Goschen Committee’s recommen- 
dation, 567. 

associated trade marks, (Secs. 24'27), 569, 603 — 4. j 

attributive system, 553. 

hona fide description of goods not interf erred with, (Sec. 44), 609. 

B register not necessary for India, 558. 

British system, 553. 

-Indian legislation to be modelled on, 555, 

Certificate of registration, (Sec. 17), 602. 

in home country rcquire<l for registration abroad, 25, 557. 

Certificate of validity, (Sec. 46.), 609. 

Certification marks, (S. 62), 570, 614, 631. 

Chemical names not registrable, (S.. G (2) of Act of 1919), 564, 625. 
Classification of goods. See Classes of goods, 
coloured trade marks, (S. 10), 599. 
combined trade marks, (S. 25), 569, 604. 

comparative statement on laws of foreign countries, (App. XIV), 676. 
concurrent user registered by order of court, (S. 21), 562, 603. 
conditions governing, 555 — 560. 
cotton marks, 29, 33, 576. 

correction and rectification of register, (Ss. 32-37), 573, 605 — 6, 625 — 6. 

defensive registration recommended by Goschen Committee, 574. 

deposit system, 554. 

di^laimers, (S. 15), 563, 601. 

distinctiveness of mark, necessary for, 556. 

duration of registration, (Ss. 28-30), 572, 605. 

, .effect of registration, (jfe. 38-45), 564 — 6, 607 — 9. 
lilTigrliflh Trade Marks Act, 1905, App. IH 596 621. 

English Trade Marks Act, 1914, App. IV, 622. 

TingTiah Trade Marks Act, 1919, App. V, 623 — 632. 


*The references within brackets arc to sections in the English Trade 

Marks Act, 1905. 

. W 
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Registration op Trade Marks — {Continued.) 

Rnglisli Trade Marks Rules, 1920, App, VI, 633 — 659. 
evidence, (Ss. 49-52), 610 — 11. 

federal subject in India,, Trade Marks Law to be a, 577. 
fees, table of, for registration and renewal in foreign countries, 
(App. XV), 680. 

group marks, registration of, recommended by Goschen Committee, 569. 
group marks, registration of, not advisable in India, 569. 
identical marks refused registration, (Ss. 19, 20), 562, 602. 
limited to particular goods, (S. 8), 598. 

mark country to law or morality not registrable, (S. 11), 563, 599. 
mark oif ending religious susceptibilities, 563. 
names of castes, and tribes, 563. 
names of deities, 563. 

national emblem, royal arms, etc., non-registrable, (S. 68), 564, 619. 
non-user ground for cancelling registration, (S. 37), 573, 607. 
old marks, treatment to be accorded to, 574. 
opposition to registration, (S. 14), 564, 600. 
passing-oif action, right to, not affected by, (S. 45), 18, 609- 
patented article, name of, non-registrable, (S. 6 (1), T. M. Act, 1919), 
564, 625. 

refus^ list for cotton marks, 577. 

register of trade marks, (Ss. 4-7), 597. 

registrable trade mark defined, (S. 9), 560, 598. 

registration, prima facie, evidence of validity, (S. 40), 565, 608. 

registration when conclusive evidence of validity, (S. 41), 566, 608. 

registers A and B (App. V.), 557, 558, 623. 

renewal of registration, 572, 605. 

restrictions on registration, (B. 11), 562, 599. 

right of prior user not affected by, (S. 41), 608. 

rights of proprietor of registered trade marks, (Ss. 38-41), 564, 607 — 8. 

Royal arms, unauthorised assumption of, (B. 68), 564, 619, 636. 

scandalous designs not registrable, 563, 599. 

seriesi of trade marks, (S. 26), 604. 

systems of, compared, 554, (App. XIV), 676. 

Three marks rule, 562. 

unregistered trade mark, status of, (B. 42), 574, 608. 
unrenewed trade mark, status of, (S. 31), 572, 605. 

Relief in Passing-opp Actions, Ch. VII, 334 — ^378. 
account of profits as. See Account of Profits. 
costs. See Costs. 
damages. Bee Damages. 
delivery-up of goods. See Delivery up. 
injunction as. See Injunctions. 

Specific Relief Act, (India), 335, 341, 342. 

Religious Susceptibilities, marks offending against, 563. 

Removal of Marks from Register, by non-user in England, 573, 607. 
Renewal of Registration. See Registration of Trade Maries. 

Reports of Trade and Merchandise Marks Committee. See under 
Committees. 

Representation^ » 

false representations. See under Uisrepreseniaiion. 
of cotton marks for exhibition at the Manchester Office, 29. 
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KEPRESENTATION — ( Contd. ) 

of royal arms and scandalous designs not registrable, 5<>3, 5C»4, 599, «19, 
636« 

pictorial, as trade marks, 60, 280. . 

Reputation, f 

area of, of trade marks and trade names, 225. 

• facts may be inferred, 172. 

foreigners’ reputation protected although no place of business in England. 

171, 172. 

• ' 

. injury by passing-off plaintiff’s inferior goods cis his superior goods, 219. 
injury to, and damages, 137, 222, 298, 309. 
injury to, resulting from inferiority of defendants’ goods, 180. 
generally no injury to, where defendant’s goods are not inferior to 
plaintiff’s, 222. 

injury possible though goods are equal in quality, 370. 
not necessary to prove in case of distinctive marks, 73. 
trade reputation is property, 299. 

Resemblance Calculated to Deceive. See also under Colourable Imitation) 
Trohability of Deception; Fraud, 
class of purchasers. See Purchasers, 
colour, 65, 281. 

comparison of marks. See Colourable Imitation; Word Marks, 
cumulative, 246 . i 

evidence of, in passing off action. See Evidence, 
general get-up, though no one feature is imitated, 237. 

Herschell Committee on, 239. 

may depend on article and price, 2(53, 

resemblance in leading features to be consiilored, 239, 

Retailer, 

may not himself be deceived by the mark, 257 (f.n. 14), 258, 259. 
passing off defendant’s goods, 275. 

Restriction on Registration. See Eegistration of Trade Marks, 
RESTAimANT, name of, 329. 

Restrictive Covenant, See Covenant in Eestraint of Trade; Goodwill. 
Retiring Partner, Rights of. See under Partnership, 

«<Rbversi” game, 39. See In re Waterman, 

^‘Ribbon,” 60. See Colgate 4' Co,^s Application, 

Right, I 

acquired only if mark is distinctive of plaintiff’s goods, 181. 
exclusive right to use trade mark. See under Acquisition, 
of competitors to sell or manufacture, not affected, 130. 
of property in trade mark, see Property Eight, 
to trade under one’s own name. See under Trade Name, 

Ripley’s oval Blue,” 55, 198. See Eipley v. Griffith, 

**Rito,” 253, 257. See Fitchetts, Ld, v. Loubett #• Co,, Ld, 

^'Roadster” Boots, 49. See Thompson v. Miller, * 

*^Rock oil Naptha soap,” 198. See Fels v. Stephenson Bros,, Ld, 

Rodgers, C. J., evidence of before the Committee of 1862, 22 (f.n. 23). 
«<Rodger8,” 134, 325. i 
”Roriz, Kopke”, 366, 
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“Royal arms'^ not registrable as trade mark, 564, 619, 636. 

“Royal Worcester China," 214. See. Worcester Boyal Porcelain Co,, Ld, 
V. Locke 4 r Co,,^Ld, 

“Rugby Portland Cement," 217. See Bughy Portland Cement Co. v. 
Bughy ^ Newbold Portland Cement Co. 

Rules, 

by the Governor-General in Council under the Merchandise Marks Act, 
546, 589. 

for comparison of trade marks. See under Colourable Imitation. 
for cotton marks, 1876, 29. 

Trade Mark Rules, 1920, App. VI, 633. 

Sale, 

discovery in regard to sales by defendant, 358. 
on bankruptcy, vendor may solicit old customers, 411. 
of business, retiring partner may start new business under his name, 
but not solicit old customers, 116, 410. 
of goodwill. See Goodwill. 
of hotel, use of name after, 332. 

of trade mark, not valid without transfer of goodwill, 98. 
of goods with counterfeit mark, 471. 
of second hand goods, 160, 220. 
undertaking to keep account of sales, 348. 

use of trade mark or name after sale of business. See Assignment. 
Sale op Food and Drugs Act, 1875, 542. 

Salesman, liability of master for acts of. See under Master and Servant. 
Sampling, determination of character of goods by, 546, 592. 
“Sanatogen,“ 97. See Wulfing {von) v. Jivandas # Co. 

“Sanitas," 39. See In re Sanitas ^ Co. 

“Saedovy," 47. See Brown, Wills and Nicholson*s Application. 

^ ^ Satinine, ' ^ 41, 43, 44. See Meyerstein^s Tm. 

“Savoline," 254. 

“SAVONOL," 45, 47, 60, 254. 

“Schweppes Soda water, 151. See Schweppes Ld. v. Gibbens. 
“Scissors" cigarettes, 180. 

Sea Customs Act, (App, II), 594 — ^5. See also Customs Houses. 
amendment of, (Ss. 10 & 11, M.M. Act), 517 — 527, 587. 

Collector of Customs, powers of, 519. 

counter-indication of origin on goods, 524. 

counter-indication of origin on goods, foreign laws on, 526.* 

detention of goods, 522. 

form of indemnity bond by consignee,, 522. 

form of notice by complainant, 522. 

goods exempted from counter-indication, 525. 

goods, importation of, prohibited under Section 18 of, 521. 

identical names of places, 526. 

procedure upon detention, 523* 

port of shipment, evidence of origin of goods, (8. 13, M.M. Act), 590. 

security by complainant, 522. 

seizure of goods under the Act, 516, 519. 

seizure of goods and International Convention, 527. 
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SEA CUSTOMS \CT—(Contd.) 

seizure of goods under the Act, goods exempted from, 520. 
use of Indian vernaculars in trjuic descriptions, 525. 

Search, 

issue of warrant for the purpose of inquiry for prosecution under tho 
M.M. Act not allowed, 475. 

^ none, in registering deedaration of ownership of trade marks, 12. 

of trade marks register, on application to register, 12, 502. 

• ‘ Seccotine, ’ ^ ‘ Seccurine, ' ' 254. See McCaw Stephenson ^ Orr v, 

Nickols 4* Co. 

Secondary Signification, 52, 187, 31 1>. 

area of reputation of trade marks and trade names, 225. 
cases where established, 54, 187 — 192. 270. 
cases where not established, 55, 194 — 199. 

Cellular clothing case, 194. 

descriptive marks protected only where secondary signitication is proved, 
52, 76, 171, 181. 

descriptive meaning need not be completely lost, 61. 

designs and, 283. 

ditlicult to establish, 19:1, 195. 

geographical names, 50, 208 — 215. 

Glenfield Starch case, 56, 210. 
laudatory words cannot acquire, 57. 
length of user may be considered, 78. 

may not be registrable though mark had acquired, 5:i (f.n. 1), 559. 
meaning may be distinctive to the public, but descriptive to the trade, 186. 
no secondary meaning where there is no competition, 204. 
patented article and, 230. 
personal names and, 316, 318. 
question of fact, 53, 192. 

JReddaway v. Banham, 54, 187. 

‘ ' Silverpan ’ ’ Jam case, 190. 

^'Slip-on'' case, 196. 

‘‘Stone ale’’ case, 56, 212. 

where manufacturer’s name also used, 205, 206, 

SE(’OND Hand Goons. 

nature of the locality of the shop and of the goods sold may have to bo 
considered, 221. 
passing off, 160, 220. 

Sbc^bet Becipe, 232. 

assignment of mark invalid without transfer of, 104, 106. 
divulging of, can be restrained, 699. 

Secretary op State for India, 

despatch on India joining International Convention, 3. 
statement in the House of Commons on trade mark legislation in India, 9, 
‘^Seixo,” “Setxo de riMA,” 50, 59, 209, 248. See Seixo v. Provcscndc. 
Selection Marks, 109. 

Selector, of goods, mark mtiy bo owned by, 87. 

“Self- washer” soap, 39, 247. See Lever v. Goodwin. 

‘‘Sblvyt,” 279 (f.n. 17). See Jones v. Anglo-American Optical Co.; 
Jones V. Eallworth, 
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Series or Marks, 569, 604. 

Servant. See Master and Servant, 

not, liable if he acts in good faiths (S, 18 (3) of M.M. Act), 591. 

Set-off costs. See Costs, 

Seven Years, effect of registration after, 5G5, 608. 

“Sferavox,'’ 142. See Societe Francaise v. West Central Wireless Supplies. 

< < Shakspeare ' ' cigars, 39. See Banks 4' Jomes^ Tm, 

<<SHAMROCK,'' 396 (f.n. 7). See McGlennon^s Application. 

Shape of goods, not generally protected as trade marks, 282 . ^ • 

<<Sharbat Bun Afza,'* 59, 349. See Unani Dawakhana v. Uamdard 
Dawakhana. 

Sheffield register for trade marks, 614. 

‘‘SHIP brand, 250 (f.n. 1). See Huxley *8 Application. 

“Shorland,'' 55, 197. See Gamage Ld. v. Eandall Ld. 

Short reeling, prosecution for, 486. 

Short weight, prosecution for, 487. 

“SHRI CHANDU Panchang,'' 438, 502. 

SlGNATXntE, 

imitation of, on goods, not forgery at Common Law, 460. 
marks, 38. 

of predecessor may be used, 38. 

trade mark is commercial signature to goods, 35. 

“Silent Knight, “ 255. See Forth and Cycle v, Sugg Co,, Ld. 

Silk not classified as piece goods, 530. 

Silver spoons, misrepresentation as to quality, 494. 

“Silver pan” jam, 54, 79, 133, 174, 190, 206, 227. See Favlder ^ Co. v. 
Bushton Ld. 

SIMILARITY. See Prohahility of Deception; Colourable Imitation; Fraud. 

“ Singer, “ 183, 186, 421. See Singer Manufacturing Co. v. Wilson; Singer 
Manufacturing Co. v. James Spencer 4" Co.; Singer Manufacturing Co. 
V, British Empire Manufacturing Co. 

Single, 

injunction may not be granted in case of isolated infringement, 339. 
instance of deception need not be proved, 133 — 136. • • 

letters as trade marks, 64. 

“Sir J. Clarkf/s Consumption Pills, “ 419. Sec Clarke v. Freeman. 
“Sirup Famel,“ 99, 112. See Lacteosote Ld. v. Alberman. 

Slander of title. See Trade Libel. 

Slip-on, “ 55, 196, 205. See Burberrys v. Cording 4r Co., Ld. 

“Soda Crystals, “ 494. 

Sole importer, title to trade mark of. See under Acquisition. 

Solicitation of former customers by vendor of goodwill. See under GoodwUU 
“SoLio,’^ 42, 60. See Eastman Photographic Material Co., Ld.^s Application. 
“Somali oirl,“ “Somali horseman, “ pictures of, as trade marks, 281. 
“Somerlite,“ 110, 387. See Somerlite Ld. v. Brown. 

“Somatose,“ 41, 42/43. See Farbenfabricken Vormals Fried Bayer # Co.*e 

Tm. 
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SPANISH GRAPhitk, 203 (f.n, 25). See cj’* Son v. 

Special Damage, 

eroential for trade libel, 424. 

not necessary in passing off actions, 122. 

should be proved wliere plaintiff claims substantial ilaniagc, 3(54, 30(1 . 
SJ^Bc^iFic Kelief Act (India), 335, 341, 342. 

Spelling, mere variation of, may not make tlic word distinctive, 44. 
Sportsman's"' cherry brandy, 249. See Barker Tm. 

«<Sri Durga," 101, 281, 503. See Britvth American Tobacco Co., Ld. v. 

. Mahboob Buksh. 

<^Sri Bamaciiandra Mukti," 4(51, 503. 

^‘Stafford," 254. See Smith and Wcllstood v. Carron Co, 

^^Stag" design of, 82. 

Stage Play, title of, restrained from being used for a cinematograpliic film, 128, 
STAMPING OP Length, 527, 589. 

must be in a different colour from that of fabric, 530. 
must be on the fabric itself, 530. 

Standard," 50, 58. See Standard Ideal Co, v. Standard Sanitary Mant^ 
facturvng Co, 

Standardisation Marks. See Certification Marks, 

<<Stanwal,(" 47, 52. Sec Standard Woven Fabric Co,\s Application. 
^‘Star" Brand, glass. See In re Societa Anonyme des Verrieres del* Ktoile. 
"Star" design of, as trade mark. See Wills* Trade Mark; Adamjee Jlajee 
Dawood 4r Co,, Ld, v. Swedish Match Co, 

"Starch gloss," "Starch glaze," 255. See Ascough v. Johnson Co, 
"State Express," "Stateroom," 255. Sec United Kingdom Tobacco Co,*s 
Application. 

Statute, text of. See App. I — VI. 

"Steelpbn's Blue black," 255. 

"Stent." See Claudim Ash, Sons ^ Co. v, Invicta Manufacturing Co. 
"Stephens Blue Black," 255. 

"Sterling," 58. See Connor *s Application. 

"St. Ives," "St. Ivel," 254. See Applin and Barrett v. liichards. 
^^St.*Baphale," 52. See Clement et cie*s Tm. 

Stone Ale, 18, 5(5, 159, 173, 212, 093. See Montgomery v. Thompson. 
Submission, 

costs not allowed where offer is reasonable, 140, 141, 142, 375. 
offer to, by infringer, 141, 142, 376. 

Substitution op Goods, 222. 

intention to deceive not necessary, 223. 
master liable for acts of servant, 223. 

no injunction if defendant had taken all reasonable precautions, 223. 

no injunction if sales few and isolated, 224. 

where substitution does not amount to passing off, 224. 

Successors in Business, 

name suggesting of. Sec under Trade Names. 
may use name of predecessor, 37. 

signature mark of predecessor, 38. 
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“SuDHASiNDHu/^ 280. See Chetarpal Sharma v. Jagannath Das. 
Summit/’ 253, 256. See Smith Ld.^a Application. 

Sunlight Soap,” 279. See Lever v. Goodwin. 

•'Superfine,” ” Superior,” 183. See Braham v. Bustard. 

Supplier op Goods, to lirm, probability of deception of, 295. 

Surname, 37, 38. 

may acquire secondary signification, 38. 

not suitable as trade mark, 37. 

of rare occurrence may be protected, 37. 

surviving partner, right to use, for business. See, Goodwill; Tartnership; 
Assignment of Trade Maries. 

”SWAN” ink, 24 (f.n. 2), 38. 

"SwANKiE,” ''Swan,” 256. See Croolc^s Tm. 

••SwiNBORNE’s Patent Refined Isinglass.” See Gridlay v. Swinhorne. 
••Sykes’ Patent,” 122. See Sykes v. ASykes. 

•‘Syrup op Pigs,” .39. See California Fig Syrup Co.*s 2’m. - 
••Tabloid,” 39, 191, 223, 254. See Burrough*s Wellcome 4“ Co.^s Tm. 
••Tablones,” 254. 

••Tachtype,” 45, 47. See The Linotype Co.^s Application. 

^•Talwar” Shirtings, 87, 250. See Taylor v. Virasami. 

••Tarantella,’, 117. 

••Tarragona Port,” 491. 

••Tatler” cigarettes, 102. See Sinclair Ld.^s Tm. 

••Teachers’ Highland Cream Whisky,” 219. See Teacher v. Levy. 
Telegraphic Address, imitation of, 156, 330. 

Temporary injunction. See Interlocutory Injunction. 

Ten Year Mark RxHiE, 557 (f.n. 1) . 

••Teopani Cigarettes,” 79, 322. See Teofani v. Teofani. 

••Thorley’s Food for Cattle,” 55, 192, 307, 691. See v. Thorley*s 

Cattle Food Co., Ld. 

Three Mark Rule, 30, 562. » 

Tickets, as trade marks, 62. 

••Times, Cycle,” 298. See Walter v. Ashton. 

Title op Publication. Sec Literary Puhlication, 

Title to Trade Mark. Sec also Acquisition. 
acquired by prior user, 69, 431 . 
attributive registration and, 553. 
descriptive mark and, 182, 184, 185. 
distinctive mark and, 181. 
in foreign countries, 171, 172. 
in geographical names, 207. 
joint ownership, 117, 173. 
laudatory word and, 183. 

limited to class of goods for which user acquired, 94, 96, 176. 
main goods and accessories, 181. 
meaning attached to the mark by the public, 185. 
not acquired by licensee after expiry of licence. 111. 
not acquired by sole importer or dealer in marks representing mann* 
facturer’s reputation, 89 — ^92. 
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Title to Trade Mark — {Contd,) 

not acquired by wrongful user, D3. 

plaintiff ^8 name need not be indicated by mark, 35, 81, 173—176. 
plaintiff’s title must be proved in a passing off action, 22, 24, 170. 
prima facie, conferred by registration, 15, 533, 565, 608. 
proof of, difficult in the absence of Trade Marks Act, 22, 379. 
pvkblici ouris, 203. 

public recognition need not be proved where mark is distinctive, 73, 171, 181. 
reputation to be proved for non-distinctive mark, 76, 171, 181. 
right not affected by loss of title abroad, 105, 172. 
secondary signiheation and, see Secondary Signification. 

Tower Tea/’ 39, 244. Sec Great Tower Street Tea Co. v. Smith. 

<4 TOPI,'' 4 4 Topee," 250. See Fakir Mahomed v. Emperor. 

Trade Description, 482 — 502. 

application of, to goods, 507, 584. 
composition of goods as, 492. 
country of origin as, 487. 

definition under M.M. Act, 482, (App. 1), 371). 
false. See False Trade Description. 
gauge as, 484. 
geographical names as, 490. 

goods made partly in one country and partly in another, ISO. 
invoices as, 486. 

^^Khaddar” and ‘^Kliadi” as, 492. 
length and width,. 484 (f.n. 24). 

^^make up” of goods does not constitute, 1S2. 

material of which goods are composed as, 40‘J. 

measure ae, 484. 

mode of manufacture as, 492. 

number as, 484. 

oral explanation of unintelligible written wui<hs JS;!. 
placiB at which goods made as, 487. 
quantity as, 484 . 

textile design does not constitute, 473. 

title of books, does not constitute; 502. 

verbal statement does not constitute, 482. 

warrantly of, 539, 591. 

wq^ght of goods as, 484, 487. 

words on the goods not constituting, 483. 

Trade Libel, Chap. X., 418 — 425. 
definition, 418. 

interlocutory injunction to restrain, 425, 
malice must be shown, 422. 
requirements to constitute a, 420. 
special damage must be shown, 424. 

* trade puff not actionable, 421. 
true stotements not actionable, 421. 
view of chancery courts before Judicature Act, 418. 

Trade MARKy Ch. IV, 34 — 67. See also User, 
abandonment of, see Ahandowment, 

Act of 1875, 68. 

Act of 1888, 40, 45. 

96 
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Trade Mark— (C’ dnW.) 

Acts of 1905, 1914 and 1919, texts of, App. Ill to V. 

Associated Trade Marks^ 569. 

Assignment of, see Assignment. 

Bill, Indian, of 1879, 1. f 
certification marks, 570. 
chemical name as, 58, App. V. 
classified, 36. . 
colour as, 65. 

commercial signature” to goods, 35. , 

common to the trade. See Common to the Trade. 
common law marks, protected, 18, 68, 557. 
comparison of trade marks. See under Colourable Imitation. 
concurrent user of. See Concurrent User. 
defensive trade marks, 574. 
deceptive, 394, 398. 
definition of, 34, 35, 428, 560, 596. 
descriptive mark not valid, 49, 182. 
descriptive of design, 184. 
descriptive of quality, 185. 
design not, 282, 472. 
design when valid, 61, 283. 
distinctiveness of. See Distinctivep^^ss. 
distinguished from patent, 131, 282, 497. 
distinguished from design, 184, 282, 283. 
early cases, 119 — 121. 

effects of registration of. See under Kegistration of Trade Marks. 

essential part of goodwill, 403. 

for cotton goods. See Cotton Marks. 

foreign words as, 59. 

geographical names as, 50, 56, 207 — 218. 

get up as, 65. 

group marks, 569. 

Indian marks not protected in foreign'! countries, 25. 
indicated connection of goods with maker or vendor, 28, 35, 93. 
infringement of. See Passing off ; Merchandise Marks Act. 
initials as, 64. 

invented word as, 40 — 47. See Invented Word. 
industrial property — wliether trade mark is, 97. 
joint owners, 173. 
label as, 62. 

laudatory word as, 57, 183. 

letters as, 64. 

license of, 111. 

loss of, S^ Publici Juris. 

manufacturer’s name need not be indicated by, 35, 81, 173. 
may be applied or attached to goods, 71 . 
may indicate quality as well as origin of goods, 201. 
meaning descriptive to the trade may be distinctive to the public or via 
versa, 185, 186. 

misrepresentation as to. See, Misrepresentation. 
name of manufacturer or trader as, 36. 

name of manufacturer or trader may be used by successor in business 
as, 37. 

name of fictitious person as, 506. 
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Tfai>e Mark — (Contd.) 

name given by the public protectcnl, 77, 247—251. 

name of natural product as, 230. 

name of new goods as, 231. 

not registrable as designs, 4. 

numeral as, 63, 185. ' 

office in India will be self-supporting, 19. 

old marks, 575, 576. 

partnership and. See Partnership; Assitinmvnf, 

^ patented article, name of, as, 6t?, 228. See Pahnfnl Artivlc. 
personal marks, 106, 107. 
pictorial representation as, 60, 280. 
pictorial representation of designs as, 61, 285. 
portrait as, 38. 

publici juris, 66. See also Puhlici Juris. 

publication of, in Journal, 641, 642. 

public recognition not necessary for distinctive marks, 73. 

registration of, See under lieffistration for Trade Marks. 

Registers at CHistoma Houses, 4. 

right to, how acquired. Sec Acquisition and Title to Trade Marks. 
rights in India governed by English Common Law, 68. 

Buies of, 1920, text of, App. VI. 

secondary signification of, See /Secondary Signification, 
selection marks, 109. 

signature of a person or company as, 38. 
surname as, 37, 38. 
three marks rule, 562. 
ticket as, 62. 

title to, limited to class of goods, 94 — 96, 176, 179, 

use on or with vendible goods necessary, 70. 

validity, tests of, 35. 

words as, 38 — 50. See Word Marks. 

word common to the trade, not valid as, 67. 

word may have different meaning to tho public ami flic trade, 185. 
wrongful user does not create title, 93. 

Trade Mark Legislation. See Legislation for Registration of Trade Marks. 
Trade Name, (or Business Name), 289 — 332. 
actual deception need not be shown, 134. 
charitable society, name of, entitled to protection, 128, 309. 
classified, 292. 

close similarity in business not insisted on in <*a8e of fraud, 297. 
common law rights not affected by Indian Companies Act, 290. 
defendant restrained if his use of plaintiff's trade name exposes latter 
to risk of liability, 298. 
descriptive names, 295. 

descriptive names may acquire secondary signification, 296, 
fictitious person, name of, 506. 
injunction granted in— cases, 301. 
injunction not granted in— cases, 303. 
injury to trade reputation actionable, 137, 298. 
membership of learned society unauthorised use of, 308. 
mere misdelivery of correspondence not actionable, 294. 
name suggesting amalgamation, agency or successors, 299. 
name suggesting old connection, 300, 407, 408. 
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Trade Name, (or Business Name) — (Contd.) 
names of business premises, 328, 331. 
nature of business to be considered, 296. 
nature of business need not be identical, 297. 

no^-complianco with sections of Companies Act, no bar to protection 
under common law, 292. 

non-registration of business does not bar right to passing-off action^ 290. 
of predecessor in business, 37. 
partnership, dissolution of, and, 306. 
personal name, 311 — 328. 

right to use, cannot be conferred without goodwill, 306. 

personal name and sale of goodwill, 305. See Goodwill, 

personal name, and secondary signification, 316,' 318. 

personal name, use of, must not involve partner in risk of liability, 305. 

probability of deception is the gist of action, 293. 

probability of deception presumed if fraud established, 294. 

probability of tangible injury to plaintiff ^s trade reputation enough, 299. 

registration under Indian Companies Act, 289. 

registration under Companies Act does not affect common law rights, 291. 
use of, after sale or assignment of business, 305. 
use of, on dissolution of partnership, 306, 413. 

Trade Reputation. See Beputation. 

Trade Secret. See Secret Becipe. 

‘ ^ Trappord, ^ ^ 254. See Smith and Wellstood v. Carron Co. 

Transit, goods in. See under M. M. Act. 

Trap Order, 276. 

evidence as to, generally distrusted by the Court, 278. 

Tribes, names of, as Trade Marks, 563. 

Trilby,’^ 50. See Tlolt ^ Co,\s Trade Mark. 

<<Tripcastroid,'^ 257. 

i^TRiTiciNE,'' ‘^Triticumina,^' 256. See Meahy 4r Co. v. Triticine, Ld, 
Turkish Topi,^' 250, 443. See Fakir Mahomed v. Emperor. 

*'Two D Brand,*' 63, 171. See Leahy v. Glover. 

'^Two Elephants," 242, 248. See Johnston 4r Co. v. Orr Ewing Co. 
True Statements, 

as defence in trade libel, 421. 

may constitute misrepresentation, 158, 505. 

^ < Typographs, " 49. See Linotype Co.*s Application. 

^'Tyne band fish," 215. See Shield Ice and Cold Storage Co.^s Application 
"UBEROI," 328. 

"UCOLITE," 255. See Magdalena Securities Ld.^s Application. 

Ultimate Purchasers. See ProhahUity of Deception. 

Undertaking, 

by defendant not to solicit plaintiff’s customers until assumption of new 
business name, 291. 

by defendant to keep, account of sales, during pendency of trial, 348. 
by informant to indemnify in respect of detention of goods, 18, 522, 661. 
by infringer, 375, 376. 

"Uneeda," 46, 48, 49. See National Biscuit Co,* a Application. 

"Universe Life Association," 291, 301. 
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unnecessary Litigation, costs in. See under Costs. 

Unregistered Trade Mark. Sec under Common Law. 
unrenewed Trade Mark, status of, 572. 

Unwary Purchaser. See l^urchaser. 

Upper India Chamber of Commerce, private trade mark register, 0. ^ 

“Urea Stibamine,“ 59. See Upendranath lirahmachari v. Union Drug 
Co., Ld. 

Usage of the Trade, 

evidence as to. See under Evidence. 

T must be taken into consideration in comparing tlie marks, 273, 274. 
Useful Parts of Article, not trade mark, 281. 

User, 

abroad. See under Acquisition. 

advertisement of a mark or use in price lists docs not constitute, 09, 
applying mark to covering, packing case, wrapper, <^tc., may constitute, 
71. 

area of, 225 — ^228. 

commission to take evidence of foreign user, refused, 85. 
conditions of, 171. 
definition, 70, 71. 
difficulty in proving, 24. 

Iionest concurrent user. See Concurrent User. 
intention of owner of mark not necessary to constitute, 7G. 
length of, immaterial where mark is distinctive, 78. 
length of user, instances of, 79, (f.n. 17). 

length of, may be material to establish secondary signification, 78, 79. 
may be of new or of abandoned mark, 69. 
must be continuous, 69;^ 80. 
must be in British India, 81. 

non-user, ground for removal of registered mark, 573, 607. 
prior invention does not constitute, 69. 

public recognition, how far necessary to constitute user, 73 — 76. 
rights to, not affected by loss of title abroad, 105, 172. 

Hhephard, J., on, 82. 
test of, 71, 72. 

title to mark acquired only by prior, 69. 
transitory and spasmodic, does not confer title, 79. 
wrongful, cannot confer title, 93. 

“V AND Z,“ 64. 

** Vacuum ClbaneRjj^^ 55, 198. See British Vaemm Cleaner Co. v. New 
Vacuum Cleaner Co. 

70. See Naa/mloose Vennootschap Fahriek Van Chocolade*s 
Application. 

Valentine,^' 64, 191, 321. See Valentine Meat Juice Co. v. Valentine Meat 
Extract Co. 

Validity, 

registration to bo conclusive evidence of, after seven years, 565, 608. 
registration to be prima facid^ evidence of validity of mark, 565, 608. 

Variation, ’ 

limits of, permissible in the description of goods. See under 
Merchandise Marks Act. 
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VAKIATION — (Conta.) 

mere variation in spelling or termination of a common word will not 
constitute distinctiveness, 44, 46# 
minor variations. See under Colourable Imitation. 
of non-distinctive character allowed in Associated and Series Marks, 
569, 604. 

Vaseline, ' ' 66, 67. See Chesehorough Manufacturing Co.^s Tm. 

Velvet, not classified as piece goods, 530. 

^^Vblvona,^' 36. 

Vendible Article, mark must be on, 70. 

Vendor and Vendee. See Goodwill. 

Verbal Description, may constitute trade description, 482. 

^‘Vezet,'’ 47. See Verschure and Zoon*s Application. 

“ Victor, Victory, 60, 184, 255. See Massachusetts Saw Works ^ 

Application. 

<< Victoria Kerosene,” 452. i 

“Viennese Band,” 198. See Wurm v. Webster. 

“ViNCALis,” 256. See Coleman v. Brown. 

”Vino,” “Vyno,” 255. See Wheately, Akeroy 4* Co.^s Application. 

“VoKEs Fobberth,” 222. 

”W AND G,” 64. See Du Cros^ Application. 

Warranty implied on sale of goods, (S. 17, Merchandise Marks Act), 539, 

591. 

” Warrior Cycles Company,” 94, 397. See Sen v. Oakes. 

“Warwick Tyres,” 179, 353. See Warwick Tyre Co., Ld. v. New Motor 
and General Bubber Co., Ld. 

“Washerine,;” 49. See Burland^s Tm. 

Watches, importation of, 489, 490. 

Weight, misrepresentation as to, 487. 

” Wet OR Dry,” 47, 50, 182. 

“WHEATSHEAP” device of. See Joshua WigfuU Sons, Ld. v. John 
Jackson ^ Son. 

“Wheeler and Wilson,” 229. 

<«Whitk Jelly CrystalSji” 55, 199. Seo White Tomkins Courage Ld. v. 
United Confectionery Co., Ld. 

“White Viennese Band,” 198. See Wurm v. Webster and Girling. 
“Whitstable Oysters,” 217. See Whitstable Oyster Fishery Co. v. 
Hayling Fisheries, Ld. 

“Wincabnis,” 235, (f.n. 10), 256. See Coleman v. Brrmn; Coleman v. 
Stephen Smith 4r Go. 

“ Wine' "c^RT, ? » 199. See Edward Young 4" Go., Ld. v. Grierson Oldham 4 
Ld. I 

f^WiNSER,” interceptors, 184. See Winner 4 Go., Ld. v. Armstrong 4 Go. 
^^.W^ESTEB China, 56, ^213. See^ Worcester Soyal Porcelain Co., Ld., v. 
Locke 4 Go. . 

<^W(mESTm Corsets,” 52. Bee Boydl Worcester Corsets Co.^s AppUcatkm. 
WORD Marw.. See Deceptive Marks; Descriptive Marks; Geographical Names; 
JwuenieS Words. 
chemical names, 58. 
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Word Ma^ks— (C’ onW.) 

confusion between; 251—6. 

deBcriptive words and secondary signification. See under Secondary 
Sigmfication, 

descriptive, words not valid trade marks, 182, 184, 185. 

' examples of words held to be similar, 254. 

^not similar, 256. . 

. descriptive of goods, 49. 

foreign words, 59. 

geographical names, 50, 56, 207 — 218. 

T having no reference to the character or quality of the goods, .^8, 48. 
history of registration of word marks in England, .*{9 — 45. 
invented word as trade mark. See Invented Word, 
laudatory words, 57, 183. 

laudatory for all articles as distinct from laudatory for particular articles 
• • only, 200. 

meaning given by the public may bo different from that given by the 
trade, 185. 

must be judged by the ear as well as by the eye, 48, 251. 
ordinary words as trade marks, 48. 
registration of, for cotton goods formerly refused, 576. 
rules for comparison of, 253. 

Wrapper, marking on, constitutes user if wrapper seen by purchaser, 71. 
Wrongful User, title not acquired by, 93. 

‘'XXX,»' marks, 185. 


andN,^> 65. 

YORKSHIRE Eelish,»» 18, 56, 72, 78, 81, 131, 174, 214, 233; 242. See Fowell 
V. The Bvrmingkam Vvnega'r Brewery Co,, Ld, 

<ty — 257. See Fitchetts, Ld, v. Louhct ^ Co., Ld, 

^‘Zeekol/' ‘^Zykol,’' 255. See Brown Co.'s Application, 








